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EXPLANATION  OF  NOTES.  Hi 


EXPLANATION  OF  NOTES. 


The  Text  of  the  Opinion. 

The  text  of  the  opinion  of  the  oonrt  ia  taken  wholly  from  the  reooid,  and  not 
from  the  official  reporter.  The  reason  for  this  is  that  the  record  is  the  original 
source  fix>m  which  the  reporter  himself  obtains  his  matter  ;  that  it  is  complete, 
no  cases  decided  by  the  coort  being  omitted  therefrom  ;  that  on  application  to 
the  clerk  of  the  court  for  a  certified  copy  of  an  opinion,  it  is  the  copy  of  the 
opinion  as  it  appears  in  the  record,  and  not  as  printed  in  the  official  report  that 
he  furnishes. 


Prominent  among  the  advantages  secured  by  printing  the  record,  is  the  fact 
that  the  statement  of  the  case,  involving  all  those  facts  which  the  court  consid- 
ers material  to  the  understanding  of  its  opinion  is  made  by  the  court  itself, 
strictly  in  view  of  its  decision,  concisely  and  judicially,  whereas  the  official  re- 
porters, Wallace  and  Otto,  have  omitted  whole  pages  of  the  statement  as  made 
by  the  court,  substituting  their  own,  or  have  so  amended  and  varied  the  court's 
statement  as  to  make  it  practically  a  new  one.  The  case  of  Union  Paper  C6l- 
lar  G6.  v.  Van  Densen,  reported  in  this  volume  is  a  notable  example,  on  con- 
sulting which  the  foot-notes  appended  will  be  found  to  point  out  the  variation 
of  the  official  reporter  from  the  original  record. 


It  will  also  be  observed  that  this  practice  of  these  reporters  has  often  been  the 
cause  of  omitting  in  their  reports  the  introductory  part  of  the  opinion  as  given 
in  the  record,  supplying  it  from  thieir  own  point  of  view  and  actually  beginning 
the  report  of  the  opinion  at  an  intermediate  point  of  the  record. 


The  text  in  this  work  has  been  prepared  from  printed  certified  copies  of  the 
record,  and  has  undergone  a  second  comparison  while  in  type  before  printing 
made  directly  with  the  original  record  in  the  Supreme  Court,  giving  an  assu- 
rance that  no  efibrt  has  been  spared  to  secure  accuracy. 


It  has  ftirther  been  compared  with  the  officially  published  reports  and  the 
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diveigencieB  of  the  latter  from  the  record  pointed  out  in  foot-notes  to  each  case 
where  they  occur,  in  justification  of  the  course  pursued  by  the  editor,  and  for 
the  convenience  of  the  profession. 


Tbe  Syllabi,  or  The  Head  Notea 


The  head  notes  have  been  prepared  with  care  and  considerable  elaboration, 
the  editor  deeming  it  more  convenient  to  the  profession  that  lie  should  err  on  the 
side  of  too  great  minntia  in  calling  their  attention  even  to  what  may  be  re- 
garded as  dicta  of  the  court.  At  the  enti  of  each  head-note  will  be  found  \ye- 
tween  brackets,  the  page  of  the  opinion  of  which  it  is  a  digest.  The  head-notes 
are  numbered  consecutively  and  at  the  end  of  each  case  there  will  be  found  un- 
der the  corresponding  number  of  the  head-note  a  note  of  Supreme  Court  Patent 
Cases,  in  chronological  order,  relative  to  the  subject-matter  of  the  head-note. 


The  Annotations,  or  Notes  at  ending  of  Case. 

Notes  at  endingr  of  oase  are  of  three  kinds  :  those  in  the  form  of  notes 
to  the  head-notes  ;  those  relating  to  the  patent  in  suit ;  and  those  relating  to 
cases  in  which  the  particular  case  reported  has  been  cited. 


Notes  to  the  head-notes  These  consist  of  Supreme  Court  Patent  Cases, 
arranged  in  chronological  order,  in  which  the  substan«3  of  the  head-note  has 
been  restated,  affirmed,  or  applied,  as  the  case  may  be  ;  these  have  been  brought 
down  to  the  latest  decisions  of  the  court  accessible  at  the  date  of  printing  the 
volume. 

The  patent  in  suit  is  next  given  with  its  reissues,  if  any,  followed  by  a 
chronological  list  of  all  reported  Federal  suits  in  which  the  patent  has  been  in- 
volved. 


Citations  of  the  particular  opinion.  Then  follows  a  list  of  those  cases 
in  which  the  opinion  reported  has  been  cited.  Tills  list  includes  Federal,  State, 
and  Canadian  Cases,  opinions  of  the  Attorney-General,  and  of  the  Commissioner 
oif  Patents,  and  the  latest  text-books,  Curtis,  4th  Edit.,  Walker,  Merwin,  and 
Abbott. 


All  the  lists  are  chronological  in  arrangement  and  in  the  list  of  citations  the 
datesmre  appended.. 
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Additional  References,  &c. 


To  facilitate  the  finding  of  any  case  appearing  in  the  notes,  not  only  is  the 
original  report  given,  but  also  volume  and  page  of  Kobb,  Fisher,  Banning  and 
Aiden,  and  others  in  which  it  is  reprinted. 


Both  in  the  opinion  aDd  arguments  the  rule  has  been  followed  of  adding  the 
names  to  cases  cited  by  page  and  volnme  only,  these  additions  to  the  text  being 
included  in  brackets. 


Blank  lined  spaces  afler  each  note  and  a  blank  page  at  the  end  of  each  case 
are  left  for  the  insertion  of  additional  citations  and  of  general  notes. 

Tables. 

There  are  added  a  number  of  tables  and  two  indexes  for  ready  reference. 
These  are  Tables  of  Cases,  Reference  Table  of  Cases,  Table  of  Patents  in  Suit, 
of  Cases  Cited,  of  Abbreviations,  of  Names  of  Justices,  of  Names  of  Counsel,  an 
Index  Digest  and  a  Digest  of  Notes. 

Reference  is  made  throughout  the  work  to  the  volume  and  page  of  the  En- 
glish cases  already  published  as  part  of  this  series,  wherever  they  occur. 

WOODBURY  LOWERY. 
Washing'ton,  D,  C. 
Jan,  1,  1889. 
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THE  CORN-PLANTER  PATENT.* 

George  W.  Brown,  Appellant,  v.  Rufus  B.  Guild, 
Executor  op  George  I.  Bergen.  Deceased,  and 
Frederick  P.   Sisson. 

George  W.  Brown,  Appellant,  v.  James  Selby,  et  al. 

23  WaU.,  18U245.    Oct.  Term,  1874.t 

[Bk.  23,  L.  ed.  161 ;  6  O.  G.  392.] 
Argued  JaDuary  16,  17,  20,  1873.     Decided  May  4,  1874. 

EhcperimenL  Application  for  patent  Bar,  Abandoned  exper- 
iment Particular  patent  construed.  Fraud,  Commissioner* a 
decision.  Reissue.  Construction  of  claims.  Sufficient  de- 
scription.    Frivolous  claim., 

ll  Where  the  alleged  anticipating  antomatio  machine  was  never 
used  bat  once,  when  it  was  worked  by  hand,  held  it  was  a 
mere  experiment,  and  were  it  not  for  the  application  for  a 
patent,  would  justly  be  regarded  as  an  abandoned  experiment 
(p.  61.) 

2:  A  mere  application  for  a  patent  is  not  a  bar  to  a  further  patent 
*  See  Explanation  of  Notes,  pag^  III. 

t  The  order  followed  in  the  printing  of  this  case  is  that  observed  by 
Wallace  who  dates  it  Oct.  Term,  1874.  It  was  decided  in  Oct.  Term* 
1878,  but  omitted  in  the  reports  for  that  year. 
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nnder  Act  1636,  sec.  7;  it  can  only  have  a  bearing  on  the 
question  of  prior  invention  or  discovery,  (p,  62.) 
8.  If,  upon  the  whole  of  the  evidence,  it  appears  that  the  alleged 
prior  invention  or  discovery  was  only  an  experiment  and  was 
never  perfected  or  brought  into  actual  use,  but  was  abandoned 
and  never  revived  by  the  alleged  inventor,  the  mere  fact  of 
having  unsuccessfully  applied  for  a  patent  therefor,  cannot 
take  the  case  out  of  the  category  of  unsuccessful  experi- 
ments,    (p^  62.) 

4  Reissued  letters  patent  No.  1,037,  G.  W.  Brown,  September  11, 

1860,  Seed-Planter,  original  patent  No.  9,893,  August  2,  1853, 
(antedated  February  2,  1853,)  construed  and  held  there  was 
nothing  in  the  particular  form  and  shape  of  the  runner  claimed 
which  is  sufficiently  diverse  from  others  that  precede  it,  to  en- 
title it  to  the  merit  of  an  invention,     (p.  71.) 

5.  The  question  of  fraud  in  obtaining  a  reissne  must  be  regarded 

as  settled  by  the  decision  of  the  Commissiooer  of  Patents  in 
granting  it.     (p.  71.) 

6.  The  claim  of  reissued  lej;ters  patent  No.  1,036,  G.  W.  Brown, 

September  11,  1860,  Seed-Planter,  original  patent  No.  9,893, 
August  2,  1853,  construed  and  limited  by  reference  to  the 
specification  in  view  of  words  "substantially  as  and  for  the 
purpose  set  forth  "  appended  to  the  claim  to  be  for  a  combi- 
nation of  the  material  parts  of  the  entire  machine,  held  not 
anticipated,  valid  and  infringed  by  a  machine  constructed  with 
more  expensive  features,     (p.  71.) 

7.  An  inventor  cannot  claim  such  parts  of  a  machine  as  another 

had  previously  devised,  and  which  worked  well  after  the  ma- 
chine was  perfected,  although  this  was  not  till  after  the  other 
had  perfected  his.  But  he  may  claim  them  in  a  new  combina- 
tion of  them  with  devices  of  his  own  which  result  is  a  useful 
machine,     (p.  74.) 

8.  The  claim  of  reissued  letters  patent  No.  1,038,  G.  W.  Brown, 

September  11,  1860,  Seed-Planter,  original  patent  No.  9,893, 
August  2,  1853,  construed  to  be  for  a  novel  combination  pro- 
ducing new  and  useful  results  and  held  that  it  is  no  objection 
to  the  validity  of  a  patent  for  such  a  combination  that  some 
of  the  elements  of  which  it  is  composed  are  not  new.  (p.  78.) 
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9.  The  sQiQixiary  of  the  patentee's  claim,  nsually  annexed  to  the 

specification,  admits  that  all  that  is  not  included  is  old,  and 
that  it;  is  sufficient  compliance  with  the  law  (Act  1836,  sec.  6), 
requiring  the  new  to  be  distinguished  from  the  old.     (p.  78.) 

10.  Eeissued  letters  patent  No.  1,038,  G.  W.  Brown,  September  11, 

1860,  Seed-Planter,  original  patent  No.  9,893,  August  2, 1853, 
held  to  sufficiently  distinguish  the  new  from  the  old  parts  by 
the  summary  of  its  claim ;  is  valid  and  infringed,     (p.  79.) 

11.  Claim  1  of  reissued  letters  patent  No.  1,039,  G.  W.  Brown, 

September  11,  1860,  Seed  Planter,  original  patent  No.  9,898, 
August  2,  1853,  for  "mounting  the  attendant  upon  a  seed- 
planting  machine  in  such  a  position  that  he  can  see  the  marks 
made  upon  the  ground  and  operate  the  dropping  of  the  seed 
accordingly''  if  construed  as  a  claim  for  a  result  irrespective 
of  the  means'of  accomplishing  it,  is  void.  But  if,  in  order  to 
give  a  favorable  construction,  so  as  to  sustain  the  patent,  if  it 
can  fairly  be  done,  the  claim  is  qualified  by  the  words  "  sub- 
stantially as  herein  set  forth,"  and  the  means  are  described  in 
the  specification,  it  is  no  longer  open  to  the  objection.  Claim 
2  field  a  new  and  valid  combination  and  the  reissue  held  in- 
fringed,    (p.  80.) 

12.  Held  that  reissued  letters  patent  No.  1,036,  1,038  &  1,039,  G. 

W.  Brown,  September  11,  1860,  original  patent  No.  9,893, 
August  2,  1853,  are  not  for  substantially  the  same  combina- 
tion,    (p.  82.) 

13.  Claim  1  of  reissued  letters  patent  No.  1,091,  G.  W.  Brown,  De- 
cember 11,  1860,  Seed-Planter,  original  patent  No.  12,811, 
May  8, 1855,  held  wanting  in  novelty.  Claim  2,  held  to  be  for 
the  application  of  an  old  device  to  a  new  use,  and  the  reissue 
held  void.     (p.  83.) 

14  The  claim  of  reissued  letters  patent  No.  1,092,  G.  W.  Brown, 
December  11,  1860,  Seed- Planter,  original  patent  No.  12,811, 
May  8,  1855,  the  particular  location  of  the  driver's  seat,  so 
that  by  the  throwing  of  his  weight,  certain  results  could  be 
produced,  held  in  view  of  state  of  art  not  to  involve  invention, 
(p.  84.) 

15.  The  claim  of  reissued  letters  patent  No.  1,093,  G.  W.  Brown, 
December  11,  1860,  Seed- Planter,  original  patent  No.  12,811, 
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May  8,  1855,  held  wanting  in  novelty  if  broadly  oonstrned;  if 
Kmited  is  substantially  identical  with  reissue  claim  No.  1,038, 
G.  W.  Brown,  September  11,  1860.     (p.  85.) 

16.  The  claim  of  reissued  letters  patent  No.  1,094,  G.  W.  Brown, 
December  11,  1860,  Seed  Planter,  original  patent  No.  12,811, 
May  8,  1855,  for  a  peg  or  stop  to  prevent  the  rear  part  of  a 
machine  from  tipping  so  far  as  to  dump  the  driver  on  the 
ground,  is  too  frivolous  a  device  to  be  regarded  as  an  inven- 
tion, and  a  patent  for  it  is  void.     (p.  67.) 

17:  The  claim  of  reissued  letters  patent  No.  1,095,  G.  W.  Brown, 
December  11,  1860,  Seed-Planter,  original  patent  No.  12,811, 
May  8, 1855,  sustained  as  novel  and  ?ield  infringed,     (p.  87.) 

(^Citations  in  dissenting?  opinion  of  the  court :] 

Gould  V.  Bees,  15  Wall.  194  [9  Am.  &  £ng.  89].    p.  94. 
Gill  V.  Wells,  22  Wall.  1  [9  Am.  &  Eng.  471].    p.  94. 
Vance  v.  Campbell,  1  Black,  428  [7  Am.  &  Eng.  117].    p.  100. 
Prouty  V.  Buggies,  16  Pet.  841  [4  Am.  &  Eng.  851].    p.  100. 
Seymour  v.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290].    p.  101. 

Appeals  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  Illinois. 

The  cases  are  stated  by  the  court. 

The  drawings  and  specifications  of  •the  several  letters 
patent  referred  to  in  the  opinion  of  the  court  are  as  fol- 
lows : 


GEORGE  W.  BROWN,  OF  GALESBURG,  ILLINOIS. 

Improvkment  in  Seed-Planteks. 

Specification  forming  part  of  Letters  Patent  No.  0,893,  dated  Feb- 
ruary 2,  1853;  Reissue  No.  526,  dated  Febrnary  16,  1858;  Re- 
issue No.  1^036^  dated  September  11,  1860. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  George  W.  Brown,  of  Galesburg,  in 
tiie.  county  of  Knox  and  State  of  Illinois,  have  invented 


G.  W.  BROWN. 
Corn  Planter. 


Reissued  Sept  I),  I860. 


l^ 


^^<^^^ 
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certain  new  and  useful  improvements  in  seed-planters;  and 
I  do  hereby  declare  the  following  to  be  a  full,  clear^  and 
exact  description  of  the  construction  and  operation  of  the 
same,  reference  being  had  to  the  accompanying  drawings, 
making  a  part  of  this  speciflcation,  in  which — 

Fig.  1  represents  a  perspective  view  of  my  seed-planting 
machine  arranged  for  automatic  or  '^ machine  dropping," 
as  it  is  termed.  Fig.  2  represents  a  side  elevation  of  the 
same.  Fig.  3  represents  the  same  machine  arranged  for 
hand-dropping.  Fig.  4  represents  a  side  elevation,  and  Fig. 
B  a  top  plan,  of  the  machine  as  arranged  for  hand-dropping, 
as  shown  in  Fig.  3. 

Similar  letters  of  referefnce,  where  they  occur  in  the  several 
figures,  denote  corresponding  parts  of  the  machine  in  all 
the  drawings. 

Corn  is  planted  at  that  season  of  the  year  when  the  soil 
is  moist  and  soft,  and  on  the  rich  soils  of  the  w^est  it  is  so  slip- 
pery and  mucky  in  many  places  as  to  make  what  is  known 
as  "machine-planting"  impossible,  as  the  wheels  or  their 
axles  are  the  motive  power  by  which  the  seed-slides  are 
operated,  and  as  these  wheels  do  not,  owing  to  their  slip^ 
advance  the  machine,  or  with  the  machine,  regularly  over 
the  field,  the  spaces  between  the  hills  or  rows  are  not  uni- 
form or  in  line.  This  makes  the  after  cultivation  of  the 
corn  very  diflScult,  as  the  cultivator  moving  in  a  direct  line 
throws  up  many  of  the  plants.  In  drier  or  more  sandy  and 
less  sticky  soils  automatic  or  machine  planting  may  be  done. 
My  machine  is  applicable  to  either  use  and  to  any  of  the 
soils,  it  having  peculiar  characteristics  which  make  it  ap- 
plicable to  either  the  machine  or  the  hand-planting. 

Tlje  object  and  purpose  of  this  part  of  my  invention  re- 
lates to  hand-planting  machines,  in  which  the  person  who 
operates  the  seed-slides  sits  or  rides  on  the  machine  in  a 
convenient  position  for  overlooking  his  work  and  govern- 
ing his  motions  by  the  previously-made  furrow  or  marks  on 
or  in  the  ground,  so  as  to  preserve  regular  rows,  hills^  or 
spaces  between  the  rows  or  hills ;  and  this  part  of  my 
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invention  consists,  first,  in  a  seed-planting  machine  con- 
structed principally  of  frame- work,  the  front  part  of  which 
is  supported  on  not  less  than  two  runners  or  shoes,  and 
the  rear  part  supported  on  not  less  than  two  wheels,  the 
wheels  being  arranged  to  follow  in  the  line  of  the  runners, 
for  a  purpose  to  be  hereinafter  described. 

To  enable  others  skilled  in  the  art  to  make  and  use  mv 
invention,  I  will  proceed  to  describe  the  same  with  refer- 
ence to  the  drawings. 

A  A  represent  a  pair  of  runners  or  shoes,  properly  braced 
apart  by  cross-braces  B  C  D  in  any  manner  that  will  make 
them  sufficiently  rigid  and  at  a  distance  from  each  other 
equal  to  that  between  the  rows  or  hills  of  corn. 

E  is  a  tongue  united  to  the  cross-pieces  in  any  of  the 
usual  modes,  so  as  to  be  midway  between  the  pair  of  run- 
ners or  shoes.  To  this  tongue  which  may  be  said  to  consti- 
tute a  part  of  the  frame  of  the  machine,  the  double-trees 
F,  to  which  the  team  is  hitched,  is  fastened.  The  seed- 
hoppers  Gt  Gt  are  secured  to  this  frame  immediately  over  the 
rear  of  the  runners.  The  seed-slides  or  valves  a,  that  al- 
low the  grains  in  measured  or  regulated  quantities  to  pass 
out  of  these  hoppers  and  into  the  gash  or  furrow  prepared 
for  them  by  the  runners  or  shoes,  are  connected  together 
by  a  bar,  J,  to  which  a  lever,  c,  or  its  equivalent  is  attached, 
so  that  the  attendant  from  his  seat  or  stand  H  may  readily 
see  the  previously-made  marks  in  or  on  the  ground  and 
operate  lever,  c,  to  make  the  droppings  conform  thereto. 

To  the  side  pieces  I  of  the  frame  are  connected  two  bars 
or  levers,  J,  (one  only  being  seen,  but  both  alike),  by  a 
pivot-pin  or  hinged  joint  at  d  at  their  front  ends,  and  at 
their  rear  ends  they  slip  over  the  journals  of  the  rollers  or 
wheels  K.  To  these  journals  are  also  attached  by  dead- 
eyes  or  bearings  the  stirrup-straps  €,  to  which  the  pieces 
L  L  are  attached,  the  rear  ends  of  said  pieces  L  being  con- 
nected by  a  cross-bar,  which  the  driver,  who  walks  in  the 
rear  of  the  machine,  may  catch  hold  of,  and  by  rasing  it 
up  also  raise  up  the  rollers,  or  by  pressing  it  down  raise  up 
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the  runners  or  shoes  out  of  the  ground.  The  side  pieces 
L  are  hinged  to  the  cross-piece  D  of  the  front  frame  by- 
bolts  passing  through  slots,  as  at/,  or  otherwise,  so  that 
the  rollers  may  rise  and  fall  without  disturbing  the  runners, 
or  so  that  the  runners  may  yield  or  move  independently  of 
the  rollers.  This  constitutes  mainly  the  frame- work,  which 
is  simple,  cheap,  strong,  and  eflScient  for  every  purpose. 
The  notch  g  in  the  front  ends  of  the  runners,  and  the  lugs 
A  ijj  connected  to  the  cross-bar  D,  are  for  the  purpose  of 
applying  the  auxiliary  wheels  N  N  and  converting  the  ma- 
chine from  a  hand  to  a  mechanical  dropper ;  but  as  this 
constitutes  another  branch  or  division  of  my  invention  I 
will  but  briefly  refer  to  them  here. 

When  the  wheels  N  N  are  to  be  used  the  two  bars  O  O, 
on  which  the  boxes  or  bearings  k  for  the  axle  P  are  placed, 
have  their  eye  or  loop  I  at  their  front  ends  hooked  over  the 
notches  g  g^  respectively,  and  the  rear  ends  of  these  bars 
O  O  have  arms  or  levers  m  fastened  to  them,  and  which 
levers  have  their  fulcra  at  hj^  and  their  free  ends  meet  in 
a  guiding  and  supporting  piece,  /,  where,  by  means  of  a  pin 
and  adjusting  holes,  they  may  be  regulated  so  as  to  raise 
and  lower  and  hold  at  any  proper  height  the  rear  ends  of 
said  bars  O  O,  and  consequently  raise,  lower,  or  hold  the 
wheels  N  N  on  them  at  such  regulated  height.  The  wheels 
and  axle  being  thus  placed,  a  pin,  n^  in  the  lever  c  takes 
into  the  zigzag  o  on  the  axle,  and  the  seed-slides  or  valves 
are  then  operated  automatically,  and  the  attendant  riding 
on  the  mechine  is  then  dispensed  with. 

The  shoes  or  runners  A  have  an  upward-inclining  edge, 
j9,  and  a  point,  g,  sufficiently  high  or  raised  as  that  it  will 
climb  up  and  over  or  cut  or  break  through  any  ordinary 
intervening  obstacle,  and  it  is  thin  enough  so  as  not  to  be 
required  to  force  the  earth  materially  in  a  lateral  direction. 
It  widens  out  gradually  toward  its  rear  end,  so  as  to  open 
a  gash  or  furrow  for  the  seed  to  drop  into.  I  prefer  to 
make  the  seed  duct  or  tube  r  in  the  rear  of  the  shoe  or  run- 
ner, as  then  the  runner  will  be  certain  to  hold  open  the  gash 
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or  f jirrow  until  the  seeds  are  dropped  into  it.  The  seed- 
duct  should  at  least  follow  the  furrow-opener  near  or  close 
enough  to  allow  the  seeds  to  drop  into  it  befor^  the  loose 
^arth  runs  in  and  fills  it.  A  runner  thus  made  causes  but 
little  friction  in  passing  through  the  earth  or  soil,  and  as  it 
is  thin  and  smpoth  the  muck  does  not  cling  to  it  and  choke 
it  up,  as  it  would  do  were  it  of  a  wedge  form,  as  heretofore 
used,  witli  a  vertical  edge,  and  requiring  much  lateral  forc- 
ing of  the  earth  to  open  up  a  furrow. 

The  hinge-joint  d  admits  of  the  runners  A  being  raised 
vp  out  of  the  ground  to  pass  any  obstacle,  but  particularly 
in  turning  the  machine  around  at  the  ends  of  the  furrows, 
for  unless  then  raised  up  it  would  strain  them  very  much, 
or  its  tongue  or  frame,  as  said  runners  or  shoes  are  gener- 
ally sunk  at  their  rear  ends  several  inches  in  the  soil.  In 
thus  raising  up  the  seeding  part  of  the  machine  or  the  run- 
liers  the  tongue  E,  the  point  of  which  is  attached  to  the 
necks  of  the  team,  is  one  fixed  point,  and  the  wheels  K  K 
make  another  fixed  point  (in  relation  to  the  ground),  so 
that  by  using  the  lever  M  the  shoes  are  raised  up  and  sus- 
pended on  these  fixed  points,  and  it  is  immaterial  where- 
about between  these  fixed  points  the  hinge-joint  is,  so  that 
the  runners  are  suspended  and  carried  by  the  point  of  the 
tongue  and  the  wheels  K. 

The  attendant  sitting  upon  his  seat  H,  can  readily  see  the 
previously  made  furrow  or  mark  and  as  the  seed-ducts  come 
Xc>  the  proper  point  he  shifts  his  lever,  allowing  a  charge  of 
grain  to  leave  each  hopper  and  pass  down  into  the  furrows 
prepared  for  them.  The  rollers  K,  following  after  the  shoes 
or  runners,  close  up  and  press  the  earth  down  over  the 
seeds  so  planted.  This  makes,  as  I  allege  and  believe,  and 
as  has  been  proven,  the  best  corn  planting  machine  ever 
devised,  for  it  is  cheap  and  eflicient,  not  being  subject  to 
the  many  difliculties  incident  to  other  machines  for  a  sim- 
ilar purpose.  Where  it  is  best  known  it  is  almost  univer- 
sally used,  and  I  believe  I  am  safe  in  saying  that  it  is  the 
flrat  and  only  entirely  successful  machine  for  planting  corn,^ 
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ill  a  workmanlike  manner,  in  the  loamy,  macky  soils  of  the 
west. 

By  ''amachinecomposedmainly  of  frame- work"  I  mean 
a  machine  without  gearing,  without  spoked  wheels,  and 
other  expensive  fixtures,  and  resembling  a  drag  or  sled 
more  than  it  does  a  carriage  or  wagon  in  its  main  or  general 
construction.  The  only  wheels  I  use,  though  bearing- 
wheels  to  a  certain  extent,  are  covering-wheels,  and  thus 
perform  two  functions. 

r  r  are  buttons  having  one  thick  and  one  thin  wedge- 
shaped  end.  By  turning  these  buttons  so  that  their  thick 
or  their  thin  ends  or  portions  come  under  the  bar  D,  they 
define  the  extent  of  motion  between  the  hinged  partM  and 
the  seeding- frame.  By  turning  the  buttons  entirely  out  or 
away  from  the  bar  D  another  adjustment  is  had. 

Having  thus  fully  described  the  nature  and  object  of  my 
invention,  what  I  claim  under  this  patent  is — 

A  seed -planting  machine  constructed  principally  of 
frame-work,  the  front  part  of  which  is  supported  on  not 
less  than  two  runners  or  shoes  with  upward-inclining  edges, 
and  the  rear  part  supported  on  not  less  than  two  wheels, 
the  latter  being  arranged  to  follow  the  former,  substantially 
as  and  for  the  purpose  set  forth. 

Witnesses  :  GEO.  W.  BROWN. 

A.  B.  Stoughton, 

E.  Cohen. 

» 

GEORGE  W.  BROWN,  OP  GALESBURG,  ILLINOIS. 

Improvement  in  Seed-Planters.* 

Specification  forming  part  of  Letters  Patent  No.  9,893,  dated  Feb- 
ruary 2,  1853  ;  Reissue  No.  526,  dated  February  16,  1858  ;  Re- 
issue No.  1,037,  dated  September  11,  1860. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  George  W.  Brown,  of  Galesburg,  in 

*  The  drawings  of  this  reissue  are  identical  with  those  of  Reissue  No. 
1,036.    p.  6  anU, 
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the  county  of  Knox,  and  State  of  Illinois,  have  invented 
certain  new  and  useful  Improvements  in  Seed- Plan ters ; 
and  I  do  hereby  declare  the  following  to  be  a  full,  clear, 
and  exact  description  of  the  same,  reference  being  had  to 
the  accompanying  drawings,  making  a  part  of  this  specifi- 
cation, in  which — 

Fig.  1  represents  a  perspective  view  of  my  seed-planting 
machine  arranged  for  automatic  or  ''machine"  dropping, 
as  it  is  termed.  Fig.  2  represents  a  side  elevation  of  the 
same.  Fig.  3  represents  the  same  machine  arranged  for 
hand-dropping.  Fig.  4  represents  a  side  elevation,  and 
Fig.  5  a  top  plan,  of  the  machine  as  arranged  for  hand- 
dropping,  as  shown  in  Fig.  3. 

Similar  letters  of  reference,  where  they  occur  in  the  sev- 
eral figures,  denote  corresponding  parts  of  the  machine  in 
all  the  drawings. 

In  opening  up  a  furrow  in  the  ground,  into  which  corn 
is  to  be  dropped  from  a  machine,  an  instrument  is  required 
which  should  have  three  prerequisites :  First,  it  must  in- 
cline upward  at  its  front  edge,  so  as  to  climb  up  and  over 
or  cut  or  break  through  such  intervening  obstacles  as  are 
usually  met  with  in  planting  corn  ;  second,  it  must  be  ca- 
pable of  opening  a  furrow  without  much  lateral  displace- 
ment of  the  soil,  as  it  requires  much  power  to  do  so,  and, 
besides,  the  soil,  if  mucky,  as  it  is  apt  to  be  at  the  season 
of  the  year  v/hen  corn  is, plan  ted,  will  cling  to  the  furrow- 
opener,  and  thus,  instead  of  a  clear,  smooth  gash,  the  fur- 
row is  rough  and  uneven  ;  third,  it  must  glide  through  the 
soil  more  like  cutting  with  a  knife  than  tearing  it  apart, 
and  thus  prevent  any  clinging  of  soils  thereto,  and  keeping 
itself  smooth  and  bright;  and,  fourth,  it  must  be  long 
enough  to  form  a  support  for  the  frame  to  be  carried  by  it. 
Such  an  instrument  for  such  purpose  I  have  devised  ;  and 
the  nature  of  this  invention  may  be  stated  as  follows,  viz: 
the  construction  and  use,  in  connection  with  a  corn  plant- 
ing machine,  of  a  runner  or  shoe  preceding  a  planting 
device,   said   runner    or  shoe  being  made  with   an  up- 
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ward  inclining  edge,  and  the  point  thereof  sufficiently  high 
or  raised  that  it  will  climb  up  and  over,  or  cut  or  break 
througli  intervening  obstacles  without  materially  forcing 
the  earth  in  a  lateral  direction  at  its  front  part,  but  widen- 
ing towards  its  rear  end,  so  as  to  open  out  a  gash  or  fur- 
row, in  which  to  deposit  the  seed,  as  will  be  explained. 

The  shoe  or  runner  A  is  made  thin  enough  to  easily  pene- 
trate the  ground  at  its  lower  edge,  and  has  an  upward  in- 
clining edge,  jp,  which  rises  high  enough  to  climb  over  or 
break  or  cut  through  any  ordinary  intervening  obstacle, 
such  as  clods,  stalks  or  sod.  It  is  thin  enough  so  as  not  to 
be  required  to  force  the  earth  materially  in  a  lateral  direc- 
tion, and  keeps  bright  and  smooth.  It  widens  out  gradu- 
ally toward  its  rear  end,  so  as  to  open  a  gash  or  furrow  for 
the  seed  to  drop  into.  I  prefer  to  make  the  seed  duct  or 
tube  r  in  the  rear  of  the  shoe  or  runner  itself,  so  that  the 
runner  will  be  certain  to  hold  open  the  furrow  it  makes  un- 
til the  seeds  are  dropped  into  it.  The  seed-duct  r  shopld 
at  least  follow  the  furrow-opener  close  enough  to  prevent 
the  earth  from  running  into  and  filling  the  gash  or  furrow 
before  the  seeds  are  deposited  in  it.  A  runner  or  shoe  thus 
made  causes  but  little  friction  in  passing  through  the  earth 
or  soil,  and  as  it  is  thin  and  smooth  the  muck  does  not 
cling  to  it  and  choke  it  up,  as  it  would  do  were  it  of  a  wedge 
form  with  a  vertical  edge  and  thick  rear,  which  must  force 
the  earth  laterally  to  a  great  extent.  The  manner  of  con- 
necting such  shoes  or  runners  with  a  seeding-machine  is 
fully  shown  by  the  drawings.  Their  length  must  be  suffi- 
cient to  support  the  frame  that  is  to  be  carried  by  them 
without  being  forced  too  deep  into  the  soil,  as  would  be 
the  case  with  a  sword-shaped  cutter. 

Having  thus  fully  described  the  nature  and  object  of  my 
invention,  what  I  claim  under  this  patent  is — 

The  construction  of  a  shoe  or  runner  for  seed- planting 
machines  with  an  upward  inclining  edge,  and  its  point  suf- 
ficiently high  or  raised  as  that  it  will  climb  up  and  over  or 
cut  or  break  through  intervening  obstacles  without  mate- 
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rially  forcing  the  earth  laterally  at  its  front  part,  and 
wideiling  toward  its  rear  end,  so  as  to  open  out  a  gash  or 
furrow,  in  which  the  seed  to  be  planted  may  be  deposited, 
and  long  enough  to  furnish  a  support  to  the  frame- work, 
substantially  as  described. 

GEO.  W.  BEOWN. 

Witnesses : 

A.  B.  Stoughton, 
E.'  Cohen. 


GEORGE  W.  BROWN,  OF  GALESBURG,  ILLINOIS. 

Improvement  in  Seed-Planters.* 

Specification  forming  part  of  Letters  Patent  No.  9,893,  dated  Feb- 
ruary 2,  1853  ;  Reissue  No.  526,  dated  February  16,  1858  ;  Re- 
issue  No.  1^038^  dated  September  11,  1860. 

To  all  wJiom  it  may  concern : 

Be  it  known  that  I,  George  W.  Brown,  of  Galesburg,  in 
the  county  of  Knox,  and  State  of  Illinois,  have  invented 
certain  new  and  useful  Improvements  in  Seed-Planters; 
and  I  do  hereby  declare  the  following  to  be  a  full,  clear, 
and  exact  description  of  the  same,  reference  being  had  to 
the  accompanying  drawings,  making  a  part  of  this  specifi- 
cation, in  which — 

Fig.  1  rejjresents  a  perspective  view  of  my  seed-planting 
machine  arranged  for  automatic  or  *' machine  dropping," 
as  it  is  termed.  Fig.  2  represents  a  side  elevation  of  the 
same.  Fig.  3  represents  the  same  machine  arranged  for 
hand-droppino:.  Fig.  4  represents  a  side  elevation,  and 
Fig.  6  a  top  plan  of  the  machine  as  arranged  for  hand- 
dropping,  as  shown  in  Fig.  3. 

Similar  letters  of  reference,  where  they  occur  in  the  sev- 

*  The  drawing  of  this  reissue  are  identical  with  those  of  Reissue  No. 
1,086.    p.  5  anU. 


Oct.,  1874.]     THE  CORN-PLANTER  PATENT.  15 

statement  of  the  oaae. 

eral  figures,  denote  corresponding  parts  of  the  machine  in 
all  the  drawings. 

In  a  seed-planting  machine  that  is  composed,  mainly,  of 
frame- work,  and  that  is  supported  by  and  carried  on  not 
less  than  two  runners  and  not  less  than  two  wheels,  it  is 
important  that  there  should  be  a  joint  somewhere  between 
the  supporting  points  of  the  machine  upon  the  ground  for 
several  reasons,  and  among  them  I  mention  the  following, 
viz :  that  one  part  of  the  machine  may  be  raised,  lowered, 
adjusted,  or  supported  on  the  other  part  of  the  machine, 
for  defining  the  depth  of  planting,  for  passing  over  inter- 
vening obstacles,  and  for  turning  the  machine  around  at 
the  end  of  the  rows  or  furrows. 

The  nature  of  this  part  of  my  invention  consists  in  com- 
bining with  a  seed-planting  machine  constructed,  princi- 
pally, of  frame-work,  and  with  not  less  than  two  runners 
and  two  wheels,  a  hinged  joint  between  the  point  of  the 
tongue  and  the  rear  part  of  the  machine,  (or  between  what 
I  term  its  *•  ground -supports,")  so  that  one  part  may,  by 
means  of  said  hinge-joint,  be  i-aised,  lowered,  adjusted,  or 
supported  on  the  other  part,  for  purposes  herein  men- 
tioned, meaning  by  *'onepart"  and  the  "other  part"  the 
part  in  advance  and  the  part  in  rear  of  said  hinge-joint. 

To  enable  others  skilled  in  the  art  to  make  and  use  this 
invention,  I  will  proceed  to  describe  the  same  with  refer- 
ence to  the  drawings. 

A  A  represent  a  pair  of  runners  or  shoes,  properly  braced 
apart  by  cross-pieces  B  C  D  in  any  manner  that  will  make 
them  sufficiently  rigid,  and  at  a  distance  from  each  other 
equal  to  that  between  the  rows  or  hills  of  corn  or  other 
seeds  to  be  planted. 

E  is  a  tongue,  united  to  the  cross-pieces  in  any  of  the 
usual  modes,  so  as  to  be  midway  between  the  pair  of  run- 
ners, to  make  a  center  draft.  To  this  tongue,  which  may 
be  said  to  constitute  a  part  of  the  frame  of  the  machine, 
the  double-trees  F,  to  which  the  team  is  hitched,  is  fast- 
ened.   The  seed-hoppers  G  Gt  may  be  secured  to  this  frame 
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immediately  over  the  rear  of  the  runners.  The  seed  slides 
or  valves  a,  that  allow  the  grains  in  measured  quantities  to 
pass  out  of  these  hoppers  and  into  the  gash  or  furrow  pre- 
pared for  them  by  the  runners,  may  be  connected  together 
by  a  bar,  &,  to  which  a  lever,  c,  or  its  equivalent,  is  at- 
tached, so  that  the  attendant,  from  his  seat  or  stand  H,  may 
readily  see  the  previously-made  marks  in  the  ground  and 
operate  the  lever  c  to  make  the  droppings  conform  thereto. 
To  the  side-pieces,  I,  of  the  frame  are  connected  two  bars 
or  levers,  J  J,  (one  on  each  side),  by  a  pivot  pin  or  hinge- 
joint  at  d  at  their  front  ends,  and  their  rear  ends  supported 
on  the  journals  of  the  rollers  or  wheels  K,  said  journals 
acting  as  the  fulcra  of  said  levers  J.  To  these  journals  may 
also  be  connected  the  stirrap-straps  ^,  to  which  the  pieces 
or  levers  L  L  are  attached,  the  rear  ends  of  the  pieces  L 
being  connected  by  a  cross-bar,  M,  which  the  driver  or  at- 
tendant may  seize,  and  by  raising  it  up  or  pressing  it  down 
correspondingly  lower  or  raise  the  pieces  I,  and  through 
them  the  runners  A,  by  means  of  the  fulcra  or  supports  on 
the  wheels  K  and  the  hinged  connections.  The  pieces  L 
extend  forward  of  the  braces  or  stirrups  e,  and  have  a  yield- 
ing or  hinged  connection  with  the  cross-piece  D  by  a  bolt 
and  slot  aty,  or  otherwise,  so  that  the  rollers  or  wheels 
may  rise  and  fall  in  passing  over  the  usual  inequalities  of 
the  ground  without  disturbing  the  runners  or  shoes.  This 
constitutes,  mainly,  the  frame- work,  which  is  simple, 
cheap,  strong,  and  eflScient,  and  possessing  the  property  of 
allowing  that  part  in  front  of  the  joint  and  that  part  in  rear 
of  it  to  accommodate  themselves  independently  of  each 
other  to  the  natural  roughness  of  the  ground,  while  at  the 
same  time  the  operator,  by  means  of  the  levers  L  L  and 
their  connections,  can  raise  up,  lower,  carry,  support,  or  ad- 
just one  of  the  frames  upon  the  other  at  pleasure,  as  fol- 
lows :  The  hinge-joint  at  d  admits  of  the  runners  A  being 
raised  up  out  of  the  ground  to  pass  any  obstacle,  but  par- 
ticularly facilitates  the  turning  around  of  the  machine  at 
the  ends  of  the  furrows,  for  unless  then  raised  up  it  would 
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strain  the  machine  very  much,  as  the  heels  of  the  runners 
are  sunk  several  inches  in  the  ground,  and  oflfer  considera- 
ble resistance  in  turning.  In  thus  raising  up  the  seeding 
part  of  the  machine  or  the  runners  the  tongue  E,  the  point 
of  which  is  attached  to  the  necks  of  the  horses,  is  one  fixed 
point,  and  the  wheels  K  are  the  other  fixed  or  supporting 
points,  so  that  by  using  the  lever  M  the  shoes  are  raised 
up  and  suspended,  if  necessary,  on  these  fixed  points.  It 
is  immaterial  whereabout  between  these  fixed  or  bearing 
points  the  hinge-joint  is  located,  so  that  the  runners  are 
suspended,  carried,  or  controlled  by  the  point  of  the  tongue 
and  the  wheels  K  tlirough  the  hinge-joint  and  the  lever 
connections  between  them. 

Having  thus  fully  described  the  nature  and  object  of  my 
invention,  what  I  claim  under  this  patent  is — 

In  combination  with  a  seed-planting  machine,  constructed, 
principally,  of  frame- work  with  not  less  than  two  runners 
and  not  less  than  two  wheels,  a  hinged  joint  between  the 
point  of  the  tongue  and  the  rear  part  of  the  machine,  so 
that  one  part  of  the  frame-work  may  be  raised,  lowered, 
adjusted,  or  supported  on  the  other  part,  substantially  as 
described. 

Witnesses:  GEO.  W.  BROWN. 

A.  B.  Stoughton, 
E.  Cohen. 

GEORGE  W.  BROWN,  OF  GALESBURG,  ILLINOIS. 
Improvement  in  Seed-Planters.* 

Specification  forming  part  of  Letters  Patent  No.  0,803,  dated  Feb- 
ruary 2,  1853;  Reissue  No.  526,  dated  February  1,  1868;  Re- 
issae  Na  1^039^  dated  September  11,  1860. 

Division  D. 
To  all  whom  it  map  concern : 
Be  it  known  that  I,  George  W.  Brown,  of  Galesburj?,  in 

*  The  drawings  in  this  reissue  are  substantially  identical  with  those 
in  No.  1,086,  p.  5  ant«. 
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the  county  of  Knox  and  State  of  Illinois,  have  invented 
certain  new  and  useful  Improvements  in  Seed-Planters , 
and  I  do  hereby  declare  the  following  to  be  a  full,  clear, 
and  exact  description  of  the  construction  and  operation  of 
the  same,  reference  being  had  to  the  accompanying  draw- 
ings, making  a  part  of  this  specification,  in  which — 

Fig.  1  represents  a  perspective  view  of  my  seed-planting 
machine  arranged  for  automatic  or  "machine  dropping," 
as  it  is  termed.  Fig.  2  represents  a  side  elevation  of  the 
same.  Fig.  3  represents  the  same  machine  arranged  for 
hand-dropping.  Fig.  4  represents  a  side  elevation,  and 
Fig.  6  a  top  plan,  of  the  machine  as  arranged  for  hand- 
dropping,  as  shown  in  Fig.  3. 

Similar  letters  of  reference,  where  they  occur  in  the  sev- 
eral  figures,  denote  corresponding  parts  of  the  machine  in 
all  the  drawings. 

It  has  been  customary  m  seed-planting  machines  in  which 
the  seed-slides  were  operated  automatically  from  some  of 
the  moving  parts  of  the  machine  to  mount  the  driver  or 
conductor  upon  the  machine  ;  and  it  has  also  been  custo- 
mary to  have  the  man  who  operates  the  seed-slides  (when 
operated  by  hand)  walk  along  behind  or  with  the  machine. 
I  of  course  lay  no  claim  to  these  things.  I  have  discovered, 
however,  that  to  mount  the  operator  of  a  hand-planting 
machine  upon  the  machine  itself,  where  he  can  see  the 
previously-made  marks  upon  the  ground  and  work  his 
seed-slides  so  as  to  drop  the  charge  or  charges  of  seed  in 
exact  conformity  thereto,  not  only  relieves  him  of  much  of 
his  onerous  duty,  but  enables  him  to  do  better  work  and 
plant  with  more  regularity,  regular  planting — that  is, 
planting  in  straight  rows  or  hills — ^making  the  cultivation 
of  the  young  plants  by  machines  much  more  certain  and 
easy,  and  without  throwing  out  or  covering  up  such  plants 
as  would  be  outside  of  a  regular  line. 

The  nature  of  this  part  of  my  invention  consists  in  so 
constructing  a  seed-planting  machine,  wherein  the  seed- 
dropping  mechanism  is  operated  by  hand,  in  contradistinc- 
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tion  from  "mechanical  or  machine  dropping,"  the  so 
mounting  of  the  operator  upon  said  machine,  as  that  he 
may  readily  and  distinctly  see  the  previously-made  marks 
upon  the  ground,  and  operate  the  dropping  mechanism  to 
conform  thereto  ;  and  my  invention  further  consists  in  com- 
bining with  a  seed-planting  machine  composed  substan- 
tially of  frame-work,  and  upon  which  the  person  who 
works  the  seed  slides  or  valves  by  hand  sits  or  stands,  a 
lever  or  its  equivalent  by  which  the  driver  who  manages 
the  team  may  raise  or  lower  that  part  of  the  frame  that 
carries  the  operator  of  the  seeding  apparatus,  and  thus  ease 
the  machine  in  passing  any  intervening  obstacles  or  in 
turning  it  around. 

To  enable  others  skilled  in  the  art  to  make  and  use  this 
invention,  I  will  proceed  to  describe  the  same  with  refer- 
ence to  the  drawings. 

H  represents  a  seat  or  stand  which  is  occupied  by  the 
person  who  works  the  seed  slides  or  valves.  This  seat  is 
supported  upon  the  frame-work  of  the  machine,  and  is  so 
placed  that  the  occupant  of  it  can  readily  see  the  seed- 
dropping  mechanism,  as  also  the  i)reviously-made  marks 
upon  the  ground,  which  guide  him  in  his  operations.  The 
operator  holds  in  his  hand  a  lever,  c,  which  is  connected 
with  the  seed  slides  or  valves,  and  when  he  sees  that  the 
hoppers  or  seed  ducts  are  in  the  line  of  the  previously- 
made  marks  or  rows  he  moves  his  lever  and  causes  a  charge 
of  seed  to  fall  from  the  hopper  or  tubes,  into  the  furrow  or 
gash  made  by  the  furrow-opener. 

I  found  my  invention  upon  the  assumption  that  com 
upon  mucky  or  prairie  soils  cannot  be  planted  with  regular- 
ity by  machinery — that  is,  dropped  automatically — ^for 
the  slipping  of  the  wheels,  and  the  clogging  and  choking 
of  such  parts  as  are  used  in  connection  with  corn-dropping 
machines,  cause  so  much  irregularity  as  to  make  the  after 
cultivation  of  the  plants  by  machinery  almost,  if  not  en- 
entirely,  impossible  without  great  loss,  by  throwing  ont 
or  covering  up  the  plants.     I  drop  the  seeds  by  hand 
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through  iproper  mechanism;  and  that  the  operator  may 
readily  see  his  work,  and  not  guess  at  it,  I  place  him  on 
the  machine,  where  he  rides ;  and  I  believe  I  am  the  first 
to  mount  the  man  who  plants  by  hand  on  the  machine  that 
prepares  the  furrow,  carries  the  seed,  and  covers  it  up, 
everything  being  mechanical  except  simply  the  dropping 
of  the  seed.  I  do  everything  that  can  be  well  and  properly 
done  by  machinery  by  such ,  mechanical  devices  as  are 
herein  shown.  The  planting,  or,  rather,  dropping  of  the 
seed,  which  I  allege  cannot  be  properly  done  by  machinery, 
I  do  by  hand,  and  by  the  hand  of  a  person  who  rides  upon 
the  machine. 

In  the  drawings  I  have  shown  an  entire  seeding  machine, 
to  which  the  operator's  seat  or  stand,  and  the  lever  by 
which  he  operates  the  seed-slides,  are  affixed.  From  these 
drawings  and  positions  the  whole  thing  will  be  readily 
understood,  and  the  application  of  them  made.  In  a  ma- 
chine, however,  upon  which  the  person  who  operates  the 
seed  slides  rides,  it  is  essential  that  some  provision  be 
made  for  easing  the  machine  over  intervening  obstacles,  and 
in  turning  around.  For  this  purpose  I  connect  with  the 
frame-work  B,  C,  D,  etc.,  a  second  frame-work,  J  eL  M. 
The  seed-slide  operator  may  ride  on  the  first  named  frame- 
work, and  the  second  attendant  or  driver,  by  pressing 
down  upon  the  cross-bar,  M,  can  raise  up  the  other  part, 
with  the  attendant  upon  it,  and  thus  ease  the  runners. 
These  two  fmme  works,  or,  rather,  parts  of  frame-work, 
constitute  the  main  frame,  which  is  supported  by  the  run- 
ners, A,  and  wheels,  K,  and  sometimes  partially  supported 
upon  the  tongue,  which,  being  rigid  on  the  frame,  BCD, 
may  itself  be  called  a  part  of  that  frame,  while  it  also  does 
the  duty  of  tongues  ordinarily.  The  weight  of  the  person 
who  works  the  seed-slides  is  important  at  times  to  hold  the 
furrow- openers  to  or  in  the  ground,  and  when  his  weight 
becomes  a  bar  or  preventative  to  the  machine's  other  duties 
— viz.,  of  mounting  over  obstructions,  or  in  turning  around 
— I  have  provided  a  means,  as  above  described,  of  counter- 
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acting  his  weight  by  throwing  a  portion  of  it  upon  the 
wheels  and  tongue  and  suspending  the  seeding  mechanism 
to  them,  or,  in  other  words,  removing  the  weight  from  the 
runners  and  its  frame,  (except  the  tongue)  and  throwing  it 
upon  the  wheels  and  tongue,  thus  putting  the  work,  as 
well  as  the  control  of  the  machine,  entirely  under  the 
supervision  and  direction  of  the  attendants,  and  leaving 
nothing  that  requires  judgment  and  skill  to  the  machine 
itself. 

Having  thus  fully  described  the  nature  and  object  of  my 
invention,  what  I  claim  nnder  this  patent  is — 

1.  In  a  seed- planting  machine  wherein  the  seed-dropping 
mechanism  is  operated  by  hand  or  by  an  attendant  in  con- 
tradistinction from  mechanical  dropping,  the  mounting  of 
said  attendant  upon  the  machine  in  such  position  that  he 
may  readily  see  the  previously-made  marks  upon  the 
ground  and  operate  the  dropping  mechanism  to  conform 
thereto,  substantially  as  herein  set  forth. 

2.  In  combination  with  a  seed-planting  machine  com- 
posed substantially  of  frame  work,  and  upon  which  the 
person  who  works  the  seed  slides  or  valves  sits  or  stands,  a 
lever  or  its  equivalent  by  .which  a  driver  or  second  attend- 
ant may  raise  or  lower  that  part  of  the  frame- work  that 
carries  the  attendant  and  the  seeding  devices,  and  thus 
ejise  the  machine  in  passing  over  intervening  obstacles  or 
in  turning  around,  substantially  as  described. 

GEO-  W.  BEOWN. 
Witnesses : 
A.  B.  Stoughtok, 
E.  Cohen. 
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aEO.  W.  BROWN,  OP  GALESBURG,  ILLINOIS. 
Improvement  in  Seed-Planters. 

Specification  forming  part  of  Letters  Patent  No.  12,8ll>  dated  Maj 
8,  1855;  Beissne  No.  508,  dated  Noyember  10,  1857:  Beissne 
No.  1^091^  dated  December  11,  1860. 

Division  A. 

Jb  all  tohom  it  may  concern  : 

Be  it  known  that  I,  George  W.  Brown,  of  Galeflbnrg,  in 
the  county  of  Knox  and  State  of  Illinois,  have  invented 
certain  new  and  useful  Improvements  in  Seed-Planters ; 
and  I  do  hereby  declare  that  the  following  is  a  full,  clear, 
and  exact  description  of  the  same,  reference  being  had  to  the 
accompanying  drawings,  making  a  part  of  this  specifica- 
tion, in  which — 

Pig.  1  represents  a  perspective  view  of  the  machine 
complete.  Fig.  2  represents  a  top  plan  of  the  seed  hop- 
pers and  valves  and  frame-work  supporting  them.  Fig.  8 
represents  a  vertical  transverse  section  through  the  seed 
hoppers,  valves,  and  runners  lor.  shoes,  and  showing  a  de- 
vice for  operating  the  valves,  also  representing  parts  of  the 
frame  for  supporting  them,  as  well  as  the  marker.  Fig.  4 
represents  a  side  elevation  of  one  of  the  rutiners.  Fig.  6 
represents  the  lock  or  block  for  defining  or  adjusting  the 
descent  of  the  rear  part  of  the  frame. 

Similar  letters  of  reference,  where  they  occur  in  the  sev- 
eral figures,  denote  corresponding  parts  of  the  machine  in 
all  the  drawings. 

In  the  machine  originally  patented  to  me  on  the  2d  day 
of  February,  1853,  and  afterward  reissued,  many  of  the 
leading  characteristics  of  the  present  invention  may  b^ 
found ;  but  in  my  former  invention  I  only  mounted  one 
■person  on  the  machine,  where  he  could  ride  and  better 
overlook  his  work,  the  other  attendant  walking  upon  the 
ground.     In  my  present  machine  I  mount  both  the  seed 


ReiMued  Dec.  ]].   1660 


\ 


Oct.,  1874.]    THE  OORNPLANTER  PATENT.  27 

statement  of  the  case. 

slide  or  valve  oi)erator  and  the  driver  on  the  machine,  so 
that  both  can  ride  and  without  inconveniencing  each  other. 
This  I  find  to  be  the  most  desirable,  and  is  preferred  by 
the  farmers. 

The  nature  of  this  invention  consists,  in  connection  with 
a  seed-planting  machine  that  is  operated  by  hand,  in  the 
placing  of  both  the  driver  and  the  person  who  operates  the 
seed  slides  or  valves  upon  the  machine  in  such  positions 
that  each  may  attend  to  his  particular  duty  without  inter- 
fering with  the  duties  of  the  other ;  and  it  further  consists^ 
in  connection  with  a  seed- planting  machine  that  is  ope- 
rated by  hand,  and  upon  which  the  driver  and  the  person 
who  operates  the  seed-slides  sit  or  stand,  in  the  so  locating 
of  sa)d  seats  or  stands  as  that  the  weight  of  one  of  the  per- 
sons may  be  used  to  counterbalance  or  overbalance  the 
weight  of  the  other,  for  the  purpose  of  more  readily  rais- 
ing or  lowering  the  seeding  apparatus. 

To  enable  others  skilled  in  the  art  to  make  and  use  my 
invention,  I  will  proceed  to  describe  the  same  with  refer- 
ence to  the  drawings. 

A  A  represent  a  pair  of  runners  or  shoes  having  their 
edges  inclined  upward,  so  as  to  mount  up  or  climb  over  or 
break  or  cut  through  intervening  obstacles  to  their  free 
passage  through  or  over  the  ground.  These  runners  are 
made  thin  at  front  and  gradually  widen  out  toward  their 
rear  ends,  so  as  to  open  a  gash  or  furrow  wide  enough  to 
receive  the  grains  that  are  to  be  planted  therein  and  with- 
out much  lateral  displacement  of  the  soil  or  any  tendency 
of  the  mucky  or  sticky  soils  to  adhere  to  them,  and  thus 
clog  up  the  machine  and  cause  it  to  make  rough  or  irregu- 
lar openings  for  the  seed.  These  runners  are  united  by 
suitable  cross-pieces  to  form  a  frame- work,  upon  which  are 
mounted  the  seed-hoppers  B  B,  and  a  seat  or  stand,  C,  for 
the  person  who  works  the  seed  slides  or  valves  a  a  to  oc- 
cupy or  ride  upon. 

D  is  the  tongue,  and  E  the  double-trees,  to  which  the 
team  is  hitched  in  the  usual  way. 
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The  valves  a  a  are  united  by  a  cross-bar,  &,  to  which  a 
lever,  c,  is  attached,  said  lever  being  in  convenient  position 
for  the  operator  to  grasp  and  work  from  his  seat  or  stand 
C.  Instead  of  the  grains  dropping  from  the  seed  slides  or 
valves  a  a  in  the  hopper  down  into  the  gash  or  furrow  at 
one  single  fall,  there  may  be  a  second  set  of  valves,  e  e^ 
Pig.  3,  extending  down  into  the  seed  ducts  or  tubes  d  rf, 
which  catch  the  grains  that  drop  from  the  hoppers  and 
allow  those  just  previously  dropped  and  caught  to  fall  into 
the  furrow.  This  is  more  particularly  advantageous  when 
the  hoppers  set  high  up  above  the  ground,  as  the  machine 
will  not  advance  so  far  over  the  ground  during  the  time 
consumed  in  the  falling  of  the  grain,  and  consequently  the 
operator  can  better  gauge  the  dropping  into  the  exact, spot, 
and  thus  preserve  straight  rows  for  the  after  cultivation. 

F  F  are  a  pair  of  supporting- wheels,  and,  for  conveni- 
ence, are  also  made  to  travel  in  the  path  of  the  runners,  so 
as  to  press  down  the  earth  upon  the  planted  seeds.  Upon 
the  journals  or  axles  of  these  wheels  is  supported  the  rear 
portion  of  the  frame- work  G  of  the  machine,  and  upon 
which  rear  portion  of  the  frame-work  the  driver's  seat  H  is 
placed.  This  seat  extends  back  of  the  axle  or  centers  of 
the  wheels  F,  or  so  that  thfe  driver  or  occupant  of  the  rear 
seat  by  moving  himself  or  throwing  his  weight  forward  or 
backward  may  force  the  seeding  apparatus  into  or  raise  it 
from  the  ground  for  planting  deeper,  or  for  raising  to  sur- 
mount any  obstacle,  or  for  turning  the  machine  around  at 
the  end  of  the  furrow  or  "through." 

The  side  pieces,  1 1,  connecting  the  front  and  after  por- 
tions of  the  frame,  may  be  united  in  front  by  rods  or 
bolts/,  so  as  to  form  a  hinged  connection  and  leave  some 
play  between  said  front  and  rear  portions,  and  a  lock, 
block,  or  stop,  h,  arranged,  against  which  the  levers  I  I 
catch  or  stop  to  prevent  the  rear  of  the  frame  from  de- 
scending so  low  as  to  strike  the  ground  or  inconvenience 
the  driver  or  occupant  of  the  seat  H.  g  are  adjustable 
purchase-blocks  on  the  inside  levers,  I,  as  seen  at  Fig.  5, 
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which  take  under  the  frame  of  the  seeding  apparatus,  so 
as  to  define  or  adjust  the  extent  to  which  said  seeding  ap- 
paratus may  be  raised  or  lowered.  The  pieces  1 1  serve  as 
levers  by  which  the  driver  or  occupant  of  the  rear  seat  by 
his  weight  or  his  position,  or  both,  can  raise  up  or  let  or 
force  down  the  seeding  apparatus,  shoes,  or  seed-ducts,  as 
will  be  clearly  understood  by  reference  to  the  drawings. 
The  driver  or  occupant  of  the  rear*  seat,  too,  by  changing 
the  position  of  his  person  or  weight  can  balance,  counter- 
balance, or  overbalance  the  weight  of  the  person  who  sits 
or  stands  in  front,  thus  controlling  the  machine,  raising  up 
or  letting  down,  when  necessary  to  do  so,  the  seeding  ap- 
paratus by  simply  moving  his  person  or  throwing  his 
weight  backward  or  forward,  as  the  caee  may  be. 

The  person  who  works  the  seed-slides  may  sit  or  stand 
facing  the  previously-made  furrows  or  marks  on  the 
ground,  which  guide  him  in  his  operations,  and,  sighting 
by  an  indicator,  K,  moves  his  lever  c  when  the  indicator 
points  over  the  previously-made  mark,  and  thus  succes- 
sively drop  the  charges  of  grain  in  rows  or  straight  lines, 
so  as  to  be  readilv  cultivated  afterward. 

It  is  obvious  that  so  long  as  I  have  two  seats  on  the  ma- 
chine it  is  immaterial  upon  which  one  the  driver  sits  or 
upon  which  one  the  seed-slide  operator  sits,  as  they  may 
change  seats  and  still  work  and  conduct  the  machine  in 
the  same  way. 

The  tongue  D  is  rigidly  fixed  to  the  front  frame,  and  the 
rear  frame  being  hinged  to  the  front  frame  by  the  levers  or 
side  pieces,  1 1,  the  occupant  of  the  seat  H  can  by  shifting 
his  person  or  weight  backward  on  his  seat  raise  up  the 
front  frame,  so  that  instead  of  the  runners  or  shoes,  which 
are  its  ordinary  supports,  carrying  said  front  frame,  it  is 
suspended  to  the  rear  frame  at  one  end  and  to  the  horses' 
necks  at  its  front  end,  and  thus  carried,  in  which  position 
the  weight  is  on  the  wheels  and  the  horses'  necks.  Thus  the 
tongue,  too,  becomes  a  lever  through  the  intervention  of  a 
hinged  joint  between  its  point  and  the  carrying- wheels,  by 


80  THE  CORN-PLANTER  PATENT.        [Sup.  Ct 

Statement  of  the  case. 

■ 

which  the  management  of  the  front  frame  is  facilitated, 
and  the  entire  operations  of  the  machine  put  under  the 
easy  control  of  the  person  riding  upon  it. 

Having  thus  fully  described  the  nature  and  object  of  my 
invention,  what  I  claim  under  this  patent  is — 

1.  In  combination  with  a  seed-planting  machine  that  is 
operated  by  hand,  the  placing  of  both  the  driver  and  the 
person  who  operates  the  seed  slides  or  valves  upon  the  ma- 
chine in  such  position  as  that  each  may  attend  to  his  par- 
ticular duty  without  interfering  with  that  of  the  other, 
substantially  as  described. 

2.  In  combination  with  a  seed-planting  machine  that  is 
operated  by  hand,  and  upon  which  the  driver  and  the  per- 
son who  works  the  seed  slides  or  valves  sit  or  siand,  the  so 
locating  of  said  seats  or  stands  as  that  the  weight  of  one  of 
the  persons  may  be  used  to  counterbalance  or  overbalance 
tlie  weight  of  the  other  for  the  purpose  of  more  readily 
raising  or  lowering  the  see'ding  apparatus,  substantially  as 

and  for  the  purpose  described. 

GEO.  W.  BROWN. 
Witnesses : 

A.  B.  Stoughton, 

E.  Cohen. 


GEO.  W.  BROWN,  OF  GALESBURG,  ILLINOIS. 
Improvement  in  Seed-Planters.* 

Specification  formiDg  part  of  Letters  Patent  No.  12,811,  dated 
May  8,  1855;  Reissue  No.  508,  dated  November  10,  1857;  Re- 
issue  No.  1^092^  dated  December  11,  1860. 

Division  B. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  George  W.  Brown,  of  Galesburg,  in 

*The  drawings  in  this  reissue  are  indentical  with  those  of  reissue  No. 
1,091.    p.  22  ante. 
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the  county  of  Knox  and  State  of  Illinois,  have  invented 
certain  new  and  useful  improvements  in  seed-planters  ;  and 
I  do  hereby  declare  the  following  to  be  a  full,  clear,  and 
exact  description  of  the  construction  and  operation  of  the 
same,  reference  being  had  to  the  accompanying  drawings, 
making  a  part  of  this  specification,  in  which — 

Pig.  1  represents  a  perspective  view  of  the  machine  com- 
plete. Fig.  2  represents  a  top  plan  of  the  seed  hoppers 
and  valves  and  the  frame-work  supporting  them.  Pig.  3 
represents  a  vertical  section  taken  transversely  through  the 
seed  hoppers,  valves,  and  runners  or  shoes,  and  showing 
the  device  for  operating  the  valves,  also  representing  parts 
of  the  frame-work  for  supporting  them,  as  well  as  the 
marker.  Fig.  4  represents  a  side  elevation  of  one  of  the 
runners.  Fig.  5  represents  the  lock  or  block  for  defining 
or  adjusting  the  descent  of  the  rear  part  of  the  frame. 

Similar  lettere  of  reference,  where  they  occur  in  the  sev- 
eral figures,  denote  corresponding  parts  of  the  machine  in 
all  the  drawings. 

To  give  the  operator  or  conductor  of  a  seed-planting  ma- 
chine full  control  of  the  machine  while  he  rides  upon  it  in- 
volves the  necessity  of  a  peculiar  arrangement  of  seat  in  re- 
lation to  the  axle,  or  the  driving,  supporting,  or  cover- 
ing wheels  in  which  the  axle  is  supported,  so  that  the  seat 
may  be  used  as  a  lever,  the  occupant  of  it  simply  shifting 
his  person  or  his  weight,  and  thus,  making  a  fulcrum  of 
the  axle  or  the  wheels  that  support  it,  may  raise  or  lower 
the  seeding  apparatus  or  force  it  into  the  ground,  as  may 
be  required.  This  is  the  object  of  this  part  of  my  inven- 
tion ;  and  my  invention  consists,  in  connection  with  a  seed- 
planting  machine  that  has  its  seeding  devices  forward  of 
the  driver's  position  and  forward  of  the  axle,  in  the  locat- 
ing of  the  seat  in  such  relation  to  the  axle  of  the  support- 
ing-wheels as  that  the  occupant  of  said  seat  may,  by  mov- 
ing himself  or  throwing  his  weight  forward  or  backward 
on  the  seat,  and  without  leaving  it,  force  the  seeding  ap- 
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paratus  into  or  raise  or  lower  it  from  the  ground,  as  he  may 
desire,  or  as  the  nature  of  the  work  may  require. 

To  enable  others  skilled  in  the  art  to  make  and  use  my 
'  invention,  I  will  proceed  to  describe  the  same  with  refer- 
ence to  the  drawings. 

A  A  represent  a  pair  of  runners  or  shoes  upon  which  the 
seed-hoppers  B  B  are  mounted,  and  which,  together  with 
other  cross-pieces  extending  from  shoe  to  shoe,  form  a  frame 
to  which  the  tongue  D  is  united. 

F  F  are  a  pair  of  wheels  supported  by  journals  or  axles 
in  the  frame-pieces  1 1,  etc.,  that  are  all  united  to  a  cross- 
piece,  G,  at  the  rear,  and  another  cross-piece  G,  which  is 
in,  at,  or  near  the  line  of  the  bearings  or  journals  of  the 
wheels  F.  These  pieces  form  also  a  second  frame,  which  is 
pivoted  to  the  front  frame  at  the  points/*/.  The  outer 
pieces  1 1  pass  over  respectively  a  lock,  block,  or  stop,  A,  on 
the  front  frame,  and  are  so  arranged  as  to  prevent  the  rear  of 
the  frame  from  descending  so  low  as  to  strike  the  ground 
or  incommode  the  driver  or  occupant  of  the  seat. 

ff  g  are  adjustable  purchase-blocks  on  the  inside  levers 
1 1,  as  seen  at  Fig.  6,  which  take  under  the  cross-bar  J  of 
the  front  frame,  and  define  or  adjust  the  extent  to  which 
said  front  frame  may  be  raised  or  lowered.  The  pieces  1 1 
serve  as  levers  by  which  the  occupant  of  the  seat  H,  by  his 
weight  or  his  position,  or  both,  can  raise  up  or  let  or  force 
down  the  seeding  apparatus,  shoes,  or  seed-ducts,  as  may 
be  required  for  running  the  machine  around,  or  for  deeper 
or  less  deep  planting.  The  seat  H  is  secured  to  the  frame- 
pieces  G  G,  and  it  extends  back  of  the  line  of  the  axles  of 
the  wheels  or  centers  of  the  wheels,  so  that  the  occupant  of 
the  seat  may  use  it  as  a  lever  to  raise  up  the  front  fmme- 
work  and  seeding  devices,  as  above  mentioned,  by  shifting 
his  weight  or  moving  his  person  thereon.  Should  the  axle 
extend  clear  across  from  wheel  to  wheel,  it  would  then 
occupy  the  place  of  the  front  cross-piece  G,  and  the  axle 
could  then  become  the  support  of  the  seat  H. 

The  seeding  apparatus  herein  represented  operates  as 
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follows :  The  shoes  A  form  a  gash  or  furrow  in  the  ground, 
and  the  seed-ducts  are  close  in  rear  of  them.  The  valves 
a  a  are  united  by  a  cross-bar,  &,  to  which  a  lever,  c,  is  at- 
tached, said  lever  being  in  convenient  position  for  the  oper- 
ator to  grasp  and  move  from  his  seat  on  the  machine.  In- 
stead of  the  grains  dropping  directly  from  the  seed-slides  or 
valves  a  a  into  the  hopper  in  the  gash  or  furrow,  or  at  one 
fall,  there  may  be  a  second  set  of  valves,  e  6,  Pig.  3,  ex- 
tending down  into  the  seed-ducts  d  d^  which  catch  the 
grains  that  drop  from  the  hoppers  and  allow  those  just  pre- 
viously dropped  and  caught  by  them  to  fall  into  the  fur- 
rows, the  object  of  this  being  to  let  the  seed  have  as  little 
space  to  drop  from  as  possible,  because  while  they  are  fall- 
ing the  machine  is  moving  along  over  the  field,  and  with- 
out the  lower  valves  would  dribble  the  grains  along,  instead 
of  leaving  them  in  straight  rows  or  hills,  so  as  to  be  easily 
cultivated  afterward. 

K  is  an  indicator  or  marker  which  directs  the  operator  in 
moving  the  lever  c.  As  soon  as  the  marker  points  over  the 
previously  planted  hill  or  furrow  the  lever  is  moved,  which 
drops  the  charge  of  seeds  in  exact  line  with  the  others  pre- 
viously dropped,  and  thus  perfect  uniformity  and  direct- 
ness of  rows  or  hills  are  preserved. 

Having  thus  fully  described  the  nature  of  this  part  of 
my  invention,  what  I  claim  under  this  patent  is — 

In  combination  with  a  seed-planting  machine  operated  by 
hand,  and  having  its  seeding  devices  forward  of  the  center 
of  the  wheels  and  forward  of  the  driver's  seat,  and  a  hinged 
connection,  the  locating  of  the  seat  in  such  relation  to  a 
line  drawn  through  the  centers  of  the  wheels  or  ground- 
supports  as  that  the  occupant  of  said  seat  may,  by  movinp: 
himself  or  throwing  his  weight  forward  or  backward  on  his 
seat  without  the  necessity  of  rising,  walking,  orstandingover 
or  near  the  seeding  devices,  force  the  seeding  apparatus  into 
or  raise  it  from  the  ground,  substantially  as  described. 

Witnesses :  GEO.  W.  BROWN. 

A.  B.  Stoughton, 
E.  Cohen. 
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GEO.  W.  BROWN,  OP  GALESBURG,  ILLINOIS. 
Improvement  in  Seed-Planters.* 

Specification  formiag  part  of  Letters  Patent  No.  12,811,  dated 
May  8,  1855  ;  Reissue  No.  508,  dated  November  10,  1857  ;  Re- 
issue No.  1^093^  dated  December  11,  1860. 

Division  C. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  George  W.  Brown,  of  Galesburg,  in 
the  county  of  Knox  and  State  of  Illinois,  have  invented 
certain  new  and  useful  improvements  in  seed- planters ;  and 
I  do  hereby  declare  that  the  following  is  a  full,  clear,  and 
exact  description  of  the  same,  reference  being  had  to  the 
accompanying  drawings,  making  a  part  of  this  specification, 
in  which — 

Fig,  1  represents  a  perspective  view  of  the  machine  com- 
plete. Fig.  2  represents  a  top  plan  of  the  seed  hoppers 
and  valves  and  frame-work  supporting  them.  Fig.  3  rep- 
resents a  vertical  transverse  section  through  the  seed  hop- 
pers, valves,  and  runners  or  shoes,  and  showing  a  device 
for  operating  the  valves,  also  representing  parts  of  the 
frame  for  supporting  them,  as  well  as  the  marker.  Fig.  4 
represents  a  side  elevation  of  one  of  the  runners.  Fig.  6 
represents  the  lock  or  block  for  defining  or  adjusting  the 
descent  of  the  rear  part  of  the  frame. 

Similar  letters  of  reference,  where  they  occur  in  the  sev- 
eral figures,  denote  corresponding  parts  of  the  machine  in 
all  the  drawings. 

When  the  operator  of  a  seeding-machine  walks  upon  the 
ground  alongside  of  or  behind  the  machine  it  is  very  easy 
for  him,  by  means  of  a  lever,  to  raise  or  hold  up  certain 
portions  of  the  machine,  he  himself  being  one  of  the  points 
of  support ;  but  when  the  operator  is  mounted  upon  the 

*The  drawings  of  this  Reissue  are  identical  with  those  of  Reissue  No. 
1,001.    p.  22  ante. 
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machine,  then  the  support  afforded  by  his  person  is  lost, 
and  other  means  must  be  resorted  to  effect  this  object. 
To  accomplish  this  object  with  the  operator  or  attendant 
mounted  upon  the  machine  is  the  subject  of  this  patent ; 
and. the  nature  of  my  invention  consists  in  so  constructing 
a  seed- planting  machine  that  has  a  hinged  joint  between 
its  fixed  points  of  support,  and  that  has  its  seeding  devices 
arranged  between  said  fixed  points  also,  as  that  the  seeding 
devices  may  be  raised  up  out  of  the  ground  by  the  conduc- 
tor riding  on  the  machine,  and  carried  by  or  on  the  tongue 
or  horses'  necks  and  by  the  supporting  or  carrying  wheels 
jointly. 

To  enable  others  skilled  in  the  art  to  make  and  use  my 
invention,  I  will  proceed  to  describe  the  same  with  refer- 
ence to  the  drawings. 

A  A  represent  a  pair  of  runner-shaped  shoes  properly 
braced  to  each  other,  so  as  to  form  a  frame- work  for  sup- 
porting the  tongue  D  and  double-trees  E,  to  which  the  team 
is  hitched,  the  seed-hoppers  B  B,  the  slides  a  a,  cross-bar 
J,  that  connects  them  together,  and  the  lever  c  for  operat- 
ing said  slides.  These  runners  have  an  upward-inclined 
edge,  so  as  to  climb  up  and  over  or  cut  or  break  through 
intervening  obstructions  in  their  path.  They  are,  more- 
over, thin  in  front  and  gradually  widening  toward  their 
rear  ends,  so  as  to  slip  easily  and  with  little  friction  through 
the  ground  and  not  become  clogged  with  earth,  having  very 
little  earth  to  move  laterally  out  of  their  path.  They  open 
a  gash  or  furrow,  into  which  the  seed  are  dropped  at  stated 
intervals  from  the  hoppers  and  in  measured  quantities. 
They  hold  open  the  gash  or  furrow  until  the  seed  are  com- 
pletely in  it ;  and  for  this  purpose  I  prefer  to  have  seed- 
ducts  d  in  the  runners,  and  closed,  so  that  they  cannot  clog 
up,  especially  in  backing  or  in  turning  around. 

P  F  are  a  pair  of  supporting- wheels,  and,  as  a  matter  of 
economy,  so  arranged  with  regard  to  the  seeding  devices  as 
to  become  covering  or  pressing  wheels  for  the  planted 
grain. 
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1 1  are  longitudinal  pieces  in  which  the  journals  of  the 
axles  of  the  wheels  (or  a  single  axle  may  be  used,  if  pre- 
ferred) are  supported. 

G  Gr  are  cross-pieces  extending  from  and  fastened  to  the 
side  pieces  to  form  a  frame-work  upon  which  the  conduc- 
tor of  the  machine  is  placed  in  a  seat,  H,  and  where  he 
rides  and  manages  the  machine.  This  seat  is  so  placed  that 
a  portion  of  it  shall  be  behind  the  axle  or  centers  of  the 
wheels  F  F,  to  enable  the  occupant  of  said  seat  to  move 
forward  or  backward  thereon,  or  so  that  by  throwing  his 
weight  forward  or  backward  he  may  lower  or  raise  up  the 
seeding  devices,  or  that  part  of  the  fmme-work  or  machine 
to  which  they  are  connected,  as  follows :  The  front  ends  of 
the  longitudinal  pieces  1 1  are  pivoted  to  the  front  part  of 
the  frame-work  by  bolts/"  or  otherwise,  to  form  a  joint  on 
which  they  can  play,  and  on  the  inside  pieces,  1 1,  are  fast- 
ened a  pair  of  purchase-blocks,  g  g^  which  take  under  the 
cross-piece  J,  Fig.  2,  of  the  front  frame- work,  and  thus  de- 
line  the  extent  of  motion  of  one  frame  on  the  other.  These 
purchase-blocks  are  made  adjustable  for  the  purpose  of 
regulating  this  extent  of  motion  of  one  frame  on  the  other. 

h  h  are  locks,  blocks,  or  stops  on  the  frame  of  the  seed- 
ing apparatus,  which  prevent  the  rear  part,  G,  of  the  frame 
from  descending  so  low  as  to  strike  the  ground  or  incom- 
mode or  inconvenience  the  occupant  of  the  seat  H. 

C  is  a  seat  or  location  where  a  person  may  sit  or  stand 
and  operate  the. seed-slides. 

K  is  an  indicator  or  pointer  extending  downward  so  that 
its  jjoint  will  move  over  or  near  to  the  previously-made  marks 
or  furrows.  The  occupant  of  the  seat  or  stand  C  faces  the 
marker  or  indicator  K,  with  the  lever  c  in  his  hand,  and 
whenever  the  indicator  points  to  or  over  the  previously- 
made  marks  he  moves  his  lever,  and  through  it  the  seeds 
slides  or  valves  a  e,  and  the  measured  or  designated  charges 
of  grain  are  dropped  into  and  through  the  seed  tube  or  duct 
into  the  furrow.  The  slide  or  valve  6,  arranged  in  the  seed 
duct  or  tube,  is  pivoted  near  its  center,  and  is  in  an  almost 
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vertical  position,  and  opens  and  closes  both  by  a  single  oper- 
ation of  the  lever  c,  thus  saving  the  operator  one-half  of  the 
labor  required  to  work  a  slide  or  valve  that  must  have  two 
motions  of  the  lever  to  open  and  close  it,  which  is  of  great 
importance  to  him  in  his  many  duties. 

There  are  two  points  in  this  machine  that  have  unvary- 
ing positions  or  heights  with  regard  to  the  ground — viz., 
the  point  of  the  tongue,  as  its  height  is  defined  by  horses' 
necks,  to  which  it  is  attached,  knd  they  standing  of  course 
upon  the  ground,  and  the  journals  or  axle  of  the  covering 
or  supporting  wheels  F  F  as  they  roll  on  the  ground,  and 
between  these  fixed  points  the  hinged  connection  between 
the  front  and  rear  part  of  the  machine  is  made,  so  as  to  ad- 
mit of  raising  or  lowering  the  seeding  devices. 

Having  thus  fully  described  the  nature  and  object  of 
this  part  of  my  invention,  what  I  claim  under  this  patent  is — 

In  combination  with  a  seed-planting  machine  that  has  a 
hinged  or  yielding  joint  between  its  fixed  points  of  sup- 
port and  with  its  seeding  devices  between  said  points,  the 
so  connecting  of  the  parts  between  said  fixed  points  of  sup- 
port as  that  that  portion  of  the  machine  carrying  the  seed- 
ing devices  may  be  raised  up  out  of  the  ground  by  the  at- 
tendant riding  on  the  machine,  and  be  carried  by  the  tongue 
or  horses'  necks  and  the  supporting  wheels,  substantially 
as  and  for  the  purpose  described. 

j        GEO.  W.  BROWN. 

Witnesses : 
A.  B.  Stoughton, 
E.  Cohen. 
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Specification  forming  part  of  Letters  Patent  No.  12,811}  dated  May 
8,  1855;  BeissneNo.  508,  dated  November  10, 1857;  BeissueNo. 
1^094^  dated  December  11,  1860. 

Division  D. 

To  all  whom  it  rnay  concern : 

Be  it  known  that  I,  George  W.  Brown,  of  Gfalesburg,  in 
the  connty  of  Knox  and  State  of  Illinois,  have  invented 
certain  new  and  useful  Improvements  in  Seed-Planters ; 
and  I  do  hereby  declare  that  the  following  is  a  full,  clear, 
and  exact  description  of  the  same,  reference  being  had  to  the 
accompanying  drawings,  making  a  part  of  this  specifica- 
tion, in  which — 

Fig.  1  represents  a  perspective  view  of  the  machine  com- 
plete. Pig.  2  represents  a  top  plan  of  the  seed  hoppers 
and  valves  and  frame  work  supporting  them  ;  Pig.  3,  a 
vertical  transverse  section  through  the  seed  hoppers,  valves, 
and  runners  or  shoes,  and  showing  a  device  for  operating 
the  valves,  also  representing  parts  of  the  frame  for  snp- 
I)orting  them,  as  well  as  the  marker.  Fig.  4  represents  a 
side  elevation  of  one  of  the  runners.  Fig.  6  represents  the 
lock  or  block  for  defining  or  adjusting  the  descent  of  the 
rear  part  of  the  frame. 

Similar  letters  of  reference,  where  they  occur  in  the 
several  figures,  denote  corresponding  parts  of  the  machine 
in  all  the  drawings. 

In  a  seed-planting  machine  upon  which  the  operator  or 
attendant  rides,  and  which  has  a  hinged  or  yielding  joint 
between  the  point  of  the  tongue  and  the  wheels  which  sup- 
port it  upon  the  ground  at  a  fixed  height,  and  the  seeding 
portion  of  which  can  be  raised  up,  let  down,  or  forced  into 

*  The  drawings  in  this  reissue  are  identical  with  those  of  Beissue  No. 
1,091.    p.  22  ante. 
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the  gronnd  by  the  person  riding  on  the  machine,  it  is  very 
important  that  some  limit  should  be  given  to  the  necessary 
motion  of  one  part  upon  the  other  to  prevent  the  rear  port 
of  the  frame  from  descending  so  low  as  to  cause  it  to  strike 
theground  or  inconvenience  the  occupant/of  the  seat  thereon. 
To  accomplish  this  is  the  object  of  this  part  of  my  inven- 
tion ;  and  my  invention  consists  in  combining  with  a  seed- 
planting  machine  that  is  so  made  as  that  the  forward  part 
thereof  can  be  raised  up  onto  the  supporting  points,  to  be 
carried  thereby,  a  lock,  block,  or  stop,  which  prevents  the 
rear  of  the  frame  from  descending  so  low  as  to  strike  the 
ground  and  inconvenience  the  occupant  of  the  seat  upon 
said  rear  part. 

To  enable  others  skilled  in  the  art  to  make  and  use  this 
-pSLTt  of  my  invention,  I  will  proceed  to  describe  the  same 
with  reference  to  the  drawings. 

The  front  and  rear  portions  of  the  machine  are  made  up 
of  two  separate  frames,  as  it  were,  the  front  i)art  contain- 
ing and  carrying  the  hoppers  and  seeding  devices,  and  the 
rear  portion  having  a  seat,  H,  thereon  and  carried  upon  a 
pair  of  wheels,  F  P.  The  pieces,  1 1,  of  the  rear  frame  or 
part  extend  over  onto  the  front  part,  and  are  pivoted  or 
hinged  thereto,  as  shown  at^/*,  etc.,  so  that  one  part  may 
move  upon  the  other  part  of  said  frame.  I  have  shown 
four  of  these  connecting  pieces,  I,  that  extend  from  the 
rear  to  the  front  part  of  the  frame-work.  The  two  outer 
pieces  pass  in  close  proximi  ty  to  the  locks,  blocks,  or  stops, 
k  h^  Fig.  2,  that  are  fastened  on  the  front  part  of  the  ma- 
chin^,  and  the  two  inner  pieces  may  pass  under  the  cross- 
piece,  J,  of  the  front  part,  and  upon  these  inner  pieces  may 
be  placed  wedges  or  their  equivalents,  (7,  Figs.  2,  6,  where 
they  come  underneath  the  cross-piece,  J,  said  wedges,  if 
desirable,  being  adjustable,  to  give  a  greater  or  less  pur- 
chase or  extent  of  motion  of  one  frame  upon  the  other. 
Now,  suppose  the  attendant  to  be  upon  the  seat,  H,  and 
that  he  desires  to  raise  up  the  seeding  devices  or  the  front 
part  of  the  frame,  assuming  that  the  point  of  the  pole  or 
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tongue,  D,  is  connected  to  the  horses'  necks  und  therefore 
fixed,  he  may  throw  or  move  his  weight  or  person  back- 
ward, which  causes  the  inner  levers,  1  I,  to  raise  up  the 
front  part  of  the  machine  until  the  stops,  h  h^  come  against 
the  outer  pieces,  1 1,  where  it  is  stopped  and  held,  and  so 
long  as  the  occupant  of  the  seat  chooses  he  can  hold  and 
carry  it  there  by  means  of  the  raising  levers,  the  weight  of 
said  front  part  being  supported  upon  the  necks  of  the 
horses  and  upon  the  wheels,  P.  Thus  the  occupant  of  the 
seat,  H,  by  means  of  the  hinged  or  yielding  connection 
between  the  frames  and  the  lever  connection  between  them 
also,  can  raise  or  hold  up  the  front  part  of  the  machine,  or 
let  it  down,  or  force  it  into  the  ground,  as  he  may  desire, 
and  in  doing  so  the  rear  part  of  the  machine  never  drops  so 
low  as  to  strike  the  ground,  the  stops,  A,  preventing  that 
casualty,  nor  so  low  as  to  inconvenience  the  occupant  of 
the  seat,  H.  The  point  of  the  tongue,  D,  being  connected 
to  the  horses'  necks,  has  practically  a  fixed  vertical  posi- 
tion above  the  ground.  The  rear  part  of  the  machine,  be- 
ing supi)orted  in  the  wheels,  F,  which  are  on  the  ground, 
has  also  a  fixed  vertical  position  over  the  center  of  the 
wheels,  and  between  these  fixed  positions  the  hinged  or 
jointed  connection  must  be.  made,  so  that  the  occupant  of 
the  seat,  through  the  lever-connection  between  said  front 
and  rear  portions,  can  suspend  the  front  part  of  the  ma- 
chine upon  the  necks  of  the  team  and  upon  the  wheels, 
and  there  carry  it  so  long  as  he  may  desire,  and  particu- 
larly when  he  is  turning  his  machine  around  at  the  ends  of 
the  furrows. 

Having  thus  fully  described  the  nature  and  object  of  this 
part  of  my  invention,  what  I  claim  under  this  patent  is — 

In  combination  with  a  seed-planting  machine  so  made  as 
that  the  forward  part  of  the  machine  can  be  raised  up  onto 
the  supporting-wheels  and  there  carried,  a  lock,  block,  or 
stop,  A,  which  prevents  the  rear  part  of  the  frame  from  de- 
scending so  low  as  to  strike  the  ground  or  inconvenience 
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the  occupant  of  tlie  seat  upon  said  rear  portion  of  the 
frame,  substantially  as  and  for  the  purpose  described. 

GEO.  W.  BROWN. 

Witnesses : 

A.  B  Stoughtoi^, 
E.  Cohen. 
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Division  E. 

2b  all  whom  it  map  concern : 

Be  it  known  that  I,  George  W.  Brown,  of  Galesburg,  in 
the  county  of  Knox,  and  State  of  Illinois,  have  invented 
certain  new  and  useful  Improvements  in  Seed-Planters ; 
and  I  do  hereby  declare  that  the  following  is  a  full,  clear, 
and  exact  description  of  the  same,  reference  being  had  to 
the  accompanying  drawings,  making  a  part  of  this  specifica- 
tion, in  which — 

Pig.  1  represents  a  perspective  view  of  the  machine  com- 
plete. Pig.  2  represents  a  top  plan  of  the  seed-hoppers 
and  valves  and  frame- work  supporting  them.  Pig.  3  is  a 
vertical  transverse  section  through  the  seed-hoppers,  valve, 
and  runners  or  shoes,  and  showing  a  device  for  operating 
the  valves,  also  representing  parts  of  the  frame  for  sup- 
porting them,  as  well  as  the  marker.  Pig.  4  represents  a 
side  elevation  of  one  of  the  runnera.  Pig.  6  represents  the 
lock  or  block  for  defining  or  adjusting  the  descent  of  the 
rear  part  of  the  frame. 

*  The  drawings  of  this  reissue  are  identical  with  Reissue  No.  1,091. 
p.  22  ante. 
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Similar  letters  of  reference,  where  they  occur  in  the  sev- 
eral  figures,  denote  corresponding  parts  of  the  machine  in 
all  the  drawings. 

In  a  seed-planting  machine  operated  by  hand  it  is  of 
course  very  desirable  to  relieve  the  operator  of  all  the  man- 
ual labor  possible,  inasmuch  as  his  duties  are  of  the  most 
fatiguing  character ;  and  among  the  most  arduous  of  his 
duties  is  that  of  operating  the  seed  slides  or  valves,  being 
obliged  to  extend  his  arm  back  and  forth  constantly  and 
rapidly  for  days  at  a  time.  Where  a  single  valve  or  slide 
is  used  it  is  easy  enough  to  do  the  dropping,  as  every  for- 
ward and  every  backward  motion  of  the  arm  or  foot  opens 
and  closes  the  valve  both  ;  but  the  difficulty  with  the  sin- 
gle valve  is  this,  that  the  grain,  in  dropping  from  the  hop- 
per to  the  bottom  of  the  furrow,  has  so  far  to  fall  that  the 
forward  motion  of  the  machine  dribbles  it  along  and  makes 
irregular  planting.  To  avoid  this  a  valve  has  been  placed 
down  near  the  bottom  or  in  the  seed- tube,  which  catches 
the  grain  from  the  hopper  and  drops  it  from  that  low  point 
into  the  furrow ;  but  in  the  valves  as  heretofore  used  in 
the  seed-tubes  it  required  either  two  motions  of  the  arm  to 
open  and  close  them — viz.,  one  to  open  it  and  another  to 
close  it — so  that  two  motions  of  the  arm  were  required  for 
every  charge  of  grain  dropped,  or  else  the  quantity  of  seed 
dropped  from  the  hopper  had  no  measured  relation  in  time 
or  quantity  to  that  dropped  from  the  tube. 

The  nature  of  my  invention  consists  in  so  combining  a 
lever  with  the  slide  or  valve  in  the  hopper,  and  with  a  valve 
in  the  seed  tube,  as  that  they  may  be  both  opened  and 
closed  by  a  half  motion  or  single  motion  of  the  lever,  ope- 
rated by  the  attendant  riding  on  the  machine: 

To  enable  others  skilled  in  the  art  to  make  and  use  my 
invention,  I  will  proceed  to  describe  the  same  with  refer- 
ence to  the  drawings. 

B  B  represent  a  pair  of  hoppers  for  containing  the  seed 
to  be  planted. 

a  a  are  the  valves  in  said  hoppers,  these  valves  opening 
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and  closing  the  exit  into  the  seed-tubes  at  every  single  mo- 
tion of  the  lever  c,  to  which  they  are  connected  by  the  bar  h. 

In  the  seeding-tubes  d  d  are  hung  valves  e  e,  which  vi- 
brate on  a  center,  and  they  are  connected  to  the  bar  or  rod 
6,  which  is  operated  by  the  lever  c,  so  that  a  single  motion 
or  half-motion  of  said  lever  not  only  opens  but  also  closes 
the  seed-tube.  Assume  the  valves  to  be  in  the  positions 
shovfcTi  in  Fig.  3.  Now  move  the  lever  c  to  the  right  of 
said  figure,  and  this  single  operation  opens  the  valves  to 
let  the  charge  of  grain  previously  caught  and  retained  by 
them  drop  to  the  furrow,  and  at  the  same  time  instantly 
closes  it  against  the  opposite  side  to  catch  the  next  charge, 
so  that  a  half- motion  of  the  lever  both  opens  and  closes 
the  valves  ;  and  this  saves  the  ojHjrator  just  one  half  of  his 
labor,  which  is  a  very  material  saving  in  a  day's  labor.  If 
the  valve  or  slide  in  the  seed- tube  required  two  motions  to 
open  and  close  it,  then  the  valve  in  the  hoppers  would  also 
require  two  motions,  else  the  latter  would  furnish  more 
grain  to  the  former  than  would  be  a  proper  charge  for  each 
hill.  I  do  not  of  course  lay  any  claim  to  the  opening  and 
closing  of  a  pair  of  valves  by  a  double  or  two  motions.  It 
is  to  avoid  this  double  labor  that  my  invention  aims  at,  and 
its  importance  will  be  duly  appreciated  when  it  is  consid- 
ered that  one-half  of  the  labor  of  the  attendant  is  saved  by 
my  invention. 

Having  thus  fully  described  my  invention,  what  I  claim 
under  this  patent  is — 

So  combining  with  a  lever,  by  which  both  may  be  ope- 
rated,  a  valve  or  slide  in  the  seed-hopper  and  a  valve  in 
the  seed-tube  as  that  a  half-motion  of  the  lever  by  the 
operator  riding  on  the  machine,  by  which  they  are  operated, 
shall  both  open  and  close  the  seed-passages  at  regular  pe- 
riods and  pass  measured  quantities  only,  substantially  as 
described. 

Witnesses:  GEO.  W.  BROWN. 

A.  B.  StoughtoNj 
E.  Cohen. 
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HENRY  TODD,  OXFORD,  NEW  HAMPSHIRE. 
Letters  Patent  No.  3381,  dated  December  15,  1843. 

The  sohedale  referred  to  in  these  Letters  Patent  and  makm^  pari 

ot  the  same. 

7b  all  persons  to  whom  these  presents  shall  come : 

Be  it  known  that  I,  Henry  Todd,  of  Oxford,  in  the  county 
of  Grafton,  in  the  State  of  New  Hampshire,  have  invented 
certain  new  and  useful  Improvements  in  Machinery  for 
Drilling  or  Planting  Com  and  Seeds  in  general,  of  which 
the  following  description  and  accompanying  drawings, 
taken  together,  constitute  a  full  and  exact  specification. 

Pig.  1  of  the  above  mentioned  drawings  represents  a  top 
view  of  my  improved  planting  machine.  Fig.  2  is  a  side 
elevation.  Fig.  3  is  a  bottom  view,  and  Fig.  4  is  a  longitu- 
dinal, vertical  and  central  section  of  the  same. 

My  first  improvement  consists  in  the  peculiar  mechanism 
for  receiving  the  seeds  and  discharging  them  into  the  fur- 
row made  by  the  furrow  oi)ener  or  plough,  and  for  this 
purpose  a  chamber  or  hopper  A,  Fig.  4,  is  provided  for  the 
reception  of  the  seed  to  be  planted.  This  chamber  com- 
municates by  a  passage  or  opening  B  (in  its  lower  part), 
with  a  supplying  chamber  C,  arranged  in  rear  thereof  as 
seen  in  the  drawings.  Within  this  latter  chamber  an  end- 
less belt  D,  having  a  series  of  small  cups  or  receptacles,  a 
a,  fixed  or  attached  on  its  exterior  surface,  is  arranged  so 
as  to  travel  around  upon  horizontal  cylinders  or  rollers  E 
F,  the  lower  roller  F  being  revolved  by  means  of  a  crossed 
belt  G,  (See  Figs.  1  and  2),  running  upon  a  cone  H  of 
grooved  pulleys  fixed  upon  one  extremity  of  the  axis  of 
the  roller  F,  the  said  belt  leading  from  another  but  reversed 
cone  I,  of  pulleys  applied,  upon  the  shaft  or  axis  of  the 
furrow  roller  K,  to  be  hereinafter  described. 

As  the  machine  is  moved  upon  the  ground,  the  endless 
belt  is  put  in  motion  and  the  seeds  in  the  hopper  by  means 
of  the  jarring  and  shaking  of  the  machine  are  caused  to 
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pass  as  wanted  into  the  supplying  chamber,  where  they 
will  stand  generally,  at  a  lower  level  than  in  the  hopper, 
and  at  such  level  or  altitude  in  the  said  supplying  cham- 
ber* as  required  for  the  action  of  the  belt  of  cups.  The 
revolution  of  the  belt  causes  the  cups  to  be  successively 
filled  with  seed  as  they  pass  under  the  roller  F,  and  to  be 
discharged  as  they  pass  over  the  roller  E,  the  seed  being 
thrown  into  the  discharging  passage  L,  down  which  they 
fall  by  the  action  of  gravity,  and  in  their  fall  strike  upon 
the  edge  or  upper  surface  of  a  belt  M,  (which  extends  a 
short  distance  into  the  passage  L,  as  seen  in  Fig.  4),  and 
thus  by  the  noise  created  thereby,  give  information  of  the 
dropping  of  the  seed.  The  discharging  passage  is  formed 
through  the  angular  surface  or  clearing  board  N,  on  which 
the  above  mentioned  apparatus  is  sustained  ;  and  the  said 
discharging  passage  terminates  just  in  the  rear  of  a  furrow 
opener  or  small  plough  O,  secured  to  the  under  side  of  the 
clearing  board  N.  as  seen  in  Figs.  2,  3,  4.  The  board  N 
has  its  front  end  formed  angular,  as  seen  in  Figs.  1,  3  and 
4,  its  angular  faces  or  sides  being  shod  or  protected  by  bars 
or  plates  of  iron  suitably  applied  thereto.  At  a  proper  dis- 
tance in  rear  of  the  furrow  plough,  two  coverers  P,  Q,  are 
applied  to  the  lower  side  of  the  surface  board  N,  their  of- 
fice being  to  return  into  the  furrow  the  earth  thrown  up  by 
the  plough.  The  roller  K,  which  compresses  or  rolls  down 
the  soil  is  situated  in  rear  of  the  coverers  and  the  surface 
board  N.  It  is  sustained  by  arms  R  R,  which  at  their 
front  ends  are  jointed  to  supports  S  S,  so  as  readily  to  move 
up  and  down  in  a  vertical  direction  and  thus  permit  the 
roller  K  to  always  rest  upon  the  surface  of  the  ground. 

Handles  T  T  are  applied  to  the  rear  of  the  surface  board 
and  extend  above  the  same,  as  seen  in  the  drawings.  A 
drag-beam  U  is  connected  by  the  front  end  of  the  surface 
board,  the  horse  or  animal,  by  the  power  of  which  the  ma- 
chine is  moved  over  the  surface  of  the  ground,  being  con- 
nected by  a  chain  or  other  suitable  means,  to  the  front  end 
of  the  drag-beam. 
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The  flat,  angular  surface  board  N  clears  the  surface  of 
the  track  of  all  obstructions  to  the  correct  action  of  the 
furrow  opener  and  coverers.  Besides  it  gauges  the  depth 
to  which  the  soil  is  to  be  penetrated,  and  is  of  advantage 
in  many  other  respects. 

I  claim  the  combination  with  the  endless  belt  and  dis- 
charging passage  of  the  belt  upon  which  the  seeds  are 
thrown,  in  the  manner  and  for  the  purposes  described. 

I  also  claim  the  combination  of  the  flat,  angular  clearing 
and  surface  board  with  the  angular  furrow  plough  and  cov- 
erers arranged  upon  its  lower  surface,  the  object  of  the 
said  clearing  board  being  to  remove  any  impediment  to  the 
correct  action  of  the  furrow  opener  and  coverers,  and  regu- 
late the  depth  to 'which  the  seed  are  to  be  planted. 

In  testimony  that  the  above  is  a  correct  specification  of 
my  said  invention,  I  have  hereto  set  my  signature  this 
twenty-third  day  of  September,  of  the  year  eighteen*  hun- 
dred and  forty-three. 

HENRY  TODD. 

Witnesses : 

Mary  M.  Wilcox, 
Leonard  Wilcox. 

Mr.  Oeo.  Harding,  for  appellant : 

I.  In  determining  tiie  validity  of  a  reissued  patent,  the 
only  question  left  open  for  the  court  is,  whether,  on  a  com- 
parison of  the  reissued  patent  with  the  original  specifica- 
tion, drawing  and  model,  the  subject-matter  of  the  reissued 
claims,  can  be  found  therein ;  if  so,  the  reissued  patent  is 

valid. 

Seymour  v.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290].; 
Eureka  Co.  v.  Bailey  Co.,  11  Wall.  488  [8  Am.  &  Eng.  280]; 
Parham  v.  Button-hole  Co.  4  Pish.  468. 

II.  The  granting  of  a  reissued  patent  in  separate  divi- 
sions instead  of  in  one  patent,  is  a  matter  in  the  discretion  of 
the  Commissioner  of  Patents. 

Bennett  v.  Fowler,  8  Wall.  445  [8  Am.   &  Eng.  124] ; 
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Penn.  Salt  Co.  v.  Gugenheim,  3  Fish.  423 ;    Seymour  v. 
Osborne  {supra) ;  Edwards  v.  Darby,  12  Wheat.  210. 

III.  As  to  the  legality  of  claims  in  the  forms  contained  in 
reissues  1,039,  1,091  and  1,092,  and  as  to  the  construction  of 
the  claims  of  the  reissues  generally. 

See,  Seymour  v.  Osborne  {s7ipra)\  Roberts  v.  Dickey,  4 
Pish.  532 ;  Seymour  v.  McCormick,  19  How.  96  [6  Am.  & 
Eng.  282];  McCormick  7).  Talcott,  20  How.  402  [6  Am.  & 
Eng.  410]. 

IV.  As  to  what  is  required  in  a  prior  invention  to  defeat 
a  patent,and  as  to  prior  public  use,  see,  Whiteley  TJ.Swayne, 
7  Wall.  685  [8  Am.  &  Eng.  70];  Agawam  Co.  v.  Jordan,  7 
Wall.  583  [8  Am.  &  Eng.  24];  Seymour  v.  Osborne,  11 
Wall.  552  [8  Am.  &  Eng.  290];  Washburn  v.  Gould,  3 
Story,  122 ;  Howe  v:  Underwood,  1  Fish.  160 ;  Cahoon  v. 
Ring,  1  Cliif.  612 ;  Union  Sugar  Ref.  Co.  v.  Mathiessen,  2 
Cliff.  -304;  Cox  7).  Griggs,  2  Fish.  177;  Johnson  v.  Root,  2 
Cliff.  123 ;  Gayler  v.  Wilder,  10  How.  498  [5  Am.  &  Eng. 
188];  Parkhurst  v.  Kinsman,  1  Blatchf.  488;  Lewis  v. 
Marling,  1  Web.  Pat.  Cas.  493  [1  Am.  &  Eng.  417];  Sayles 
V.  R.  R.  Co.,  4  Fish.  584  ;  Roberts  v.  Dickey,  4  Fish.  532. 

V.  As  to  the  certainty  required  in  establishing  the  nature 
of  an  alleged  prior  invention,  and  in  fixing  its  date,  see, 
Wood  V.  Cleveland  Roll.  Mill  Co.,  4  Pish.  559 ;  Parham 
V.  Button-hole  Co.,  4  Pish.  468 ;  Hayden  v,  Suffolk  Mfg., 
4  Fish.  98 ;  Tompkins  v.  Gage,  2  Fish.  580;  Goodyear  v. 
Day,  2  Wall.  Jr.  299 ;  Cox  ^?.  Griggs,  2  Fish.  177 ;  Wood- 
man V,  Stimpson,  3  Fish.  110. 

VI.  As  to  modifications  of  prior  devices  to  convert  them 
into  the  patented  improvement,  see  Wood  v.  Cleveland 
Roll.  Mill  Co.  {supra). 

VII.  As  to  what  constitutes  infringement  and  the  doc- 
trine of  equivalents  as  applicable  thereto,  see,  Sej^mour  v. 
Osborne,  11  Wall.  516  [8  Am.  Eng.  290];  Union  Sugar  Ref . 
Co.  V,  Mathiessen,  2  Cliff.  304,  S.  C.  2  Fish.  600. 

VIII.  As  to  the  effect  to  be  given  to  the  patents  of  ap- 
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pellees  of  date  subsequent  to  the  date  of  appellant's  patent, 
see,  Blanchard  v.  Putnam,  8  Wall.  426  [8  Am.  &  Eng.  107]. 

Messrs.  S.  S,  Fisher,  and  Oookins  &  Roberts,  for  ap- 
pellees. 

(This  argument  was  confined  so  much  to  facts  as  not  to 
be  of  great  general  practical  importance.) 

Mr.  Justice  Bradley  delivered  the  opiniou^of  the  court : 
These  cases  arise  upon  separate  bills  in  equity,  filed  in 
the  court  below  by  the  appellant  against  George  J.  Bergen 
and  Frederick  P.  Sisson,  in  the  one  case,  and  James  Selby 
and  others,  in  the  other  case,  charging  them  respectively 
with  infringement  of  certain  letters  patent  granted  to  the 
complainant  for  improvements  in  corn-planting  machines, 
being  reissues  of  previous  patents,  and  praying  for  an  ac- 
count of  profits,  for  injunctions  and  for  general  relief. 
The  defendant  in  the  first  named  case  filed  an  answer  and 
two  amended  answers,  setting  up  in  general  that  the  com- 
plainant was  not  the  original  and  first  inventor  of  the  im- 
provements patented  to  him.  but  that  the  same  were  pre- 
viously known  and  used  by  various  other  persons  named 
in  the  answers ;  and  that  the  reissued  patents  of  complain- 
ant were  fraudulently  obtained  ;  and  they  denied  that  they 
infringed  the  complainant's  patents.  The  pleadings  in  the 
other  case  were  substantially  the  same.  Much  testimony 
having  been  taken,  the  causes  were  heard  together  before 
the  Circuit  Court,  and  the  complainant's  bills  were  sever- 
ally dismissed.  Appeals  are  from  those  decrees.  Bergen, 
one  of  the  original  defendants  in  the  first  case,  having  died, 
the  cause  was  revived  in  the  name  of  his  executor,  who, 
with  the  other  defendant,  Sisson,  are  the  now  appellees  in 
that  case.  The  principal  question  in  those  causes  is, 
whether  the  appellant  was  the  original  and  first  inventor  of 
the  improvements  claimed  by  and  patented  to  him,  or 
whether  he  was  anticipated  therein  by  other  persons  named 
in  the  answers  of  the  defendants. 

Omitted  In  WaU. 
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As  set  forth  in  the  bill,  the  first  patent  obtained  by  the 
complainant  for  one  portion  of  his  alleged  invention  and 
improvement  was  granted  to  him  on  the  2d  day  of  August, 
but  antedated  the  2d  day  of  February,  1853.  This  patent 
was  surrendered  on  the  16th  day  of  February,  1858,  and  a 
new  patent  was  issued  in  lieu  thereof  upon  a  corrected 
specification.  This  reissued  patent  was  also  surrendered 
on  the  11th  day  of  September,  1860,  and  in  lieu  thereof, 
five  new  patents  were  issued  upon  five  several  corrected 
specifications,  which  new  patents  were  numbered  respect- 
ively reissues  1,036,  1,037, 1,038, 1,039, 1,040,  each  one  being 
for  a  distinct  and  separate  part  of  the  original  invention 
alleged  to  have  been  made  by  the  complainant. 

On  the  8th  day  of  May,  1865,  a  patent  was  granted  to 
the  complainant  for  certain  improvements  on  his  corn- 
planter,  which  patent  was,  on  the  10th  day  of  November, 
1857,  surrendered,  and  a  new  patent  was  issued  in  lieu 
thereof  on  a  corrected  specification.  This  last  patent  was 
also  surrendered  on  the  11th  day  of  December,  1860,  and 
five  new  patents  were  issued  in  lieu  thereof,  on  five 
amended  specifications,  each  being  for  a  distinct  and  sepa- 
rate part  of  the  improvements  intended  to  be  secured  by 
the  patent  of  1865.  The  last  mentioned  patents  were  re- 
spectively numbered,  reissues  1,091,  1,092,  1,093,  1,094  and 
1,095.  Copies  of  all  the  reissued  patents  of  both  series 
were  annexed  to  the  bill.  Upon  the  taking  of  proofs  in  the 
cause,  copies  of  the  two  original  patents  and  of  the  first 
reissues  thereof  as  well  as  the  reissued  i)atents  on  which 
the  bill  was  founded,  were  put  in  evidence  together  with 
full  and  detailed  drawings  and  models  of  the  complainant's 
original  and  improved  machines. 

The  defendants  in  their  answer  and  the  several  amend- 
ments thereof,  referred  to  many  machines,  x>atents  and  ap- 
plications for  patents,  which,  as  they  alleged,  embodied  all 
the  improvements  of  the  complainant's  machine  and  ante- 
dated the  same.  These  will  be  more  particularly  referred 
to  hereafter. 

Omitted  In  WaU. 
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Without  stopping  here  to  inquire  into  the  distinctive 
features  of  the  several  reissued  patents  granted  to  the  com- 
plainant in  1860,  whether  of  the  first  or  second  class,  we 
will  endeavor  to  describe  his  corn-planting  machine  as 
actually  exhibited  in  the  original  patents,  drawings  and 
models  thereof.  Such  a  description  is  necessary  in  order 
to  a  correct  understanding  of  the  various  patents  and  of 
the  points  and  questions  which  have  been  raised  thereon. 

The  original  machine,  the  patent  for  which  was  granted 
to  the  complainant  on  the  2d  day  of  August,  1853,  and  the 
application  for  which  patent  was  dated  the  27th  of  Septem- 
ber, 1852,  consisted  of  the  following  parts : 

1 .  A  frame  work  supported  on  two  runners,  the  latter 
being  used  for  cutting  a  gash  or  furrow  in  the  earth  to  re- 
ceive the  seed ;  each  runner  having  a  cleft  at  the  rear  end 
for  allowing  the  seed  to  drop  to  the  ground,  and  furnished 
with  a  hopper  above  containing  oscillating  horizontal  valves, 
for  dropping  the  seed  at  proper  intervals  into  the  gash  or 
furrow,  throagh  a  tube  in  the  heel  of  the  runner. 

2.  Another  frame  work  following  the  first  and  supported 
on  two  wheels  or  rollers,  to  follow  the  runners  and  press 
the  earth  down  upon  the  seed  in  the  gash  or  furrow. 

3.  A  free  or  jointed  connection  between  the  two  frames 
allowing  them  to  rise  and  fall  independently  of  each  otlier, 
in  going  over  inequalities  of  surface. 

4.  A  system  of  levers  resting  on  the  axle  of  the  wheels 
under  the  rear  frame,  and  so  applied  to  the  forward  frame 
as  to  enable  the  driver  to  raise  the  runners  out  of  the 
ground  for  turning  about  or  for  any  other  purpose  with  an 
arrangement  for  regulating  the  depth  of  the  furrow  or  gash 
made  by  the  runner. 

5.  A  connecting  rod  between  the  seed-valves  in  the  two- 
hoppers,  one  end  attached  to  each,  with  a  lever  to  move  it 
backward  and  forward,  by  the  hand  of  the  dropper  sitting 
crosswise  on  the  frame,  so  that  he  may  by  such  movement 
drop  the  seed  from  both  hoppers  at  the  same  time,  at  the 
intersection  of  the  cross  lines  marked  on  the  field. 

Omitted  in  Wall. 
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The  machine  is  described  with  substantially  these  parts 
in  all  the  specifications  and  drawings  attached  to  all  the 
patents. 

The  improved  machine  as  patented  in  1855,  had  two  ad- 
ditional features  or  improvements. 

1.  A  valre,  called  "a  flipper- valve,"  in  each  seed  drop- 
ping tube,  which  valve  is  composed  of  a  long,  slender  slip 
of  metal  attached  to  a  pivot  in  the  middle,  so  that  when 
the  top  is  moved  to  one  side  of  the  tube  the  bottom  moves 
to  the  other  side.  By  one  movement  the  seed  drops  into 
one  side  and  is  detained  near  the  bottom  till  the  next  move- 
ment, when  it  is  dropped  on  the  ground  and  seed  is  ad- 
mitted on  the  other  side.  The  effect  of  this  arrangement 
is,  that  the  seed  is  near  the  bottom  of  the  furrow  when  it 
is  dropped,  so  that  it  is  immediately  deposited  in  line  with 
the  check  row.  And  the  peculiarity  of  the  apparatus  is 
such  that  it  requires  but  one  movement  of  the  levers 
above  to  drop  for  a  single  hill. 

2.  Another  improvement  was  a  high,  long  seat  for  the 
driver,  on  the  rear  frame,  located  above  the  wheels  length- 
wise of  the  machine,  so  that  by  moving  backward  or  for- 
ward on  the  seat,  his  weight  will  raise  or  depress  the 
runners. 

The  only  claims  allowed  by  the  Patent  Office  upon  the 
original  application  in  1853,  were : 

1.  "The  oscillating  horizontal  wheels  or  distributors, 
(namely :  the  valves  before  referred  to),  in  the  bottoms  of 
the  hoppers,  having  slots  and  holes  of  various  sizes  in  com- 
bination with  the  stationary  caps  and  pins  for  the  dis- 
charge of  different  kinds  and  quantities  of  seeds  as  set 
forth  in  the  specification." 

2.  "The  arrangement  of  the  covering-rollers,  mounted 
as  described  and  performing  the  purpose  of  covering  the 
seed,  elevating  the  cutters  in  turning  ronnd,  and  also  in 
adjusting  to  different  depths,  as  set  forth." 

Other  claims  were  applied  for,  but  were  disallowed. 

Omitted  in  Wall. 
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The  five  reissues  or  new  patents  issaed  September  11, 
1860,  in  lieu  of  the  original  patent  of  August  2,  1853,  and 
of  its  first  reissue  in  1858,  were  for  a  number  of  sup- 
posed distinct  inventions  comprised  in  the  machine,  and 
each  contained  one  or  more  separate  claims. 

The  claim  allowed  in  the  patent  of  May  8,  1866,  for  the 
improvements  added  to  the  machine  was  as  follows : 

*^In  combination  with  the  hoppers  and  their  semi-rotat- 
ing plates,  d^  the  runners.  A,  with  their  valves,  /,  and 
their  adjustment  by  means  of  the  levers  and  cams  and  the 
driver's  weight  for  the  purpose  of  carrying  and  dropping 
seeds  by  each  vibration  of  the  lever  D,  and  to  regulate  the 
depth  of  the  planting  as  described. '^ 

By  the  reissue  of  December  11,  1800,  this  patent  was 
subdivided  into  five  new  ones ;  each  having  one  or  more 
separate  claims. 

The  claims  of  the  several  reisued  patents  will  be  fully 
examined  hereafter. 

(a)  A  proper  decision  of  the  questions  in  the  cause  ren- 
ders it  necessary,  in  the  first  place,  to  ascertain,  as  near  as 
may  be,  the  actual  date  of  Brown's  alleged  invention  or  in- 
ventions, such  as  and  whatever  they  are.  His  original  ap- 
plication for  a  patent  was  sworn  to  on  the  27  th  of  Septem- 
ber, 1852.  But  it  appears  from  his  own  testimony,  which 
does  not  seem  to  be  discredited,  but  rather  corroborated 
by  others,  that  he  was  making  experiments  in  1860,  on  a 
machine  which  formed  the  nucleus  of  his  completed  in- 
vention. He  further  says  that  in  January  or  February, 
1851,  he  made  a  machine  which  he  describes  as  follows : 

*'  It  had  two  runners  and  two  wheels,  two  cross-bars  and  a 
nose  piece  (&),  two  braces,  dropper's  seat,  and  a  tongue.  The 
wheels  were  hung  through  the  seed- boxes  by  arms.  There 
were  arms  running  back  from  the  seed-boxes,  which  the 
wheels  run  in,  coupled  through  the  seed-boxes  with  a  bolt. 

us  WaIL  1108-904. 
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I  had  a  loop  running  down  each  side  of  the  wheel  that 
went  onto  the  axles  on  the  wheels,  and  worked  a  couple  of 
short  levers  fastened  on  this  loop  running  forward  under 
the  fore  part  of  the  machine,  and  running  back  far  enough  to 
put  a  cross-piece  on  behind.  I  am  a  i)oor  hand  at  describ- 
ing it.  The  seed  slide  passed  through  the  hoppers,  run- 
ning from  one  to  the  other,  and  the  lever  operated  it  with 
the  hand,  with  a  person  located  on  the  machine  crossways, 
so  that  he  could  see  the  marks  plain  on  the  ground." 

Further  evidence  was  given  by  him  descriptive  of  the 
machine,  and  showing  its  substantial  identity  with  the  ma- 
chine as  it  stood  when  the  patent  was  granted. 

This,  however,  was  only  a  model.  But  it  had  all  the 
main  characteristics  of  the  perfected  machine,  except  that 
the  circular  valves  were  not  contained  in  it,  the  seed  being 
dropped  from  the  bottom  of  the  hopper  by  the  movement 
of  a  straight  slide.  He  further  testified  that  in  1862  he  sent 
that  model  by  his  brother  to  Washington,  and  that  it  was 
very  nearly  the  same  as  the  model  filed  in  the  Patent  Office, 
a  copy  of  which  was  shown  to  the  witness,  and  is  an  exhibit 
in  the  cause.  He  further  states  that  in  the  same  year  he 
made,  after  the  plan  of  the  model,  a  machine  of  one-half 
the  usual  size,  but  large  enough  to  work  with,  and  that  he 
planted  three  or  four  acres  of  corn  with  it  in  May,  1851. 
He  says  it  worked  well.  In  September  of  the  same  year, 
after  harvest,  he  invited  several  persons  to  come  and  see  it 
operate,  giving  their  names.  Several  of  these  witnesses 
were  called  and  fully  corroborate  his  testimony.  Early  in 
1862  he  commenced  constructing  ten  machines,  but  com- 
pleted but  one  of  them  that  spring.  With  this  one,  and  the 
half -sized  machine  before  mentioned,  he  planted  over 
twenty  acres  of  com,  namely :  sixteen  for  himself  and 
eight  for  Allen  Brown.  At  this  time,  he  says,  he  intro- 
duced into  these  machines  the  circular  valves,  or  dropping- 
plates,  in  place  of  the  slides,  thus  completing  the  machine 
as  it  stood  when  he  applied  for  his  patent  and  made  the 
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model  now  before  us,  which  was  during  the  same  season. 
The  following  spring,  1853,  before  corn-planting  time,  he 
had  completed  a  dozen  machines  containing  all  his  im- 
provements, and  sold  them  to  various  persons.  Some  of 
them,  he  says,  planted  as  much  as  three  hundred  acres  of 
corn.  These  machines,  he  says,  contained  the  high  seat 
and  flipper-valve,  which  were  the  subject  of  the  patent 
dated  May  8,  1855. 

The  appellees  have  endeavored  (but  we  think  unsuccess- 
fully) to  discredit  the  statements  and  testimony  of  Brown, 
especially  as  to  the  existence  of  rollers  for  covering  the 
seed  in  the  model  and  small-sized  machine  made  in  the 
early  part  of  1861.  He  is  corroborated  on  this  point  by 
his  nephew,  V.  R.  Brown,  and  others ;  and  nothing  but 
negative  testimony  is  adduced  to  the  contrary. 

We  think  it  clear  that  his  machine  (except  the  seat  and 
the  flipper-valve)  was  substantially  invented  in  the  begin- 
ning of  1851,  and  that  in  April  or  May  of  that  year  he  had 
constructed  and  used  a  small,  working  corn-planter,  con- 
taining all  the  material  parts  of  his  machine  as  it  was  when 
patented,  except  the  circular  valve  in  the  hopper,  which 
was  added  as  an  improvement  on  the  straight  slide  in  the 
spring  of  1852. 

We  will  next  proceed  to  inquire  what  machines  belong- 
ing to  the  same  general  class  had  been  invented  prior  to 
this  period,  in  order  to  show  the  stare  of  the  art  at  that  time. 

It  cannot  be  seriously  contended  that  Cooke's  drill,  and 
other  machines  of  the  kind,  described  in  the  Farmers^ 
Encyclopedia^  bear  any  resemblance  to  the  specific  fea- 
tures of  Brown's  corn-planter.  The  farrows  are  made  by 
coulters  fixed  in  beams,  and  the  grain  is  covered  by  har- 
rows following  the  drills.  The  latter  are  hollow  tubes 
which  are  supplied  with  the  seed  grain  by  a  revolving 
cylinder  having  little  cups,  or  cavities,  in  its  surface, 
which  become  filled  as  they  revolve  in  the  bottom  of  the 
hopper. 
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It  is  hardly  necessary  to  consume  time  in  reference  to 
the  alleged  invention  of  Joab  Moffatt,  in  or  about  the  year 
1834,  models  of  which,  made  from  the  supposed  recollec- 
tion of  witnesses,  have  been  presented  to  the  court.  Mof- 
fatt himself  was  placed  on  the  stand,  and  swears  that  he 
has  no  recollection  of  having  ever  invented  such  a  machine. 
And  it  is  a  little  singular,  if  he  did  invent  such  a  perfei*t 
machine  as  the  models  represent,  approaching  so  closely 
in  every  particular  to  Brown's  corn-planter,  that  it  should 
have  gone  into  total  disuse  and  oblivion.  The  general  aspect 
of  the  evidence  relating  to  this  supposed  machine,  and  some 
remarkable  individual  features  which  it  exhibits,  are  suf- 
ficient to  justify  us  in  throwing  it  entirely  out  of  the  case. 

An  English  patent,  obtained  by  one  Hornsby  in  1840, 
was  introduced ;  but  the  mechanism  described  therein  has 
very  slight  resemblance  to  the  corn-planter.  It  consists  of 
a  hollow  wheel,  with  angular  compartments  and  doors  in 
the  circumference  to  receive  seed  and  manure  from  a  hop- 
per, and  deposit  them  on  the  ground  by  the  revolution  of 
the  wheel.  This  wheel  is  situated  in  rear  of  a  coulter  run- 
ning in  the  ground,  and  does  not  touch  the  ground  itself, 
but  is  supported  on  the  frame  of  the  machine,  which  in 
turn  is  suppoited  by  large  driving-wheels  on  the  outside  of 
the  frame.  The  coulter  and  deposit- wheel  are  located  in 
the  inside  of  the  frame.  The  inventor,  however,  observes 
that  more  than  one  coulter  and  deposit- wheel  may  be  used. 
No  method  is  described  for  covering  the  seed  or  pressing  it 
into  the  ground.  The  side  view  of  the  coulter  exhibited 
in  the  drawing  bears  some  resemblance  to  the  runner  in 
Brown's  machine  ;  but  we  have  no  other  description  of  it, 
or  of  the  manner  of  its  operation. 

Thomas'  cotton  seed-planter,  patented  in  1841,  is  next 
adduced.  It  consists  of  a  long  bed  piece  of  plank,  sup- 
ported by  two  wheels,  one  on  each  side,  and  having  a  sort 
of  keel  underneath,  running  along  the  middle,  for  making 
a  crease  or  furrow  in  the  ground,  and  keeping  the  machine 
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in  a  direct  course.  In  the  middle  of  the  bed-piece,  over 
the  axle  of  the  wheels,  is  an  aperture  to  allow  a  seed-roller 
affixed  to  the  axle  to  revolve,  having  alternate  ridges  and 
seed-holes.  Over  this  is  a  hopper,  which  holds  the  seed 
and  communicates  it  to  the  seed-roller,  by  whose  revolu- 
tion the  seed  is  dropped  into  the  furrow.  A  loose  flap  is 
hinged  to  the  rear  end  of  the  bed-piece,  and  drags  along  on 
the  ground,  for  covering  the  seed  with  dirt.  The  keel  in 
this  machine  bears  some  resemblance  to  the  runner  of  the 
corn-planter.  This  patent  requires  no  further  observation. 
It  exhibits  a  semblance  only  of  one  or  two  elements  of 
Brown's  machine. 

The  next  machine  in  order  of  time  is  Henry  Todd's,  of 
Oxford,  New  Hampshire,  patented  December  15, 1843.  It  is 
thus  described  by  the  witness,  Hale  :  "  The  main  portion  of 
the  machine  consisted  of  a  plank  or  surface-board,  three  or 
four  feet  long,  one  foot  wide,  and  tapered  to  a  point  in 
front.  The  seed-box  was  fastened  to  said  plank.  The  seed 
was  distributed  by  cups  upon  a  belt,  upon  the  principle  of 
a  flour  elevator ;  the  motion  was  communicated  by  band 
from  a  roller  at  the  rear  of  the  ma.chine  ;  said  roller  also 
serving  to  press  the  earth  over  the  planted  corn.  A  cutter 
was  fastened  to  the  bottom  of  said  plank,  for  opening  a 
drill  for  dropping- the  seed,  and  a  couple  of  converging 
wings  fastened  to  the  rear  and  bottom  of  said  plank  for 
covering  the  seed.  The  cutter  before  mentioned  had  an 
upward  incline  in  front,  and  at  the  front  was  thin  and 
sharp,  spreading  out  at  its  rear  end."  The  machine  was 
managed  much  like  a  plow,  having  two  handles.  The 
roller  in  the  rear  was  connected  with  the  front  part  of  the  ma- 
chine by  two  arms,  one  on  each  side,  in  which  were  situated 
the  bearings  of  its  axle,  and  the  forward  ends  of  which 
were,  by  pivots  or  bolts,  attached  to  supports,  so  that 
the  roller  could  rise  and  fall  independently  of  the  surface- 
board  or  platform  of  the  machine.  It  resembled  Brown's 
machine  in  having  a  cutter  (or  runner)  for  making  a  fur- 
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row,  in  dropping  the  seed  through  a  cleft  at  the  rear  of 
the  cutter,  in  having  a  roller  to  press  the  earth  upon  the 
seed  and  in  having  a  free  connection  between  said  roller 
and  the  machine.  It  differs  from  it  in  having  but  one 
cutter  (or  runner)  and  one  roller;  it  having,  a  pair  of 
wing-like  scrapers  behind  the  runner  to  cover  the  seed 
with  dirt;  an  automatic  feeding  apparatus  incapable  of 
dropping  the  seed  in  check  or  cross-rows  ;  and  having  no 
levers,  and  nothing  but  the  plow  handles  to  lift  the  cutters 
out  of  the  ground. 

Hale  was  the  only  witness  examined  on  the  subject  of 
this  machine.  He  says  he  helped  Todd  make  six  of  them, 
and  that  they  were  used,  and  worked  satisfactorily,  in  or 
about  1844.  This  being  all  that  is  heard  of  this  ma- 
chine in  the  cause,  it  is  probable  that  its  use  was  dis- 
continued and  that  it  shared  the  fate  of  a  thouiaand  other 
devices  which  approach  the  point  of  final  perfection  and 
success,  but  do  not  reach  it.  The  differences  between 
this  machine  and  Brown's  are  just  those  differences  which 
rendered  the  latter  a  success,  and  a  valuable  acquisition  to 
the  agriculture  of.the  country. 

Earle's  planting  plow,  patented  in  1848,  may  be  dis- 
missed even  more  summarily  than  Todd's  machine.  It 
operated  automatically  in  depositing  the  seed,  and  was  not 
adapted  to  check-row  planting ;  the  furrow  was  opened  by 
a  plow  furnished  with  a  double  mold-board ;  and  the  seeds 
were  covered  by  means  of  scrapers  attached  in  a  diagonal 
position  behind  the  seeding  apparatus.  It  had  but  one 
frame,  and  the  seed  was  deposited  by  means  of  a  drum, 
having  cavities  in  its  surface,  revolving  in  the  bottom  of 
the  hopper,  and  discharging  the  seed  into  a  tube  behind 
the  plow. 

Mumma's  patent  for  a  seed-drill,  granted  in  1849,  was  also 
put  in  evidence  ;  bnt  it  describes  only  a  grain  drill,  devised 
to  secure  a  more  equal  distribution  of  seed  in  the  drills  or 
furrows  in  ascending  or  descending  hills,  etc.    ' '  To  the  hind 
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part  of  the  frame  a  small  trunk  is  jointed,  with  a  long  lever 
attached  to  it,  by  which  the  whole  seeding  apparatus  is 
raised  from  the  ground  when  it  is  transported  from  place 
to  place."  Tl)is  device  of  the  truck  or  jack  and  lever  for 
prying  up  the  machine  when  being  turned  or  transferred 
from  one  place  to  another,  bears  some  resemblance  to 
Brown's  method  of  raising  the  front  frame  of  his  machine 
by  the  levers  resting  on  the  drums  or  wheels.  The  patent 
is  probably  introduced  to  show  this  resemblance.  It  is  so 
slight,  however,  that  it  can  have  no  serious  effect  in  the 
cause. 

The  machine  of  Remy  &  Kelly  comes  next.  They  ap- 
plied for  a  patent  in  June,  1850,  but  withdrew  the  applica- 
tion in  August,  1860  ;  for  what  cause  does  not  appear.  We 
have  before  us  a  copy  of  the  application  and  accompany- 
ing drawings  and  models  of  the  machine,  and  the  examin- 
ation of  Remy  and  one  Burgess  in  reference  thereto.  The 
machine  consisted  of  a  front,  middle  and  rear  frames,  or 
parts,  the  former  being  mounted  by  two  seed-boxes  or  hop- 
pers, and  being  furnished  below  with  two  drill-teeth,  which 
cut  or  scratched  the  usual  small  furrow  in  the  ground,  and 
through  which  the  seed  was  deposited  in  the  earth.  Small 
rollers  with  cavities  in  their  surfaces  were  made  to  revolve 
in  the  bottom  of  the  seed-boxes,  and  thus  carried  out  and 
deposited  the  seed  in  the  drill-teeth  in  the  usual  manner  of 
drills.  The  drill-teeth  were  followed  by  a  transverse  row  of 
nprighl  harrow- teeth  for  covering  the  grain.  These  harrow- 
teeth  were  inserted  in  a  cross-bar  framed  into  two  long  levers 
which  were  attached  to  the  fore  part  of  the  front  frame  by 
a  loose  joint.  This  api^aratus  constituted  the  middle  frame. 
The  rear  frame  was  also  attached  to  the  front  frame  by  a  loose 
joint,  by  means  of  side-bars,  extending  forward  and  con- 
nected thereto  by  bolts  or  pins,  and  was  supported  on  a 
transverse  roller  consisting  of  four  wheels  or  bulk-heads, 
and  iron  bars  connecting  them  together,  making  a  sort  of  a 
rolling  crate,  which  rested  on  the  ground,  supported  the 
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drivers'  seat  and,  by  means  of  bands  and  pulleys  gave  a 
revolving  motion  to  the  seed-rollers  before  mentioned.  An 
iron  crank,  within  the  driver's  reach  and  fitted  in  bearings 
on  the  rear  frame,  enabled  him  to  pry  up  the  cross-bar  hold- 
ing the  harrow-teeth,  and  with  it  the  rear  end  of  the  front 
frame  with  the  drill-teeth.  This  operation,  as  the  tongue 
was  fast  and  rested  on  the  horses,  raised  the  cross-bar  and  the 
rear  end  of  the  front  frame  so  as  to  lift  the  drill-teeth  and 
harrow-teeth  out  of  the  ground.  In  this  respect  it  pro- 
duced, by  means  somewhat  different,  a  result  similar  to  the 
lifting  of  the  front  frame  and  runners  by  means  of  the 
levers  acting  on  the  fulcrum  of  the  wheels  in  Brown's  ma- 
chine. Only  one  machine,  however,  was  ever  made,  and 
this  was  made  merely  for  an  experiment,  in  Brookville,  In- 
diana, in  the  year  1849.  It  did  not  contain  the  pulley-strap 
for  turning  the  seed-rollers,  which  the  application  and 
model  exhibit  as  paii;  of  the  invention.  Remy,  in  trying 
the  machine,  walked  alongside  of  it  and,  with  a  crank,  gave 
the  seed-rollers  an  oscillating  motion  with  his  hand,  Bur- 
gess driving.  In  this  way  they  planted  five  acres,  which 
Remy  says  were  planted  even  and  cultivated  both  ways. 
But  the  machine  was  never  used  again  and  was  afterwards 
broken  up,  and  no  other  was  ever  made.  Remy  made 
many  other  corn-planting  machines  on  a  different  principle, 
but  he  said  there  was  no  demand  in  that  region  for  a  ma- 
chine of  this  kind. 

The  appellees  contend  that  this  was  an  anticipation  of 
several  material  parts  of  Brown's  machine.  But  it  is  obvi- 
ous that  it  had  not  the  runners  nor  the  covering  rollers,  nor 
was  it  adapted  to  planting  in  check-rows.  As  presented  to 
the  Patent  Office  in  1850,  and  in  the  models  exhibited  to 
the  court,  it  was  planned  for  an  automatic  drill-planter.  The 
experiment  made  in  1849,  when  Remy  worked  it  by  hand, 
was  a  mere  experiment,  which  was  never  repeated.  It  may 
have  presented  one  or  two  ideas  in  advance  of  other  ma- 
chines, but  it  can  hardly  be  said  to  anticipate  the  machine 
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which  we  have  described  as  Brown's.  Were  it  not  for  the 
application  for  a  patent  it  would  justly  be  regarded  as  an 
abandoned  experiment,  incapable  of  being  set  up  against 
any  other  claim.  Can  the  fact  that  such  an  application  was 
made  and  afterwards  voluntarily  withdrawn,  and  never  re- 
newed, make  any  difference?  We  think  not.  Had  a  pat- 
ent been  actually  granted  to  Remy  &  Kelly,  it  would  have 
been  different.  The  case  would  then  have  come  directly  with- 
in the 7th section  of  act  of  1836,  which  ntiakesa  "patent"  or 
a  ''description  in  a  printed  publication"  of  the  invention 
claimed,  a  bar  to  a  further  patent  therefor.  But  a  mere  ap- 
plication for  a  i>atent  is  not  mentioned  as  such  a  bar.  It 
can  only  have  a  bearing  on  the  question  of  prior  invention 
or  discovery.  If,  upon  the  whole  of  the  evidence,  it  ap- 
pears that  the  alleged  prior  invention  or  discovery  was  only 
an  experiment  and  was  never  perfected  or  brought  into 
actual  use,  but  was  abandoned  and  never  revived  by  the 
alleged  inventor,  the  mere  fact  of  having  unsuccessfully  ap- 
plied for  a  patent  therefor,  cannot  take  the  case  out  of  the 
category  of  unsuccessful  experiments. 

The  next  machine  which  we  will  examine  is  that  of  James 
Abbott,  which  is  strenuously  claimed  as  an  anticipation  of 
the  complainant's  machine,  or  of  material  parts  thereof. 
Abbott  resided  in  Brimfield,  Peoria  county,  Illinois.  Models 
of  his  machine  are  in  evidence.  No  public  description  of 
it  is  produced.  No  patent  was  ever  applied  for  by  Abbott. 
He  made  his  first  machine  in  1846,  having  one  frame  and 
two  coulters.  The  seed  was  dropped  behind  the  coulters, 
and  the  wheels  of  the  machine  passed  over  it.  The  coul- 
ters would  clog,  and  he  soon  abandoned  the  machine.  In 
1848,  he  made  another  and  put  it  in  operation.  Instead  of 
coulters  he  now  used  runners,  something  in  the  form  of  a 
sled-runner,  with  wings  behind  to  widen  the  furrow  and 
make  a  place  for  dropping  the  seed.  One  of  the  runners 
was  produced  on  the  trial.  It  was  made  of  wood  and  shod 
with  iron.    The  machine  had  but  one  frame,  and  only  one 
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wheel,  which  was  in  the  middle  between  the  runners.  On 
each  side  of  the  wheel  were  cams  to  operate  L  levers, 
which  worked  into  the  bottom  of  the  seed-boxes  and 
dropped  the  corn  behind  the  runners.  The  seed  was  cov- 
ered by  scrapers  or  wings  which  followed  the  runners.  Be- 
hind the  wheel  and  runners  there  was  a  platform  on  which 
the  driver  stood,  and  by  stepping  backward  or  forward  he 
could  slightly  elevate  or  depress  the  runners.  This  ma- 
chine was  automatic,  a  mere  drill,  and  had  nothing  but  the 
runner  in  common  with  Brown's  machine. 

Abbott  then  says : 

"The  next  machine  which  I  constructed  was,  according 
to  the  best  of  my  recollection,  in  the  spring  of  1852,  cer- 
tainly not  later  than  1853." 

He  then  proceeds  to  describe  the  machine.  It  had  but 
one  frame,  and  whilst  it  exhibited  some  of  the  same  parts 
which  are  found  in  Brown's  machine,  yet  it  is  obviously 
a  different  machine  from  Brown's,  and  intended  as  an  au- 
tomatic drill  instead  of  a  check-row  planter.  But,  as  in 
our  judgment,  (he  weight  of  the  evidence  (of  which  con- 
siderable was  taken)  is  that  it  was  constructed  subsequent 
to  Brown's,  it  is  unnecessary  to  give  it  further  considera- 
tion. 

Another  machine  much  relied  on  by  the  appellees  was  that 
of  John  Kirkman,  of  Peoria  county,  Illinois,  a  farmer,  but 
formerly  a  mill-wright  and  engineer.  He  lived  in  the  same 
neighborhood  as  Abbott,  and  the  latter,  in  his  evidence, 
says  that  after  he  had  made  a  drawing  of  his  last  machine 
(above  referred  to),  John  Kirkman  was  at  his  house  and 
took  a  rough  sketch  of  the  drawing,  and  soon  after  made 
a  machine  nearl  v  like  it,  in  which  he  had  broad  iron  wheels. 
The  character  of  Kirkman' s  machine  is  very  explicitly 
shown,  exact  models  of  it  and  one  of  the  actual  runners 
being  produced.  It  was  composed  of  a  single  frame  stand- 
ing on  two  runners  in  fnmt,  and  two  wheels  following  the 
runners  in  the  rear.    The  seed  was  placed  in  boxes  or  hop- 
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pers  over  the  rear  end  of  the  runners,  and  was  let  down  to 
the  furrow  through  a  tube  enclosed  in  the  rear  of  the  run- 
ners by  means  of  an  automatic  device  operated  by  gearing 
connected  with  the  wheels.  Between  the  wheels  was  a 
platform  on  which  the  driver  sat  or  stood.  By  stepping 
backward  or  forward  on  this  platform,  and  changing  the 
position  as  to  the  bearing  on  the  axle  of  the  wlieels,  the 
machine  could  be  tipped  up  or  down  in  front  so  as  to  raise 
or  depress  the  runners.  This  action  was  facilitated  by  the 
tongue  being  freely  attached  by  a  bolt  between  the  hounds 
so  as  to  admit  of  a  hinged  motion.  A  cross-bar  screwed  to 
the  top  of  the  hounds  above  and  the  front  cross-bar  of  the 
'machine  below  the  tongue  limited  the  movement  thus  pro- 
duced, and  also  regulated  the  depth  of  furrow.  In  the 
machine  as  first  constructed  a  seat  was  rigged  in  the  rear 
of  the  platform  for  the  driver,  by  moving  on  which,  back- 
ward and  forward,  the  same  tipping  process  could  be  pro- 
duced.    This  was  afterwards  abandoned. 

It  will  thus  be  seen  that  Kirkman's  machine  had  some 
of  the  prominent  features  of  Brown's.  It  differed  from  it 
in  not  being  a  check-row  planter,  and  not  planting  in  hills 
but  in  rows,  and  acting  automatically  simply  as  a  drill,  and 
having  but  a  single  frame. 

Considerable  evidence,  much  of  it  apparently  conflicting, 
was  adduced  as  to  the  time  when  Kirkman's  machine,  or 
rather  several  machines  (for  he  built  three  at  different  times) 
were  constructed,  (c). 

The  first  was  an  experimental  machine,  which  he  had  on 
the  tapis  for  a  year  or  two  and  finally  abandoned.  He  then 
made  another  which  failed  at  first,  but  afterwards,  an  alter- 
ation being  made,  it  operated  well,  and  he  used  it  for  sev- 
eral years,  and  finally  sold  it  to  one  Wrigley,  in  1856.  His 
third  machine  was  constructed  when  he  sold  the  second  to 
Wrigley.     As  the  first  machine  was  an  experimental  one 
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subsequently  abandoned,  and  as  the  third  was  made  after 
both  of  Brown's  original  patents  were  issued,  we  are  prin- 
cipally concerned  with  the  second  machine,  which  was  sold 
to  Wrigley.  Kirkman's  own  testimony  is  quite  positive 
that  the  Wrigley  machine  was  made  in  1850,  and  tliat  the 
experimental  one  was  made  a  year  or  two  earlier.  He  says 
he  tried  the  former  (the  Wrigley  machine),  and  after  plant- 
ing half  an  acre  with  it  (his  son  says  "a  few  rows"),  and 
finding  that  it  did  not  work  satisfactorily,  he  laid  it  aside 
and  did  not  use  it  again  for  a  year  or  two.  Whether  he 
used  it  in  1851  he  canU  remember.  He  savs  he  did  use  it 
in  1862,  having  made  an  alteration  in  it,  which  made  it  to 
work  satisfactorily.  This  alteration  was  the  putting  of 
seed-rollers  in  the  place  of  slides  for  letting  down  the  seed, 
and  driving  them  by  a  pitch-chain  operating  as  a  strap,  con- 
nected with  a  hub  attached  to  one  of  the  wheels.  He  says : 
''This  alteration  was  made  sometime  between  the  spring  of 
1830  and  the  spring  of  1852."  His  son  thinks  the  machine 
was  altered  and  used  in  the  spring  of  1851.  But  there  is 
a  good  deal  of  collateral  evidence  in  the  case  to  show  that 
it  was  not  used  (unless,  perhaps,  experimentally)  in  the 
season  of  1851.  Henry  W.  Snow,  a  lawyer  by  profession, 
testified  that  in  1851,  when  he  was  a  boy  about  fourteen 
years  of  age,  his  father  moved  onto  a  farm  adjoining  Kirk- 
man's, and  he  saw  the  planter  in  Kirkman's  yard  in  that 
year,  and  that  Kirkman  was  tinkering  with  it ;  that  he  was 
altering  it  by  putting  in  a  little  chain  to  move  the  slide 
which  made  the  corn  drop,  the  slide  being  an  angular  lever. 
He  further  states  his  impression  that  the  first  time  he  saw 
this  corn-planter  was  in  the  latter  part  of  the  summer  of 
1851.  He  says,  also,  that  the  quarter  section  of  land, 
which  joined  his  father's  farm  eastward,  was  called  the 
Frink  quarter,  and  was  then  (in  1851)  open  prairie ;  that  it 
was  subsequently,  he  thinks  in  1852,  purchased  and  im- 
proved by  Kirkman.  He  knows  it  was  not  improved  in 
1851.     Now,  Francis  P.  Kingsley  says   that  he  knew  of 
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Kirkman's  making  a  machine  in  1852  or  1853  ;  the  descrip- 
tion of  which  as  given  by  him  corresponds  with  the  Wiig- 
ley  machine  after  its  alteration.  He  says  it  had  "small 
seed-cups  designed  to  drop  one  kernel  at  a  time  once  in 
so  many  inches,  about  eight  inches.  They  were  counter- 
sunk into  the  cylinder  or  roller,  with  screws  in  the  bottom 
to  regnlate  the  depth  of  the  hole'';  and  that  the  seed-rol- 
ler was  moved  by  "a  chain  something  like  a  buckle;  a 
flat  chain  with  open  links."  He  says  he  was  building  one 
at  the  same  time,  and  there  was  a  little  rivalry  between  him 
and  Kirkman.  He  states  that  he  went  to  see  Kirkman's 
machine  before  it  was  finished,  and  went  to  see  it  work 
after  it  was  completed  ;  and  that  it  was  first  used  ''in  the 
field  south  of  his  house,  on  the  land  commonly  known  as 
the  Frink  quarter."  Now,  supposing  this  to  be  the  spring 
of  1862,  it  corresponds  and  harmonizes  with  Kirkman's  own 
testimony,  and  a  great  deal  of  other  testimony  in  the  cause. 
Two  or  three  persons  who  worked  for  Kirkman  in  1851,  say 
that  they  saw  no  corn-planters  used  in  that  year,  although 
they  did  the  year  following.  Harrison  Smith,  a  brother- 
in-law  of  Snow,  who  lived  on  the  Snow  farm  in  1851,  in 
sight  of  Kirkman's,  testifies  that  he  saw  no  corn-planter 
used  by  Kirkman  in  1851,  but  that  he  did  use  one  the  next 
year  on  the  Frink  quarter.  C.  P.  Snow,  a  brother  of  H. 
W.  Snow,  thinks  he  saw  one  used  some  bv  Kirkman  in 
1851,  across  the  road ;  that  is,  on  other  land  of  Kirkman 
and  the  Frink  quarter.  Being  asked  how  much  he  used  it 
that  year,  he  answered  :  ''  I  didn't  see  liim  use  it  much  ;  if 
any,  but  little;  1  don' t  know  how  much  he  used  it."  If 
this  witness  is  correct,  it  is  probable  that  what  he  saw  was 
some  experiment  of  Kirkman  before  he  made  the  final  al- 
terations in  his  machine  (d). 

A  review  of  the  entire  evidence  on  the  subject  leads  us 
to  the  conclusion  that  Kirkman's  second  machine,  called 
the  Wrigley  machine,  was  made  in  the  early  part  of  1850 ; 
that  he  tried  it  that  spring  unsuccessfully ;  that  he  then 
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laid  it  by,  and  did  not  attempt  to  use  it  again  until  the  spring 
of  1852,  after  he  had  made  a  material  alteration  in  it — 
which  alteration  was  made  after  the  summer  of  1851 — and, 
not  completed,  as  it  would  seem  from  the  evidence  of 
Kingsley,  until  the  spring  of  1862.  This  would  make  the 
machine  of  Kirkman  about  contemporary  with  that  of 
Brown's  second  machine,  which  he  completed  and  operated 
in  the  spring  of  1852  ;  but  would  bring  it,  as  a  completed 
machine,  subsequent  to  the  half-sized  machine  which  Brown 
completed  and  operated  in  the  spring  of  1851,  and  publicly 
exhibited  in  September  of  that  year. 

The  machine  referred  to  by  Abbott,  as  having  been  made 
by  Kirkman  by  the  aid  of  drawings  furnished  by  him,  was 
most  probably  the  third  machine  made  by  Kirkman,  in 
1856,  which  is  the  only  one  made  by  him  having  iron  wheels. 

{e)  The  evidence  of  Thomas  Scholey,  the  blacksmith,  does 
not  disagree  with  this  view  of  the  facts.  One  of  the  identical 
shoes  or  runners  of  the  Wrigley  machine  is  produced  in  evi- 
dence and  identified  by  Wrigley  and  by  Scholey.  The 
latter  says  he  made  it  in  the  winter  of  1850-51,  with  the 
help  of  his  brother,  who  died  in  January,  1851.  He  is  very 
positive  on  the  subject.  The  entries  in  his  book  under 
date  of  February,  1853,  of  work  done  for  Kirkman  through 
Story  probably  relate  to  repairs,  and  not  to  the  original 
construction  of  the  machine.  The  amount  of  the  items  is 
not  sufficient  for  the  cost  of  the  runners. 

(/)  The  last  machines  relied  on  as  antedating  the  appel- 
lant's are  those  of  Job  Brown,  also  of  Peoria  County, 
Illinois.  According  to  his  testimony,  he  was  experiment- 
ing on  the  subject  in  1849,  1850  and  1851.  In  1849  he  made 
a  machine  with  one  runner  placed  under  a  plank.  It  bore 
no  resemblance  to  the  appellant's  machine  except  as  to  the 
runner,  and  it  did  not  work  satisfactorily.  In  the  spring 
of  1850  he  made  a  second  machine,  having  two  runners  and 
two  wheels  running  behind  them,  to  cover  the  seed,  and  a 
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third  wheel,  larger  than  the  others,  situated  forward  iu  the 
middle,  for  the  purpose  of  working  the  aparatus  for  drop- 
ping the  seed.  It  was  intended  as  a  check-row  corn- 
planter,  and  was  tried  for  that  purpose,  but  failed ;  and 
what  was  planted  with  it  was  planted  only  in  single  rows. 
It  was  afterwards  abandoned.  As  Brown  says,  "  It  became 
common  stock  in  my  lumber  yard."  In  the  same  year, 
1850,  Job  Brown  made  another  machine,  or,  as  his  son  says, 
two  of  them,  with  two  runners  each  ;  but  they  had  no 
wheels  running  behind  the  runners  to  cover  the  corn.  They 
had  an  iron  shaft  running  through  the  hoppers,  with  an 
apparatus  for  taking  up  and  dropping  the  seed  ;  and  this 
shaft  had  a  wheel  at  either  end,  outside  of  the  machine,  for 
giving  it  a  revolving  motion.  This  machine  had  a  seat  for 
the  driver,  but  only  one  frame,  and  the  tongue  was  bolted 
fast  to  that,  so  that  there  was  no  means  of  tilting  the  run- 
ners out  of  the  ground.  Job  Brown  says  that  he  altered 
this  machine,  in  the  spring  of  1851,  by  changing  the  seed- 
ing apparatus.  He  removed  the  shaft  and  substituted 
lever-bars  with  slides  entering  the  hoppers,  and  an  upright 
lever  extending  above  the  seat,  for  working  the  bars.  He 
thus  placed  a  dropper  as  well  as  the  driver  on  the  seat.  In 
1853  he  placed  the  wheels  so  as  to  run  behind  the  runners. 
As  thus  finally  altered  it  bore  some  resemblance  to  the  ap- 
pellant's machine,  in  certain  particulars.  It  is  true,  it  had 
but  a  single  frame,  with  no  hinged  joint,  and  could  not  be 
tilted  out  of  the  ground ;  the  driver  and  dropper  had  to 
dismount  in  order  to  turn  around  ;  nevertheless,  it  had  a 
dropping  device  worked  by  hand  by  an  attendant  who 
dropped  the  seed  in  check-rows,  and  had  a  seat  for  both 
driver  and  dropper,  and  had  runners  and  wheels  running 
behind  them  to  cover  the  seed.  It  was  not  thus  completed, 
however,  until  1853,  long  after  the  construction  of  appel- 
lant's machine.  In  the  spring  of  1851  Job  Brown  made 
two  other  machines.  One  was  a  two  rowed  machine  with 
a  single^f rame,  having  two  runners,  followed  by  two  rollers; 
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but,  as  Job  Brown  himself  says,  working  automatically 
**as  a  drill-planting  machine."  '^  We  left  oflf  the  lever  en- 
tirely," he  says,  "  and  depended  on  the  wheels  to  do  their 
own  dropping."  His  son  says  that  it  was  also  arran^i^ed  to 
be  worked  by  a  hand-lever  by  an  attendant  on  the  machine. 
A  model  was  put  in  evidence,  which^  as  the  son  says,  rep- 
resents substantially  this  machine,  but  according  to  Job 
Brown's  own  testimony,  this  model  represents  the  machine 
which  was  altered  in  1853.  Its  features  are  substantially 
as  before  stated.  Affected  by  this  degree  of  uncertainty 
as  to  character  and  date,  it  must  be  received  with  caution, 
even  on  those  points  on  which  it  presents  resemblances  to 
the  appellant's  machine.  Job  Brown  constructed  another 
machine  in  the  spring  of  1851,  which  presents,  as  he  con- 
sidered, the  final  and  most  perfect  form  of  his  inventions. 
It  consisted  of  a  single  frame,  with  three  runners  and  no 
wheels ;  a  seat  on  the  machine  for  the  driver  and  dropper  ; 
and  an  apparatus  worked  by  a  hand  lever  for  dropping 
the  seed  in  check-rows.  A  model  of  it  was  given  in  evi- 
dence. Job  Brown  applied  for  a  patent  for  this  machine 
December  31,  1862,  but  subsequently  withdrew  the  same. 
He  says  he  conceived  the  idea  of  the  machine  in  the  early 
part  of  the  spring  of  1851,  and  completed  it  about  the  first 
of  May,  and  used  it  for  planting  corn,  planting  about  two 
hundred  acres  that  spring.  There  is  some  evidence  that 
this  machine  was  made  at  an  earlier  date  ;  but  the  weight 
of  evidence  agrees  with  this  testimony  of  Job  Brown.  Its 
likeness  and  unlikeness  to  the  appellent's  machine  are  ap- 
parent from  the  above  description.  The  apparatus  for 
covering  the  seed  consisted  of  a  fan-shaped  flange  or  tail 
projecting  behind  the  runner.  One  of  the  persons  who 
used  it  says  that  he  had  to  follow  behind  to  cover  the  seed, 
some  of  which  would  remain  uncovered  where  the  ground 
was  uneven.  Only  the  single  machine  above  mentioned 
was  made  until  1853,  when  Job  Brown  says  he  had  about 
forty  of  them  made,  and  sold  them  to  various  parties.     In 
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a  letter  to  the  Patent  Office,  of  August  5,  1863,  urging  his 
application  for  a  patent,  he  refers  to  this  machine  as  being 
the  crowning  result  of  seven  years'  experiments.  He  evi- 
dently regarded  his  other  machines  as  experiments,  or  at 
least  as  secondary  in  importance  and  usefulness  to  the  last 
machine.^ 

(ff)  We  have  not  referred  to  the  evidence  of  Nathaniel 
Smith  or  Butler,  because  we  do  not  regard  their  testimony 
as  materially  adding  to  that  of  Job  Brown  and  his  son  (h). 

A  machine  of  one  Edward  P.  Farley,  invented  in  January 
or  February,  1853,  was  introduced  in  the  case  for  the  pur- 
pose of  showing  that  Brown's  improvement  of  placing  the 
driver  on  the  machine,  which  formed  one  of  the  subjects  of 
his  second  patent,  had  been  anticipated.  There  was  a  long 
platform  on  Earl's  machine,  the  front  part  resting  on  and 
fixed  to  the  runners,  the  rear  resting  on  the  axle  of  cover- 
ing: wheels  following  the  runners.  The  driver  rode  on  this 
platform,  and  by  stepping  forward  he  could  press  the 
runners  deeper  into  the  ground,  and  by  stepping  back  he 
could  raise  them  out  of  the  ground,  using  the  wheels  as  a 
fulcrum.  The  bearing  of  this  machine  on  some  of  the  re- 
issued patents  will  be  noted  hereafter. 

On  the  subject  of  the  flipper-valve  (so  called),  the  appel- 
lees have  introduced  two  machines,  one  by  Charles  Finn, 
for  which  he  applied  for  a  patent  in  April,  1862,  but  which 
application  was  rejected  ;  and  the  other  by  Jarvis  Case,  for 
which  he  applied  for  a  patent  December  9th,  1853. 

These  devices  will  be  examined  more  particularly  here- 
after, when  we  come  to  consider  the  claim  for  the  flipper 
valve  as  contained  in  the  reissued  patent  No.  1,095. 

We  have  thus  gone  over  and  explained,  as  well  as  the 
subject  will  admit,  the  various  machines  and  inventions 
which  constitute  the  history  of  the  special  art  under  con- 
sideration, up  to  the  time  that  Brown's  machine  was  pro- 
duced.   In  the  light  of  this  review  we  are  to  determine  the 
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extent  and  character  of  his  various  patents  and  claims,  and 
how  far  they  are  valid  or  void. 

It  is  very  obvious,  at  a  glance,  that  the  claim  of  reissue 
No.  1,037,  which  is  for  the  construction  of  a  shoe  or  run- 
ner for  seed-planting  machines  generally,  cannot  be  sus- 
tained. That  device  was  used  long  before  Brown  made  his 
machine.  Without  adverting  to  Thomas'  cotton  seed- 
planter,  it  was  contained  in  Todd's  patent  in  1843,  and  was 
used  by  James  Abbott  in  1848,  by  Kirkman  in  1850,  and 
probably  by  Job  Brown  in  the  same  year  and  the  year 
before.  There  is  nothing  in  the  particular  form  and  shape 
of  the  appellant's  runner  which  is  sufficiently  diverse  from 
others  that  preceded  it,  to  entitle  it  to  the  merit  of  an  in- 
vention. 

Most  of  the  other  claims  are  more  complicated,  and  re- 
quire more  careful  consideration  to  understand  their  fair 
scope,  in  view  of  what  had  been  accomplished  before.  It 
may  be  remarked  in  passing,  that,  in  our  view,  the  several 
reissues  are  for  things  contained  within  the  machines  and 
apparatus  described  in  the  original  patents  ;  but  whether 
they  were,  anticipated  by  prior  inventions,  or  are  void  for 
any  other  reason  applicable  to  patents  and  claims  gener 
ally,  is  still  open.  The  question  of  fraud  in  obtaining 
these  reissues  must  be  regarded  as  settled  by  the  decision 
of  the  Commissioner  of  Patents. 

The  first  patent  in  the  series  of  reissues  is  No.  1,036,  by 
which  is  claimed  as  the  invention  of  the  appellant  a  "seed- 
planting  machine,  constructed  principally  of  framework, 
the  front  part  of  which  is  supported  on  not  less  than  two 
runners  or  shoes,  with  upward-inclining  edges,  and  the 
rear  part  supported  on  not  less  than  two  wheels,  the  latter 
being  arranged  to  follow  the  former,  substantially  as  and 
for  the  purpose  set  forth." 

The  machine  is  so  constructed  that  an  additional  pair  of 
wheels  may  be  attached  to  it  for  the  purpose  of  dropping 
the  seed  automatically  where  the  nature  of  the  soil  is  such 
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as  to  render  this  method  admissible  in  check-row  planting. 
But  with  that  aspect  of  the  machine  we  are  not  at  present 
concerned,  except  as  it  affects  the  general  description  of 
the  machine  as  a  whole.  The  specification  describes  the 
manner  of  its  constrnction  and  operation  for  both  auto- 
matic planting  and  hand  planting.  It  is  in  its  latter  aspect 
that  we  shall  principally  examine  it. 

The  last  clause  of  the  above  claim,  '*  substantially  as  and 
for  the  purpose  set  forth,"  throws  us  back  to  the  specifi- 
cation for  a  qualification  of  the  claim,  and  the  several  ele- 
ments of  which  the  combination  is  composed.  The  thing  pa  t- 
ented  is  not  only,  first  a  seed-planting  machine,  made  prin- 
cipally of  framework,  but,  secondly,  it  is  composed  of  two 
distinct  parts  ;  thirdly,  the  front  part  is  supported  on  two 
or  more  runners  with  upward  inclining  edges  ;  fourthly,  the 
rear  part  is  supported  on  two  or  more  wheels, arranged  to  fol- 
low the  respective  runners,and  each  and  all  of  these  parts  are 
to  be  thus  constructed  and  combined  '*  substantially  as  and 
for  the  purpose  set  forth."  That  is  to  say,  the  object  and 
purpose  of  the  machine  as  a  seed-planring  machine  is  ex- 
plained to  be  to  plant  corn  in  check-rows,  so  that  it  may  l>e 
cultivated  both  ways,  and  its  construction  is  adapted  to 
that  end.  The  devices  used  for  effecting  this  purpose,  both 
automatically  and  by  hand,  are  described  in  the  specifica- 
tion, but  they  are  claimed  in  separate  patents,  and  only 
affect  the  one  in  question  as  they  modify  and  affect  the 
general  structure  of  the  machine.  Again  ;  the  object  and 
the  purpose  of  constructing  the  machine  of  framework  in 
two  distinct  parts,  supported  separately,  one  by  the  run- 
ners and  the  other  by  the  wheels,  is  expressed  to  be  ^'so 
that  the  rollers  may  rise  and  fall  without  disturbing  the 
rurmers,  or  so  that  the  runner;^  may  yield  or  move  inde- 
pendently of  the  rollers."  The  particular  manner  of  con- 
necting the  parts,  although  described  in  the  specification, 
is  the  subject  of  a  separate  patent.  Again ;  the  object  and 
purpose  of  the  runners  and  wheels  or  rollers,  the  latter  ar- 
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ranged  to  follow  the  former,  is  set  forth,  the  former  to 
make  a  furrow  for  the  seed,  the  latter  to  "close  up  and 
press  the  earth  down  over  the  seeds.'*  The  adaptation  of 
the  machine,  and  the  several  parts  mentioned,  to  these 
several  objects  and  purposes,  is  thus  made  a  part  of  the 
combination  of  elements  called  for  and  made  requisite  in 
the  claim  under  consideration. 

The  claim  thus  limited  is  considerably  narrowed  in  its 
operation.  It  is  substantially  for  a  combination  of  the 
material  parts  of  the  entire  machine,  and  no  one  can  be 
said  to  infringe  it  who  does  not  use  the  entire  combination. 

The  first  question  to  settle  is,  whether,  as  thus  limited 
and  restricted,  the  patent  is  valid,  or  whether  the  inven- 
tion, as  thus  patented,  was  anticipated  by  prior  inventions. 

It  is  obvious  that  we  may  layout  of  the  question  all  seed 
drills.  They  were  not  constructed  for  the  specific  purpose 
for  which  this  machine  was  constructed,  namely ;  to  plant 
corn  in  check-rows,  and  had  not  the  apparatus  adapted 
to  such  a  purpose.  The  plow-shaped  drill  of  Todd,  though 
it  had  a  cutter  under  the  front  part  and  rollers  drawn  behind 
for  covering  the  grain,  was  onlv  a  step  in  the  right  direc- 
tion. It  was  a  mere  drill,  planting  in  single  rows,  and  not 
adapted  to  plant  in  check-rows ;  and  it  was  handled  and 
operated  in  an  entirely  different  manner  from  Brown's. 

Earle's,  Mumma's  and  Remy  &  Kelly's  inventions  may 
also  be  dismissed  without  observation.  The  description  of 
them  heretofore  given  shows  that  they  were  mere  drills, 
that  they  had  no  covering  wheels,  and  were  not  constructed 
for  nor  adapted  to  the  purposes  for  which  Brown's  ma- 
chine was  made.  Besides,  as  before  seen,  the  machine  of 
Remy  &  Kelly  was  a  mere  exj)erimental  one,  abandoned 
by  the  inventors.  We  may  also  lay  out  of  view  Abbott's 
drill,  constructed  in  1848,  the  only  one  that  can  by  possi- 
bility be  brought  into  the  case.  That  had  no  covering- 
wheels,  had  but  one  part  or  frame,  and  was  not  a  check- 
row planter.     Kirkman's  machine  also  bad  but  a  jingle 
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frame  or  part ;  was  a  mere  drill,  not  planting  in  check- 
rows, nor  even  in  hills.  Besides,  as  a  machine  it  was  in- 
complete and  unfinished  until  the  alteration  which  was 
made  in  it  in  1862,  when  it  was  first  rendered  capable  of 
practical  use. 

It  is  urged  by  the  appellees  that  all  those  parts  of 
Kirkman's  machine  which  were  completed  in  1850,  and  not 
subsequently  altered,  should  be  considered  as  perfected, 
although  the  machine,  as  a  whole,  was  not  perfect  and  did 
not  subserve  the  expectation  of  the  inventor  until  the  al- 
terations were  made  in  the  seeding  apparatus  in  1852.  It 
is  undoubtedly  true  that  a  subsequent  inventor  could  not 
claim  as  his  original  and  first  invention  the  separate  parts 
of  which  Kirkman's  machine  consisted,  and  which  worked 
satisfactorily  after  the  machine  was  perfected.  This  would 
prevent  the  appellant  from  claiming  as  his  invention  the 
separate  parts  of  which  Kirkman's  machine  consisted  ;  but 
it  would  not  prevent  him  from  claiming  such  new  combi- 
nation of  those  parts  with  devices  of  his  own  as  would  re- 
sult in  a  useful  and  satisfactory  machine  adapted  to  the 
purposes  of  its  construction. 

The  machines  of  Job  Brown,  which  are  more  or  less  re- 
lied on,  were  all  composed  of  single  frames  entirely  rigid. 
The  machine  with  one  runner,  constructed  in  1849,  was  a 
failure,  and  is  not  pretended  to  have  been  at  all  like  the 
appellant's.  The  machine  with  two  rollers  and  one  large 
wheel,  constructed  in  1850,  was  automatic,  could  only  plant 
in  rows,  so  as  to  be  worked  one  way,  and  failed  entirely  as 
a  check-row  planter.  The  other  machine  or  machines,  con- 
structed in  1850,  had  rollers,  but  these  did  not  follow  the 
runners  until  altered  in  1853,  and  were  not  used  for  cover- 
ing the  corn,  but  for  turning  a  shaft  in  the  hoppers  by 
which  the  seed  was  dropped.  This  is  clearly  proven  and 
is  shown  by  their  thickness,  which  was  little  over  an  inch. 
They  were  abandoned  for  the  three-rowed  machine  without 
rollers,  which  was  built  in  1851,  and  for  which  Job  Brown 
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«ipplied  for  a  patent  in  December,  1852.  It  is  apparent 
that  none  of  these  machines  anticipated  the  appellants'  ma- 
chine as  containing  the  particulars  combined  in  the  claim 
of  the  reissued  parent  No.  1,036. 

This  patent,  tlierefore,  construed  and  limited  in  the  man- 
ner before  stated,  we  hold  to  be  valid. 

The  next  question  is,  whether,  as  thus  construed,  the 
patent  is  infringed  by  the  defendants.  It  needs  but  a  glance 
at  the  defendant,  Bergen's  machine,  a  large  model  of  which 
is  produced  in  court,  to  see  that  it  has  all  the  essential 
characteristics  of  the  appellant's  machine.  It  is  a  seed- 
planting  machine,  made  principally  of  framework,  com- 
l)osed  of  two  distinct  parts,  the  front  part  supported  on 
two  runners  or  shoes,  with  upward  inclining  edges  and  the 
rear  part  supported  on  two  wheels,  the  latter  being  ar- 
ranged to  follow  the  former,  and  the  whole  and  each  part 
constructed  and  put  together  for  the  purpose  and  substan- 
tially in  the  manner  as  is  done  in  Brown's  machine  and 
according  to  his  specification.  The  only  pretence  on  which 
it  can  be  claimed  to  be  different,  is  that  the  ^* framework" 
of  which  it  is  constructed  is  not  the  kind  of  framework  de- 
scribed by  Brown  in  his  specification,  namely:  '* without 
gearing,  without  spoked  wheels,  and  other  expensive  fix- 
tures, and  resembling  a  drag  or  sled  more  than  it  does  a 
carriage  or  wagon  in  its  main  or  general  construction."  By 
this  description.  Brown  was  evidently  attempting  to  show 
how  simply  and  cheaply  the  thing  could  be  made,  not  that 
it  was  to  be  confined  to  that  specific  form.  It  might  as  well 
be  contended  that  he  intended  to  confine  his  invention  to 
wood,  and  that  a  machine  made  of  iron  or  other  metal, 
though  made  in  precisely  the  same  form,  would  not  be  an 
infringement,  because  it  would  not  have  the  same  quality 
of  cheapness  and  simplicity  which  he  describes.  In  fine, 
we  do  not  understand  Brown  as  limiting  his  invention  to 
this  cheap  form,  but  as  showing  how  cheaply  and  simply 
it  would  bear  to  be  constructed.     This,  we  think,  is  the  fair 
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meaning  of  his  language  when  taken  in  connection  with 
the  whole  specification.  A  literal  construction  is  not  to  be 
adopted  where  it  would  be  repugnant  to  the  manifest  sense 
and  reason  of  the  instrument. 

The  machine  of  Selby,  which  is  the  subject  of  the  suit  of 
Brown  v.  Selby,  in  the  second  case,  has  all  the  material 
features  above  specified  as  contained  in  Bergen's.  We 
have  no  hesitation  in  saying  that  both  machines  are  in- 
fringements of  the  appellant's  patent. 

The  next  claim  to  be  considered  is  that  of  reissue  1,038. 
The  appellant  describes  the  nature  of  the  invention  sought 
to  be  secured  by  that  patent  as  follows : 

"Tiie  nature  of  this  part  of  my  invention  consists  in 
combining  with  a  seed-planting  machine  constructed  prin- 
cipally of  frame-work,  and  with  not  less  than  two  runners 
and  two  wheels,  a  hinged  joint  between  the  point  of  the 
tongue  and  the  rear  part  of  the  machine  (or  between  what 
I  term  its  ground  supports),  so  that  one  part  may,  by  means 
of  said  hinge-joint,  be  raised,  lowered,  adjusted  or  sup- 
ported on  the  other  part  for  purposes  herein  mentioned ; 
meaning  by  'one  part'  and  'the  other  part'  the  part  in 
advance  and  the  part  in  rear  of  said  hinge- joint." 

The  claim  adopts  nearly  the  same  language,  and  is  in 
the  following  terms : 

"  What  I  claim  under  this  patent  is,  in  combination  with 
a  seed-planting  machine,  constructed  principally  of  frame- 
work, with  not  less  than  two  runners  and  not  less  than  two 
wheels,  a  hinged-joint  between  the  point  of  the  tongue  and 
the  rear  part  of  the  machine,  so  that  one  part  of  the  frame- 
work may  be  raised,  lowered,  adjusted  or  supported  on  the 
other  part,  substantially  as  described." 

Understanding  this  claim  as  applying  and  confined  to  a 
seed-planting  machine,  consisting  of  two  separate  parts, 
with  runners  under  one  part,  and  rollers  or  wheels  under 
the  other,  we  do  not  find  in  any  of  the  machines  produced 
to  us  this  particular  feature  of  the  hinged-joint  in  combi- 
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nation  with  the  elements  referred  to,  Kirkman's  came  the 
nearest  to  it,  if  we  should  designate  as  a  hinged- joint  the 
free  connection  of  his  tongue  with  his  machine,  which  was 
made  by  a  common  bolt  between  hounds,  like  those  of  a 
wagon.  But  his  machine  lacked  the  elements  of  the  two 
distinct  parts  or  frames,  which  are  essential  in  Brown's, 
and  are  implied  in  the  claim  of  this  patent.  The  hinged 
joint  as  an  element  in  the  combination  with  which  it  is  con- 
nected, and  of  which  it  forms  a  part,  is  useful  and  valua- 
ble. Without  it  the  machine  would  lack  a  very  material 
ingredient  of  its  efficiency  and  usefulness.  The  device  of 
connecting  and  combining  it  with  the  two  integral  parts  of 
the  machine,  and  thus  connecting  and  combining  those 
parts  so  as  to  produce  a  useful  effect,  is  one  that  may  be 
properly  denominated  invention,  although  the  hinged- joint 
itself  may  have  existed  in  other  machines -which  perhaps 
suggested  its  use  in  this.  Indeed,  the  hinged-joint,  in  one 
form  or  another,  is  an  old  device.  It  is  exhibited  in  the 
reaches  of  a  common  wagon,  whose  fore  wheels  and  hind 
wheels,  in  passing  over  inequalties  and  obstructions,  rise 
and  fall  independently  of  each  other.  But  in  the  corn- 
planting  macliine  it  has  two  specific  and  usefnl  effects, 
namely  :  in  securing  the  freedom  of  the  runner  from  need- 
less disturbance  from  the  rear  part  of  the  machine  as  it 
pursues  its  path  along  the  surface,  making  a  furrow  of 
uniform  depth,  and  in  enabling  the  attendant  to  raise  the 
part  containing  the  runners  out  of  the  ground,  with  ease, 
by  means  of  a  lever  resting;on  the  other  part. 

The  appellees  insist  that  this  patent  attempts  to  secure 
an  old  device  merely  applied  to  a  new  use,  and  that  the 
supposed  new  use  is  analogous  to  that  which  the  same  de- 
vice subserved  in  the  machine  of  Remy&  Kelly.  But  we 
have  seen  that  the  machine  of  Remy  &  Kelly  was  a  mere 
experiment,  abandoned  by  the  inventors.  And  the  device 
in  question  is  not  claimed  as  an  original  invention,  nor  as 
an  improvement ;  it  is  only  patented  in  combination  with 
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other  material  elements  of  1;he  machine  to  which  it  is. at- 
tached as  a  part.  As  an  element  in  that  combination  alone 
is  it  claimed.  The  combination  expressed  in  the  claim, 
viewed  as  an  entirety  and  in  reference  to  its  purposes  and 
uses,  is  new,  and  produces  a  new  and  useful  result.  And 
it  is  no  objection  to  the  validity  of  a  patent  for  such  a  com- 
bination that  some  of  the  elements  of  which  it  is  composed 
are  not  new. 

It  is  objected  to  several  of  the  patents  under  considera- 
tion that  they  do  not  state  what  parts  of  the  machine  pat- 
ented are  new  and  what  parts  are  old,  and  that  they  are, 
therefore,  void.  There  is  nothing  in  the  patent  law  which, 
in  terms,  requires  the  patentee  to  do  this.  The  language 
of  the  act  of  1836,  under  which  these  patents  were  drawn, 
is,  that  before  any  inventor  shall  receive  a  patent  for  his 
invention  or  discovery  he  shall  deliver  a  description  thereof, 
and  of  the  manner  and  process  of  making,  constructing, 
using  and  compounding  the  same,  in  such  full,  clear  and 
exact  terms  as  to  enable  a  person  skilled  in  the  art  to  re- 
produce it ;  and  the  act  directs  that  the  inventor  shall  par- 
ticularly specify  and  point  out  the  part,  improvement  or 
combination  which  he  claims  as  his  own  invention  or  dis- 
covery." This,  of  course,  involves  an  elimination  of  what 
he  claims  as  new  from  what  he  admits  to  be  old.  But 
what  can  be  a  more  explicit  declaration  of  what  is  new  and 
what  is  old  than  the  summary  of  the  patentee's  claim  at 
the  close  of  the  specification,  if  that  is  made  in  clear  and 
distinct  terms,  or  in  terms  so  clear  and  distinct  as  to  be 
fairly  underatood.  It  implies  that  all  the  rest  is  old,  or, 
if  not  old,  that  the  applicant  does  not  claim  it  so  far  as 
that  patent  is  concerned.  If  the  patentee,  by  his  specifica- 
tion, including  the  summary  claim  at  its  close,  points  out 
and  distinguishes  what  he  claims  as  his  own  invention,  it 
is  all  that  is  required.  That,  if  we  can  find  it  without  dif- 
ficulty or  embarrassment,  is  what  he  claims  as  new ;  the 
rest  heimpliedly^  if  he  does  not  expressly,  disclaims  as  old. 
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No  particular  form  of  words  is  necessary  if  the  meaning  is 
clear. 

These  observations  apply  equally  to  patents  for  combi- 
nations and  patents  for  improvements.  Where  a  patentee, 
after  describing  a  machine,  claims  as  his  invention  a  cer- 
tain combination  of  elements,  or  a  certain  device,  or  part 
of  the  machine,  this  is  an  implied  declaration,  as  conclu- 
sive, so  far  as  that  patent  is  concerned,  as  if  it  were  ex- 
pressed, that  the  specific  combination  or  thing  claimed  is 
the  only  part  which  the  patentee  regards  as  new.  True,  he 
or  some  other  i)erson  may  have  a  distinct  patent  for  the 
portions  not  covered  by  this ;  but  that  will  speak  for  itself. 
So  far  as  the  patent  in  question  is  concerned,  the  remain- 
ing parts  are  old  or  common  and  public. 

The  patents  under  consideration  expressly  declare,  for 
the  most  part,  what  the  patentee  claims ;  generally  refer- 
ring, it  is  true,  to  the  specification  as  embodying  the  sub- 
stantial form  of  the  invention.  Such  a  reference  is  proper 
if  it  does  not  introduce  confusion  and  uncertainty,  and  is 
often  necessary  for  restraining  the  too  great  generality,  or 
enlarging  the  literal  narrowness  of  the  claim. 

These  remarks  apply  to  reissue  1,038,  which  we  are  now 
considering.  We  regard  it  as  sufficiently  explicit ;  and  we 
think  the  patent  is  valid. 

The  next  inquiry  is,  whether  this  patent  is  infringed  by 
the  appellees.  It  is  apparent,  on  inspection  of  the  models 
before  referred  to,  that  they  exhibit  every  requirement  of 
the  patent.  They  clearly  have,  "in  combination  with  a 
seed-planting  machine,  constructed  principally  of  frame- 
work," and  consisting  of  two  separate  parts,  with  two  run- 
ners under  one  part  and  two  wheels  under  the  other,  a 
hinged-joint  between  the  point  of  the  tongue  and  the  rear 
of  the  machine,  so  that  one  part  of  the  framework  may  be 
raised,  lowered,  adjui^ted  or  supported  on  the  other  part, 
substantially  as  described  in  Brown's  specification.  In 
Selby's  machine,  it  is  true,  the  hinge- joint  is  not  located  at 
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the  same  point  (the  seed  boxes)  as  in  Brown's  machine,  but 
is  at  the  front  point  or  toe  of  the  runner.  This  is  not  a 
substantial  difference.  The  office,  purpose,  operation  and 
effect  are  the  same  as  in  Brown's  machine,  and  a  change  a 
little  more  or  less  backward  or  forward  does  not  change 
the  substantial  identity  of  the  thing.  The  same  remark 
applies  to  the  location  of  the  hinge  joint  in  Bergen's  ma- 
chine, which  is  at  the  rear  part  of  the  front  frame. 

We  do  not  see  how  it  can  be  seriously  contended  that 
either  of  the  machines  is  not  an  infringement  of  this  patent. 

Reissue  1,039  contains  two  claims,  as  follows : 

"What  I  claim  under  this  patent  is  a  seed  planting 
machine,  wherein  the  seed  dropping  mechanism  is  operated 
by  hand  or  by  an  attendant,  in  contradistinction  from  '  me- 
chanical dropping,'  the  mounting  of  said  attendant  upon 
the  machine,  in  such  a  position  that  he  niay  readily  see 
the  previously  made  marks  upon  the  ground,  and  operate 
the  dropping  mechanism  to  conform  thereto,  substantially 
as  herein  set  forth. 

I  also  claim,  in  combination  with  a  seed-planting  ma- 
chine, composed  substantially  of  framework,  and  upon 
which  the  person  who  works  the  seed-slides  or  valves  sits 
or  stands,  a  lever  or  its  equivalent,  by  which  a  driver  or 
second  attendant  may  raise  or  lower  that  part  of  the  frame- 
work that  carries  the  attendant  and  the  seeding  devices, 
and  thus  ease  the  machine  in  passing  over  intervening  ob- 
stacles or  in  turning  around,  substantially  as  described." 

The  first  of  these  claims,  if  construed  simply  as  claiming 
the  placing  of  the  seed-dropper  on  the  machine,  would 
probably  be  void,  as  claiming  a  mere  result,  irrespective  of 
the  means  by  which  it  is  accomplished.  But  if  construed 
as  claiming  the  accomplishment  of  the  result  by  substan- 
tially the  means  described  in  the  specification,  it  is  free 
from  that  objection  ;  and  we  ought  to  give  a  favorable  con- 
struction, so  as  to  sustain  the  patent  if  it  can  fairly  be  done. 
By  reading  the  claim  in  connection  with  the  final. quali- 
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fying  clause,  thus,  ''the  mounting  of  said  attendant  upon 
the  machine,  etc.,  substantially  as  herein  set  forth,"  the 
fair  construction  would  seem  to  include  the  means  and 
manner  of  placing  him  upon  the  machine.  This  view  is 
corroborated  by  reference  to  the  body  of  the  specili cation. 
*'To  enable  others  skilled  in  the  art,"  says  the  patentee, 
''  to  make  and  use  this  invention,  I  will  proceed  to  describe 
the  same,  with  reference  to  the  drawings."  He  then  gives 
a  detailed  description  of  the  seat  or  platform  and  its  rela- 
tion to  the  other  parts,  and  the  mode  of  occupying  and 
using  the  same.  Construing  the  claim  in  this  manner,  is 
it,  then,  a  valid  claim? 

The  only  device  of  a  similar  character  at  all  competing 
with  it  in  the  matter  of  time,  was  that  used  by  Job  Brown, 
in  his  machines  constructed  or  altered  in  the  spring  of  1851, 
the  same  spring  in  which  the  appellant's  machine  was 
made.  Which  was  first  made,  it  is  impossible  for  us  from 
the  evidence  to  tell.  Job  Brown,  as  well  as  the  applicant, 
applied  for  a  patent  for  one  of  his  machines  having  the  ar- 
rangement of  a  seat  for  the  dropper.  A  patent  was  granted 
to  the  appellant,  and  none  was  granted  to  Job  Brown.  The 
Patent  Office  subsequently  amended  the  appellant's  patent 
so  as  to  include  a  claim  for  this  very  thing  in  question. 
Under  these  circumstances,  in  the  absence  of  conclusive 
evidence  to  the  contrary,  the  presumption  is  in  favor  of 
the  appellant.  The  burden  of  proof  is  on  the  party  who 
sets  up  the  objection  of  ''prior  use"  against  the  patent. 

The  second  claim  is  for  a  combination,  embracing,  as  one 
of  its  elements,  the  arrangement  or  seat  for  the  dropper  last 
described  ;  and  if  that  was  new,  this  combination  must  also 
be  new.  And,  indeed,  we  shall  look  in  vain  in  any  pre- 
vious machine  for  the  lever  here  described  in  the  combina- 
tion witji  which  it  is  associated.  Standing  by  itself,  the 
lever  as  well  as  the  hinged  joint  was  exhibited  in  the  ex- 
perimental machine  of  Remy  &  Kelly.  But  as,  in  our  view, 
that  machine  was  never  brought  into  successful  operation 
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until  after  Brown's  invention  was  completed,  we  do  not 
regard  the  fact  referred  to  as  seriously  affecting  the  ques- 
tion. The  particular  combination  described  by  the  patent 
under  consideration  is  new,  and  the  claim  is  valid. 

This  is  the  proper  place,  however,  to  notice  an  obj'^ction 
made  against  the  three  patents  conjointly,  namely :  reissues 
1,036,  1,038  and  1,039.  It  is  contended  that  they  are  for 
substantially  the  same  combination.  We  do  not  think  that 
this  is  the  fact.  We  regard  the  reissue  1,036  as  a  patent 
for  the  corn-planting  machine  in  outline,  comprising  its 
most  essential  elements,  namely :  constructed  principally 
of  framework  ''substantially  as  and  for  the  purpose  set 
forth"  in  the  specification ;  containing  the  two  frames  or 
parts,  loosely  or  freely  connected  ;  one  supported  by  the 
runners,  the  other  by  the  wheels  following  them,  each  hav- 
ing its  distinct  purpose  as  indicated  ;  and  the  seeding  ap- 
paratus being  arranged  for  planting  in  check-rows,  whether 
automatically  or  by  hand,  the  method  of  each  being  shown 
in  the  specification.  This  patent  does  not  call  for  a  hinged 
joint  with  its  particular  appliances,  or  for  a  particular  ar- 
rangement of  seat  or  location  for  the  dropper.     Reissue 

1.038  is  for  a  different  combination,  including  the  separate 
parts  or  frames,  the  runners,  the  wheels,  and  lastly  the 
hinged  joint  so  arranged  that  one  part  of  the  framework 
may  be  raised  and  lowered  on  the  other  part.     Reissue 

1.039  claims,  first,  a  seat  or  platform  for  the  dropper,  on 
the  machine,  so  that  he  may  watch  the  cross-rows  and 
plant  by  them  ;  secondly,  in  addition  thereto,  the  particu- 
lar device  of  the  lever,  by  which  the  driver  may  raise  or 
lower  the  framework  that  carries  the  dropper. 

This  view  of  the  relative  objects  of  the  three  patents,  as 
we  think,  shows  that  they  are  not  obnoxious  to  the  objec- 
tion raised. 

Having  already  examined  the  question  of  infringement 
as  it  respects  reissues  1,036  and  1,038,  it  remains  to  inquire 
whether  the  appellants  have  infringed  reissue  1,039.     Of 
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this  there  can  be  no  doubt.  In  both  of  their  machines  the 
dropper  is  mounted  on  the  machine  on  a  seat  or  platform 
arranged  for  tliat  purpose,  so  as  to  observe  the  cross  rows, 
and  drop  by  them  ;  and  in  both,  levers  are  used  (not  pre- 
cisely in  the  form  of  Brown's,  but  equivalent  thereto,  and 
substantially  the  same),  by  which  the  driver  may  raise  or 
lower  that  part  of  the  framework  that  carries  the  dropper 
and  the  seeding  devices.  In  Bergen's  machine,  this  lever 
is  the  rear  frame  itself,  which  is  hinged  to  the  rear  part  of 
the  seeding-frame,  and  is  oi)erated  by  the  driver  by  tilting 
it  back  and  forward  by  his  own  weight. 

It  is  unnecessary  to  examine  reissue  1,040,  as  there  is  no 
pretense  that  the  appellees  have  infringed  that  patent. 

The  second  group  of  reissues  is  next  to  be  considered. 

The  first,  No.  1,091,  after  describing  the  entire  machine 
as  finally  perfected  by  Brown,  prior  to  the  issue  of  his 
second  patent.  May  8,  1855,  has  the  following  claims : 

*' First.  In  combination  with  a  seed- planting  machine 
that  is  operated  by  hand,  the  placing  of  both  the  driver 
and  the  person  who  operates  the  seed-slides  or  valves,  upon 
the  machine,  in  such  position  as  that  each  may  attend  to 
his  particular  duty  without  interfering  with  that  of  the 
other,  substantially  as  described. 

I  also  claim,  in  combination  with  a  seed-planting  ma- 
chine, that  is  operated  by  hand,  and  upon  which  the  driver 
and  the  person  who  works  the  seed-slides  or  valves  sit  or 
stand,  the  so  locating  of  said  seats  or  stands  so  that  the 
weight  of  one  of  the  persons  may  be  used  to  counterbal- 
ance or  overbalance  the  weight  of  the  other,  for  the  pur- 
pose of  more  readily  raising  or  lowering  the  seeding  ap- 
paratus, substantially  as  and  for  the  purpose  described." 

These  claims  are  analogous  to  those  of  reissue  1,039  and 
the  first  is  anticipated  by  the  machines  of  Job  Brown,  con- 
structed and  altered  in  the  spring  of  1851.  It  is  not  pre- 
tended that  the  appellant  placed  both  attendants  on  his 
machines  until  the  spring  of  1853,   when  he  placed  the 
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driver's  seat,  as  well  as  the  dropper's,  on  the  twelve  ma- 
chines which  he  manufactured  and  sold  at  that  time. 

The  second  claim  is  for  the  relative  location  of  the  seats 
for  the  driver  and  operator,  such  that  one  of  them  may 
overbalance  the  weight  of  the  other,  and  thus  more  readily 
raise  or  lower  the  seeding  apparatus.  The  claim  is  made 
only  in  reference  to  machines  operated  by  hand,  on  which 
both  driver  and  operator  sit  or  stand.  The  seats  them- 
selves can  be  of  little  consequence  in  this  combination. 
The  relative  location  of  the  attendants  is  the  material 
thing. 

The  process  of  tilting  the  frame  of  a  seed-planter  on  the 
wheels  as  a  fulcrum,  by  shifting  the  weight  of  the  driver 
standing  or  sitting  thereon,  was  exhibited  in  Kirkman's 
machine,  in  the  spring  of  1852,  and  in  Farley's  model, 
made  in  January,  and  publicly  deposited  in  the  Patent 
Office  in  February,  1853. 

The  appellant  does  not  fix  the  date  of  his  alleged  im- 
I)rovement  earlier  than  the  20th  of  April,  1853,  it  being 
first  introduced,  into  the  twelve  machines  built  in  that 
year.  He  was  anticipated,  therefore,  by  Kirkman  and 
Farley,  so  far  as  their  machines  were  identical  with  his. 
They  do  not  come  within  the  literal  terms  of  his  claim 
which  refers  the  improvement  only  to  machines  operated 
by  hand,  and  on  which  the  operator  is  carried.  Kirkman 
and  Farley  had  no  operator  and,  of  course,  had  none  on  their 
machines.  Was  this  difference  material  ?  The  device  was  not 
altered  by  Brown  substantially,  in  form,  operation  or  pur- 
pose. The  only  difference  was  the  presence  of  the  dropper 
on  the  machine,  making  a  greater  weight  to  be  raised  than 
existed  before,  and  applying  it  to  a  check-row  corn-planter. 
It  seems  to  us  that  it  was  simply  the  application  of  an  old 
device  to  a  new  use. 

We  are  of  opinion,  therefore,  that  reissue  1,091  is  void. 

The  claim  of  reissue  1,092  is  as  follows : 

''What  I  claim  under  this  patent  is:   in  combination 
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with  a  seed-planting  machine,  operated  by  hand,  and  hav- 
ing its  seeding  devices  forward  of  the  center  of  the  wheels, 
and  forward  of  the  driver's  seat  and  a  hinged  connection, 
the  locating  of  the  seat  in  such  relation  to  a  line  drawn 
through  the  centers  of  the  wheels  or  ground-supports,  as 
that  the  occupant  of  said  seat  may,  by  moving  himself,  or 
throwing  his  weight  forward  or  backward  on  his  seat,  with- 
out the  necessity  of  rising,  walking  or  standing  over  or 
near  the  seeding  devices,  force  the  seeding  apparatus  into 
or  raise  it  from  the  ground  substantially  as  described." 

After  a  careful  consideration  of  this  claim  we  are  brought 
to  the  conclusion  that  the  subject  of  it  is  not  patentable. 
Prior  inventions  having  placed  the  driver  on  the  machine, 
and  having  constructed  the  platform  in  such  manner  that 
his  movement  backward  or  forward  would  raise  or  lower 
the  seeding  apparatus,  and  the  seat  itself  not  being  claimed 
as  new,  it  can  hardly  be  contended  that  the  proper  location 
of  the  seat  for  effecting  the  same  object,  required  the  ex- 
ercise of  inventive  power. 

The  next  patent,  reissue  1,093,  after  describing  the  ma- 
chine as  before,  with  its  runners  and  front  frame,  its  wheels 
and  rear  frame,  its  seat  for  the  driver  over  the  wheels,  and 
contrivance  for  raising  and  lowering  the  front  frame,  its 
seat  for  the  dropper  over  the  runners,  its  hinged  joint,  etc., 
concludes  as  follows : 

"There  are  two  points  in  this  machine  that  have  unvary- 
ing positions  or  heights  with  regard  to  the  ground,  viz.: 
the  point  of  the  tongue,  as  its  height  is  defined  by  horses' 
necks,  to  which  it  is  attached,  and  they  standing  of  course 
upon  the  ground,  and  the  journals  or  axle  of  the  covering 
or  supporting  wheels,  P  P,  as  they  roll  on  the  ground,  and 
between  these  fixed  points,  the  hinged  connection  between 
the  front  and  rear  part  of  the  machine,  is  made  so  as  to 
admit  of  raising  or  lowering  the  seeding  devices. 

Having  thus  fully  described  the  nature  and  object  of  this 
part  of  my  invention,  what  I  claim  under  this  patent  is,  in 
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combination  with  a  seed-planting  machine  that  has  a  hinged 
or  yielding  joint  between  its  fixed  points  of  support,  and 
with  its  seeding  devices  between  said  points,  the  so  con- 
necting of  the  parts  between  said  fixed  points  of  support  as 
that  that  portion  of  the  machine  carrying  the  seeding  de- 
vices may  be  raised  np  out  of  the  ground  by  the  attendant 
riding  on  the  machine,  and  be  carried  by  the  tongue  or 
horses'  necks,  and  the  supporting  wheels,  substantially  as 
and  for  the  purpose  described." 

The  precise  thing  claimed  here,  after  defining  the  com- 
bination of  which  it  is  to  form  a  part,  is,  ^Hhe  so  connect- 
iug  of  theparts^^  as  to  produce  the  result  mentioned,  ^^suh- 
stantially  as  and  for  the  purpose  described.^ ^  If  this 
means  to  include  any  and  every  connection  of  the  parts 
which  will  produce  the  result  "  substantially  as  described" 
(which  result  is  to  enable  the  attendant,  riding  on  the  ma- 
chine, to  raise  that  portion  of  the  machine  carrying  the 
seeding  devices  out  of  the  ground  so  as  to  be  carried  on  the 
horses'  necks  and  the  wheels),  then  the  claim  was  antici- 
pated by  Kirkman,  for  the  connection  of  the  parts  in  his 
machine  enabled  the  attendant,  riding  on  the  machine, 
to  raise  the  front  part  which  carries  the  seeding  apparatus, 
out  of  the  ground,  when  it  would  be  suspended  on  the 
horses'  necks  and  the  wheels ;  and  he  had  a  hinged  joint 
between  the  fixed  points  of  support.  The  same  might  be 
said  of  the  machine  of  Remy  &  Kelly,  if  it  were  to  be  taken 
into  consideration  in  determining  this  question.  But  if  the 
claim  is  to  be  construed  as  limited  to  the  mode  of  connect- 
ing the  parts  in  the  appellant's  machine  (being  a  hinged 
connection  between  the  two  frames  and,  therefore,  different 
from  Kirkman' s  machine),  and  to  the  means  by  which  the 
final  result  was  accomplished,  namely :  by  the  shifting  of 
the  driver's  weight  on  the  machine,  and,  therefore,  differ- 
ent from  Remy  &  Kelly's,  then  this  objection  would  be 
obviated.  But  thus  modified,  it  would  substantially  cor- 
respond with  reissue  1,038,  being  simply  for  a  mode  of 
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doing  that,  with  the  driver  on  the  machine,  which  was 
done  before,  under  1,038,  with  the  driver  on  the  ground, 
employing  only  in  addition  the  mode  of  operation  used  by 
Kirkman.  In  other  respects  the  two  combinations  would 
be  precisely  the  same. 

We  are  of  opinion,  therefore,  that  this  patent  cannot  be 
sustained. 

The  next  patent,  reissue  1,094,  is  for  a  matter  too  frivol- 
ous to  form  the  subject  of  invention.  It  is  simply  for  a 
peg  or  stop  to  prevent  the  rear  part  of  the  machine  from 
tipping  so  much  as  to  dump  the  driver  onto  the  ground. 
No  mechanic  of  any  skill  would  construct  a  machine  of 
the  character  described  without  providing  some  such  ar- 
rangement.    This  patent  is  not  sustained. 

The  latest  patent  of  the  series,  reissue  1,095,  is  for  a 
peculiar  valve  in  the  tube  through  which  the  seed  is 
dropped  to  the  ground,  called  the  flipper-valve.  When 
the  machine  is  in  motion,  the  time  taken  for  the  seed  to 
drop  from  the  hopper  to  the  ground,  supposing  it  to  drop 
from  a  height  of  only  18  or  20  inches,  would  carry  it 
forward  more  than  a  foot  after  its  discharge,  and  thus  carry 
it  beyond  the  cross-row.  It  became  important,  therefore, 
to  drop  the  seed  from  a  point  near  the  ground,  or  from  the 
bottom  of  the  tube  instead  of  the  hopper,  at  each  move- 
ment of  the  lever  by  the  operator.  To  do  this  required 
two  movements  ;  one  for  dropping  the  seed  from  the  hop- 
per into  the  tube ;  the  other  for  dropping  it  from  thence  to 
the  ground.  By  the  device  described  in  this  patent,  which 
was  noticed  at  the  commencement  of  this  opinion,  both  of 
these  movements  of  the  seed  take  place  at  the  same  instant 
and  by  one  movement  of  the  hand ;  the  seed  for  one  hill 
beinfi:  dropped  into  the  ground  at  the  same  time  that  the 
seed  for  the  next  hill  is  dropped  into  the  tube. 

The  claim  of  the  patent  is  in  the  following  words : 

•'Having  thus  fully  described  my  invention,  what  I 
claim  under  this  patent,  is  so  combining  with  a  lever,  by 
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which  both  may  be  operated,  a  valve  or  slide  in  the  seed- 
hopper  and  a  valve  in  the  seed- tube,  as  that  a  half  motion 
of  the  lever  by  the  operator  riding  on  the  machine,  by 
which  they  are  operated,  shall  both  open  and  close  the 
seed  passages  at  regular  periods,  and  pass  measured  quan- 
tities only,  substantially  as  described." 

As  before  stated,  the  mode  by  which  this  was  effected 
was  by  placing  in  the  seed-tube  a  long,  slender  valve  com- 
posed of  a  slip  of  metal  suspended  on  a  pivot  in  the  mid- 
dle, so  that  when  one  end  was  pushed  forward  the  other 
end  would  be  pushed  backward.  In  this  way  each. move- 
ment of  the  upi)er  extremity  would  let  a  charge  of  seed 
into  the  tube  on  one  side  and  keep  it  there,  whilst  the 
simultaneous  movement  of  the  lower  extremity  would  dis- 
charge the  previous  charge  on  the  other  side. 

The  appellees  endeavored  to  show  that  this  apparatus 
was  anticipated  by  the  inventions  of  Charles  Finn  and 
Jarvis  Case,  before  mentioned.  Finn  says  that  he  invented 
his  machine  in  the  summer  or  fall  of  1851.  The  seed-drop- 
ping ajjparatus  consisted  of  a  vibrating  side  or  back  to  the 
seed-tube,  which  required  two  movements,  one  backward 
and  the  other  forward,  for  dropping  each  hill  of  corn,  alter- 
nately opening  and  closing  the  tube.  It  was  operated  by 
levers  in  connection  with  the  valves  in  the  hoppers.  But 
each  hill  or  check-row  required  one  movement  of  the  lever 
to  let  the  seed  into  the  tube  and  a  reverse  movement  to  let 
it  out.  And  this  double  movement  was  repeated  at  every 
check-row.  Whereas,  by  Brown's  apparatus,  both  results 
were  accomplished  by  a  single  movement ;  a  forward  move- 
ment effecting  a  dropping  for  one  check-row  and  a  back- 
ward movement  effecting  it  for  the  next.  It  is  evident 
that,  although  there  was  a  similarity  between  the  two  pro- 
cesses, they  were  essentially  diffei-ent.  It  may  be  that 
Brown's  is  only  an  improvement  on  the  process  used  by 
Finn.  If  this  be  so,  still  it  is  only  the  improvement  (that 
is,  the  machine  as  he  uses  it)  that  he  claims  by  his  patent. 

98  Wall.  S38. 
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The  machine  of  Case,  which  he  swears  he  constructed  in 
March,  1853,  is  still  more  unlike  Brown's  in  form,  though 
less  unlike  in  operation.  It  has  two  independent  valves, 
one  in  the  hopper  to  let  the  seed  into  the  tube,  and  one  at 
the  bottom  of  the  tube  to  let  it  out.  These  two  valves  are 
so  connected  by  a  chain  or  string  that  both  are  opened  at 
.  once.  A  spring  is  arranged  to  shut  them  as  soon  as  possi- 
ble, so  as  to  prevent  the  seed  admitted  above  from  escaip- 
ing  below  until  the  next  movement  of  the  lever.  This  ap- 
paratns,  it  is  true,  requires  but  one  movement  of  the  hand 
for  each  dropping,  the  spring  performing  the  other.  But  the 
spring  has  to  be  dmwn  by  the  force  of  the  hand  so  as  to 
have  the  necessary  recoil.  The  same  strength  has  to  be  ex- 
erted by  the  operator  as  if  he  made  both  movements  with 
his  hand.  It  is  evident  that  this  device  is  also  different 
from  the  appellant's.  The  two  have  similarities,  but  they 
are  essentially  distinct  machines. 

Bnt  it  is  insisted  that  Brown,  in  1860,  admitted  in  a 
newspaper  article  that  the  process  in  question  was  old. 
We  have  examined  the  article  and,  according  to  our  con- 
struction, his  declaration  amounted,  in  substance,  to  noth- 
ing more  than  that  the  principle  of  the  double  drop  was 
old,  which  was  probably  true ;  and  that  Case's  application 
of  it  was  old,  which  may  or  may  not  be  true ;  but  it  does 
not  contain  or  amount  to  an  admission  that  his  own  pecu- 
liar process  was  old. 

We  think,  therefore,  that  this  patent  must  be  sustained. 

The  last  patent  is  clearly  infringed  by  the  Selby  ma- 
chine. The  flipper- valve  and  mode  of  operating  it  are  al- 
most precisely  the  same. 

In  the  case  of  the  Bergen  machine,  it  is  contended  that 
no  lever  is  used  for  moving  the  connecting  rod  backward 
and  forward  between  the  hoppers.  A  fixed  perpendicular 
handle  is  used  instead  of  a  lever.  The  question  is: 
whether  that  is  such  an  alteration  as  to  change  the  charac- 
ter of  the  combination.    The  object  in  view  is  put  into  the 
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hand  of  the  operator  something  by  which  he  can  move  the 
conne(5ting  rod  and,  consequently,  open  the  valves,  the  in- 
stant he  comes  to  the  cross-row.  It  is  of  no  consequence 
in  the  world  whether  the  cross-bar  moves  in  the  same  di- 
rection with  his  hand  or  in  the  reverse  direction.  A  lever 
working  on  a  pivot  or  fulcrum  between  the  hand  and  the 
connecting  rod,  would  cause  the  latter  to  move  in  the  re- 
verse direction  to  that  of  the  hand ;  a  lever  working  on  a 
pivot  or  fulcrum  below  or  beyond  the  connecting  rod, 
would  cause  the  latter  to  move  with  the  hand ;  so  would  a 
lever  or  handle  firmly  fixed  to  the  rod.  The  claim  is  for 
"a  lever  or  its  equivalent,"  in  combination  with  other 
things.  Whilst,  in  most  cases,  a  mere  handle^  is  not  the 
equivalent  of  a  lever,  because  not  capable  of  performing 
the  same  functions,  in  this  case  it  is  an  equivalent  because 
it  does  perform  precisely  the  same  function  in  substanti- 
ally the  same  way. 

In  our  judgment,  both  machines  are  an  infringement  of 
the  patent. 

We  have  thus,  with  perhaps  unnecessary  detail,  gone 
over  and  considered  the  various  questions  and  points 
raised  in  these  cases.  The  result  is  that  the  reissued  pat- 
ents, numbered  respectively  1,036,  1,038  and  1,039  of  the 
first  series  and  1,095  of  the  second  series,  are  sustained 
as  good  and  valid  patents,  and  that  the  appellees  are  in- 
fringing the  same. 

The  decree  of  the  Circuit  Court  in  these  cases  must  be 
reversed  and  the  causes  remanded^  to  be  proceeded  in  ac- 
cording to  law, 

Mr.  Justice  Clifford,  (z)  dissenting: 

Applicants  for  a  patent  are  required  to  file  in  the  Patent 
OflBce  a  written  description  of  their  invention,  and  of  the 
manner  and  process  of  making,  constructing  and  using  the 
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same,  in  snch  full,  clear,  concise  and  exact  terms  as  to  en- 
able any  i)erson  skilled  in  the  art  or  science  to  which  it  ap- 
pertains or  with  which  it  is  most  nearly  connected,  to 
make,  construct  and  use  the  same ;  and  in  the  case  of  a 
machine,  he  must  explain  the  principle  thereof  and  the 
best  mode  in  which  he  has  contemplated  applying  that 
pi-inciple,  so  as  to  distinguish  it  from  other  inventions. 
Patents  granted  without  a  compliance  with  those  condi- 
ti(ms  are  invalid,  as  the  express  requirement  of  the  act  of 
Congress  is  that  every  inventor  or  discoverer  shall  do  so 
before  he  shall  receive  a  patent  for  his  invention  or  discov- 
ery.     16  Stat,  at  L.  201. 

Letters  patent  were  granted  to  the  complainant  on  the 
2d  of  August,  1853,  to  take  effect  from  the  2d  of  February 
prior  to  the  date  of  the  patent.  Seed-planter  is  the  name 
of  the  invention  given  in  the  patent,  but  in  the  introduc- 
tory part  of  the  specification  it  is  denominated  '*  new  and 
useful  improvements  in  seed-planters  for  planting  com  and 
smaller  grains."  Very  minute  description  is  given  of  the 
machine  and  of  the  several  devices  of  which  the  machine 
is  composed,  for  the  declared  purpose  of  enabling  others 
skilled  in  the  art  to  make  and  use  the  invention.  Suffice 
it  to  say,  without  entering  into  details,  that  of  all  the 
numerous  devices  described  as  ingredients  of  the  machine 
not  one  of  them  is  new,  nor  is  it  claimed  that  the  patentee 
either  invented  the  machine  or  any  one  of  the  ingredients 
of  which  it  is  composed.  What  he  claims  in  that  patent  is 
as  follows:  (1)  The  oscillating  horizontal  wheels  or  distri- 
butors in  the  bottom  of  the  hopper,  having  slots  and  tubes 
of  various  sizes,  in  combination  with  the  stationary  caps 
and  pins  for  the  discharge  of  different  kinds  and  qualities 
of  seeds.  (2)  He  also  claims  the- arrangement  of  the  cover- 
ing rollers,  mounted  as  described,  and  performing  the 
functions  of  covering  the  seed,  elevating  the  cutters  in 
turning  the  machine,  and  also  in  adjusting  the  cutters  to 
different  depths. 
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Tested  by  the  descriptive  portion  of  the  specification  the 
better  opinion  is  that  the  second  claim  is  also  for  a  combi> 
nation ;  bnt  in  the  view  taken  of  the  case  it  is  unimportant 
whether  it  be  regarded  as  a  method  of  accomplishing  the 
described  result  or  as  a  combination  of  the  described  in- 
gredients to  effect  the  same  end,  as  it  is  quite  clear  that 
the' patentee  does  not  claim  that  he  is  the  original  and  first 
inventor  of  any  one  of  the  several  devices  of  which  the 
entire  machine  is  composed.  Beyond  all  doubt  the  inven- 
tion consisted  of  the  two  combinations  described  in  the  re- 
spective claims,  and  it  is  equally  certain  that  the  letters 
patent  were  in  all  respects  sufficient  to  secure  the  full  en- 
joyment of  the  patented  machine  to  the  patentee.  Never- 
theless, the  patentee  surrendered  the  same,  and  on  the 
16th  of  February,  1858,  the  same  was  reissued  to  him  with 
amended  specification  which  contains  only  one  claim.  In- 
stead of  claiming  a  combination  of  old  ingredients,  as  in 
the  original  patent,  he  claimed  in  the  reissued  patent  a 
shoe  for  opening  a  furrow,  which  has  a  convex  edge  in 
front  and  a  seeding  tube  in  its  rear  end,  so  that  it  may  cut 
through  any  grass,  open  out  a  furrow  and  hold  it  open 
until  the  seeds  are  deposited  in  the  same,  substantially  as 
set  forfh  in  the  specification. 

Like  the  original  patent  the  reissued  patent  was  in  form 
both  operative  and  valid ;  but,  inasmuch  as  it  was  not  suf- 
ficiently comprehensive  to  supersede  all  other  improve- 
ments, the  patentee  surrendered  it  for  a  second  time  and 
caused  the  original  invention  to  be  reissued  in  five  parts, 
embracing  several  claims,  all  of  which  except  one  are  in- 
volved in  the  present  action. 

Surrendered  patents  cease  to  be  a  cause  of  action  from 
the  moment  the  surrender  takes  place,  nor  can  the  owner 
of  the  patent  recover,  even  for  an  infringement  which  pre- 
ceded the  surrender,  unless  the  claim  for  profits  or  dam- 
ages had  passed  into  judgment  before  the  surrender  took 
place.  Such  a  patent,  though  inoperative  as  a  cause  of  ac- 
ts W«ii«  usa^My. 
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tion,  may  be  admitted  as  evidence  to  support  or  disprove 
an  issue  that  the  reissued  patent  is  not  for  the  same  inven- 
tion as  the  original.  Reference  may  also  be  made  to  such 
patent,  as  to  a  repealed  statute,  to  aid  in  the  construction 
of  a  reissued  patent,  if  the  latter  is  ambiguous,  but  it 
ceases  to  be  operative  for  any  other  purpose  just  as  much 
so  as  a  repealed  statute,  and  can  never  have  the  effect  to 
enlarge  or  diminish  the  operative  words  of  a  reissued 
patent. 

Patents  are  public  grants,  and  every  person  claiming  any 
right  under  such  an  instrument  must  show  that  the  right 
claimed  is  secured  by  the  instrument ;  nor  can  he  be  bene- 
fited b}"^  showing  that  the  right  claimed  was  secured  by  a 
surrendered  patent,  unless  the  reissued  patent  also  secures 
the  same. 

Viewed  in  the  light  of  these  suggestions,  it  is  clear  that 
the  rights  of  the  complainant  in  this  case  depend  solely 
upon  the  last-mentioned  reissued  patents,  which  are  the 
patents  mentioned  in  the  bill  of  complaint  and  which,  it 
is  alleged  by  the  complaint,  that  the  respondents  have  in- 
fringed. 

Defenses  of  various  kinds  are  set  up  by  the  respondents 
to  the  allegations  of  the  bill  of  complaint,  as  follows : 
(I)  That  the  complainant  is  not  the  original  and  first  inven- 
tor of  the  improvements  described  in  the  said  several  pat- 
ents mentioned  in  the  bill  of  complaint.  (2)  They  deny 
that  the  said  new  patents  were  issued  in  good  faith,  and 
they  allege  that  said  reissued  patents  are  not  for  the  same 
invention  as  that  described  and  embodied  either  in  the  orig- 
inal patent  or  in  the  prior  reissues  of  the  original  patent. 
(3)  That  the  five  last-mentioned  reissued  letters  patent  are 
severally  invalid  in  law  and  void  and  of  no  effect,  and  that 
they  do  not  confer  any  such  right  or  monopoly  to  the  com- 
plainant as  he  alleges  and  pretends  to  claim. 

Enough  has  already  been  remarked  to  show  that  the  orig- 
inal patent  was  a  combination  of  old  ingredients  by  which 
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the  described  result  was  effected  ;  or,  in  other  words,  that 
fhe  patented  invention  consisted  in  a  new  combination  of 
the  described  ingredients,  every  one  of  which  was  proved 
to  be  old.  Old  ingredients  are  not  the  proper  subjects  of 
letters  patent  in  any  other  form  than  as  a  combination,  for 
the  plain  reason  that  nothing  is  the  proper  subject  of  a  pat- 
ent which  is  not  both  new  and  useful. 
■  Reissued  patents  must  be  for  the  same  invention  as  the 
original,  and  that  condition  is  just  as  applicable  to  a  second 
reissueas  to  the  lirst;  nor  is  the  second  reissue  relieved  in  any 
respect  from  the  full  force  of  that  condition  in  a  case  where 
the  invention  in  the  reissue  is  divided  into  several  parts. 

Undoubtedly,  a  new  and  useful  combination  consisting 
of  old  ingredients  may  be  the  proper  subject  of  letters  pat- 
ent, if  the  combination  produces  a  new  and  useful  result ; 
but  the  act  of  Congress  does  not  authorize  the  patentee  to 
surrender  such  a  patent  and  to  reissue  the  same  for  the  sep- 
arate ingredients,  for  the  plain  reason  that  the  ingredients 
are  old,  and  for  the  additional  reason  that  a  patent  for  a 
separate  ingredient  is  not  the  same  as  the  combination  of 
several  ingredients.  Gould  v.  Rees,  15  Wall.  194  [9  Am. 
&  Eng.  39]. . 

Authorities  to  support  these  propositions  are  unneces- 
sary, as  they  are  self-evident;  nor  is  it  necessary  to  do 
more  than  refer  to  the  several  claims  of  the  several  reissues 
under  consideration  to  show  that  every  one  of  those  re- 
issues are  invalid,  both  for  the  reason  that  the  alleged  im- 
provement is  old,  and  also  for  the  reason  that  the  invention 
embodied  in  each  of  the  reissued  patents  is  different  from 
the  one  secured  by  the  original  patent.  Even  the  court 
here  admits  that  each  one  of  those  reissues  is  "for  a  dis- 
tinct and  separate  part  of  the  original  invention  alleged  to 
have  been  made  by  the  complainant,"  full  proof  of  which 
is  exhibited  in  the  claims  of  the  respective  reissued  patents. 
Gill  V.  Wells,  22  Wall.  1  [9  Am.  &  Eng.  471].  They  are 
as  follows : 

•S  Wall.  93S-S89. 
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1.  No.  1,036. — Appended  to  that  patent  is  a  claim  much 
more  comprehensive  than  is  to  be  found  in  either  of  the 
four  other  patents,  but  it  is  plainly  not  a  claim  for  a  com- 
bination, nor  one  for  tl)e  whole  machine,  as  was  admitted 
in  argument  by  the  complainant.  What  he  there  claims  is 
a  seed-planting  machine  constructed  principally  of  frame- 
work, the  front  part  of  which  is  supported  on  not  less  than 
two  runners,  or  shoes,  with  upward  inclining  edges,  and 
the  rear  part  is  supported  on  not  less  than  two  wheels,  the 
latter  being  arranged  to  follow  the  former. 

Evidently  that  claim  is  not  intended  to  cover  the  whole 
machine  ;  nor  would  it  benefit  the  complainant  even  if  it 
could  receive  that  construction,  as  it  is  not  pretended  that 
he  was  the  original  and  first  inventor  of  such  a  planting- 
machine,  nor  that  the  specification  of  the  original  patent 
professed  to  describe  such  an  original  invention.  Machines 
of  the  kind  have  existed  for  a  very  long  period  before  the 
date  of  the  complainant's  patent,  even  for  a  period  where- 
of the  memory  of  man  runneth  not  the  contrary. 

2.  No.  1,037. — Nothing  is  claimed  in  this  patent  except 
the  construction  of  a  shoe  or  runner  for  a  seed-planting 
machine,  with  an  upward  inclining  edge,  with  its  points  suf- 
ficiently raised  so  that  it  will  climb  up  and  over,  or  cut  and 
break  through  intervening  obstacles  without  materially 
forcing  the  earth  laterally  at  its  front  part,  and  widening 
towards  the  rear  end  so  as  to  open  a  furrow  in  which  the 
seed  to  be  planted  may  be  deposited,  and  long  enough  to 
furnish  a  support  to  the  framework  of  the  machine.  Ex- 
planations of  that  patent  are  certainly  unnecessary,  as  it 
is  plain  that  the  claim  is  for  distinct  and  separate  ingredi- 
ents of  the  combination  embodied  in  the  original  patent. 

3.  No.  1,038. — Under  this  patent  the  complainant  claims 
a  hinged  joint  between  the  point  of  the  tongue  and  the  rear 
part  of  the  machine  in  combination  with  a  seed-planting 
machine,  so  that  one  part  of  the  framework  may  be  raised, 
lowered,  adjusted  and  supported  on  the  other  part.    Nor 
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is  any  argament  necessary  to  show  that  the  claim  of  the 
patent  is  for  one  of  the  separate  and  distinct  ingredients  of 
the  combination  embodied  in  the  original  patent,  all  of 
which  were' confessedly  old. 

4.  No.  1,039. — Two  claims  are  made  in  this  patent  as  fol- 
lows :  (1)  The  seat  for  the  attendant,  or,  in  the  language  of 
the  claim,  the  moanting  of  the  attendant  upon  the  machine 
or  seed-planter,  wherein  the  seed  dropping  mechanism  is 
operated  by  hand,  in  snch  a  position  that  he  may  readily 
see  the  previously  made  marks  upon  the  ground,  and  oper- 
ate the  dropping  mechanism  to  conform  thereto.  (2)  He 
also  claims  a  lever,  in  combination  with  a  seed-planting 
machine,  or  its  equivalent,  by  which  the  driver  or  second 
attendant  may  raise  or  lower  that  part  of  the  framework 
that  carries  the  attendant  and  the  seeding  devices. 

Manifestly  the  lever  or  its  equivalent  is  the  principal 
subject-matter  of  that  claim,  reference  being  made  to  cer- 
tain other  parts  of  the  seed-planter  merely  as  a  means  of 
describing  the  functions  to  be  performed  by  the  lever,  and 
the  results  to  be  attained  by  its  use;  nor  does  it  require 
any  argument  to  show  that  the  lever  is  old,  as  it  is  matter 
of  common  knowledge  that  it  was  well  known  long  before 
the  original  patent  of  the  complainant  was  issued. 

6.  No.  1,040. — ^Two  claims  are  also  made  by  the  patentee 
in  this  patent :  (1)  He  claims  a  pair  of  auxiliary  wheels  and 
an  axle,  in  combination  with  the  seed-planting  machine, 
carried  mainly  upon  not  less  than  two  runners  and  two  cov- 
ering-wheels, for  the  double  purpose  of  taking  a  portion  of 
the  weight  off  from  the  runners  and  the  other  wheels,  and 
for  affording  means  of  readily  converting  the  machine  from 
a  hand-planter  to  an  automatic  seed-sower.  (2)  He  also 
claims  hanging  the  axle  of  the  auxiliary  wheels  in  hinged 
or  adjustable  arms  or  levers,  so  that  more  or  less  of  the 
machine  may  be  placed  upon  the  auxiliary  wheels. 

All  necessity  for  any  remarks  upon  those  claims  is  su- 
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perseded  by  the  admission  that  they  are  not  infringed  by 
the  respondents. 

Four  of  the  five  reissnes  are  included  in  the  charge,  and 
the  complainant  also  charges  that  the  respondents  have  in- 
fringed five  other  reissued  patents  held  by  him,  which  also 
secure  to  him  the  exclusive  right  to  the  respective  improve- 
ments therein  described,  all  of  which  apjpertain  to  the  same 
machine  for  planting  corn  and  smaller  grains. 

Reference  will  first  be  made  to  the  original  patent  from 
which  those  several  reissues  are  derived.  Like  the  preced- 
ing reissued  patents,  these  were  all  derived  from  a  single 
original  patent,  issued  May  8,  1855,  as  appears  by  the  rec- 
ord, which  it  is  claimed  is  an  improvement  upon  the  prior 
original  patent. 

Doubtless  the  patentee  made  some  change  in  the  original 
machine,  as  appears  by  the  descriptive  portion  of  the  speci- 
fication ;  as,  for  example,  he  enlarged  the  rollers,  increased 
the  length  of  the  side-pieces,  connected  those  pieces  by 
cross-pieces,  and  constructed  the  frame  in  two  parts,  de- 
nominated front  and  rear,  placing  the  long  seat  for  the 
driver  on  the  front  end,  in  order  that  he  may  slide  forward 
or  back,  to  tilt  the  machinery  when  necessary  to  deepen 
the  furrow,  oV  to  raise  the  front  of  the  shoes  from  the 
ground,  as  occasion  calls  for  such  a  movement ;  but  he  in- 
vented no  new  ingredient  or  device,  nor  did  he  introduce 
any  element  into  the  machine  which  was  not  previously 
well  known,  all  of  which  will  sufficiently  appear  from  the 
claim  when  compared  with  the  drawings,  without  reproduc- 
ing the  details  of  the  specificjition  annexed  to  the  patent. 
It  contains  but  a  single  specification  in  that  regard,  which, 
in  substance  and  effect,  is  as  follows :  what  he  claims  is  the 
ninners,  with  their  valves,  in  combination  with  the  hop- 
pers and  their  plates,  together  with  the  adjustment  of  the 
valves  by  means  of  levers  and  cams,  and  the  driver  s  weight, 
for  the  purposes  of  carrying  and  dropping  seeds  by  each  vi- 
bration of  the  lever,and  to  regulate  the  depth  of  the  planting. 
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Tested  by  the  description  contained  in  the  specification, 
it  is  not  doubted  that  the  patent  was  a  valid  one  for  the 
described  combination,  which,  beyond  all  doubt,  is  com- 
posed of  old  ingredients.  Regarded  as  an  invention  for  a 
combination  it  may  be  regarded  as  an  improvement  upon 
the  original  invention  described  in  the  first-mentioned  pat- 
ent, but  it  is  quite  clear  that  it  contains  no  devices  except 
such  as  had  long  before  been  well  known  to  mechanics. 

Though  operative  and  valid,  still  it  was  not  satisfactory 
to  the  complainant,  because  not  suflBciently  effective  to 
shut  out  other  improvements  for  planting  seeds.  Accord- 
ingly, on  the  10th  of  November,  1857,  he  surrendered  the 
patent,  and  the  same  was,  on  the  same  day,  reissued  to 
him  with  a  single  claim,  as  follows :  he  claims  the  locating 
the  seat  for  the  driver  in  the  rear  of  the  8Uf)porting  axle  in 
combination  with  the  hinged  frames  or  hinged  joint,  so  that 
as  the  driver  moves  forward  or  back,  on  his  seat,  the  rear 
frame  may  act  as  a  lever  for  lowering  or  raising  the  seed 
part  of  machine,  and  thus  throw  it  into  or  out  of  the  ground, 
as  circumstances  may  require. 

Probably  it  would  be  difficult  to  frame  a  claim  which 
would  more  exactly  embody  the  true  nature  of  the  actual 
improvement,  but  still  it  was  not  satisfactory  to  the  com- 
plainant, and  on  the  11th  of  December,  1860,  he  surrend- 
ered the  patent,  and  the  same  was  reissued  to  him  in  five 
separate  patents,  as  follows : 

1.  No.  1,091. — Two  claims  are  contained  in  this  patent 
as  follows :  (1)  The  placing  of  both  the  driver  and  the  per- 
son who  operates  the  seed-slides  or  valves,  in  such  a  posi- 
tion on  the  seed-planter  that  each  may  attend  to  his  par- 
ticular duty  withoirt  interfering  with  that  of  the  other. 
(2)  The  so  locating  the  seats  or  stands  for  those  persons,  in 
combination  with  the  machine,  that  the  weight  of  one  of 
the  persons  may  be  used  to  counterbalance  or  overbalance 
the  weight  of  the  other,  for  the  purpose  of  more  readily 
raising  or  lowering  the  seeding  apparatus. 
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2.  No.  1,092. — He  claims  in  this  patent  the  locating  of 
the  seat  in  the  machine  in  such  relation  to  a  line  drawn 
through  the  center  of  the  wheels  or  ground  supports  that 
the  occupant  of  the  seat  may,  by  moving  himself  or  throw- 
ing his  weight  forward  or  backward  on  his  seat,  without 
the  necessity  of  rising,  walking  or  standing  over  or  near 
the  seeding  devices,  force  the  seeding  apparatus  into  or  raise 
it  from  the  ground. 

3.  No.  1,093. — His  claim  in  this  patent  is  the  so  connect- 
ing of  the  parts  between  the  fixed  points  in  the  described 
machine,  that  the  portion  of  it  carrying  the  seeding  devices 
may  be  raised  up  out  of  the  ground  by  the  attendant  riding 
on  the  machine  and  be  carried  by  the  tongue  or  horses' 
necks  and  the  supporting  wheels. 

4.  No.  1,094. — Wherein  he  claims  a  lock,  block  or  stop, 
in  combination  with  the  machine,  which  prevents  the  rear 
part  of  the  frame  from  descending  so  low  as  to  strike  the 
ground  or  inconvenience  the  occupant  of  the  seat  upon  the 
rear  portion  of  the  frame. 

5.  No.  1,096. — His  claim  in  this  patent  is  for  a  valve  or 
slide  in  the  seed-hopper  and  a  valve  in  the  seed-tube,  so 
combining  with  a  lever  ox)erating  both,  that  a  half-motion 
of  the  lever  by  the  operator  riding  on  the  machine,  shall 
open  and  close  the  seed-passages  at  regular  periods  and 
pass  only  the  right  quantities. 

Most  of  these  ten  reissued  patents  are  for  a  single  ingre- 
dient of  the  combinations  described  in  the  two  original  pat- 
ents, and  every  one  of  the  others  is  for  a  separate  and  dis- 
tinct part  of  one  or  the  other  of  those  combinations  ;  and 
the  rulepf  decision  set  up  by  the  complainant  is,  that  he 
may  mass  these  several  patents  just  as  if  the  several  ingre- 
dients were  all  described  in  one  patent  embracing  a  claim 
for  a  combination  of  each  and  every  of  the  respective  in- 
gredients included  in  these  ten  several  patents.  Such  a 
theory,  in  my  judgment,  is  simply  absurd,  and  it  is  certain 
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that  it  finds  no  support  in  any  decided  case  nor  in  any 
treatise  apon  the  rules  and  practice  in  patent  cases. 

Argument  to  show  that  such  is  the  theory  of  the  present 
suit  is  scarcely  necessary,  as  it  is  plainly  shown  in  that 
part  of  the  bill  of  complaint  which  alleges  that  the  improve- 
ments and  inventions  contained  in  those  several  letters  pat- 
ent constitute  separate  parts  of  an  entire  machine  for  seed- 
planting,  and  that  tliey  may  be  constructed  for  use  and 
used  in  one  machine  in  that  department  of  agriculture ; 
and  the  complainant  charges  that  the  respondents  have 
constructed  machines  and  used  the  same,  and  vended  the 
machines  to  others  to  be  used,  in  imitation  of  all  those  im- 
provements and  inventions  except  the  improvement  de- 
scribed in  the  reissued  patent  No.  1,040,  which  it  is  admit- 
ted is  not  infringed  by  the  respondents. 

All  the  ingredients  described  in  those  ten  reissued  pat- 
ents are  old,  and  it  was  admitted  at  the  argument  that  no 
one  of  the  patents  contains  a  claim  for  a  combination  of  the 
several  ingredients  described  in  the  said  several  reissued 
patents,  and  that  the  case  rests  on  the  basis  that  the  sev- 
eral claims  or  some  of  them  are  valid  though  not  amount- 
ing to  a  combination. 

Valid  patents  may  be  granted  for  a  new  combination  of 
old  ingredients,  provided  it  appears  that  the  new  combina- 
tion produces  a  new  and  useful  result ;  but  the  invention 
in  such  a  case  consists  entirely  in  the  new  combination,  and 
any  other  party  may,  if  he  can,  make  a  substantially  dif- 
ferent combination  of  the  same  ingredients,  or  he  may  use 
any  number  of  the  ingredients  less  than  the  whole,  for  the 
reason  that  the  monopoly  of  the  patent  extends  only  to  the 
combination  and  not  to  the  ingredients  separately  consid- 
ered. Vance  v.  Campbell,  1  Black.  428  [7  Am.  &  Eng. 
117] ;  Prouty  v.  Ruggles,  16  Pet.  341  [4  Am.  &  Eng.  351]. 

Patents  may  also  be  granted  for  a  machine  or  for  a  sepa- 
rate and  distinct  device,  but  it  cannot  be  held  that  such  a 
patent  is  valid  unless  it  be  proved  that  the  patentee  is  the 
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original  and  first  inventor  of  the  thing  patented.  Seymour 
V.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290]. 

None  of  the  sepamte  devices  patented  in  those  reissued 
patents  are  new,  and  it  being  conceded  that  no  one  of  the 
patents  contains  any  such  combination  as  that  embodied 
in  either  of  the  original  patents,  it  is  clear  in  my  judgment 
that  the  decree  of  the  Circuit  Court  should  be  affirmed  un- 
less the  theory  that  these  several  patents  can  be  massed 
and  be  by  judicial  construction  converted  from  patents  for 
separate  and  distinct  ingredients  into  one  patent  for  a  com- 
bination of  all  the  ingredients  described  in  the  several  pat- 
ents mentioned  in  the  bill  of  complaint. 

Courts  of  justice  cannot  accomplish  such  an  object  by 
construction,  nor  in  any  other  mode,  for  several  reasons : 
(1)  Because  the  province  of  construction  is  restricted  to  the 
ascertainment  of  the  meaning  of  the  language  employed  in 
the  grant.  (2)  Because  the  object  can  only  be  accomplished 
by  the  surrender  of  these  patents  and  by  a  reissue  of  the 
original  patent,  which  is  a  matter  within  the  exclusive  ju- 
risdiction of  the  Commissioner.  (3)  Because  each  of  these 
patents  is  a  separate  and  distinct  grant.  (4)  Because  the 
court  in  construing  such  a  grant  is  restricted  to  the  lan- 
guage employed  by  the  granting  power.  (5)  Because  sev- 
eral patents  for  several  separate  and  distinct  devices  do  not 
in  law  amount  to  a  patent  for  a  combination  and,  there- 
fore, cannot  so  be  declared  by  a  court  of  justice  {j). 

Mr.  Justice  Miller  and  Mr.  Justice  Davis  concur  in  this 
dissent. 

(j )  Wallace  adds  '^  The  Chief  Justice  took  no  part  in  the  judgment 
given  in  this  case,  the  argument  having  been  had  before  he  was  ap- 
pointed. The  case  was  held  a  long  time  under  advisement,  and  the 
opinions  were  not  given  to  the  Reporter  until  long  after  the  Judgment 
was  rendered.'' 
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Syllabtuk 

WILLIAM   MASON,  APPELLANT,    v.  EDWARD   H. 

GRAHAM  ET  AL.* 

23  Wall.  261-27a    Oct.  Term,  1874. 

[Bfc.  23  L.  ed.  86 ;  7  O.  G.  833.] 
Reversing  Graham  v.  Mason,  4  Cliff.  88,  and  Ibid  1  Holmes,  88. 

Argued  December  3,  4,  1874.     Decided  January  11,  1875. 
Particular  patent  construed.     Infringement,    Estimation  of  profits. 

1.  Letters  patent  No.   80,441,  of  E.  H  Graham,  of  October  16, 

1860,  reissued  May  28,  1867,  No.  2,626,  for  "Picker  Staflf 
Motion  in  Looms,"  construed  to  have  no  relation  to  the  mere 
form  of  a  journal-bearing  arm,  nor  to  consist  in  arranging  a 
journal-bearing  arm  in  a  slot  in  the  rocker,  but  to  embrace 
every  combination  of  a  rocker  with  a  bed  and  loose  journal- 
bearing  arms,  arranged  so  as  to  produce  the  result  described 
in  the  specification  as  effected  by  the  combination,  and  hel^l 
that  defendant  infringes  inasmuch  as  he  employs  a  combina- 
tion of  a  rocker  with  a  bed  by  loose  journals  projecting  on 
each  side  of  the  picker-staff,  and  the  combination  is  effected 
by  means  of  a  journal- bearing  arm,  it  is  immaterial  that  the 
form  of  his  journal  bearing  arm  is,  unlike  that  of  complain- 
ant's, or  that  its  mode  of  attachment  is  different,  so  long  as  it 
performs  the  same  function  in  substantially  the  same  way. 
(p.  117.) 

2.  Where  defendant  had  been  in  the  habit  of  selling  the  infringing 

picker-staff  motion  both  separately  and  attached  to  looms,  in 
ascertaining  his  profits  upon  those  sold  vnth  the  looms,  regard 
should  be  had  to  his  profits  upon  those  sold  separately,  rather 
than  to  the  aggregate  profits  made  by  him  upon  the  loom  and 
attachment  combined,     (p.  122.) 

3.  If  defendant  has  cheapened  the  cost  of  producing  the  infringing 

device  by  an  improvement  of  his  own,  he  is  entitled  to  a  cor- 
responding credit  in  the  ascertainment  of  the  profits  which 
complainants  are  entitled  to  recover,     (p.  124) 

*See  Explanation  of  Notes,  page  IIL 
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Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Massachusetts. 

The  case  is  stated  by  the  court. 

The  specifications  and  drawings  of  Graham's  reissued 
letters  patent  are  as  follows : 


EDMUND  H.  GRAHAM,  OF  MANCHESTER,  NEW 
HAMPSHIRE,  AND  WANTON  ROUSE,  OF  TAUN- 
TON, MASSACHUSETTS,  ASSIGNEE  OP  EDMUND 
H.  GRAHAM. 

Letters  Patent  No.  80,441,  dated  October  16,  1860 ;  Beissne  No. 
2,367,  dated  October  2,  1866  ;  Beissne  No.  2^62  6^  dated  May 
28, 1867. 

Improvement  in  Picker-Staff  Motion  for  Looms. 

The  schedtde  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

To  all  whom  it  may  concern : 

Be  it  known  that  Edmund  H.  Graham,  of  Manchester, 
county  of  Hillsborough,  and  State  of  New  Hampshire,  did 
invent  certain  new  and  useful  improvements  in  Picker- 
Staflf  Motions  for  Looms ;  and  I,  the  said  Graham,  and  I, 
Wanton  Rouse,  of  Taunton,  county  of  Bristol,  and  State 
of  Massachusetts,  (assignee  of  an  undivided  half  part  there- 
of, by  assignment  duly  recorded  in  the  United  States  Pat- 
ent Office),  do  hereby  declare  that  the  following  is  a  full, 
clear,  and  exact  description  thereof,  reference  l>eing  had  to 
the  annexed  drawings,  making  part  of  this  specification,  in 
which — 

Fig.  1  represents  a  vertical  central  longitudinal  section 
through  so  much  of  a  picker-staflp  and  its  appurtenances, 
embracing  said  improvements,  as  is  necessary  to  illustrate 
the  invention. 


IJ.H  Groha222. 


1 


O^ 
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.  Fig.  2  represents  a  central  longitudinal  horizontal  section 
through  the  i*etracting  spring  of  the  picker-staff  and  its 
cylinder. 

Fig.  3  is  a  plan  or  top  view  of  Fig.  1. 

In  the  devices  commonly  employed  previous  to  the  in- 
vention herein  claimed  for  vibrating  the  picker-staffs  of 
looms,  the  rapid  motion  necessarily  communicated  to  the 
picker-staffs,  in  order  to  drive  the  shuttles  with  the  requi- 
site rapidity,  soon  causes  a  derangement  and  consequent 
'*  wabbling"  of  the  parts,  and  necessitates  frequent  repairs, 
as  it  is  essential  that  the  motions  of  the  picker-staff  should 
be  accurate. 

The  object  of  the  improvement  herein  claimed  is  to  pro- 
duce an  accurate  and  sure  motion  for  picker-staffs  by  a 
combination  of  devices  which,  while  giving  great  accuracy 
of  motion,  so  guides  and  holds  the  picker-staff  as  to  cause 
it  to  operate  with  the  least  possible  friction  and  lateral  dis- 
arrangement or  wabbling. 

In  the  accompanying  drawings,  a  a  represent  a  curved 
rocker,  in  the  socket  h  &,  of  which  the  picker-staff  is  to  be 
fastened.  The  rocker  a  a  plays  upon  a  horizontal  bed  c  c, 
having  a  socket,  d^  through  which  the  shaft  of  th^  loom 
passes  in  the  usual  way.  The  shank  e  e  oi  the  rocker  a  a 
is  made  hollow,  or  with  a  suitable  box  or  bearing, /y,  into 
which  a  shaft-arm  or  bar,  g  g^  is  inserted,  which  arm,  by 
means  of  journals  projecting  each  side  thereof,  has  a  bearing 
in  the  eyes  i  i,  formed  in  the  bed-piece  c  c.  By  this  ar- 
rangement the  rocker  (in  its  reciprocating  movement)  is 
kept  perfectly  true  in  its  bearings  by  the  arm  or  bar  g  g 
which  holds  the  rocker  a  a  truly  in  position,  in  consequence 
of  its  long  bearing  therein  ;  and  as  the  arm  or  bar  g  g  also 
oscillates  freely  upon  its  journals  h  A,  which  further  serve 
to  steady  the  rocker  laterally,  the  rocker  moves  with 
the  least  possible  friction,  and  with  the  greatest  accuracy, 
so  that  the  wear  and  tear  is  necessarily  but  very  slight. 
The  eyes  or  bearings  i  have  inclined  slots  (shown  in  dotted 
lines  in  Fig.  1)  cut  in  them  so  as  to  form  ears  or  open 
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boxes,  in  which  the  journals  7i  7i  are  inserted  when  tlite 
parts  of  the  picker-motion  are  put  together.  By  this 
means  the  shaft  or  arm  g^  and  its  journals  A,  can  readily 
be  removed  and  replaced,  and  are  free  to  play  without 
liability  to  work  out  of  their  bearings.  The  rocker  a  a  is 
retracted  by  means  of  a  spiml  spring,  k  k^  wound  loosely 
around  a  short  shaft,  2,  and  attached  at  one  end  to  a  plate, 
w,  which  turns  freely  on  the  shaft  I.  A  strap,  71,  attached 
to  the  plate  m,  firs  over  a  hook,  o,  on  the  under  side  of  the 
rocker  a  a.  As  the  spring  kk\%  liable  to  partially  lose  its 
force  by  the  motions  of  the  rocker  a  a,  I  have  provided  for 
this  contingency  by  forming  in  the  plate  m  a  series  of  holes, 
p  ^,  into  which  successively  one  end  of  the  spring  A:  A  is 
set,  as  fast  as  it  loses  its  elastic  force,  whereby  the  spring 
can  be  set  up  at  pleasure,  and  its  force  gmduated,  without 
the  necessity  of  frequent  repairing  or  renewals. 

The  first  part  of  this  invention  relates  to  the  position  of 
the  journals.  This  position  is  determined  by  the  position 
of  the  socket  for  the  picker-staflf,  which  socket  is  so  placed 
that  the  point  of  the  picker-staflf  which  strikes  the  shuttle 
must  move  in  the  required  line ;  and  this  part  of  the  inven- 
tion consists  in  placing  the  journal  at  or  near  this  socket, 
and  as  near  the  level  of  the  bed  as  practicable.  In  this  po- 
sition rhere  is  the  least  possible  wear,  and  the  journals  per- 
form all  their  functions  to  the  best  possible  advantage.  It 
is  obvious  that  as  every  point  upon  the  rocker  varies  its 
position  in  the  action  of  the  motion,  with  reference  to  the 
bed,  it  is  impossible  to  connect  the  journal  directly  with 
the  rocker,  and  its  box  directly  with  the  bed,  or  vice  versa; 
one  or  the  other  must  be  indirectly  connected ;  and  it  is 
for  this  reason  that  in  the  motion  described  the  journals 
are  placed  upon  the  arm  g^  upon  which  the  rocker  can  play 
up  and  down.  So  far  as  ve  know,  no  rocker  has  ever  been 
combined  with  its  bed  by  means  of  journals  before  this  in- 
vention. 

The  second  part  of  this  invention  consists  in  forming  the 
boxes,  or  bearings  for  the  journals,  with  such  an  opening 
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that  the  journals  may  be  laid  in  them  in  putting  the  motion 
together,  without  liability  to  work  out  in  the  operation  of 
the  rocker,  as  plainly  shown  in  the  drawings.  This  method 
of  construction  is  much  cheaper  than  making  the  boxes  cyl- 
indrical, and  is  quite  as  efllcient  in  every  respect. 
What  is  claimed  as  the  invention  of  the  said  Graham,  is — 

1.  The  combination  of  a  rocker  of  a  picker- staff  with  its 
bed  by  loose  journals,  projecting  each  side  of  the  picker- 
staff,  and  arranged  beneath  the  picker-staff,  substantially 
as  described. 

2.  In  combination  with  the  rocker,  the  bed,  and  the  jour- 
nals, the  open  boxes,  substantially  as  and  for  the  purpose 
described. 

3.  In  combination  with  the  rocker  and  its  bed,  the  jour- 
nal-bearing arm,  operating  substantially  as  and  for  the 
purpose  specified. 


EDMUND  H.  GRAHAM, 
WANTON  ROUSE. 


Witnesses : 

A.  F.  Jewett, 
J.  E.  Maynadier. 


Messrs.  J.  O.  Abbott^  C  M,  Keller^  0.  F.  BlaJce^  and  B. 
Dean^  for  appellant : 

Each  of  the  three  claims  of  Graham's  reissued  patent, 
when  carefully  considered,  relates  to  the  manner  of  com- 
bining the  rocker  of  the  picker-staff  with  its  bed — the  first 
by  loose  journals  projecting  each  side  of  the  picker-staff, 
the  second  by  the  journals  and  the  open  boxes,  and  the 
third  by  the  journal-bearing  arms. 

It  is  respectfully  submitted  that  either  of  the  three 
claims  are  each  in  succession  a  mere  repetition  of  the  same 
combination. 

The  journal-bearing  arm  is  the  key  to  the  construction  of 
the  patent. 

What  kind  of  a  journal-bearing  arm  is  it  ? 

It  is  an  arm  which  slides  in  a  hollow  place  in  the  rocker 
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as  the  rocker  moves  up  and  down  on  the  bed.  It  slides  in 
and  out  of  this  hole  or  hollow,  thus  lengthening  and 
shortening  the  picker-staff  after  the  fashion  of  a  telescope. 

This  is  the  arm  which  has  journals  which  fit  into  the 
open  boxes  beneath  it. 

All  the  claims  refer  to  the  mechanism  '*  as  substantially 
described,'^'  and  there  is  no  other  device  substantially  de- 
scribed. 

In  this  combination  of  devices  the  journal-bearing  arm  is 
the  most  prominent.  It  is  the  only  new  thing,  unless  it 
may  be  the  open  boxes,  described  (and  open  boxes  are 
common,  every  loom  is  full  of  them).  Take  out  this  pecu- 
liar arm,  and  the  open  boxes  described  would  prevent  the 
rockers/rom  Tnoving  at  all. 

True  it  appears  that  the  proof  of  the  existence  of  any 
journal  or  box-bearing  arms  before  the  plaintiff's  patent, 
limits  their  patent  to  the  specific  kind  of  arm  that  necessarily 
limits  the  claim  of  open  boxes  to  the  open  boxes  as  de- 
scribed, and  the  combination  to  the  combination  of  specific 
devices. 

Picker-staff  motions  form  but  a  small  part  of  a  loom,  and 
the  appellant  therefore  claims  that  as  these  picker-staves 
are  parts  of  looms  and  integral  therewith,  this  class  of 
patents  should  be  treated  as  patents  for  improvements  in 
looms,  "which  they  really  are,  for  the  loom  is  the  unit. 

The  master  finds  that  the  picker-staves  were  made  fifty 
cents  cheaper  than  the  respondent's  picker-staves,  and  the 
same  amount  cheaper  than  those  before  that  made  by  him- 
self ;  that  they  were  mi^de  under  a  patent  granted  to 
himself  ;  and  that  ''the  difference  in  the  cost  of  manufac- 
ture was  due  to  his  invention."  It  follows  that  he  received 
no  profits  from  the  use  of  the  respondent's  patent.  That  is 
the  measure  of  his  liability  to  the  respondent. 

Mowry  v,  Whitney,  U  Wall.  620  [9  Am.  &  Eng.  1]; 
Cowing  V,  Rumsey,  8  Blatch.  39 ;  Livingston  v.  Wood- 
worth,  15  How.  644  [6  Am.  &Eng.  167];  Serrell  v.  Collins, 
1  Fish.  289 
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In  Livingston  v.  Woodworth  it  was  distinctly  held  that 
the  right  of  the  plaintiff's  recovery  was  limited  to  the 
profit  the  defendant  actually  did  realize. 

Mr,  J.  E.  Maynadier^  for  appellees : 

Graham  was  the  first  to  make  a  practically  operative 
rocker  motion  in  which  the  rocker  and  bed  were  connected 
together  by  means  of  journals  and  journal-boxes,  substan- 
tially as  described  in  his  patent. 

Considered  generally  it  is  not  disputed  that  appellant's 
motion  \s  precisely  like  that  described  in  appellee's  patent 
in  these  respects,  viz.:  (1)  Each  consists  of  three  main  parts 
or  pieces — the  rocker,  the  bed,  and  a  third  piece  whose 
office  it  is  to  hold  the  rocker  properly  upon  the  bed.  (2)  The 
rocker  and  the  bed  are  the  same  in  each. 

The  only  other  question  then  is — whether  this  third 
piece  in  appellant's  motion  in  the  substantial  equivalent  of 
the  third  piece  in  the  reissue. 

On  this  question  the  court  below  says :  *'  Practically  the 
only  question  in  the  case  as  to  infringement  is,  whether  the 
model  exhibited  in  the  proofs  as  representing  the  picker- 
staff  motions  made  and  sold  by  the  respondent,  is  sub- 
stantially the  same,  or  substantially  different,  from  the 
mechanism  described  and  claimed  by  the  complainants  in 
their  reissued  patent,  as  the  respondent  concedes  that  he 
has  made  and  sold  picker-staff  motion,  so  called,  corres- 
ponding with  that  exhibit.  The  main  purpose  of  the  me- 
chanism described  in  the  reissued  patent  was  to  compel  that 
part  of  the  picker-staff  which  strikes  the  shuttle  to  move 
in  the  required  plane  without  wabbling  or  lateral  oscilla- 
tion and  it  is  obvious  that  the  device  made  and  sold  by  the 
respondent  was  constructed  to  accomplish  the  same  pur- 
pose in  substantially  the  same  way.  Attempt  is  made  to 
show  that  the  means  employed  are  substantially  different, 
but  the  court  is  not  able  to  concur  in  that  proposition." 

''On  the  contrary,  we  find  that  the  mechanism  of  the 
respondent's  device  is  substantially  the  same  as  that  de- 
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scribed  in  the  specification  of  the  reissued  patent,  and  we 
are  unable  to  see  that  the  mode  of  operation  is  different  in 
any  material  respect.  Some  of  the  elements  of  the  device 
are  different  in  form,  but  they  are  not  new,  and  it  is  clear 
that  they  perform  the  same  function  as  the  corresponding 
parts  do  in  the  complainants'  device.         *        *        * 

Infringement  depends  not  so  much  upon  the  form  of  the 
particular  device  in  question,  or  upon  the  name  given  to  it 
in  the  specification,  as  upon  the  functions  it  performs,  and 
it  is  well  settled  law  that  if  one  device  is  employed  in  a 
similar  combination  as  another,  and  performs  the  same 
function  in  the  same  way,  the  two  are  substantially  the 
same,  although  they  may  be  different  in  form,  and  may  be 
known  among  mechanics  by  different  names." 

It  was  proved  on  behalf  of  the  appellees  that  ''  the  gen- 
eral selling  price  "  of  motions  per  pair  was  $2.00, — that  the 
cost  was  91  cents  per  pair  ;  and  it  was  urged  before  the 
master  that  on  these  facts  the  appellees  were  entitled  to 
recover  $1.09  per  pair  on  each  pair,  as  to  which  it  did  not 
appear  from  the  evidence  that  the  profit  was  in  fact  more 
or  less. 

But  as  to  the  great  bulk  of  motions  sold,  viz :  3,639  pairs, 
there  is  no  evidence  showing  aflirmatively  that  they  were 
sold  for  less  than  "  the  general  selling  price."  The  profit 
actually  made  on  any  one  pair  of  these  3,639  pairs,  "min- 
gled with"  the  profit  resulting  from  the  manufacture  of 
the  loom  on  which  that  pair  was  sold  ;  but  does  this  show 
that  this  pair  was  sold  for  less  than  ''the  general  selling 
price,  $2.00  per  pair?" 

When  the  appellees  had  established  by  proper  evidence 
that  "  the  general  selling  price  "  was  $2.00  per  pair,  was  it 
not  a  just  legal  inference  that  these  3,639  pairs  were  sold 
at  this  price,  until  the  contrary  appeared  ?  And  it  is  certain 
that  the  contrary  nowhere  appears, — there  is  no  evidence 
even  tending  to  show  it. 

The  appellees  do  not  contend  that  it  follows  conclusively 
from  proof  that  the  general  selling  price  was  $2.00  per  pair, 
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and  that  the  cost  was  91  cents  per  pair,  that  the  profits  on 
these  3,639  pairs  amounted  to  $1.09  per  pair.  But  they  do 
respectfully  submit  that  on  these  facts  uncontrolled, — (and 
they  submit  that  the  fact  that  these  motions  were  sold  on 
looms,  etc.,  does  not  in  any  way  control  these  facts,)  the 
correct  conclusion  is  that  each  of  these  3,639  pairs  was  sold 
at  the  general  selling  price,  and  consequently  that  the 
profit  on  each  was  $1.09. 

The  fact  that  appellant  used  *'a  pattern  of  his  own  de- 
vising," and  that  it  cost  him  fifty  cents  less  to  manufacture 
motions  after  this  pattern  than  after  the  pattern  of  Exhibit 
No.  3,  (which  is  the  kind  that  both  plaintiflf  and  defend- 
ant were  making  when  appellant  commenced  to  manufac- 
ture those  called  ''bridle- motions"  in  the  master's  report), 
can  have  no  tendency  whatever  to  show  that  appellant 
made  no  profits  whatever ;  nor  that  the  master  erred  in 
finding  that  apx)ellant  had  made  a  profit  of  not  less  than 
fifty  cents  per  pair  on  all  motions  sold  on  looms. 

Mr.  Justice  Strong  delivered  the  opinion  of  the  court : 
The  object  of  the  invention  patented  to  the  complainants 
in  the  court  below  was,  to  produce  an  accurate  and  sure 
picker-staff  motion  in  looms  by  a  combination  of  devices 
which,  while  giving  great  accuracy  of  motion,  so  guides 
and  holds  the  picker-staff  as  to  enable  it  to  work  with  the 
least  possible  friction  and  lateral  disarrangement.  In  all 
picker-staff  motions  it  is  desirable,  if  not  essential,  that  the 
end  of  the  staff  made  to  strike  the  shuttle  should  move  in 
a  right  line,  so  as  to  drive  the  shuttle  directly  along  the 
shuttle  race  in  the  line  in  which  it  is  desired  to  play.  This 
has  been  effected  by  constructing  the  lower  end  of  the  staff 
in  the  form  of  a  rocker,  the  exterior  curve  of  which  is  an 
arc  of  a  circle  described  from  a  center  corresponding  with 
that  point  in  the  shaft  that  strikes  the  shuttle.  This  rocker 
is  made  to  roll  on  a  bed,  the  face  of  which  is  extended  par- 
allel to  the  shuttle  race,  and  which  is  placed  on  the  out- 

Omitied  In  WaU. 
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side  of  the  loom  beneath  the  lay.  How  to  connect  the 
rocker  with  the  bed,  so  that  the  picker-staflf  may  be  main- 
tained in  proper  position  upon  the  bed,  has  been  a  subject 
of  much  inquiry.  Various  modes  had  been  suggested  be- 
fore the  complainants  obtained  their  patent,  and  several  of 
these  modes  had  been  described  in  patents  for  improve- 
ments in  looms  granted  to  other  inventors.  The  invention 
described  in  the  patent  to  the  complainants  relates  to  such 
a  connection.  It  is  primarily  a  combination  of  a  rocker 
with  a  bed,  by  means  of  loose  journals  projecting  each  side 
of  the  picker-staff  and  arranged  beneath  it,  substantially 
as  described  in  the  specification.  As  in  other  arrange- 
ments for  picker-staflf  motions,  the  rocker  is  made  to  play 
upon  a  horizontal  bed  parallel  to  and  below  the  shuttle 
race,  and  the  bed  has  a  socket  passing  longitudinally 
through  its  base  for  the  passage  of  the  shaft  of  the  loom. 
The  sliank  of  the  rocker  is  made  hollow,  that  is,  with  a 
box  or  bearing  extending  through  its  tread  upwards  into 
which  a  shaft  arm  or  bar  is  inserted.  This  bar  or  shaft 
arm  is  fitted  with  journals  projecting  on  each  side  at  right 
angles  with  the  rocker  and  resting  in  eyes  formed  in  the 
bed-piece  which  constitute  the  journal  bearings.  The  eyes 
have  inclined  slots  cut  in  them  so  that  they  form  ears  or 
open  boxes  into  which  the  journals  are  inserted  when  the 
parts  of  the  picker-staflf  motions  or  the  constituents  of  the 
combination  are  put  together.  Thus,  the  shaft  and  the 
journals  can  readily  be  removed  and  replaced,  and  the 
journals  are  free  to  play  without  working  out  of  their  bear- 
ings. The  rocker  is  retracted  and  caused  to  move  by 
means  of  a  spiral  spring  wound  loosely  around  a  short 
shaft  below  the  bed,  and  attached  at  one  end  to  a  plate 
which  turns  freely  on  the  shaft ;  and  the  plate  is  connected 
by  a  strap  with  a  hook  extending  from  the  under  side  of 
the  rocker  or  the  lower  end  of  the  shaft  arm.  This  seems 
to  be  a  suflicient  description  of  the  combination.     The  pat- 
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entees,  after  having  described  the  drawings  of  their  speci- 
fications, say : 

"The  first  part  of  this  invention  relates  to  the  positions 
of  the  journals.  This  position  is  determined  by  the  posi- 
tion of  the  socket  for  the  picker-staflf,  which  socket  is  so 
placed  that  the  point  of  the  picker-staflf  which  strikes  the 
shuttle  must  move  in  the  required  line ;  and  this  part  of 
the  invention  consists  in  placing  the  journal  at  or  near  this 
socket,  and  as  near  the  level  of  the  bed  as  practicable.  In 
this  position  there  is  the  least  possible  wear,  and  the  jour- 
nals perform  all  their  functions  to  the  best  possible  ad- 
vantage. It  is  obvious  that,  as  every  point  upon  the 
rocker  varies  its  position  in  the  action  of  the  motion  with 
reference  to  the  bed,  it  is  impossible  to  connect  the  journal 
directly  with  the  rocker,  and  its  box  directly  with  the  bed, 
or  vice  versa.  One  or  the  other  must  be  indirectly  con- 
nected, and  it  is  for  this  reason  that,  in  the  motion  de- 
scribed, the  journals  are  placed  upon  the  arm  g^  upon 
which  the  rocker  can  play  up  and  down.  So  far  as  we 
know,  no  rocker  has  ever  been  combined  with  its  bed  by 
means  of  journals  before  this  invention. 

The  second  part  of  this  invention  consists  in  forming  the 
boxes  or  bearings  for  the  journals  with  such  an  opening 
that  the  journals  may  be  laid  in  them  in  putting  the  motion 
together  without  liability  to  work  out  in  the  operation  of 
the  rocker,  as  plainly  shown  in  the  drawings.  This  method 
of  construction  is  much  cheaper  than  making  the  boxes 
cylindrical,  and  is  quite  as  eflicient  in  every  respect.'' 

The  claims  made  in  the  specifications  are : 

'^1.  The  combination  of  a  rocker,  of  a  picker-staflf  with 
its  bed,  by  loose  journals  projecting  each  side  of  the  picker- 
staflf,  and  arranged  beneath  the  picker-staflf  substantially 
as  described. 

2.  In  combination  with  the  rocker,  the  bed  and  the  jour- 
nals, the  open  boxes  substantially  as  and  for  the  purpose 
described. 
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3.  In  combination  with  the  rocker  and  its  bed,  the  jonr- 
nal- bearing  arm,  operating  substantially  as  and  for  the  pur- 
pose specified." 

(a)  By  the  arrangement  thus  described  and  claimed,  it  is 
manifest  (ft)  the  rocker  is  prevented  from  sliding  percepti- 
bly on  its  bed  and  it  is  kept  true  in  its  bearings  by  the  arm 
or  bar  from  which  the  journals  are  projected,  the  arm  hav- 
ing also  a  long  bearing  in  the  box  of  the  rocker.  The  jour- 
nals, moreover,  having  bearings  in  the  ears  of  the  bed, 
steady  the  rocker,  resist  any  lateral  movement,  and  pre- 
vent what  is  denominated  as  '*  wabbling."  As  the  picker- 
staff  is  made  to  oscillate,  its  rocker  rises  and  sinks  upon 
the  arm,  and  thus  most  of  the  friction  caused  by  the  play 
of  the  staff  comes  upon  the  shaft,  or  journal-bearing  arm, 
and  not  upon  the  tread  of  the  rocker  or  the  bed-plate  (c). 

Such  is  the  invention  patented  to  the  complainants  in 
the  reissued  patent.  Such  are  the  results  obtained  by  it, 
and  such  is  its  mode  of  operation  {d).  We  think  the  in- 
vention has  no  relation  to  any  mere  form  of  a  journal-bear- 
ing arm.  Nor  do  we  think  it  consists  in  arranging  a  jour- 
nal-bearing arm  in  a  slot  of  the  rocker.  In  our  opinion  it 
embraces  every  combination  of  a  rocker  with  a  bed  and 
loose  journal-bearing  arms,  arranged  so  as  to  produce  the 
result  described  in  the  specifications  as  effected  by  the 
combination. 

And  we  have  been  unable  to  perceive  that  the  invention 
was  anticipated  by  any  of  those  devices  which  the  defend- 
ant has  given  in  evidence,  (e)  Of  these,  four  only  need  be 
noticed.  They  are  those  described  in  the  earlier  patents 
granted  to  Benjamin  Lapham,  to  David  Bamum,  to  Reus- 
selear  Reynolds  and  to  William  Steams  (/).     We  do  not 
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propose  to  go  into  any  critical  examination  of  them.  The 
case  does  not  call  for  it.  Of  them  all  it  may  be  said  that 
vrhile  each  has  a  rocker  and  a  bed,  no  one  connects  the 
rocker  with  the  bed  by  means  of  loose  journals,  or  by  loose 
journal-bearing  arms,  and  no  one  of  them  obtains  the  ben- 
eficial results  secured  by  the  invention  belonging  to  the 
complainants  {g).  In  Lapham's  invention  there  is  one 
journal  on  the  bed,  and  one  the  rocker ;  both  on  the  same 
side  of  the  picker-staflE.  Obviously  this  device  could  not 
prevent  wabbling,  or  the  sliding  of  the  rocker  on  the  bed. 
Barnum's  invention  has  no  journals,  journal  boxes  or  jour- 
nal-bearing arms.  Nor  has  the  device  of  Stearns.  In  the 
Keynolds'  patent  the  rocker  is  described  as  held  to  the 
bed  by  means  of  a  strap  fastened  at  one  end  to  the  under 
face  of  the  rocker,  and  at  the  other,  to  a  point  in  the 
groove  of  the  bed-piece,  in  which  the  rocker  rolls  {h).  It  is 
but  faintly  claimed,  if  at  all,  that  any  of  these  patents  de- 
scribe the  invention  of  the  complainants.  The  defendant 
has  used  them  rather  as  exhibiting  the  state  of  the  art 
when  the  Graham  and  Rouse  {i)  patent  was  granted,  and 
as  requiring  that  patent  to  be  construed  to  cover  only  a 
combination,  of  which  a  journal-bearing  arm  sliding  verti- 
cally in  a  hollow  place  or  box  in  the  rocker,  and  having 
journals  which  turn  in  open  boxes  in  the  bed-piece,  is  an 
essential  constituent.  We  think,  however,  they  exhibit 
no  such  state  of  the  art  as  requires  that  construction  to  be 
given  to  the  patent,  and  we  cannot  perceive  that  such  a 
construction  is  justified  by  the  language  of  the  specifica- 
tion and  claims. 

We  come,  then,  to  the  inquiry  whether  the  devices 
made  and  sold  by  the  defendant  are  substantially  the 
same  as  those  patented  by  the  reissued  patent ;  or,  in 
other  words,  whether  the  picker-staff  motion  made  and 
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sold  by  the  defendant  is  an  infringement  npon  the  com- 
plainant's right.  Upon  this  question  the  opinions  of  the 
experts  examined  are  in  direct  conflict,  and  we  are,  there- 
fore, under  the  necessity  of  comparing  for  ourselves  the 
two  devices.  We  have  already  said  that  the  object  sought 
to  be  accomplished  by  the  complainants'  invention  was 
the  prevention  of  wabbling  of  the  picker-staflf,  and  com- 
pelling it  to  move  steadily,  without  lateral  deflection,  in 
the  required  plane.  It  is  not  denied  that  exactly  this  is 
the  object  at  which  the  defendant's  motion  is  aimed.  It 
remains,  then,  only  to  determine  whether  the  means  by 
which  the  intended  result  is  obtained  are  substantially  the 
same.  That  both  the  combinations  connect  the  rocker  to 
its  bed  by  journals  indirectly,  employing  an  arm  to  effect 
such  indirect  connection,  is  made  clear  by  inspection.  In 
Mason's  motion  the  arm  is  attached  by  a  second  journal, 
in  the  complainants'  by  a  slot  in  the  rocker.  It  is  true  the 
form  and  the  location  of  the  arms  differ,  but  they  perform 
the  same  functions,  and  in  substantially  the  same  manner. 
Both  are  journal-bearing  arms.  Both  connect  the  jour- 
nals, whether  they  are  on  the  rocker  or  on  the  bed,  indi- 
rectly with  the  bed  in  the  one  case,  or  with  the  rocker  in 
the  other.  Each,  then,  is  a  combination  of  a  rocker  with  a 
bed,  by  loose  journals  projecting  on  each  side  of  the  picker- 
staff,  and  the  combination  is  effected  by  means  of  a 
journal-bearing-arm.  That  the  form  of  the  journal-bear- 
ing arm  of  the  defendant's  motion  is  unlike  that  of  the 
complainants'  or  that  its  mode  of  attachment  is  different, 
is  immaterial,  so  long  as  it  performs  the  same  function 
in  substantially  the  same  way.  We  are,  therefore,  of  the 
opinion  that  the  defendant's  picker-staff  motion  must  be 
considered  as  practically  the  same  as  that  patented  to  the 
complainants,  and,  therefore,  that  the  charge  of  infringe- 
ment is  sustained.  The  circuit  court  then  correctly  or- 
dered that  the  defendant  should  account. 
But  we  think  there  was  error  in  the  ascertainment  of  the 
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profits  with  which  he  was  charged.  The  master  to  whom 
the  statement  of  the  account  was  referred  reported  that 
the  defendant  had  made  and  sold  three  thousand  six  hun- 
dred and  thirty-nine  pairs  of  the  infringing  motions  as  a 
part  of  looms  manufactured  in  his  establishment,  and  that 
the  profits  resulting  from  the  manufacture  and  sale  of  such 
motions  had  mingled  with  the  profits  from  the  manufacture 
of  looms.  He  further  reported  that  the  cost  of  making  the 
looms  including  the  motions  was  $69.63 ;  that  the  cost  of 
making  the  motion  was  forty-five  and  one-half  cents  each, 
or  ninety-one  cents  for  each  loom  ;  and  that  the  profits  re- 
sulting from  the  manufacture  of  each  loom,  including  the 
pair  of  motions,  was  $5.64.  Assuming  these  to  be  the 
facts  the  appellant  insists  that  he  should  have  been 
charged  with  only  eight  cents  and  six-tenths  of  a  cent  as 
the  profit  made  by  him  on  each  pair  of  motions,  that  bear- 
ing the  same  proportion  to  $5.64,  the  whole  profit  on  the 
looms,  which  ninety-one  cents,  tiie  cost  of  a  pair  of  motions, 
bears  to  $59.63,  the  cost  of  the  entire  loom  with  the  mo- 
tions. To  this  we  cannot  assent.  It  appears  from  the 
master's  report  that  the  defendant  sold  four  hundred  and 
fourteen  pairs,  separately  from  the  looms,  at  $2  i)er  pair, 
and  two  hundred  ninety-seven  and  one-half  other  pairs  for 
$634.75.  These  sales  furnish  a  much  better  measure  of 
profits  than  is  a  ratable  proportion  of  the  profits  on  an 
entire  loom.  It  may  fairly  be  presumed  from  them  that 
the  profits  on  the  sale  of  looms,  with  the  motion  attached, 
were  increased  by  the  infringing  device  quite  as  much  as 
was  the  profit  on  the  motions  sold  separately.  It  does  not 
appear  at  what  profit,  if  any,  the  looms  could  have  been 
sold  without  the  picker-staff  motion  attached. 

But  the  master  further  reported,  that  the  defendant 
made  the  infringing  motions  after  a  pattern  of  his  own  de- 
vising ;  that  they  cost  per  pair  fifty  cents  less  than  the 
picker-staff  mechanism  which  he  had  immediately  before 
put  upon  his  looms  ;  that  they  were  made  under  a  patent 
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granted  to  him,  and  that  they  cost  about  fifty  cents  less 
than  the  motions  made  by  the  plaintiflfs,  the  difference  in 
the  cost  being  due  to  his  invention.  If  this  is  so,  it  is  clear 
that  the  fifty  cents  saved  on  each  pair,  equivalent  to 
fifty  cents  profit,  is  not  due  to  the  complainants'  inven- 
tion. Were  it  not  for  defendant's  improvement  the  cost 
of  making  a  pair  of  motions  would  have  been,  not  ninety- 
one  cents,  bnt  ninety-one  plus  fifty  cents,  or  $1.41,  and 
the  profits  on  each  pair  would  have  been  fifty-nine  cents, 
instead  of  $1.09  charged  to  the  defendant.  Manifestly  the 
complainants  are  not  entitled  to  the  savings  or  profits  re- 
sulting from  the  defendant's  own  invention. 

The  defendant,  therefore,  has  been  charged  by  the  mas- 
ter's report,  confirmed  by  the  court,  too  much  for  the 
profit  derived  from  the  sale  of  four  hundred  and  fourteen 
pairs  of  motions  sold  separat<3ly  from  the  looms,  and  from 
the  sale  of  two  hundred  and  ninety-seven  and  one-half 
motions,  also  sold  separately  from  the  looms.  For  the 
former  he  should  have  been  charged  $243.26,  instead  of 
$451.26,  and  for  the  latter  $175.62,  instead  of  $263. 

We  think,  also,  that  the  defendant  has  been  excessiv  ly 
charged,  for  the  profits  made  by  him  on  the  three  hundred 
and  forty-six  beds  and  the  one  thousand  five  hundred  and 
forty -eight  rockers  sold  by  him  at  various  times,  for  the 
repair  of  bridle  motions  previously  made.  He  has  been 
credited  with  the  cost  only,  without  reference  to  the  fact 
that  the  cost  was  reduced  by  his  own  invention.  The  com- 
plainants have  not  shown  how  much  the  cost  would  have 
been,  had  the  defendant  made  them  without  employing 
his  own  improvements.  Under  such  circumstances,  it  ap- 
pears just  to  assume  that  but  for  the  improvement  of  the 
defendant  the  cost  of  making  the  bed  would  have  been 
forty-two  cents  instead  of  twenty-seven  and  two-tenths, 
and  (he  cost  of  making  the  rockers  would  have  been  nine- 
teen and  two- tenths  cents  instead  of  twelve  cents  and  four 
mills,  as  reported  by  the  master.     The  consequence  of  this 
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is  that  the  profit  on  the  three  hundred  and  forty-six  beds 
sold  was  only  $167.68,  and  the  profit  on  the  fifteen  hundred 
and  forty-eight  rockers  sold  was  only  $471.49. 

The  decree,  therefore,  should  have  been  in  favor  of  the 
complainants  for : 


1st.  Profits  on  bridle  motions  sold  on  looms, 
2d.  Profits  on  414  pairs  sold  separately,  .  . 
3d.    Profits  on  297i  pairs  sold  separately,    . 

4th.  Profits  on  the  beds  sold» 

5th.  Profits  on  the  rockers  sold  separately, 


$1,819.50 
243.26 
175.52 
167.68 
471.49 


Total, $2,877.45 

A  majority  of  the  court  is  of  opinion  that  the  appellant 
is  not  entitled  to  a  credit  for  the  $1,000  paid  on  the  25th  of 
October,  1869,  for  which  a  receipt  was  then  given. 

The  decree  of  the  Circuit  Court  is  reversed  and  the  case 
is  remitted^  with  instructions  to  enter  a  decree  in  favor  of 
the  complainants  against  the  dtfendant  for  f^, 877. 45^ 
with  costs  of  suit  in  the  court  below.  Each  party  to  pay 
Ill's  own  costs  in  this  court. 
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AUGUSTUS"  J.  AMBLER,  APPELLANT,  v.  RODNEY 

M.  WHIPPLE  ET  AL.* 
28  Wall.,  278-283.    Oct.  Term,  1874. 

[Bk.  23,  L.  ed.  127.] 

jlotion  filed  March  5,  1875.     Decided  March  29,  1875. 
Rehearing.     Imperfect  record.     Certiorari, 

1.  It  is  the  well  settled  rule  of  this  court  that  no  rehearing  is 

granted  unless  some  member  of  the  cotirt  who  concurred  in  the 
judgment,  expresses  a  desire  for  it,  and  not  then  unless  the 
proposition  receives  the  support  of  a  majority  of  the  court, 
(p.  129.) 

2.  A  hearing  had  in  this  court  on  an  imperfect  record,  where  there 

was  no  laches  or  neglect  for  which  the  appellee  should  be 
held  responsible  in  failing  to  examine  and  perfect  the  record 
before  the  hearing,  the  omissions  in  the  record  being  material, 
would  present  a  strong  appeal  for  a  re-argumeni      (p.  129.) 

3.  But  where  the  facts  which  were  of  record  in  the  court  showed 

that  the  sufficiency  of  the  transcript  on  which  the  case  was 
heard  had  been  a  matter  of  careful  consideration  by  counsel 
for  petitioners,  and  that  it 'was  finally  accepted  and  filed,  and 
that  for  two  years  and  a  half  it  remained  on  the  docket  and 
no  attempt  to  correct  it  by  certiorari  or  otherwise  was  made, 
held  that  it  could  not  be  said  in  the  face  of  these  facts,  even 
if  the  omitted  parts  of  the  record  were  material,  that  the  ap- 
pellee was  without  fault  in  failing  to  have  it  brought  up  ;  and 
the  petition  for  rehearing  was  denied,     (p.  131.) 

Appeal  from  the  Supreme  Court  of  the  District  of  Co- 
lumbia. 

On  petition  for  rehearing. 

This  case  was  decided  earlier  in  the  present  term,  as 

reported  in  20  Wall.  646  [9  Am.  &  Eng.  410].    Motion  was 

now  made  by  Mr.   M.  H.   Carpenter,  for  the  appellees, 
against  whom  decision  had  been  rendered  for  a  rehearing,  on 

«See  Explanation  of  Notes,  page  III. 
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the  ground  that  the  records  upon  which  the  case  was  heard 
were  very  imperfect;  and  affidavits  were  presented  to  explain 
away  any  appearance  of  laches  on  the  part  of  the  appellees, 
in  not  having  the  said  records  sooner  corrected. 

The  case  was  flrst  brought  to  this  court  in  December 
Teim,  1871.  Mr.  James  Hughes  then  appeared  for  the  ap- 
pellee, and  upon  February  19,  1872,  obtained  an  order  dis- 
missing the  appeal  because  the  appellants  had  failed  to  file 
the  records  required  by  the  9th  Rule  of  the  court.  On  March 
1,  1872,  Mr.  B.  F.  Butler  moved  to  strike  out  that  order 
and  to  reinstate  the  case,  and  thereupon  one  week  was 
granted  to  Mr.  Hughes,  at  his  request,  to  examine  the 
transcript  offered  for  filing,  and  on  March  8,  the  time  for 
such  examination  was  extended  to  March  22, 1872.  On  the 
later  date  Mr.  Paschal  again  made  the  motion  to  strike 
out  the  order  of  February  19,  and  to  reinstate  the  case  upon 
the  docket,  which  motion  was  granted.  Mr.  Hughes  hav- 
ing subsequently  died,  other  counsel  were  substituted  for 
the  appellees,  and  the  case  remained  on  the  docket  until  it 
was  decided  at  the  present  term. 

Mr.  Justice  Miller  delivered  the  opinion  of  the  court : 
It  is  the  well  settled  rule  of  this  court,  to  which  it  has 
steadily  adhered,  that  no  rehearing  is  granted  unless  some 
member  of  the  court  who  concurred  in  the  judgment,  ex- 
presses a  desire  for  it,  and  not  then  unless  the  proposition 
receives  the  support  of  a  majority  of  the  court.  For  this 
reason,  and  for  the  better  reason  that  the  pressure  of  busi- 
ness in  the  court  does  not  permit  it,  no  reply  to  the  pe- 
tition whatever  is  allowed  from  the  other  side  or  given 
by  the  court. 

The  petition  for  rehearing  in  this  case  presents  some  fea- 
tures which  seem  to  require  a  departure  from  this  rule. 
It  states  that  the  hearing  in  this  court  was  had  on  an  im- 
perfect record,  that  a  large  part  of  the  matter  which  was 
before  the  court  below  having  been  omitted  in  the  transcript 
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certified  to  this  court,  and  it  attempts  to  show  by  affidavits 
that  (a)  owing  to  the  death  of  one  counsel  and  the  substi- 
tution of  others  (6)  there  was  no  laches  or  neglect  for  which 
the  appellee  should  be  held  responsible  in  failing  to  ex- 
amine and  perfect  the  record  before  the  heaiing  (c).  A 
transcript  of  the  parts  of  the  record  which  were  omitted  in 
the  first  transcript  accompanies  the  petition  for  rt^hear* 
ing  {d). 

If  this  statement  be  correct,  and  if  the  omissions  in  the 
transcript  on/which  the  case  was  heard  are  material  to  the 
decision  of  the  case,  it  presents  a  strong  nppeal  for  re-argu- 
ment ;  and  we  have,  therefore,  given  a  careful  consideration 
to  the  very  full  petition  for  rehearing,  and  availed  ourselves 
of  its  copious  references  to  the  original  and  supplemental 
transcripts. 

But  an  examination  of  the  proceedings  in  the  case  in  this 
court  sheds  much  light  on  one  of  the  questions  suggested 
in  the  affidavits  {e).  It  appears  that  the  appeal  was  dock- 
eted and  dismissed  February  19,  1872,  because  the  record 
had  not  been  filed  within  the  time  limited  by  the  rule  of  the 
court.  On  the  1st  of  March  a  motion  to  set  aside  that  order 
was  made,  when  Mr.  Hughes  obtained  time  for  one  week  to 
examine  the  transcript  proposed  to  be  filed,  and  it  is  within 
the  recollection  of  the  court,  that  this  was  on  thegi'ound  that 
it  was  an  incomplete  record.  On  the  8th  of  March,  he  had 
an  extension  of  time  for  this  examination,  to  the  22d,  which 
made  three  weeks  allowed  for  that  purpose,  and  on  that 
day  the  order  of  dismissal  was  set  aside  and  the  case  dock- 
eted on  the  transcript  on  which  it  was  finally  heard.  The 
case  was  reached  for  argument  at  the  October  term  of  1873, 
and  continued  without  objection ;  and  on  the  16th  of  Oc- 
tober, 1874,  was  passed  until  the  13th  of  November  by  con- 
sent, and  heard  on  the  16th  and  17th  of  that  month  (/). 

SS  W»ll.  S89. 

(a)  Wallace  omits  from  o-b. 
(c)  Wallace  omits  from  c-d, 
(6)  WaUace  omits  from  e-A 
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These  facts,  which  are  of  record  in  this  court,  show  that 
the  suflSciency  of  the  transcript  on  which  the  case  was  heard 
had  been  a  matter  of  careful  consideration  by  counsel  for 
petitioners,  and  that  it  was  linally  accepted  and  filed,  and 
that  for  two  years  and  a  half  it  remained  on  the  docket 
and  no  attempt  to  correct  it  by  cei'tiorari  or  otherwise  was 
made.  It  cannot  be  said,  in  the  face  of  these  facts,  even 
if  the  omitted  parts  of  the  record  were  material,  that  ap- 
pellee was  without  fault  in  failing  to  have  it  brought  up. 

But  we  have  no  doubt  that  Mr.  Hughes,  who  was  an  ex- 
perienced and  careful  lawyer,  was  satisfied,  as  we  are,  from 
an  examination  of  this  additional  transcript,  that  it  was 
wholly  immaterial  to  any  issue  in  the  cause. 

{ff)  It  consists  of  commissions  to  take  depositions,  or- 
ders fixing  the  time  by  extension  or  otherwise  of  taking 
testimony  of  rules  upon  the  parties  to  do  various  things 
l)reparatory  to  a  final  hearing  {7i)  which  do  not  effect  the 
merits  of  the  case.  It  is  filled  with  matter  showing  Ambler 
to  have  been  drunk,  vicious,  negligent,  and  in  contempt  of 
the  court,  in  the  progress  of  the  case.  In  short,  if  his 
cause  was  to  be  tried  on  his  merits  instead  of  the  merits  of 
his  case,  it  shows  enough,  as  the  original  record  did,  to  de- 
feat it. 

All  this  is  only  in  aid  of  the  theory  on  which  Whipple 
has  rested  his  case  and  lost  it,  namely  :  that  because  Ambler 
was  a  very  bad  man,  a  drunkard  and  a  convicted  felon,  that 
he,  his  trustee  and  partner,  could  take  to  himself  all  the 
benefit  of  Ambler's  skill  and  labor,  disregard  his  double 
relation  as  trustee  and  partner,  and  violate  every  principle 
which  governs  these  confidential  relations. 

The  only  error  of  fact  pointed  out  in  the  opinion  of  the 
court,  which  is  sustained  by  the  record,  is  that  Ambler,  in- 
stead of  leaving  Washington  about  the  20th  of  August,  the 
date  of  the  successful  experiment,  did  not  leave  (/)  until  Sep- 

S3  Wan.  »8S>»83. 

(g)  Wallace   substitutes  for  from  g-h    **It  consists  of  commissions, 
orders,  and  rules." 
(i)  Wallace  inserts  "the  city  itself." 
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tember  the  1st,  a  difference  wholly  without  influence  on  the 
points  decided. 

We  remain  of  the  opinion  that  the  decree  of  this  court 
was  rights  and  the  petition  for  rehearing  is  denied. 

23  WalL  883. 
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HENRY  J.  REEDY,  APPELLANT,  v.   GEORGE 

SCOTT.* 

23  WaU.,  852-867.    Oct.  Term,  1874. 

[Bk.  28,  L.  ed.  109 ;  7  O.  G.  463.] 

Submitted  February  3,  1875.     Decided  February  15,  1875. 

Surrender  of  patent  in  order  to  reis&ue.  Effect  on  prior  suits. 
Combination,  Infringement  Arbitrator's  decision.  Beca'd, 
Presumption, 

1.  The  surrender  of  a  patent  to  the  Gommissioner  is  an  act  which, 

in  the  judgment  of  the  law,  extinguishes  it  It  is  a  legal  cancel- 
lation of  it,  and  hence  the  patent  can  no  more  be  the  founda- 
tion for  the  assertion  of  a  right.,  after  the  surrender,  than 
could  an  act  of  Congress  which  had  been  repealed  ;  and  it  has 
frequently  been  determined  that  suits  pending  which  rest 
upon  an  act  of  Congress  fall  with  the  repeal  of  it.  Antecedent 
suits  depend  upon  the  patent  existing  at  the  time  they  were 
commenced,  and  unless  it  exists  and  is  in  force  at  the  time  of 
the  trial  and  judgment  the  suits  fail.     (p.  189.) 

2.  Where  a  suit  in  equity  under  a  patent  is  pending  at  the  time  of 

the  reissue,  a  supplemental  bill  setting  up  the  reissued  patent 
is  not  a  proper  pleading  to  revive  such  a  suit  as  nothing  can 
be  recovered,  either  as  damages  or  profits  for  the  infringe- 
ment of  the  surrendered  patent.  The  infringement  of  the  re- 
issued patent  becomes  a  new  cause  of  action  for  which  in  the 
absence  of  any  agreement  or  implied  acquiescence  of  the  re- 
spondent, no  remedy  can  be  had  except  by  the  commencement 
of  a  new  suit.     (p.  140.) 

3.  But  where  the  complainant,  having  reissued  his  patent  pending 

a  suit,  set  up  this  fact  in  a  supplemental  bill,  all  the  proofs  in 
the  case  being  taken  thereafter,  and  neither  the  respondent 
nor  the  court  below  made  any  objection  to  the  irregularity  of 
the  pleadings,  the  irregularity  was  also  disregarded  on  appeal 
by  the  court,     (p.  140.) 

*See  Explanation  of  NoteSj  page  III. 
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4  A  combination  of  old  elements  is  not  infringed  by  a  use  of  less 
than  all  of  its  elements,     (p.  142.) 

5.  Arbitrators  as  well  as  courts  are  presumed  to  decide  correctly 

until  the  contrary  appears;  and  where  the  record  failed  to 
embody  complainant's  patent  or  any  authentic  description  of 
the  aUeged  infringing  machine,  it  was  presumed  that  the  arbi- 
trator construed  the  patent  correctly  and  found  correctly  as  to 
the  alleged  infringement     (p.  143.) 

6.  Where  an  agreement  to  arbitrate  and  submission  in  form  were 

duly  executed  before  the  original  patent  was  surrendered  for 
reissue,  and  the  question  submitted  was  examined  and  decided 
by  the  arbitrator  without  objection  from  either  party  growing 
out  of  the  surrender  or  reissue,  which  were  shown  not  to  have 
changed  the  substantial  issue  in  the  litigation,  and  complain^ 
ant  alleged  in  his  supplemental  bill  that  the  reissue  was  for 
the  same  invention  as  that  in  the  original  patent,  held  that 
objection  to  the  award  founded  on  the  surrender  and  reissue 
pending  the  arbitration  would  be  ^disregarded,     (p.  143.) 

[Citations  in  opinion  of  the  court :] 

Moffitt  V.  Garr,  1  Black,  278  [7  Am.  &  £ng.  Ill],    p.  140. 
Curt.  Pat.,  sees.  S42,  899.    p.  140. 
GiU  V.  WeUs,  22  Wall.  1  [9  Am.  &  Eng.  471].    p.  142. 
Gould  V.  Bees,  16  Wall.  187  [9  Am.  &  Eug.  89].    p.  142. 
Vance  v.  Campbell,  1  Black,  427  [7  Am.  &  Eng.  117].    p.  142. 
Prouty  V.  Buggies,  16  Pet.  336  [4  Am.  &  Eng.  361j.    p.  142. 
Carver  v.  Hyde,  16  Pet.  518  [4  Am.  &  Eng.  367].    p.  142. 
Brooks  V.  Fiske,  15  How.  212  [6  Am.  &  Eng.  15].    p.  142. 
Btimpson  i;.  B.  B.  Co.,  10  How.  829  [5  Am.  &  Eng.  129].    p.  148. 

Appeal  from  the  Circuit  Court  ot  the  United  States  for 
the  Southern  District  of  Ohio. 
The  case  is  stated  by  the  court. 

Messrs.  George  E.  Pugh,  E.  E.  Wood  and  Edwd, 
Boydj  for  appellant: 

I.  The  award  of  Mr.  Fisher  cannot  be  so  construed, 
properly,  as  to  impair  or  in  anywise  affect  the  rights  of 
the  complainant,  in  virtue  of  the  letters  patent  as  reissued! 
Those  rights  were  not  within  the  terms  of  the  submission. 
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Kyd.  Awards,  1st  Am.  ed.  141,  142  ;  Hill  v.  Thorn,  2 
Mod  309 ;  Brooke,  Abr.,  Arbitrament,  pi.  27  et  pi.  60 ; 
Myers  v.  R.  R.  Co.,  2  Curt.  28;  S.  C,  18  How.  246. 

Effect  of  the  reissue : 

Battin  v.  Taggert,  17  How.  74  [6  Am.  &  Eng.  242]  ;  Rub- 
ber Co.  V.  Goodyear,  9  Wall.  788  [8  Am.  &  Eng.  150] ; 
Stimpson  v.  R.  R.  Co.,  4  How.  380  [4  Am.  &  Eng.  398] ; 
Blake  v.  Stafford,  6  Blattohf.  196 ;  Klein  v.  Russell,  19 
Wall.  433  [9  Am.  &  Eng.  244]. 

II.  The  supplemental  bill  was  also  a  supplemental  suit 
and,  therefore,  ought  not  by  the  decree  to  have  been 
dismissed  for  a  cause  applicable  only  to  the  original  bill. 

Catton  t).  Carlisle,  5  Mad.  427;  Candler  v.  Pettit,  1 
Paige,  168 ;  Woodworth  v.  Stone,  3  Story,  749  ;  McGrath 
«.  Balser,  6  B.  Mon.  141,  142 ;  see,  also,  Minnesota  R.  R. 
Cb.  V.  St.  Paul  R.  R.  Co.,  2  Wall.  609 ;  S.  C,  6  Wall.  742. 

(No  counsel  appeared  for  appellee.  )i 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court : 

Patents  may  be  surrendered  in  certain  cases  in  order  to 
obtain  a  new  patent  for  the  same  invention,  with  a  cor- 
rected specification. 

Surrenders  of  the  kind  take  effect  when  the  amended 
patent  is  issued,  and  from  that  time  the  original  patent 
ceases  to  be  operative  as  a  franchise  to  vest  in  the  patentee 
the  exclusive  right  to  make  and  use  the  invention,  and 
vend  the  same  to  others  to  be  used. 

Such  a  patent,  so  reissued,  together  with  the  corrected 
specification,  it  is  provided  shall  have  the  same  effect  and 
operation  in  law  on  the  trial  of  all  actions  for  causes  here- 
after  arising,  as  though  the  same  had  been  originally  filed 
in  such  corrected  form. 

Surrendered  patents  cease  to  be  operative  when  the  new 
patent  is  issued  ;  from  which  it  follows  that  such  a  patent, 
after  the  surrender,  is  not  the  proper  foundation  for  an  ac- 

Omitted  in  Wall. 
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tion  at  law  or  of  a  suit  in  equity,  to  recover  either  damages 
or  profits  for  the  infringement  of  the  invention. 

Pending  suits  are  defeated  when  it  appears  that  the  pat- 
ent on  which  the  suit  is  founded  has  been  surrendered,  nor 
is  a  supplemental  bill  setting  up  the  reissued  patent  a 
proper  pleading  to  revise  such  a  suit  in  equity,  as  nothing 
can  be  recovered,  either  as  damages  or  profits,  for  the  in- 
fringement of  the  surrendered  patent.  Moffitt  v.  Garr,  1 
Black,  273  [7  Am.  &  Eng.  111]. 

Reissued  patents  must  be  for  the  same  invention  as  the 
original  patent ;  but  if  the  defense  be  that  it  is  for  a  differ- 
ent invention,  the  original  patent,  though  inoperative  as  a 
cause  of  action  or  to  protect  the  rights  of  the  inventor,  is 
yet  admissible  in  evidence  to  sustain  or  disprove  such  a 
defense ;  nor  can  it  be  doubted  that  it  may  be  the  subject 
oT  reference  as  to  a  repealed  statute,  to  aid  in  the  constnic- 
tion  of  the  new  patent  issued  upon  the  corrected  specifica- 
tion. 

Letters  patent  were  granted  to  the  appellant  on  the  9th 
of  June,  1868,  for  an  improvement  in  hoisting  machines, 
which  is  therein  represented  to  be  new  and  useful,  and  of 
which  improvement  the  appellant  alleges  that  he  is  the 
original  and  first  inventor.  Such  an  inventor  of  such  an 
improvement  so  secured  by  a  valid  patent,  is  entitled  for 
the  term  specified  to  the  exclusive  right  and  liberty  of 
making  and  using  the  invention  and  of  vending  the  same 
to  others  to  be  used.  Pursuant  to  the  patent,  he  claims  to 
enjoy  that  exclusive  right,  and  he  charges  that  the  respon- 
dent below,  without  license  and  in  violation  of  his  exclu- 
sive  right,  has  made,  constructed,  used  and  vended  to 
others  to  be  used,  large  numbers  of  hoisting  machines, 
which  are  the  same  in  principle  and  mode  of  operation  as 
the  invention  secured  to  him  in  his  patent,  and  he  prays 
for  an  account  and  for  an  injunction. 

Service  was  made,  and  the  respondent  having  failed  to 
appear,  the  court  entered  an  order  that  the  bill  of  com- 

OmltCed  in  WaU. 


Oct.,  1874.]  RfeEDY  v.  SCOTT.  137 

Opinion  of  the  conn. 

plaint  be  taken  as  confessed.  On  motion  to  the  court, 
however,  it  was  subsequently  ordered  that  the  complainant 
have  leave  to  file  a  supplemental  bill,  and  that  the  decree^ro 
confesso  be  set  aside,  and  that  the  respondent  may  plead, 
answer  or  demur  within  thirty  days.  Under  that  leave, 
the  complainant  filed  a  supplemental  bill,  in  which  he 
alleges  that  he  surrendered  the  original  patent  subsequent 
to  the  commencement  of  the  suit,  and  that  a  reissued  pat- 
ent in  due  form  of  law  was  granted  to  him  for  the  same 
invention^  and  he  charges  that  the  respondent  since  that 
time  has  made,  constructed,  used  and  vended  to  others  to 
be  used,  his  said  invention,  without  license  and  in  viola- 
tion of  his  exclusive  rights  as  secured  by  the  reissued  pat- 
ent. Leave  having  been  granted,  the  respondent  appeared 
and  pleaded  in  bar  of  the  charge  contained,  both  in  the 
original  and  in  the  supplemental  bills,  that  the  parties  af- 
ter the  original  bill  was  filed  entered  into  an  arrangement 
in  writing  under  their  hands  and  seals,  in  which  they  stip- 
ulated to  submit  to  Samuel  S.  Fisher,  the  question  whether 
the  machine  manufactured  by  the  respondent  is  oris  not 
an  infringement  of  the  complainant's  patent,  and  to  abide 
his  decision  of  the  question ;  that  if  he  decided  that  the 
machine  of  the  respondent  does  infringe  that  of  the  com- 
plainant, the  former  agrees  to  abandon  the  manufacture  of 
such  machines  and  to  make  no  more  of  the  kind  in  the 
United  States  ;  that  if  the  arbitrator  decided  that  the  ma- 
chine of  the  respondent  does  not  infringe  that  of  the  com- 
plainant, then  the  latter  agrees  that  his  bill  of  complaint 
shall  stand  dismissed  at  his  cost,  and  that  he  will  not 
molest  the  respondent  in  the  manufacture  of  the  machines ; 
that  the  parties  in  pursuance  of  the  agreement  appeared 
before  the  person  named  as  arbitrator  and  submitted  the 
agreed  question  to  him  for  his  arbitration  and  decision ; 
that  the  person  designated  by  the  parties  consented  to  act 
as  arbitrator,  and  that  the  parties  having  been  fully  heard 
by  him,  he  made  and  published  his  decision  and  award 
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therein  in  writing,  wherein  he  found  and  decided  in  an- 
swer to  the  question  submitted,  that  the  machine  manu- 
factured by  the  respondent  is  not  an  infringement  of  the 
patent  of  the  complainant  for  an  improvement  in  hoisting 
machines. 

Instead  of  demurring  to  that  plea  or  tendering  an  issue 
to  its  allegation,  the  complainant,  under  leave,  filed  what 
he  denominated  ''A  further  supplement  to  his  original  bill 
and  amendment  to  his  first  supplement."  By  that  plead- 
ing he  admits  that  the  partieia  agreed  in  writing  to  submit 
the  whole  question  of  infringement  to  the  opinion  of  the 
arbitrator ;  that  he,  the  arbitrator,  drew  up  the  agreement 
which  they  signed,  but  he  avers  that  he  did  not  under- 
stand that  the  agreement  made  the  further  prosecution  of 
the  suit  dependent  upon  the  opinion  to  be  given  by  the 
arbitrator,  and  alleges  that  he  executed  it  without  con- 
sulting his  solicitors  in  the  suit,  and  without  knowing  the 
effect  of  the  stipulation ;  that  as  soon  as  he  became  ad- 
vised of  the  nature  of  the  agreement,  he  called  upon  the 
arbitrator  and  informed  him  that  he,  the  pleader,  misun- 
derstood the  nature  and  effect  of  the  agreement,  and 
served  him  with  a  notice  in  writing  revoking  all  authority 
and  power  given  him  by  th^  instrument. 

Still,  he  admits  that  the  arbitrator  did  proceed  in  the 
matter  of  the  reference  and  that  he  did  make  and  deliver 
an  opinion  with  respect  to  the  infringement  of  the  first 
claim  of  the  original  patent ;  but;  he  alleges  that  the  arbi- 
trator did  not  make  anv  award  as  to  the  second  claim,  for 
the  infringement  of  which,  as  well  as  the  first,  the  suit  was 
brought ;  and  he  avers  that  the  arbitrator  did  not  award 
that  anything  should  be  done  by  the  parties  ;  that  he  was 
not  notified  of  the  sittings  of  the  arbitrator,  and  that  no 
opportunity  was  given  him  to  call  witnesses  or  to  be  heard 
in  person  or  by  counsel,  and  that  neither  the  infringing 
machine  nor  any  evidence  of  the  same  was  introduced  at 
the  hearing. 
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Responsive  to  those  charges,  the  respondent  refiled  his  plea 
to  the  original  bill,  and  alleged  that  it  is  not  trae  that  the 
complainant  signed  the  agreement  without  understanding 
its  effect,  nor  that  he  revoked  the  power  conferred  before 
the  arbitrator  made  and  published  his  decision  and  award, 
nor  that  the  complainant  was  not  notified  of  the  sittings  of 
the  arbitrator,  nor  that  he  was  deprived  of  the  opportu- 
nity to  call  witnesses  or  to.  be  heard  in  person  or  by 
counsel. 

Proofs  were  taken  on  both  ^ides,  and  the  parties  having 
been  fully  heard,  the  circuit  court  entered  a  decree  dis- 
missing the  bill  of  complaint,  together  with  the  supple- 
mental bill ;  and  the  complainant  appealed  to  this  court. 

Since  the  case  was  entered  here,  the  complainant  has 
filed  the  following  assignment  of  errors : 

(a)  (1)  That  the  Circuit  Court  erred  in  holding  that  the 
plea  of  the  resi)ondent  was  true  and  sufficient  with  respect 
to  the  matters  alleged  in  the  supplemental  bill. 

(2)  That  the  said  court  erred  in  finding  that  the  equity 
of  the  case  with  respect  to  the  matters  set  forth  in  the  sup- 
plemental bill  is  with  the  respondent. 

(6)  All  necessity  for  any  discussion  of  the  charges  con- 
tained in  the  original  bill  of  complaint  is  superseded,  as 
the  assignment  of  errors  does  not  impugn  in  that  respect  or 
call  in  question  the  correctness,  of  the  decision  or  decree  of 
the  Circuit  Court.  Such  an  assignment  of  errors,  if  it  had 
been  filed,  would  have  been  utterly  unavailing,  for  the 
reason  that  the  surrender  of  a  patent  to  the  Commissioner, 
within  the  sense  of  the  provision,  means  an  act  which,  in 
the  judgment  of  law,  extinguishes  the  patent.  It  is  a 
legal  cancellation  of  it,  and  hence  the  patent  can  no  more 
be  the  foundation  for  the  assertion  of  a  right,  after  the  sur- 
as Wall.  368-864. 

(a)  Wallace  begins  Opinion  here,  prefixing,  "  Mr.  Justice  Clifford 
delivered  the  opinion  of  the  couit  and  after  stating  the  case  and  making 
some  general  remarks,  proceeded  as  follows :  *  The  following  assignment 
of  errors  is  the  assignment  made/  " 

(6)  WaUace  inserts  '^  In  the  case  before  as." 
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render,  than  could  an  act  of  Congress  which  has  been  re- 
pealed, and  it  has  frequently  been  determined  that  suits 
pending  which  rest  upon  an  act  of  Congress  fall  with  the 
repeal  of  it.  Antecedent  suits  depend  upon  the  patent  ex- 
isting at  the  time  they  were  commenced,  and  unless  it  ex- 
ists and  is  in  force  at  the  time  of  the  trial  and  judgment, 
the  suits  fail.  Moffitt  v.  Garr  [7  Am.  &  Eng.  Ill]  ;  Curt. 
Pat.,  sees.  342,  399. 

Where  the  patent  expires  and  is  extended  pending  the 
litigation,  and  the  infringement  by  the  respondent  is  con- 
tinned  in  respect  to  the  extended  patent,  a  supplemental 
bill  is  a  proper  pleading  to  prolong  the  suit,  as  in  that 
state  of  the  case  the  complainant  may  well  claim,  if  he  is 
the  original  and  first  inventor  of  the  improvement,  to 
recover  of  the  respondent  the  gains  and  profits  made  by 
the  infringement,  both  before  and  subsequent  to  the  exten- 
sion, but  the  rule  is  otherwise  where  the  original  patent  is 
surrendered,  as  the  effect  of  the  surrender  is  to  extinguish 
the  patent ;  and  hence  it  can  no  more  be  the  foundation 
for  the  assertion  of  a  right  than  can  a  legislative  act  which 
has  been  repealed  without  any  saving  clause  of  pending  ac- 
tions. Consequently,  the  infringement  of  the  reissued 
patent  becomes  a  new  cause  of  action  for  which,  in  the  ab- 
sence of  any  agreement  or  implied  acquiescence  of  the  re- 
s'pondent,  no  remedy  can  be  had  except  by  the  commence- 
ment of  a  new  suit. 

Instances,  however,  may  be  found  where,  in  such  a  case, 
the  complainant  sought  his  remedy  in  a  supplemental  bill, 
no  objection  having  been  made  by  the  respondent,  and 
such  examples  induce  the  court  to  disregard  the  irregular- 
ity in  this  case,  inasmuch  as  neither  the  respondent  or  the 
court  below  appear  to  have  regarded  it  as  a  matter  of  any 
importance.  Instead  of  that  the  complainant  was  per- 
mitted to  tile  his  supplemental  bill  charging  infringement 
as  in  case  of  an  extended  patent,  and  the  respondent  mak- 
ing no  objection  to  the  regularity  of  the  bill,  retiled  the 
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plea  which  he  filed  to  the  original  bill  of  complaint,  accom- 
panied with  a  general  denial  of  every  material  allega- 
tion contained  in  the  supplemental  bill,  as  subsequently 
amended  by  leave  of  the  court.  Subsequently  the  proofs 
exhibited  were  taken  and,  the  parties  having  been  heard, 
the  court  entered  the  aforesaid  decree  deciding  the  whole 
case,  as  more  fully  set  forth  on  the  record.  None  of  the 
proofs  were  taken  before  the  reissued  patent  was  granted, 
nor  until  after  the  supplemental  pleadings  were  completed. 

These  suggestions  are  sufficient  to  show  that  every  irreg- 
ularity, whether  on  the  one  side  or  the  other,  was  waived 
before  the  decree  of  the  Circuit  Court  was  entered,  and  that 
both  parties  understood  that  the  question  submitted  to  the 
arbitrator  was  whether  the  machine  manufactured  by  the 
respondent  infringed  the  improvement  invented  by  the 
complainant.  Conclusive  support  to  that  proposition  is 
found  in  the  fact  that  both  parties  proceeded,  throughout 
the  trial  in  the  Circuit  Court,  upon  the  legal  ground  that 
the  reissued  patent  wa^  for  the  same  invention  as  that  em- 
bodied in  the  original  i)atent. 

Reissued  patents  are  required  by  law  to  be  for  the  same 
invention  as  that  secured  by  the  surrendered  patent,  and 
the  complainant  expressly  alleges  in  this  case  that  his  reis- 
sued patent  is  for  the  same  invention  as  the  surrendered 
original.  Nor  can  the  court  take  any  other  view  of  the 
case,  as  neither  the  original  nor  the  reissued  patent  is  made 
a  part  of  the  record.  Clear  proof  is  exhibited  that  the 
agreement  to  arbitrate  and  the  submission  in  form  were 
both  executed  before  the  original  patent  was  surrendered, 
and  that  the  submission  had  been  signed  and  delivered  be- 
fore the  complainant  made  any  effort  to  revoke  the  instru- 
ment. 

Sufficient  has  already  appeared  to  show  that  the  arbitra- 
tor examined  the  question  submitted  to  him,  and  made  an 
award  that  the  machine  manufactured  by  the  respondent 
did  not  infringe  the  invention  secured  to  the  complainant 
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in  his  original  patent,  and  that  he  gave  his  reasons  for  the 
conclusion,  which  appear  to  be  satisfactory  as  far  as  can  be 
ascertained  without  the  means  of  comparing  the  patent  of 
the  complainant  with  the  machine  of  the  respondent. 
Such  a  comparison  cannot  be  made  without  such  means, 
nor  can  the  court  look  out  of  the  record  for  means  to  make 
the  comparison. 

Attempt  is  made  to  avoid  the  force  and  eflfect  of  the 
award  of  the  arbitrator,  npon  the  ground  that  the  com- 
plainant was  misled  in  signing  the  agreement  and  that  he 
was  deprived  of  the  opportunity  to  summon  witnesses  and 
to  be  heard  in  person  or  by  counsel ;  but  it  will  be  suffi- 
cient to  say,  in  response  to  those  suggestions,  that  the 
proofs  exhibited  do  not  satisfactorily  sustain  the  charges. 
On  the  contrary,  enough  appears  to  convince  the  court 
that  the  agreement  is  obligatory  and  that  the  complainant 
is  bound  to  execute  the  agreement  and  to  dismiss  his  bill 
of  complaint  and  not  to  molest  the  respondent  in  the  man- 
facture  of  his  macliine. 

Substantial  doubt  cannot  be  entertained  that  the  rule  of 
decision  adopted  by  the  arbitrator  is  correct  if  he  properly 
construed  the  patents.  He  found  that  the  patent  of  the 
complainant  was  a  combination  of  old  ingredients,  and 
that  the  machine  manufactured  by  the  respondent  did  not 
contain  all  of  the  ingredients  embodied  in  the  combination 
patented  by  the  complainant.  Nothing  is  exhibited  in  the 
record  to  show  that  the  arbitrator  erred  in  the  construction 
of  the  patent,  and  if  he  did  not  and  his  finding  as  to  the 
character  of  the  machine  manufactured  by  the  respondent 
is  correct,  it  is  settled  law  that  his  decision  is  correct. 
Gill  V.  Wells,  22  Wall.  1  [9  Am.  &  Eng.  471] ;  Gould  v. 
Rees,  15  Wall.  194  [9  Am.  &  Eng.  39]  ;  Vance  v.  Camp- 
bell, 1  Black,  428  [7  Am.  &  Eng.  117] ;  Prouty  r.  Ruggles, 
16  Pet.  341  [4  Am.  &  Eng.  351] ;  Carver  «.  Hyde,  16  Pet. 
614  [4  Am.  &  Eng.  367] ;  Brooks  v.  Fiske,  15  How.  212 
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[6  Am.  &  Eag.  15] ;  Stimpson  v.  R.  R.  Co.,  10  How.  329  [5 
Am.  &  Eng.  129]. 

Arbitrators  as  well  as  courts  are  presumed  to  decide  cor- 
rectly until  the  contrary  appears,  and  if  the  party  desires 
that  the  decision  of  such  a  tribunal  shall  be  re-examined 
by  an  appellate  court  he  must  see  that  the  means  for  such 
a  review  is  embodied  in  the  record.  Neither  the  patent  of 
the  complainant  nor  any  authentic  description  of  the 
machine  manufactured  by  the  respondent  is  contained 
in  the  record,  and  in  the  absence  of  such  it  must  be  pre- 
sumed that  the  arbitrator  construed  the  patent  correctly, 
and  that  his  finding  in  respect  to  the  construction  and 
mode  of  operation  of  the  machine  manufactured  by  the  re- 
spondent is  also  correct. 

Judging  from  the  character  of  the  assignment  of  errors, 
it  is  presumed  that  none  of  these  views  as  applied  to  the 
matters  alleged  in  the  original  bill  are  controverted,  and 
the  court  here  is  of  the  opinion,  in  view  of  the  previous 
explanations,  that  they  are  equally  applicable  to  the  mat- 
ters alleged  in  the  supplemental  bill,  for  several  reasons : 

(1)  Because  the  agreement  to  arbitrate  and  the  submis- 
sion in  form  were  duly  executed  before  the  original  patent 
was  surrendered. 

(2)  Because  the  arbitrator  proceeded  to  examine  and  to 
decide  the  question  submitted,  without  any  objection  from 
either  party,  growing  out  of  the  surrender  or  reissue. 

(3)  Because  the  subsequent  pleadings  and  proceedings  in 
the  suit  show  that  the  surrender  and  reissue  did  not  have 
the  eflfect  to  change  the  substantial  issue  in  the  litigation. 

(4)  Because  the  complainant  alleged  in  his  supplemental 
bill  that  the  reissued  patent  was  for  the  same  invention  as 
that  embodied  in  the  original. 

(5)  Because  the  agreement  to  dismiss  the  bill  of  com- 
plaint, if  executed  by  a  proper  decree,  must  include  all  the 
subsequent  appendages  to  it,  and  would  be  of  itself  a  deci- 
sion adverse  to  the  complainant. 

Decree  affirmed. 

%S  W»U.  867. 
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THE  TREMOLO  PATENT.* 

Charles  M.  Tremaine  et  al.,  Appellants,  v.  Alonzo 
Hitchcock  et  al.,  and  Alonzo  Hitchcock  et  al.,  Ap- 
pellants, V.  Charles  M.  Tremaine  et  al. 

23  WalL  518-529.    Ck^  Term,  1874. 

[Bk.  28  L.  ed.  97;  7  O.  G.  1055.] 

Affirming  Ibid.  9  Blatch.  385,  and  Ibid  8  Blaioh.  440. 

Argued  December  22,  1874.     Decided  January  18,  1875. 

Amendment  to  bill      Eeisaue.  Estimation  of  profits.      Allowance 

of  expenses. 

1.  Where  the  original  bill  set  np  only  the  first  reissue  of  a  patent 

that  bad  been  twice  reissued,  but  the  proofs  both  for  final 
hearing  and  before  the  master  on  the  accounting  had  refer- 
ence to  the  second  reissue,  as  also  the  proceedings  on  the 
master's  report,  an  order  of  the  court  directing  that  the 
record  be  amended  by  inserting  in  the  bill  an  averment  of 
the  second  reissue  was  properly  made,  even  after  the  final 
decree,     (p.  149.) 

2.  An  amendment  which  changes  the  character  of  a  bill  ought  not, 

generally,  to  be  allowed  after  a  case  has  been  set  for  hearing, 
and  still  less  after  it  has  been  heard.  The  answer  might  be- 
come inapplicable  if  such  an  amendment  were  permitted, 
(p.  150.) 

3.  Where  defendants   were   dealers   in  musical  instruments  and 

some  of  the  instruments  bought  and  sold  by  them  contained  a 
tremolo  attachment  which  infringed  complainant's  patent,  and 
others  not,  defendants  were  properly  allowed,  in  the  ascer- 
tainment of  profits  made  by  them  from  the  sales,  to  prove  the 
general  expenses  of  their  basiness  incurred  in  effecting  the 
sales  of  all  musical  instruments,  and  deduct  a  ratable  propor- 
tion from  the  gross  profits  made  by  the  sale  of  the  attach- 
ments,    (p.  151.) 

*  See  Explanation  of  Notes,  page  III. 
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Cross  appeals  from  the  Circuit  Court  of  the  United  States 
for  the  Southern  District  of  New  York. 

This  was  an  action  brought  in  the  court  below  by  Hitch- 
cock, Saxe  &  Robertson,  to  recover  damages  for  the  alleged 
infringement  of  certain  reissued  letters  patent  granted  to 
the  complainants  as  assignees  of  one  Carpenter,  for  a  trem- 
olo attachment  to  musical  instruments.  The  bill  charged 
that  the  defendants,  who  are  dealers  in  musical  instru- 
ments, had  infringed  this  patent,  and  also  asked  for  an  in- 
junction. The  defendants,  by  their  answer,  denied  that 
they  had  infringed,  alleged  that  the  supposed  invention 
had  been  anticipated  by  prior  use,  and  denied  that  the 
complainants  had  any  title  to  the  reissued  letters  patent  on 
which  the  bill  was  brought.  At  the  October  Term,  1870,  a 
decision  was  rendered  in  favor  of  the  complainants  and  the 
cause  was  referred  to  a  master  to  state  the  amount  of  profits. 
A  report  was  made,  exceptions  were  filed  by  the  defend- 
ants, and  the  report  was  referred  back  with  instructions. 
A  new  report  was  made,  both  parties  tiled  exceptions,  but 
all  exceptions  were  overruled  and  the  report  confirmed.  A 
final  decree  was  entered,  and  the  defendants  appealed  from 
the  whole  decree.  The  complainants  appealed  from  so 
much  of  the  decree  as  overruled  the  complainant's  excep- 
tions to  the  master's  report. 

The  case  further  appears  in  the  opinion. 

Mr.  Frederic  H.  BettSy  for  Hitchcock  et  al. : 
To  properly  estimate  the  profits,  regard  must  be  had  to 
the  nature  of  the  improvement  in  question,  and  the  char- 
acter of  the  business  of  the  defendants  in  dealing  with  it. 
This  improvement  is  not  the  fan  by  itself,  but  it  is  tlie 
combination  of  the  fan  with  the  organ  in  a  specified  loca- 
tion and  relation.  The  business  of  the  defendants  was  a 
general  one.  It  was  the  sale  of  musical  instruments.  These 
organs  were  made  by  the  manufacturers  with  and  without 
the  tremolo  fans.  The  organ  was  complete  without  the 
fan,  and  it  was  optional  vath  the  defendant  to  procure  it 
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for  sale  or  not.  There  was  a  profit,  not  only  of  the  en- 
hanced price  received  for  the  tremolo,  but  there  was  also  a 
profit  of  much  larger  amount,  beyond  and  besides  this,  on 
the  organs  themselves. 

The  complainants  claim  that,  when  the  infringing  device 
is  an  optional  one  and  an  extra  price  is  charged  and  received 
for  it  when  used,  the  true  profit  made  is  the  extra  sum  re- 
ceived for  the  addition,  only  such  expenses  being  allowed 
as  are  incurred  by  reason  of  the  addition.  If  it  be  the 
fact,  as  it  doubtless  was,  that  the  presence  of  the  tremolo 
combination  increased  the  sales  of  organs,  so  far  from  the 
tremolo  combination  being  charged  with  anything  on  that 
account,  it  ought  to  be  credited,  not  only  with  the  difference 
between  its  cost  and  ^ale  price,  but  also  with  the  additional 
net  profit  on  the  whole  instrument  whose  sale  was  thereby 
effected. 

Seymour  ^.  McCormick,  8  Blatchf .  225 ;  S.  C.  19  How. 
96  [6  Am.  &  Eng.  282];  Whitney  t>.  Mo  wry,  4  Fish.  146  ; 
Carter  v.  Baker,  4  Pish.  404. 

Mr.  B.  E,  Valentine^  for  Tremaine  et  ah 
The  court  below  decided  that  the  letters  patent  No.  3,444, 
on  which  the  bill  was  brought,  had  been  surrendered  by 
the  complainants  before  they  had  brought  their  action  ; 
but  the  court  went  on  to  make  the  additional  finding,  that 
the  complainants  were  the  owners  of  letters  patent  No. 
3,666,  and  that  those  letters  patent  were  good  and  valid 
and  had  been  infringed.  The  bill  of  complaint  was  not  at 
that  time  amended  so  as  to  recite  the  new  reissue,  No. 

3.665,  nor  was  any  such  amendment  asked  for ;  but  on  the 
coming  in  of  the  master's  report,  the  complainants  applied 
for  judgment  against  the  defendants.  The  bill  of  com- 
plaint never   contained  the  allegation  as  to  reissue   No. 

3.666,  prior  to  judgment.  The  defendants  do  not  come 
into  this  court  asking  for  a  decision  upon  the  validity  of 
the  complainants'  invention  as  secured  by  the  patent  No. 
8,666.    Their  record  and  proofs  are  not  calculated  to  try 
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the  merits  of  the  patent,  and  they  desire  not  to  prejudice 
the  future  consideration  by  this  court  of  the  said  patent 
when  it  shall  come  before  the  court  on  a  record  calculated 
to  test  the  merits  of  the  alleged  invention. 

That  the  court  below  erroneously  permitted  the  amend- 
ment of  the  bill,  see,  Equity  Rules,  29  and  46 ;  Goodwin  v. 
Goodwin,  3  Atk.  370 ;  Walden  v.  Bodley,  14  Pet.  160 ; 
Snead  v.  McCoull,  12  How.  422 ;  Smith  v.  Jackson,  1  Paine, 
C.  C,  490 ;  Donaldson  t.  Hazen,  Hemp.  423. 

Mr.  Justice  Strong  delivered  the  opinion  of  the  court : 
The  bill  filed  by  the  complainants  in  the  court  below  set 
forth  that  ^^A  patent  for  a  tremolo  attachment"  to  musical 
instruments  was  granted  on  the  27th  day  of  June,  1865,  to 
K.  W.  Carpenter ;  that,  subsequently,  the  patentee  assigned 
the  letters  patent  to  the  complainant;  that,  on  the  18th 
day  of  May,  1869,  they  surrendered  the  patent  and  obtained 
a  reissue  to  themselves,  numbered  3,444,  and  that  the  de- 
fendants had  been  guilty  of  infringing  their  rights  under 
the  patent.  To  the  complaint  thus  exhibited  the  defend- 
ants answered,  admitting  the  grant  of  the  letters  to  Carp- 
enter, but  denying  all  knowledge  as  to  the  truth  of  the 
allegation  that  Carpenter  had  at  any  time  assigned  his 
interest  to  the  complainants,  or  to  any  one  or  more  of  them 
and^  therefore^  denying  that  the  complainant  had  any  in- 
terest in  the  said  letters  patent  or  to  the  ^^raissues^^  of  the 
same  as  set  forth  in  the  bill  of  complaint.  The  answer 
further  averred  that  Carpenter  was  not  the  original  in- 
ventor of  the  tremolo  attachment,  but  that  it  was  known 
and  was  in  use  before  his  alleged  invention  was  made.  Still 
further, the  answer  denied  that  the  defendants  had  infringed 
upon  the  rights  and  privileges  granted  by  the  patent  dated 
June  27th,  1865,  ^^orhy  any  of  the  reissnes  of  the  same.^ '  To 
this  answer  a  general  replication  was  put  in,  and  the  par- 
ties went  to  trial,  when  the  complainants  gave  in  evidence 
without  objection  reissued  letters  patent  No.  3,665,  dated 

OmittodlnWall. 
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October  5,  1869,  which  had  been  granted  on  the  surrender 
of  the  first  reissue  No.  3,444.  This  second  reissue  was  not 
set  out  in  the  bill,  but  it  is  plain  both  parties  supposed  it 
was  through  all  the  progress  of  the  trial.  As  we  have 
noticed,  the  answer  denied  infringement,  not  of  the  single 
reissue  mentioned  in  thebill,but  of  any  of  the  reissues.  No 
other  than  No.  3,665  was  put  in  evidence.  The  decretal 
order  to  account  expressly  mentioned  it.  The  evidence 
taken  by  the  master  under  the  order  of  reference,  related 
solely  to  attachments  sold  by  the  defendants  after  the 
second  reissue  was  granted.  In  the  exceptions  taken  by 
them  to  the  master's  report,  no  intimation  was  made  that 
the  rights  of  the  complainant  under  the  reissue  3,665  were 
not  on  trial,  and  not  even  when  the  final  decree  was  made 
was  it  suggested  that  the  parties  had  been  trying  the  case 
on  an  issue  not  made  by  the  pleadings.  Practically,  in- 
deed, the  rights  of  the  complainants  under  the  second  re- 
issue and  the  defendant's  infringement  thereof,  were  in 
issue  under  the  answer  and  the  replication. 

{a)  We  think,  therefore,  the  order  of  the  court  directing 
that  the  record  be  amended  by  inserting  in  the  bill  an 
averment  of  the  second  reissue  was  properly  made,  under 
the  circumstances  of  the  case,  though  made  after  the  final 
decree.  It  (6)  deprived  the  defendants  of  no  rights  which 
they  had  not  enjoyed  during  all  the  progress  of  the  trial. 
It  may  well  be  denominated  only  an  amendment  of  form, 
because  it  introduced  no  other  cause  of  action  than  that 
which  had  been  tiied.  It  is  true  that  an  amendment  which 
changes  the  character  of  the  bill  ought  not  generally  to  be 
allowed  after  a  case  has  been  set  for  a  hearing,  and  still  less 
after  it  has  been  heard.  The  reason  is  that  the  answer 
may  become  inapplicable  if  such  an  amendment  be  per- 
mitted. But  in  this  case  the  defendants  were  not  pre- 
ss WaU.  527. 

(a)  WaUace  begins  Opinion  here. 

(h)  Wallace  inserts,  **  For  practically  the  rights  of  the  complainants 
under  the  second  reissue,  and  the  defendant's  infringement  thereof  were 
in  issue  under  the  answer  and  the  replication.    The  amendment. 
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jiidiced.  They  had  every  advantage  they  could  have  had, 
if  the  bill  had  originally  averred  the  second  reissue.  -The 
case  is  undoubtedly  anomalous,  but  we  think  justice  would 
not  be  subserved  by  denying  to  the  circuit  court  the  power 
to  order  such  an  amendment  as  was  made,  after  the  cause 
was  tried  precisely  as  it  must  have  been  tried  if  the  bill 
had  originally  contained  the  averment  inserted  by  the 
amendment. 

We  come,  then,  to  the  errors  assigned  by  the  complain- 
ants. They  relate  to  the  estimate  of  profits  reported  by  the 
master  and  confirmed  by  the  court.  The  defendants  were 
vendors  of  musical  instruments,  including  organs  and  me- 
lodeons,  which  they  purchased  from  the  manufacturers. 
Some  of  these  instruments  contained  the  tremolo  attach- 
ment, and  others  did  not.  For  those  containing  such  at- 
tachments they  paid  an  additional  price,  and  they  sold 
them  also  for  an  increased  price.  In  the  ascertainment  of 
the  profits  made  by  them  from  the  sales,  they  were  allowed 
to  prove  the  general  expenses  of  their  business  incurred  in 
effecting  the  sales  of  all  musical  instruments,  and  deduct  a 
ratable  proportion  from  the  profits  made  by  the  sale  of 
tremolo  attachments.  It  is  of  this  allowance  the  complain- 
ants now  complain.  It  is  said  the  patent  infringed  was  not 
for  the  tremolo  itself,  but  for  the  combination  of  the  organ 
and  tremolo,  and  it  is  argued  that  if  the  defendants  obtained 
an  extra  price  for  the  organ  combined  with  the  tremolo 
without  incurring  any  additional  expense,  the  whole  of 
that  extra  price  was  obtained  from  the  addition  of  the  com- 
bination. And  it  is  further  insisted  that  the  true  rule  in 
cases  like  the  present  is,  that  if  the  infringing  device  is  an 
integral  part  of  the  whole  instrument,  without  which  it  is 
incapable  of  use,  and  for  which  a  single  charge  is  made, 
then,  in  ascertaining  profits  on  a  part  of  the  organization, 
general  expenses  are  to  be  apportioned  according  to  the 
cost  or  by  some  other  equitable  rule.  But  when  the  in- 
fringing device  is  an  optional  one,  used  or  not  at  pleasure, 

JS8  Wall.  ft87-0«8. 
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and  an  extra  price  is  charged  and  received  for  it  when  nsed, 
the  true  profit  made  is  the  extra  sum  received  for  the  ad- 
dition, deducting  only  such  expenses  as  are  incurred  by- 
reason  of  the  addition.  We  think  such  a  rule,  even  if  it 
may  sometimes  be  just.,  is  inapplicable  to  the  present  case. 
We  cannot  see  why  the  general  expenses  incurred  by  the 
defendants  in  carrying  on  their  business,  such  expenses  as 
store  rent,  clerk  hire,  fuel,  gas,  porterage,  etc.,  do  not  con- 
cern one  part  of  their  business  as  much  as  another.  It  may 
be  said  that  the  selling  a  tremolo  attachment  did  not  add 
to  their  expenses,  and  therefore,  that  no  part  of  those  ex- 
penses should  be  deducted  from  the  price  obtained  for  such 
an  attachment.  This  is,  however,  but  a  partial  view.  The 
store  rent,  the  clerk  hire,  etc.,  may,  it  is  true,  haire  been 
the  same,  if  that  single  attachment  had  never  been  bought 
or  sold.  So  it  is  true  that  the  general  expenses  of  their 
business  would  have  been  the  same,  if  instead  of  buying 
and  selling  one  hundred  organs,  they  had  bought  and  sold 
only  ninety-nine.  But  will  it  be  contended  that  because 
buying  and  selling  an  additional  organ  involved  no  in- 
crease of  the  general  expenses,  the  price  obtained  for  that 
organ  above  the  price  paid  was  all  profit  ?  Can  any  part  of 
the  whole  number  sold  be  singled  out  as  justly  chargeable 
with  all  the  expenses  of  the  business  ?  Assuredly,  no.  The 
organ  with  a  tremolo  attachment  is  a  single  piece  of  mechan- 
ism ,  though  composed  of  many  parts.  It  was  bought  and  sold 
as  a  whole  by  the  defendants.  It  may  be  said  the  general 
expenses  of  the  business  would  have  been  the  same  if  any 
one  of  these  parts  had  been  absent  from  the  instrument 
sold.  If,  therefore,  in  estimating  profits,  every  part  is  not 
chargeable  with  a  proportionate  share  of  the  expenses,  no 
part  can  be.  But  such  a  result  would  be  an  injnstice  that 
no  one  would  defend.  We  think  it  very  plain,  therefore, 
that  there  was  no  eiTor  in  the  rule  adopted  for  the  ascer- 
tainment of  the  profits  made  by  the  defendants  out  of  their 
infringement  of  the  complainants'  patent. 

9S  WalL  ftS8-ft99. 
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• 

We  think  also  the  master's  report,  confirmed  by  the 
court,  was  correct  in  its  ascertainment  of  the  general  ex- 
penses. At  least  there  is  nothing  before  us  to  show  that  it 
did  not  conform  to  the  second  decretal  order.  The  de- 
fendants submitted  analyses  of  their  books,  from  which  it 
is  to  be  presumed  the  master  distinguished  general  from 
particular  expenses. 

It  follows  that  neither  the  appeal  of  the  defendants  nor 
the  cross  appeal  of  the  complainants  can  be  sustained. 

The  decree  of  the  Circuit  Court  is  affirmed ;  and  it  is 
ordered  that  the  costs  qf  each  appeal  be  paid  hy  the  ap- 
pellants, 

98  Wall.  5S9. 
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THE  UNION  PAPER  COLLAR  COMPANY  APPEL- 
LANT, V.  ISAAC  VAN  DEUSEN  etal.,  Partners  as 
Van  Deuskn,  Boehmer  &  Co.* 

23  Wall.  G30-56a    Oct.  Term  1874. 

[Bk.  23,  L.  ed.  128 ;  7  O.  G.  919.] 

Affirming  Ibid,  10  Blatch.  109. 

Argued  March  5,  1875.     Decided  March  29,  1875. 

Purpose  of  reissue.  Conclusiveness  of  Commissioner's  decision. 
Identity  of  original  and  reissue.  Particular  patent  construed. 
Article  of  manufacture.  Commercial  and  patentable  novelty. 
Inventor.     Employer  and  employ^.     Suggestions. 

1.  The  purpose  of  a  reissue  is  to  render  effectual  the  actual  in- 

Tention  for  which  the  original  patent  should  have  been 
granted, — not  to  introduce  new  features,  therefore,  in  an  ap- 
plication for  a  reissue,  parol  testimony  is  not  admissible  to 
enlarge  the  invention  beyond  what  was  described,  suggested, 
or  substantially  indicated  in  the  original  specification,  draw- 
ings, or  Patent  Office  model,     (p.  182.) 

2.  Unless  it  is  apparent  upon  the  face  of  the  reissue  that  the  Com- 

missioner has  exceeded  his  authority,  his  decision  is  final  and 
conclusive,  except  if  there  is  such  repugnancy  between  the 
old  and  the  new  patent,  that  the  reissue  must  be  held  as  a 
matter  of  legal  construction  to  be  not  for  the  same  invention 
as  that  embraced  in  the  original,     (p.  182.) 

3.  Whether  a  reissued  patent  is  for  the  same  invention  as  the 

original,  depends  upon  whether  the  specification  and  draw- 
ings of  the  reissued  patent,  are  substantially  the  same  as 
those  of  the  original;  and,  if  not,  whether  the  omissions  or 
additions  are  or  are  not  greater  than  the  law  allows  to  cure 
the  defect  of  the  original,     (p.  182.) 

4.  Where  the  original  letters  patent  No.  38,664,  for  Improvement 

in  Paper  Shirt  Collars,  granted  to  Andrew  A.  Evans,  May  26, 
1863,  stated  the  invention  to  consist,  first,  in  making  the  col- 

*See  Explanation  of  Notes,  page  III. 
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lars  of  parchment  paper,  or  paper  prepared  with  animal  siz- 
ing; and  second,  in  coating  one  or  both  sides  of  the  collar 
.  with  a  thin  varnish  of  bleached  shellac  to  give  smoothness, 
strength  and  stiffness,  and  to  repel  moisture,  the  claim  being 
for  "a  shirt  collar  made  of  parchment  paper,  and  coated  with 
varnish  of  bleached  shellac,  substantially  as  described,  and 
for  the  objects  specified."  Held,  that  its  reissue  No.  2,809, 
July  10,  1866,  which  described  a  paper  other  than  parchment 
paper,  or  one  prepared  with  animal  sizing,  and  which  did  not 
require  either  side  of  the  collars  to  be  coated  with  ^  varnish 
of  bleached  shellac  for  any  purpose,  the  claim  being  for  "  a 
collar  made  of  long- fibre  paper,  substantially  such  as  is  above 
described,"  was  for  a  different  invention  from  that  embodied 
in  the  original  patent  It  appearing  that  the  collars  made  by 
Evans,  apart  from  the  paper  composing  them,  were  identical 
in  form, -structure,  and  arrangement  with  collars  previously 
made  of  linen,  paper  of  different  quality,  and  of  other  fabrics, 
and  that  Evans  did  not  invent  the  special  paper  used  by  him, 
nor  the  process  by  which  it  was  obtained;  held,  that  he  was 
not  entitled  to  a  patent  for  the  collars  as  a  new  manufacture, 
neither  was  he  the  inventor  of  the  collars,     (p.  183.) 

5.  Articles  of  manufacture  may  be  new  in  the  commercial  sense 

when  they  are  not  new  in  the  sense  of  the  patent  law.  (p.  190.) 

6.  New  articles  of  commerpe  are  not  patentable  as  new  manufact- 

ures, unless  it  appears  in  the  given  case  that  the  production 
of  the  new  article  involved  the  exercise  of  invention  or  dis- 
covery beyond  what  was  necessary  to  construct  the  apparatus 
for  its  manufacture,     (p.  190.) 

7.  Where  the  original  patentee  invented  neither  the  process  nor 

the  article  matle,  conceived  the  idea  that  an  article  having  cer- 
tain qualities  was  desirable  for  his  purpose,  employed  a  man- 
ufacturer to  produce  the  desired  article,  but  gave  him  no  infor- 
mation as  to  the  constituents  to  be  used  or  the  mode  of  opera- 
tion for  compounding  them,  held  he  was  not  the  inventor, 
(p.  191.) 

8.  The  relation  of  employer  and  employ^,  in  regard  to  the  origin 

of  inventions,  stated,     (p.  191.) 

9.  If  suggestions   communicated  by  the  employ^  constitute  the 
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whole  subject  of  the  improvement,  the  patent,  if  granted  to 
the  employer  as  his  invention,  is  invalid,  because  the  real  in- 
vention or  discovery  belongs  to  the  person  who  made  the  sug- 
gestions, (p.  191.) 
10.  Reissue  No.  1,646.  S.  S.  Gray.  March  29,  1864  Shirt  Col- 
lars. (Original  No.  38,961,  June  23,  1863),  construed  in  view 
of  the  fact  that  the  object  in  turning  down  a  collar  on  a  curved 
line  instead  of  a  straight  line,  is  precisely  the  same,  whether 
the  collar  be  all  paper,  paper  and  linen,  or  all  linen.  Hence, 
where  it  appeared  that  linen  collars  had  been  turned  over  on 
a  curved  line  to  prevent  wrinkling,  and  to  afford  space  for  the 
cravat  Held,  that  it  was  not  patentable  to  apply  the  same 
mode  of  turning  down  to  collars  of  paper  or  paper  and 
linen,     (p.  192.) 

[Citations  in  opinion  of  the  Court.] 

Gill  V.  Wells,  6  Off.  Gaz.  881.    p.  186. 

Paper  Collar  Co.  v.  Van  Deusen,  10  Blatch.  109.    p.  188. 

Glue  Co.  V.  Upton,  6  Off.  Gaz.  840.    p.  190. 

Hotclikiss  V.  Greenwood,  11  How.  248  [5  Am.  &  Enfi^.  240].    p.  191. 

Phillips  u.  Page,  24  How.  164  [7  Am.  &  Eog.  97].    p.  191. 

Jones  u.  Moreliead,  1  Wall.  155  [7  Am.  &  Eng.  165].    p.  191. 

Stimpson  t?.  Woodman,  10  Wall.  117  [8  Am.  &  Eng.  221].    p.  191. 

Agawam  Co.  v.  Jordan,  7  Wall.  583  [8  Am.  &  Eng.  24].    p.  192. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 

The  oase  is  fully  stated  in  the  opinion  of  the  coart. 

The  specifications  and  drawings  of  the  letters  patent  re- 
ferred to  in  the  opinion  of  the  court  are  as  follows : 

SOLOMON  S.  GRAY,  OF  BOSTON,  MASSSACHUSETTS. 

Improvement  in  Shirt-Collars. 

Specification  forming  part  of  Letters  Patent  No.   SS^OBl^  dated 

June  23,  1863. 

To  all  whom  it  may  concern : 
Be  it  known  that  I,  Solomon  S.  Gray,  of  Boston,  in  the    • 
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county  of  Suffolk  and  Commonwealth  of  Massachusetts, 
have  invented  a  new  and  useful  improvement  in  Turn  Over 
Shirt-Collars ;  and  I  do  hereby  declare  that  the  following 
is  a  full,  clear,  and  exact  description  of  the  construction 
and  operation  of  the  same,  reference  being  had  to  the  ac- 
companying drawings,  forming  a  part  of  this  specification, 
in  which — 

Fig.  1  is  a  plan  of  a  collar  before  it  is  turned  over ;  and 
Pig.  2  is  a  perspective  view  of  the  same  turned  over  and 
broaght  into  a  circular  form,  as  on  a  person's  neck. 

Like  parts  are  indicated  by  the  same  letters  in  both  of 
the  drawings. 

A  great  defect  in  turn-over  collars  (especially  collars  made 
of  paper,  or  cloth  and  paper  united),  has  been  the  wrink- 
ling or  puckering  of  the  inner  part  when  brought  into  a 
circular  form,  as  on  a  person's  neck,  occasioned  by  the 
inner  part,  of  necessity,  occupying  a  smaller  circle  than 
the  outer  one. 

The  nature  of  my  improvement  therefore  consists  in  so  con- 
structing a  turn-over  collar  as  to  do  away  (with)  the  above- 
described  effect ;  and  this  object  I  accomplish  by  turning 
the  collar  over  on  a  curved  line,  a?,  instead  of  a  straight 
line,  y,  so  that  the  corners  ft  ft  of  the  turn-over  part  B,  will 
strike  the  points  x^  a:',  instead  of  y'  y\  as  they  would  if  the 
collar  were  turned  over  on  the  straight  line  y,  by  which  it 
is  evident  that  the  longer  space  from  y'  to  y' — /.^.,  from  ft 
to  ft — ^has  only  to  cover  the  shorter  space  from  x'  to  a?'  on 
the  part  A  forming  the  inner  circle,  and  thus  the  inner 
circle  will  not  be  wrinkled  or  puckered  by  the  tension  of 
the -outer  one. 

To  enable  others  skilled  in  the  art  to  make  and  use  my 
improvement,  I  will  now  proceed  to  describe  its  construc- 
tion and  operation. 

I  do  not  confine  myself  to  any  particular  style  of  turn- 
over collar,  nor  to  any  particular  material,  though  I  con- 
sider my  improvement  as  being  more  particularly  applicable 
to  paper,  or  cloth  and  paper  combined. 


I 
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Fig.  1  represents  a  collar  before  being  turned  over,  d^  e, 
and  /  being  button-holes,  punched  in  the  usual  manner. 

Hitherto  collars  have  been  turned  over  in  the  straight 
line,  p  (represented  by  the  dotted  line  in  Pig.  1),  and  the 
practical  objection  to  all  such  collars  has  been  described 
above.  The  line  a?,  however,  as  will  be  seen  by  inspecting 
Fig.  1,  is  a  curve  or  the  arc  of  a  circle,  and  on  this  line  the 
part  B  is  turned  over  onto  the  part  A.  The  best  mode  of 
doing  this  is  to  make  in  the  collar  an  impression  of  the 
curve  or  line  on  which  it  is  to  be  turned  over,  either  by 
means  of  a  die  pressed  upon  it,  or  by  drawing  a  pointed  in- 
strument over  it  beside  a  i)attem.  When  this  is  done,  the 
collar  can  be  readily  turned  over,  following  the  indented 
line  ;  or  the  collar  may  be  turned  over  the  edge  of  a  pat- 
tern or  block  of  the  proper  curve  or  line.  The  line  a?,  how- 
ever, instead  of  being  a  curve,  or  the  arc  of  a  circle,  might 
be  composed  of  straight  lines,  with  an  angle  at  the  center 
of  the  collar,and  accomplish  the  object  desired  about  as  well. 
I  prefer,  however,  to  make  it,  a?,  the  exact  arc  of  a  circle. 

The  drawings  are  as  large  as  a  medium-sized  collar,  and 
the  greatest  distance  from  the  straight  line  y  to  the  curved 
line  X  is  about  one-fourth  of  an  inch.  It  may,  however,  be 
a  little  more  or  less,  and  still  accomplish  the  object  required. 

Collars  thus  constructed  never  wrinkle  or  pucker,  and  may 
even  be  rolled  up  into  a  circle  of  not  more  than  an  inch  or 
so  in  diameter,  as  is  often  convenient  for  transportation, 
without  the  slightest  injury. 

Having  thus  described  the  nature  and  operation  of  my 
improvement,  what  I  claim  as  new,  and  desire  to  secure  by 
letters  patent,  is — 

A  shirt-collar  in  which  the  part  B  is  turned  over  onto  the 
part  A  in  the  curved  or  angular  line  a?,  instead  of  a  straight 
line,  in  order  to  prevent  the  part  A  from  wrinkling,  sub- 
stantially as  described. 

Witnesses :  SOLOMON  S.  GRAY. 

N.  Evans,  Jr., 
N.  Ames. 
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SOLOMON  S.  GRAY,  OP  BOSTON,  MASSACHUSETTS. 

Improvement  in  SniRT-CoLLAits.* 

Specification  forming  part  of  Letters  Patent  No.  38,961,  dated  Jnne 
23,  1863  ;  Beissne  No.  1^646^  dated  March  29,  1864 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Solomon  S.  Gray,  of  Boston,  in  the 
county  of  Suffolk  and  State  of  Massachusetts,  have  in- 
vented certain  new  and  useful  improvements  in  Turn-Over 
Shirt-Collars  ;  and  I  do  hereby  declare  the  following  to  be 
a  full,  clear,  and  exact  description  of  the  same,  reference 
being  had  to  the  accompanying  drawings,  making  part  of 
this  specification,  in  which — 

Fig.  1  represents  the  outline  of  the  collar  before  it  is 
turned  over,  with  lines  dotted  thereon  to  illustrate  the 
mode  and  manner  of  folding  it  over  and  the  effect  pro- 
duced thereby.  Fig.  2  represents  a  perspective  view  of  the 
same  turned  over  and  brought  into  a  circular  form  as  it 
would  be  on  a  person's  neck. 

The  same  letters  indicate  like  parts  in  both  of  the  draw- 
ings. 

In  the  making  of  turn-over  shirt-collars  of  paper,  or  of 
cloth  and  paper  combined,  it  is  exceedingly  difficult  to  fold 
tlie  material  so  that  when  turned  over  on  the  arc  of  a  circle 
it  will  present  a  regular  line.  This  cannot  be  done  by  the 
eye,  but  must  be  done  by  a  gauged  line  made  in  the  material, 
or  by  a  former  of  suitable  shape  laid  on  the  material  as  a 
guide  to  turn  it  over  by. 

The  first  part  of  my  invention  consists  in  turning  over 
the  collar  by  a  line  pressed  into  the  material  by  a  die,  or 
by  drawing  a  pointed  instrument  over  it  beside  a  pattern, 
and  then  following  the  indented  line,  or  by  turning  it  over 
the  edge  of  the  pattern  or  block  of  the  proper  curve  or  line. 

Another  defect  or  difficulty  in  tnm-over  collars  made  of 

*The  drawings  of  this  reissue  are  identical  with  those  of  the  original 
letters  patent  No.  38,961.    p.  158  ante. 
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jjaper,  or  of  paper  and  cloth  combined,  consists  in  the 
wrinkling  or  puckering  of  the  inner  part  when  brought  into 
a  circular  form,  as  it  is  when  on  the  neck  of  the  wearer,  and 
which  is  occasioned  by  the  inner  part  of  necessity  occupy- 
ing a  smaller  circle  than  the  outer  part. 

The  second  part  of  my  invention  consists  in  turning  the 
collar  over  in  a  curved  line  or  in  a  series  of  straight  lines 
and  slight  angles,  by  which  means  the  wrinkling  or  puck- 
ering is  entirely  obviated. 

In  a  paper,  or  a  cloth  and  paper  combined,  collar,  if 
turned  over  on  a  straight  line,  in  addition  to  the  wrinkling 
and  puckering  there  is  another  objection,  viz.,  the  difficulty 
of  inserting  a  necktie  underneath  the  turned-down  portion 
and  the  band,  and  when  inserted  it  increases  the  tendency 
of  the  inside  to  wiinkle  and  pucker,  but  by  turning  over 
the  collar  on  a  curved  line,  or  on  a  series  of  straight  lines 
that  elongate  the  line  by  which  it  is  turned  over,  there  is  a 
space  formed  between  the  turned  down  portion  and  the 
band  portion  in  which  the  necktie  can  be  laid  without  the 
least  tendency  to  wrinkle  or  pucker. 

The  third  pait  of  my  invention  consists  in  so  turning 
over  a  collar  made  of  paper,  or  of  paper  and  cloth  com- 
bined, on  a  curved  or  arched  line  as  that  a  space  shall  be 
left  between  the  turned-over  portion  and  the  band  portion, 
which  space  may  be  occupied  by  a  necktie  of  any  ordinary 
description. 

To  enable  others  skilled  in  the  art  to  make  and  use  my 
invention,  I  will  proceed  to  describe  the  same  with  refer- 
ence to  the  drawings. 

My  invention  is  not  confined  to  any  particular  style  of 
turn-over  collar,  but  I  regard  it  as  more  particularly  appli- 
cable to  collars  made  of  paper,  or  of  paper  and  cloth  com- 
bined. 

Hitherto  collars  have  been  turned  over  in  a  straight  line, 
as  represented  by  the  dotted  line  Y  in  Pig.  1,  and  the  prac- 
tical objection  to  all  such  collars  has  been  mentioned  above. 
The  line  X,  however,  as  will  be  seen  in  said  Fig.  1,  is  an 
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arc  of  a  circle,  and  on  this  line  the  part  B  is  turned  over 
onto  the  part  A.  The  best  mode  of  doing  this  is  to  make 
in  the  collar  an  impression  of  the  curve  or  line  on  which  it 
is  to  be  turned  over  either  by  means  of  a  die  pressed  upon 
it  or  by  drawing  a  pointed  instrument  over  it  beside  or 
along  a  pattern.  When  this  is  done,  the  collar  can  be 
readily  turned  over  on  or  following  the  indented  line,  or 
the  collar  may  be  turned  over  the  edge  of  a  pattern  or  block 
of  the  proper  curve  or  line. 

The  line  X,  instead  of  being  in  a  curve  or  arc  of  a  circle, 
might  be  composed  of  a  series  of  straight  lines  with  an 
angle  at  the  center  of  the  collar  and  accomplish  the  de- 
sired object  abont  as  well.  I  prefer,  however,  to  make  the 
folding  line  on  the  arc  of  a  circle. 

In  turning  the  collar  over  on  a  curved  line,  as  at  X,  in- 
stead of  a  straight  line,  as  at  Y,  the  corners  &  &  of  the  turn- 
over part  B  will  be  over  the  points  X'  X'  instead  of  the 
points  Y'  Y',  where  a  straight  line  would  bring  them,  by 
which  it  is  evident  that  the  longer  space  from  Y'  to  Y'  (Z.^., 
from  b  to  b)  has  only  to  cover  the  shorter  space  from  X'  to 
X'  on  the  part  A,  forming  the  inner  circle,  and  thus  the 
inner  circle  will  not  be  wrinkled  or  puckered  by  the  tension 
of  the  outer  one.  Besides,  by  turning  the  collar  on  a 
curved  line  so  far  from  the  outer  portion  crowding  upon  the 
inner  portion  and  thus  wrinkling  it,  the  portion  B  will  ac- 
tually stand  oflf  from  the  portion  A  a  distance  corresponding 
somewhat  to  the  space  shown  between  the  lines  b  Y'  and  b 
X',  and  varying  only  with  the  extent  of  curvature  of  said 
folding  or  turn-over  line.  This  space  between  the  two  por- 
tions A  B  when  the  folding-over  is  done  is  available  for  a 
necktie  if  one  be  worn,  but  the  space  itself  prevents  the 
two  parts  from  pressing  against  each  other,  which  pressing 
tends  to  wrinkle  one  or  the  other. 

d^  6,  and/i-epresent  the  button-holes,  which  are  punched 
in  the  material  in  the  usual  wav. 

The  drawings  are  about  the  size  of  a  medium  collar,  and 
^  the  greatest  distance  from  the  straight  line  Y  to  the  curved 
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line  X  is  about  one-fourth  of  anihch.  It  may,  however,  be 
more  or  less  and  still  accomplish  the  object  required.  Col- 
lars thus  constructed  never  wrinkle  or  pucker,  and  may  be 
even  rolled  up  into  a  circle  of  not  more  than  an  inch  or  so 
in  diameter  (as  is  often  convenient  for  transportation)  with- 
out the  slightest  injury,  as  the  difference  in  length  of  the 
outer  and  inner  portion,  and  the  fact  that  the  outer  portion 
stands  oflf  from  the  inner  portion  so  as  to  leave  clear  space 
between  them  admits  of  such  rolling. 

Having  thus  fully  described  my  invention,  what  I  claim 
therein  as  new,  and  desire  to  secure  by  lett.ers  patent,  is — 

1.  The  turning  over  of  a  paper,  or  of  a  paper  and  cloth, 
collar  by  a  defined  line,  whether  pressed  into  the  material 
by  a  die  or  pointed  instrument  or  by  bending  it  over  the  edge 
of  a  pattern  or  block  of  the  proper  cuiTe  or  line,  substan- 
tially as  described. 

2.  Turning  the  part  B  of  a  paper,  or  a  paper  and  a  cloth, 
collar  over,  onto,  or  toward  the  part  A  in  a  curved  or  angu- 
lar line  instead  of  a  straight  line,  substantially  as  and  for 
the  purpose  described. 

3.  So  turning  over  the  part  B  onto  or  toward  the  part  A 
in  the  manner  above  described  as  that  a  space  shall  be  left 
between  the  two  parts  for  the  purpose  and  substantially  in 
the  manner  herein  described. 

Witnesses :  SOLOMON  S.  GRAY. 

A.  B.  Stoughton, 
James  A.  Woodbury. 


ANDREW  A.  EVANS,  OF  BOSTON,  MASSACHU- 
SETTS. 

Improvement  In  Paper  Shirt-Collars. 

Specification  forming  part  of  Letters  Patent  No.   38^664^  dated 

May  26,  1863;  antedated  May  15,  1863. 

To  all  whom  it  map  coiicern: 
Be  it  known  tnat  I,  Andrew  A.  Evans,  of  Boston,  in  the 
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county  of  Suffolk,  and  Commonwealth  of  Massachusetts, 
h  ve  invented  a  new  and  useful  Improvement  in  Shirt-Col- 
lars; and  I  do  hereby  declare  that  the  following  is  a  full, 
clear  and  exact  description  of  the  construction  and  opera- 
tion of  the  same. 

To  enable  others  skilled  in  the  art  to  make  and  use  my 
invention,  I  will  now  proceed  to  describe  its  construction 
and  operation. 

I  am  aware  that  shirt-collars  have  been  made  of  a  fabric 
composed  of  paper  and  woven  cloth  prepared  in  a  peculiar 
manner,  as  in  the  patent  numbered  11,376,  and  that  indif- 
ferent collars  have  been  made  of  the  ordinary  kinds  of 
paper ;  but  the  former  is  expensive,  has  a  comparatively 
coarse  appearance,  and  when  turned  over  is  apt  to  crack, 
so  as  to  form  a  roughened  edge,  while  the  latter  is  too  fra- 
gile and  tender  to  make  a  suitable  button-hole  or  be  of 
much  utility  as  a  collar. 

The  nature  of  my  invention  therefore  consists,  first,  in 
making  shirt-collars  of  a  fabric  known  to  the  trade  as 
"parchment  paper,"  or  paper  prepared  with  animal  sizing, 
which  may  be  manufactured  cheaper  than  a  fabric  com- 
posed of  paper  and  cloth,  is  sufficiently  tough  and  strong 
to  form  tenacious  button-holes,  is  susceptible  of  a  smoother 
surface  and  polish  than  cloth  paper,  and  can  be  turned 
over  without  cracking,  and  forming  a  roughened  edge,  &c. ;. 
second,  in  coating  one  side  or  both  sides  of  paper  shirt- 
coUars  with  a  thin  varnish  of  "bleached  shellac,"  which 
not  only,  adds  smoothness,  strength,  and  stiffness  to  the 
fabric,  but  also,  being  a  repellant  of  water,  prevents  pers-^ 
piration  or  other  moisture  from  entering  the  collar.  The 
shellac,  moreover,  renders  the  surface  of  the  paper  so  hard 
and  smooth  that  it  wears  much  longer  without  being  soiled 
by  exposure  to  dust  or  damp. 

I  make  my  collars  of  any  of  the  patterns  or  shapes  in 
general  use,  either  "stand-up"  or  "turn-over,"  and  pro- 
vided with  button-holes,  by  means  of  which  they  are  at- 
tached to  shirts  in  the  usual  manner.     I  first  take  parch- 
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ment  paper,  or  paper  prei)ared  with  animal  sizing,  and 
cover  one  side  or  both  sides  of  it  with  thiti  varnish  of 
bleached  shellac,  and  allow  it  to  dry.  The  paper  is  then 
passed  between  polishing  rollers,  such  as  are  in  general  use 
for  polishing  paper  or  cloth ;  and  this  operation  finishes 
the  fabric  ready  to  be  made  into  collars.  The  collars  are 
cut  out  and  the  button-holes  punched  by  dies  with  great 
rapidity. 

My  invention  constitutes,  I  think,  a  great  improvement 
in  the  art  of  making  shirt- collars,  producing  a  cheaper  and 
better  article  of  its  kind  than  any  known  or  used  before. 

Having  thus  described  the  nature  and  operation  of  my 
improvement,  what  I  claim  as  new,  and  desire  to  secure  by 
letters  patent,  is — 

A  shirt  collar  made  of  parchment  paper,  and  coated  with 
varnish  of  bleached  shellac,  substantially  as  described,  and 
for  the  objects  specified. 

ANDREW  A.  EVANS. 

Witnesses : 

N.  Evans,  Jr., 
N.  Ames. 


JAMES  A.  WOODBURY,  OF  BOSTON,  MASSACHU- 
SETTS,  ASSIGNEE  OF  ANDREW  A.  EVANS. 

Improvement  in  Paper  Shirt-Collabs. 

Specification  forming  part  of  Letters  Patent  No.  38,664,  dated  May 
26,  1863;  Beissne  No.  2,309,  dated  July  10,  1866. 

Division  A. 

To  all  whom  it  may  concern : 

Be  it  known  that  Andrew  A.  Evans,  of  Boston,  in  the 
county  of  SuflPolk,  and  State  of  Massachusetts,  did  invent 
a  new  and  useful  Improvement  in  Shirt- Collars ;  and  I  do 
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hereby  declare  that  the  following  is  a  full,  clear  and  exact 
description  of  the  same. 

Previous  to  the  invention  of  the  said  Andrew  A.  Evans 
collars  were  made  of  paper  applied  to  some  woven  fabric, 
the  paper  serving  the  purpose  of  giving  to  the  loose  and 
limber  fabric  the  body,  rigidity  of  stiffness  and  general  ap- 
pearance of  a  starched  linen  collar,  while  the  backing  of 
cloth  or  fabric  gave  it  the  necessary  strength  or  resistance. 
The  increasing  cost  of  the  backing  and  the  difficulty  at- 
tending the  manufacture  render  the  collars,  intended  to  be 
worn  as  a  general  thing  but  once,  too  expensive  to  answer 
the  purpose  they  were  designed  for.  The  object  of  the  said 
Evans  was,  therefore,  to  make  a  paper  collar  in  which  the 
cloth  backing  may  be  dispensed  with,  and  which  he  did,  as 
follows: 

Said  Evans  discovered  as  the  result  of  many  experiments 
that  in  order  to  produce  a  really  good  collar  the  paper  must 
I)ossess  the  following  qualities — viz.,  strength  to  withstand 
the  usual  wear  and  tear,  particularly  where  button- holes 
are  used,  without  excessive  thickness,  such  as  to  destroy 
the  resemblance  to  a  starched  linen  collar,  and  tenacity  or 
toughness  with  pliability  saflScient  to  allow  the  collar  to 
be  folded  upon  itself  without  cracking  at  the  fold,  and  the 
pureness  of  color  and  necessary  polish  to  make  it  resemble 
starched  linen.  He  (said  Evans)  made  his  collars  out  of  a 
paper  which  he  produced,  or  caused  to  be  produced,  in 
which  he  combined  these  qaalities,  which  paper  was  made 
of  a  long  fiber,  substantially  in  this  respect  like  bank-note 
paper,  but  of  about  the  same  thickness  as  that  of  an  ordi- 
nary collar,  and  of  a  pure  shade  or  color  such  as  to  resem- 
ble starched  linen.  By  means  of  the  length  of  fiber  in  the 
material  he  was  enabled  to  obtain  from  the  degree  of 
thickness  above  specified  a  sufficient  degree  of  strength, 
tenacity  and  pliability  to  make  a  collar  practically 
useful  for  wear  without  interfering  with  the  resemb- 
lance in  appearance  to  a  linen  collar.  A  sample  of  the 
paper  which  he  thus  found  suitable  and  used  is  shown 
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filed  with  the  original  application  of  the  said  Evans  for  his 
patent  above  referred  to. 

To  produce  a  paper  having  the  above-mentioned  qualities, 
what  is  known  as  *  hard  stock"  should  be  used  in  larger 
proportion  than  is  required  for  other  descriptions  of  paper 
except  for  that  which  is  known  as  '^bank-note"  paper, 
and  in  the  process  of  pulping  the  stock  dull  knives  should 
be  used,  and  the  distance  of  the  knives  or  beaters  and 
their  mode  of  striking  the  knife-bar  should  be  so  ar- 
ranged as  to  draw  out  the  pulp  instead  of  chop- 
ping it  short,  constituting  what  is  known  as  the*' long- 
bearing"  process,  and  this  long  beating  should  be  contin- 
ued for  a  great  length  of  time  so  that  the  fiber  shall  be  not 
onlj'^  long  but  fine,  and  thereby  the  paper  not  only  be  more 
strong  but  more  smooth  and  even,  and  the  fiber  become 
bedded  in  the  thickness  of  the  paper,  so  as  not  to  mar  the 
surface.  After  the  stock  is  thus  pulped,  the  paper,  if  made 
upon  a  cylinder-machine,  may  be  run  off  in  two  or  more 
sheets  of  pulp,  which  may  be  united  as  they  run  from  sev- 
eral cylinders  and  pass  together  one  over  the  other,  under 
the  press  or  rolls,  into  one  sheet  of  the  required  thickness, 
or  one  sheet  may  be  first  run  off  upon  a  reel  and  then 
united  in  the  same  manner  with  another  sheet  running 
from  the  cylinder  and  both  passing  under  the  rolls  to- 
gether ;  but  the  former  mode  is  found  preferable  in  prac- 
tice, as  the  several  sheets  are  in  that  case  of  equal  degrees 
of  moisture,  and  therefore  form  in  that  state  a  more  perfect 
union.  In  case  a  single  sheet  is  used  made  upon  a  cylin- 
der-machine, as  its  thickness  and  length  of  fiber  tend  to 
retain  the  moisture,  great  care  must  be  taken  to  expel  the 
water  from  the  pulp.  In  case  a  Pourdrinier  machine  is 
used  the  paper  may  be  made  of  the  required  thickness 
from  a  single  sheet  of  pulp  ;  but  the  *'  wire"  on  which  the 
pulp  is  formed  should  be  supplied  with  extra  suction- 
boxes  to  remove  the  water,  and  its  forward  motion  should 
be  much  slower  than  in  the  manufacture  of  ordinary  paper, 
while  the  lateral  or  vibratory  motion  of  the  wire  should  be 


Oct.,  1874.]  UNION  PAPER  COL  CO.  v.  VAN  DEUSEN.  173 

Statement  of  ih^  case.  • 

as  rapid  or  more  rapid  than  usnal  in  order  to  afford  greater 
time  and  motion  for  extracting  the  moisture  from  the  pulp. 
Care  should  also  be  used  to  give  to  the  paper  in  the  pulp 
the  slight  bluish  tinge  which  is  found  in  starched  linen, 
and  to  prevent  its  having  a  dead  or  yellowish  white  color. 

The  invention  of  said  Evans  is  not  confined  to  the  nse  of 
any  specific  proportion  of  hard  stock,  nor  to  any  specific 
time  or  mode  of  long  beating  of  the  pulp,  nor  any  specific 
method  of  running  off  or  uniting  the  sheet  of  pulp,  or  of 
exhausting  the  moisture,  or  of  giving  the  required  tint ; 
but  it  is  believed  that  the  quality  of  stock  to  be  used,  and 
the  process  by  which  the*length  of  fiber  and  the  required 
shade  of  color  are  produced,  will  be  readily  understood  by 
paper  manufacturers  having  regard  to  the  above  descrip- 
tion and  the  purposes  for  which  the  paper  is  designed. 

This  paper  may  be  prepared  with  animal  sizing,  and  when 
so  prepared  it  is  known  in  the  trade  as  "parchment" 
paper,  or  such  sizing  may  be  dispensed  with. 

The  paper  may  also  be  covered  on  one  or  both  sides  with 
a  thin  varnish  of  bleached  shellac  and  allowed  to  dry,  or 
such  varnishing  may  be  dispensed  with.  The  paper  hav- 
ing been  passed  between  polishing  rollers,  such  as  are  in 
general  use  for  polishing  paper  or  cloth,  is  ready  to  be 
made  into  collars. 

The  collars  are  cut  out  and  the  button-holes,  if  any,  are 
punched  by  dies,  and  the  collar  may  be  indented  along  a 
line  running  parallel  with  the  exposed  edges,  so  as  to  imi- 
tate the  stitching  of  sewed  collars,  and  of  such  various  pat- 
terns or  shapes  as  are  in  use,  either  *' stand-up"  or  '* turn- 
over," and  provided,  if  required,  with  button-holes,  by 
means  of  which  they  might  be  attached  to  shirts  in  the 
usual  manner,  and  as  represented  in  the  accompanying 
drawings,  marked  respectively  Figs.  1,  2,  and  3. 

What  is  claimed  under  this  patent  as  the  invention  of 
the  said  Andrew  A.  Evans,  and  desired  to  be  secured  by 
letters  patent,  as  a  new  article  of  manufacture,  ii 
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A  collar  made  of  long  fiber  paper,  substantially  such  as 
is  above  described. 

JAMES  A.  WOODBURY. 
Witnesses : 

A.  B.  Stoughton, 
John  S.  Hollingshead. 

Messrs,  C,  A.  Seward  and  Charles  C.  Morgan^  f(yr  a^ 
pellant : 

In  Seymour??.  Osborne,  11  Wall.  642  [8  Am,  &  Eng.  290], 
it  was  held  that  the  crucial  test  of  the  only  question  which  re- 
mains after  the  Commissioner  has* reissued  a  patent,  is  I  his : 
•'Is  there  such  a  repugnancy  between  the  old  and  the  new 
patent  that  it  must  be  held,  as  a  matter  of  legal  construction, 
that  the  new  patent  is  not  for  the  same  invention  as  that  em- 
braced and  secured  in  the  original  patent  ?"  No  such  re- 
pugnancy can  exist  in  the  present  case,  for  the  reason  that 
it  is  the  identical  paper  in  the  form  of  a  collar  that  is  em- 
braced in  both  patents.  These  views  seem  to  be  abund- 
antly sustained  in  Milligan,  etc.,  Glue  Co.  v.  Upton,  6  Pat. 
Off.  Gaz.  838 ;  and  Goodyear  D.  V.  Co.  -o.  Smith,  5  Pat.  Off. 
Gaz.,  587. 

In  Curtis  on  Patents  (sec  27,  n,  2),  the  following  remark 
of  Lord  Chief  Justice  Abbott  is  quoted : 

*'The  best  definition  of  the  term  'manufacture'  as  the 
subject  of  a  patent,  would  be  any  new  combination  of  old 
material,  constituting  a  new  result  or  production  in  the 
form  of  a  vendible  article,  not  being  machinery." 

So,  also,  our  own  courts  have  said  that ;  "A  new  j)rocess 
or  method  of  operation  is  patentable,  when  it  amounts  to  a 
successful  application  of  known  things ;  and  the  patent  is 
primafacie  evidence  of  novelty  of  the  invention." 

Roberts  n.  Dickey,  4  Brews.  260 ;  S.  C.  3  Pittsb.  352 ;  1 
Pat,  Off.  Gaz.  4 ;  Roberts  v.  Dickey,  4  Pish.  Pat.  Cas.  532; 
Detmold  v.  Reeves,  5  Pa.  Law.  Jour.  Rep.  99. 

Concede  that  Evans  knew  that  there  were  different  kinds 
of  paper,  each  one  of  which  possessed  separately  some  one 
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of  the  qualities  which  he  was  seeking  to  combine ;  still,  if 
he  was  the  first  to  combine  material  and  processes  which 
united  those  separate  qualities  in  their  product,  such  pro- 
duct was  a  new  manufacture  bv  reason  of  the  new  combi- 
nation. 

Many  ??.  Sizer,  1  Pish.  17. 

So,  also,  in  Goodyear  v.  R  R.  Co.,  2  Wall.  Jr.  356,  Mr. 
Justice  Grier,  in  speaking  of  the  soft  vulcanized  rubber, 
said :  "  It  was  a  combination  of  matter  having  qualities 
possessed  by  no  other  known  material." 

Many  v,  Jagger,  1  Blatchf.  372,  and  Muntz  v,  Foster,  2 
Web.  Pat.  Gas,  96,  are  illustrative  of  the  same  rule. 

In  Ryan  v.  Goodwin,  3  Sumn.  614,  where  the  subject 
matter  of  the  patent  was  the  chemical  composition  used 
upon  the  ends  of  matches  to  secure  their  ignition,  Jndgj 
Story  held  that  the  omission,  from  the  former  composition, 
of  one  of  the  ingredients,  viz. :  the  chlorate  of  potash,  was 
sufficient  to  sustain  the  patent. 

Evans  omitted  all  those  substances  and  modes  of  treat- 
ment which  produce  the  undesirable  qualities  of  excessive 
stiffness,  splitting,  cracking  and  discoloration,  and  conir 
bined  for  the  first  time  the  qualities  which  render  the  pro- 
duct a  successful  one  as  a  collar  paper. 

In  Strong  v.  Noble,  6  Blatchf.  477,  a  patent  for  a  whip- 
handle  covered  by  a  knit  fabric  w^as  upheld,  although  the 
handle  was  old,  and  although  tubular  coverings  and  other 
kinds  of  coverings  than  those  produced  by  knitting  were 
old ;  and  it  was  held  that,  because  there  were  advantages 
resulting  from  the  knitted  fabric  in  point  of  ornament, 
economy  and  durabilit}%  which  could  have  become  known 
only  by  experiment,  the  combination  was  a  new  manufac- 
ture. 

In  Hoffman  v.  Stiefel,  7  Blatchf.  58,  the  court,  speaking 
of  paper  collars  with  an  enameled  surface,  said : 

**The  fact  that  such  a  collar  was  not  known  as  a  practi- 
cal thing  before  the  plaintiff  made  it,  would  naturally  lead 
to  the  conclusion  that  the  proper  enameled  paper  was  not 
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made  until  the  plain tiflf  made  it.  Because,  if  the  paper  had 
been  known,  the  use  of  it  for  the  collar  was  sufficiently 
obvious.  Finding  no  proper  enameled  paper  ready  to  bis 
hand,  the  plaintiff  experimented  for  some  time  to  piodiice 
it  and  at  length  succeeded,  and  making  the  collar  followed.' ' 
If  this  was  true  of  simply  enameling  the  collar  paper,  which 
implied  the  use  of  a  paper  suitable  for  a  collar,  a  fortiori 
it  is  true  of  a  paper  which,  for  the  first  time,  supplied  the 
market  with  a  jmper  collar  ''as a  practical  thing." 

It  is  said  in  Curt.  Pat.  57 : 

''It  is  not  to  be  laid  down  broadly,  that  the  use  of  one 
material  in  the  place  of  another  can  never  be  the  subject  of 
a  patent.  If  such  substitution  involves  a  new  method  of 
attachment  or  construction,  or  leads  to  any  new  mode  of 
operation,  or  develops  »a  new  application  of  the  properties 
in  matter,  so  as  to  change  the  use  of  the  manufacture  or 
machine,  there  maybe  in  the  use  of  the  new  material  a 
patentable  invention." 

This  view  was  adopted,  in  its  larger  and  more  generous 
extent,  in  the  case  of  Goodyear  D.  V.  Co.  v.  Smith,  6  Pat. 
Off.  Gaz.  585. 

Messrs,  J.  J.  Coombs  and  Edward  Wetmore^  for  ap- 
pellees : 

Paper  collars  are  folded,  whether  on  a  straight  or  on  a 
curved  line,  by  the  same  methods  by  which  paper  has  been 
folded  on  such  lines  from  time  immemorial.  The  specifi- 
cation does  not  suggest  any  new  methods  nor  any  novelty 
or  difficulty  in  applying  the  old  methods. 

The  plaintiffs  do  not  attempt  to  contradict  or  deny  the 
fact  that  the  collars  in  question  were  made  and  publicly 
used  ;  but  they  claim  that  they  were  abandoned  and  fall 
within  the  rule  of  abortive  experiments. 

The  rule,  however,  does  not  apply,  for  this  reason :  where 
an  article  has  been  once  successfully  made  and  also  U8»*d  in 
public,  not  necessarily  used  by  the  public  (Curt.  Pat.  64, 
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and  cases  cited),  it  is  sufficient  to  destroy  the  claim  of  a 
subsequent  alleged  inventor  of  the  same  article. 

The  bare  fact  that  the  paper  collars  made  before  Gray's 
patent  did  not  become  articles  of  trade,  or  even  that  the 
attempt  to  introduce  them  as  articles  of  trade  proved  an- 
snccessful,  does  not,  of  itself,  pi^ove  that  these  collars  were 
not  completely  and  successfully  made,  and  perfectly  folded 
on  a  curved  line  by  the  means  described.  On  the  other 
hand,  the  evidence  being  direct  and  decisive  that  they  were 
successful,  and  were  actually  and  frequently  worn  and  used 
in  public,  there  is  nothing  in  the  facts  mentioned  which 
overcomes  that  evidence  or  avoids  the  conclusion  that  in 
the  instances  named,  Gray's  alleged  invention  was  com- 
pletely anticipated. 

The  rule  governing  the  examination  of  reissues  by  the 
courts,  is  now  well  settled.  It  is  true,  judicial  tribunals 
cannot  ffo  behind  the  action  of  the  Patent  Office,  on  the 
mere  questions  whether  errors  had  arisen  from  inadvert- 
ence, etc.,  as  required  by  the  statute,  before  the  reissue 
was  granted.  Whatever  frauds  may  have  been  practiced 
in  obtaining  the  corrected  grant,  they  cannot  be  investi- 
gated in  a  suit  for  infringement. 

Not  so,  however,  the  jurisdictional  fact  that  the  reissue 
must  be  for  the  same  invention  as  the  original. 

Am.  Wood  Paper  Co.  t?.  Disintegrating  Co.,  6  Blatchf. 
27,  affirmed  23  Wall.  566  [p.  199  post] ;  Carlton  v,  Bokee, 
17  Wall.  463  [9  Am.  &  Eng.  91.]  -  " 

In  the  present  instance,  it  appears  upon  the  face  of  the 
two  specifications,  that  the  alleged  inventions  described  in 
the  original  and  in  the  reissue  are  not  only  different  but 
repugnant. 

Reissues  are  allowed  when  a  patent  is  inoperative  or  in- 
valid by  reason  of  a  defective  or  insufficient  specification, 
and  a  new  and  correct  patent  can  be  issued  only  for  the 
same  invention,  as  that  defectively  or  insufficiently  de- 
scribed in  the  original,  not  for  a  different  invention  or  one 
not  described  at  all  in  the  original. 
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Evans  was  not  the  inventor  of  the  thing  described  and 
claimed  in  that  patent,  whether  what  is  so  described  and 
claimed  is  patentable  or  not. 

He  saw  a  sample  of  paper  made  by  a  particular 
maker,  which  was  suitable  for  collars,  except  as  to  color 
and  some  minor  details.  He  took  this  sample  to  the  man- 
ufacturer and  ordered  a  quantity  of  the  same  paper,  with 
the  requisite  change  as  to  color. 

He  was  wholly  ignorant  of  the  art  of  paper  making,  and 
gave  no  directions  or  suggestions  as  to  the  mode  in  which 
the  paper  was  to  be  manufactured,  and  had  no  other  agency 
in  producing  the  paper  than  ordering  it  in  the  first  place, 
and  pointing  out  to  the  paper  maker  afterwards,  when  the 
jmper  was  not  white  enough  or  thick  enough,  etc.,  for  the 
purpose  for  which  it  was  to  be  applied. 

The  allegation  of  the  plaintiffs  is,  that,  in  doing  as  above 
recited,  Evans  invented  a  new  article  of  manufacture,  by 
inventing  the  material  from  which  it  is  made. 

It  must  be  admitted  that  the  whole  of  the  alleged  inven- 
tion consists  in  the  paper.  If  Evans  did  not  invent  the 
paper,  he  did  not  invent  anything. 

Now,  if  there  is  nothing  new  in  the  process  of  making 
the  paper,  there  can  be  nothing  new  in  the  paper  when 
made. 

There  may  be  an  old  product  from  a  new  process,  but 
there  cannot  be  a  new  product  from  an  old  process.  No 
article  can  be  made  or  imagined,  which  is  novel,  which  has 
some  difference  distinguishing  it  from  other  things  of  the 
same  kind,  of  which  that  novelty  is  not  caused  by  some 
corresponding  novelty  in  the  i)rocess  of  its  construction. 
If  two  things  are  made  in  exactly  the  same  way,  they  must 
be  actually  similar.     This  is  self-evident. 

In  the  present  instance,  the  paper  claimed  in  the  Wood- 
bury reissue,  if  it  was  new,  must  have  owed  that  novelty  to 
some  corresponding  change  in  the  process  of  its  manufac- 
ture. 

If  the  Evans  paper  was  a  new  thing,  Evans  must  have  in- 
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vented  the  way  of  making  it,  or  he  is  not  entitled  to  a 
patent,  either  for  the  paper  when  made  or  the  collar  made 
from  it.  The  Woodbury  specification  admits  this  by  im- 
plication, by  stating  that  "The  invention  of  said  Evans  is 
not  confined  to  any  specific  proportion  of  liard  stock,"  et<;., 
i.  e.j  his  invention  consists  in  using  "hard  stock,"  etc.,  but 
is  not  confined  to  any  specific  proportions,  etc.  Yet,  ac- 
cording to  the  plaintiffs  claim,  Evans'  part  in  the  inven- 
tion did  not  consist  in  any  suggestion  as  to  the  way  of 
making  the  paper,  but  simply  in  describing  the  general 
qualities  it  should  possess  when  made.  He  merely  stated 
the  problem,  without  hinting  at  any  method  of  its  solution. 

Whoever  suggests  the  plan  or  principle  of  the  invention, 
is  the  first  and  true  inventor. 

See,  Curt.  Pat.  sec.  19,  et  seq.  3d  ed.;  Alden  v.  Dewey, 
1  Story.  336 ;  Pitts  v.  Hall,  2  Blatchf.  229  ;  King  v.  Ark- 
wright,  1  Web.  Pat.  Cas.  64  [1  Am.  &  Eng.  29];  Minter 
V,  Wells,  Idem.  132. 

What,  then,  is  the  '*plan  or  principle"  of  the  alleged 
invention  in  the  Woodbury  reissue  i 

The  principle  of  an  invention,  in  any  case,  consists  of  the 
method  or  rule  of  action  embodied  therein. 

*' Whoever  discovers  that  a  certain  useful  result  will  be 
produced  in  any  art,  machine,  manufacture  or  composition 
of  matter,  by  the  use  of  certain  means,  is  entitled  to  a 
patent  for  it ;  provided  he  specifies  the  means  he  uses,  in  a 
manner  so  full  and  exact  that  anyone  skilled  in  the  science 
to  which  it  appertains  can,  by  using  the  means  he  specifies, 
without  any  addition  to  or  subtraction  from  them,  produce 
precisely  the  result  he  describes.  If  this  cannot  be  done 
by  the  means  he  describes,  the  patent  is  void ;  and  if  it  can 
be  done,  then  the  patent  confers  on  him  the  exclusive  right 
to  use  the  means  he  specifies  to  produce  the  result  or  effect 
he  describes,  and  nothing  more.  And  it  makes  no  differ- 
ence in  this  respect  whether  the  effect  is  produced  by 
chemical  agency  or  combination,  or  by  the  application  of 
discoveries  or  principles  in  natural  philosophy  known  or 
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unknown  before  Ms  invention,  or  by  machinery  acting  to- 
gether upon  mechanical  principles.  In  either  case  he  must 
describe  the  manner  and  process  as  above  mentioned,  and 
the  end  it  accomplishes.  And  anyone  may  lawfully  ac- 
complish the  same  end  without  infringing  the  patent,  if  he 
uses  means  substantially  different  from  these  described." 
O'Reilly  v.  Morse,  15  How.  62  [5  Am.  &  Eng.  483J. 

Mr.  Justice  Cliffokd  delivered  the  opinion  of  the  court : 

Patents  may  be  granted  for  a  new  manufacture,  as  well 
as  for  a  new  and  useful  art,  machine  or  composition  of 
matter,  if  it  appears  that  the  manufacture  is  both  new  and 
useful,  and  that  the  applicant,  who  desires  to  obtain  the 
exclusive  property  therein,  is  the  original  and  first  inventor 
or  discoverer  of  the  improvement.  Such  a  patent,  also,  if 
inoperative  or  invalid  for  either  of  the  reasons  stated  in 
the  13th  section  of  the  Patent  Act  may,  if  the  error  arose 
from  inadvertence,  accident  or  mistake,  and  without  any 
fraudulent  or  deceptive  intention,  be  surrendered  ;  and  in 
that  event,  the  Commissioner  may  cause  a  new  patent  to  be 
issued  for  the  same  invention  for  the  residue  of  the  period 
then  unexpired,  for  which  the  original  patent  was  granted. 

6  Stat,  at  L.  122. 

Matters  embraced  in  the  pleadings  not  in  controversy 
will  be  passed  over  without  comment.  Seven  of  the  patents 
described  in  the  bill  of  complaint  are  of  that  character 
which  leaves  but  two  for  re-examination.  Certain  of  the 
patents  were  adjudged  invalid,  in  respect  of  which  there  is 
no  assignment  of  error  by  the  complainants ;  and  certain 
other  patents  were  adjudged  valid,  and  the  respondents 
not  having  appealed  from  the  decree,  the  question  of  their 
validity  is  not  open  to  re-examination. 

Two  other  patents  were  surrendered  by  the  complainants 
and  reissued  during  the  litigation  for  the  infringement,  of 
which  no  profits  or  damages  can  be  recovered  in  this  suit. 
Stripped  of  all  such  matters,  (a)  the  case   presents  two 

Omitted  in  Wall. 
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principal  questions  for  decision :  1.  Whether  the  reissued 
patent  granted  to  Andrew  A.  Evans  for  improvements  in 
I)aper  shirt  collars  is  a  valid  patent.  2.  Whether  the  re- 
issued patent  originally  granted  to  Solomon  S.  Gray  for 
improvements  in  turn-over  shirt  collars  is  a  valid  patent  (6). 

Usually  the  question  of  infringement  also  arises  in  such 
controversies,  but  that  question  is  closed  in  this  case  in 
favor  of  complainants  by  the  admission  of  the  respondents. 

Proofs  were  taken  on  both  sides,  and  the  Circuit  Court 
entered  a  decree  that  the  two  patents  in  issue  here  are  in- 
valid, and  the  complainants  appealed  to  this  court.  Since 
the  appeal  was  entered  here,  the  complainants*  have  filed 
the  following  assignment  of  errors:  2.  That  the  Circuit 
'  Court  erred  in  its  decision  that  Evans  was  not  the  inventor 
of  his  patented  product,  and  in  its  decree  that  the  reissued 
patent  therefor  is  not  a  valid  patent.  3.  That  the  Circuit 
Court  erred  in  its  decision  that  Gray's  invention  was  antici- 
pated by  prior  inventions,  and  in  its  decree  that  the  re- 
issued patent  therefore  is  not  a  valid  patent. 

Two  answers  are  made  to  the  first  assignment  of  errors :  {c) 

1.  That  the  reissued  patent  of  Evans  is  not  for  the  same 
invention  as  the  original,  which,  {d)  if  true,  is  sufficient  to 
show  that  the  patent  is  invalid,  even  if  the  patentee. was 
the  original  and  first  inventor  of  the  improvement  described 
in  the  original  patent. 

Power  to  surrender  patents  for  the  purpose  suggested  in 
the  Act  of  Congress  implies  that  the  specification  may  be 
corrected  to  the  extent  necessary  to  cure  the  defects  and 
to  supply  the  deficiencies  to  render  the  patent  operative 
and  valid,  but  the  interpolation  of  new  features,  ingredients 
or  devices  which  were  neither  described,  suggested  nor 
substantially  indicated  in  the  specification,  drawings  or 
Patent-Office  model  were  never  allowed,  and  by  a  recent  Act 

88  W»1L  66T. 

(6)  Wallace  omits  from  (b-c). 

(c)  Wallace  inserts,  '* Infringement  isadmitted.  The  defendants  allege. '' 

(d)  Wallace  substitutes  ''this''  for  ''which." 
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of  Congress  it  is  provided  that  no  new  matter  shall  be  in- 
troduced into  the  specification,  nor,  in  the  case  of  a  ma- 
chine patent,  shall  the  model  or  drawings  be  amended  ex- 
cept each  by  the  other.     16  Stat,  at  L.  206. 

Rej)eated  decisions  also  have  established  the  rule  that  parol 
testimony  is  not  admissible,  in  an  application  for  a  reissued 
patent,  to  enlarge  the  scope  and  effect  of  the  invention  be- 
yond what  was  described,  suggested  or  substantially  indi- 
cated in  the  original  specification,  drawings,  or  Patent  Office 
model,  as  the  purpose  of  a  surrender  and  reissue  is  not  to 
introduce  new  features,  ingredients  or  devices,  but  to  ren- 
der effectual  the  actual  invention  for  which  the  original 
patent  should  have  been  granted. 

Unless,  however,  it  is  apparent  upon  the  face  of  the  new 
patent  that  the  Commissioner  has  exceeded  his  authority, 
his  decision  his  final  and  conclusive,  as  the  jurisdiction  to 
reissue  patents  is  vested  in  him  subject  to  a  single  excep- 
tion ;  that  if  there  is  such  repugnancy  between  the  old  and 
the  new  patent  that  it  must  be  held,  as  matter  of  legal  ccm- 
struction,  that  the  reissued  patent  is  not  for  the  same  in- 
vention as  that  embraced  and  secured  in  the  original  patent, 
then  the  reissued  patent  is  invalid. 

Whether  a  reissued  patent  is  for  the  same  invention  as 
the  surrendered  original  or  for  a  different  one,  must  very 
largely  be  determined  by  a  comparison  of  the  two  instru- 
ments, as  the  decision  must  necessarily  depend  upon  the 
question  whether  the  specifications  and  drawings  of  there- 
issued  patent  are  not  substantially  the  same  as  those  of  the 
original;  and  if  not;  whether  the  omissions  or  additions 
are  or  are  not  greater  than  the  law  allows  to  cure  the  defects 
of  the  original  specification. 

{e)  Before  describing  the  nature  of  his  invention,  the  pat- 
entee in  this  case  admits  that  he  is  aware  that  shirt  coUai^ 
have  been  made  of  a  fabric  composed  of  paper  and  woven 
cloth  prepared  in  a  peculiar  manner,  and  that  collars  of  an 

tS  Wall.  557-568. 

(e)  WaUace  omits  from  t-f. 
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indiflferent  character  have  been  made  of  the  ordinary  kinds 
of  paper ;  but  the  former,  as  he  states,  are  expensive  and 
have  a  coarse  appearance,  and  the  latter  are  too  fragile  to 
admit  of  a  suitable  button  hole,  or  to  be  of  much  utility  as 
a  shirt  collar. 

His  invention,  as  he  says,  consists  of  two  features :  1.  In 
making  shirt  collars  of  a  fabric  known  to  the  trade  as  parch- 
ment paper,  or  paper  prepared  with  an  animal  sizing,  which 
may  be  manufactured  cheaper  than  a  fabric  composed  of 
paper  and  cloth,  and  is  sufficiently  strong  and  tough  to  form 
tenacious  button-holes,  and  is  susceptible  of  a  smoother 
surface  and  polish  than  cloth  paper,  and  may  be  turned 
over  wathout  cracking  or  forming  a  roughened  edge.  2.  In 
coating  one  or  both  sides  of  paper  shirt  collars  with  a  thin 
varnish  of  bleached  shellac,  which  not  only  adds  smooth- 
ness, strength  and  stiflfness  to  the  fabric,  but,  being  a  re- 
pellant  of  water,  it  also  prevents  perspiration  or  other  mois- 
ture from  entering  the  fabric  of  the  collar,  and  renders  the 
surface  of  the  paper  so  hard  and  smooth  that  it  wears  much 
longer  without  being  soiled  by  being  exposed  to  dust  or 
dampness. 

Specific  directions  are  then  given  by  the  patentee  as  to 
the  manner  of  dressing  the  described  fabric  before  it  is 
manufactured  into  shirt  collars,  as  follows :  First,  take  the 
parchment  i)aper  or  paper  prepared  with  animal  sizing,  and 
cover  one  or  both  sides  of  it  with  thin  varnish  of  bleached 
shellac  and  allow  it  to  dry.  Then  pass  the  paper  through 
the  polishing  rollers,  such  as  are  in  general  use  for  polish- 
ing paper  or  cloth,  and  then  the  fabric  is  ready  to  be  cut 
into  collars  and  the  button-holes  may  be  punched  by  dies, 
with  great  rapidity. 

Instead  of  that,  the  representation  of  the  reissued  pat- 
ent is,  that  the  alleged  inventor  discovered,  as  the  result  of 
his  experiments,  that  in  order  to  produce  a  really  good  col- 
lar, the  paper  used  for  the  fabric  must  possess  sufficient 
strength,  without  excessive  thickness,  to  destroy  the  resem- 

Omlttod  in  Walk 
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blance  to  linen,  and  sufficient  tenacity,  toughness  and  pli- 
ability to  allow  the  collar  to  be  folded  npon  itself  without 
cracking  at  the  fold,  with  the  pureness  of  color  and  nec- 
essary polish  to  resemble  starched  linen. 

Shirt  collars  of  the  kind  described,  he  made,  as  repre- 
sented in  the  specification  of  the  reissued  patent,  out  of  a 
paper  which  he  produced  or  caused  to  be  produced,  in 
which  he  combined  those  qualities ;  which  paper  was  made 
of  a  long  fiber  substantially  in  that  resj^ect  like  bank-note 
paper,  and  of  about  the  same  thickness  as  an  ordinary  shirt 
collar  and  of  a  pure  shade  or  color,  such  as  to  'resemble 
starched  linen.  By  means  of  the  length  of  the  fiber  of  the 
material,  he  was  enabled,  as  the  representation  is,  to  ob- 
tain from  the  specified  degree  of  thickness  the  requisite 
degree  of  strength,  tenacity  and  pliability,  to  make  a  col- 
lar practically  useful  for  wear,  without  interfering  with  the 
resemblance  in  appearance  to  a  linen  collar  ;  and  the  rep- 
resentation is,  that  he  found  a  sample  of  the  paper  which 
was  suitable,  and  that  he  used  it  and  filed  it  with  his  orig- 
inal application  for  a  patent. 

Particular  description  is  also  given  of  the  mesons  the  in- 
ventor employs  to  produce  paper  possessing  the  requisite 
qualities  for  such  a  manufacture  as  follows :  What  is  known 
as  hard  stock,  it  is  said,  must  be  used  in  larger  proportion 
than  is  required  for  other  descriptions  of  paper,  except  for 
that  which  is  known  as  bank-note  paper,  and  in  the  pro- 
cess of  pulping  the  stock,  that  dull  knives  should  be  used, 
and  that  the  knives  or  beaters,  and  the  mode  of  their  strik- 
ing the  knife  bar,  should  be  so  arranged  as  to  draw  out  the 
pulp  instead  of  chopping  it  short,  constituting  what  is 
known  as  the  long-beating  process,  which  should  be  con- 
tinued for  a  great  length  of  time,  so  that  the  fibers  shall  be 
not  only  long,  but  fine,  the  etfect  of  which  will  be  to  make 
the  paper  stronger  and  smoother,  and  to  bed  the  fiber  in 
the  thickness  of  the  paper  so  as  not  to  mar  the  surface. 

Omitted  in  WaU. 
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Two  modes  of  manufacturing  the  pulp  stock  into  paper 
are  then  described,  as  follows : 

1.  If  worked  upon  a  cylinder  machine,  the  representa- 
tion is  that  the  paper  may  be  run  oflf  in  two  or  more  sheets 
of  pulp,  which  may  be  united  as  they  run  from  the  ma- 

•  chines,  and  pass  together  one  over  and  the  other  under  the 
press  or  rolls,  into  one  sheet  of  the  required  thickness ;  or 
one  sheet  may  be  first  run  oflf  upon  a  reel,  and  then  united 
in  the  same  manner  with  another  sheet  running  from  the 
cylinder,  and  both  passing  under  the  rolls  together.  Pref- 
erence, however,  is  given  by  the  patentee  to  the  former 
mode,  for  the  reason  that  the  several  sheets  are  in  that  case 
of  equal  degrees  of  moisture,  and,  therefore,  form  in  that 
state  a  more  perfect  union,  and  he  adds,  that  great  care 
must  be  taken  to  expel  the  moisture  from  the  pulp  in  case 
a  single  sheet  is  used  in  that  mode  of  manufacture,  as  the 
thickness  and  length  of  fiber  tend  to  retain  the  dampness. 

2.  Such  paper,  it  is  said,  may  also  be  made,  of  the  re- 
quired thickness,  from  a  single  sheet  of  pulp,  in  case  a 
Pourdrinier  machine  is  used ;  but  the  representation  is, 
that  the  wire  on  which  the  pulp  is  formed  should  be  sup- 
plied with  extra  suction  boxes  to  remove  the  water,  and 
that  its  forward  motion  should  be  much  slower  than  in  the 
manufacture  of  ordinary  paper,  but  the  lateral  or  vibratoiy 
motion  of  the  wire  should  be  even  more  rapid  than  usual, 
in  order  to  afford  greater  time  and  motion  for  extracting 
the  moisture  from  the  pulp.  Care  should  also  be  used  to 
give  to  the  paper  in  the  pulp  the  slight  bluish  tinge  which  is 
found  in  starched  linen,  and  to  prevent  its  having  a  dead 
or  j'^ellowish  white  color  (/). 

Instruments  so  widely  different  (g)  can  hardly  be  com- 
pared within  the  usual  meaning  and  ordinary  application 
of  that  word,  as  they  really  have  substantially  nothing  in 
common,  so  far  as  respects  the  description  of  the  invention 

»8  WalL  658. 
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which  they  respectively  T)rofess  to  secure.  Examples  where 
the  diflfereiice  between  the  original  and  reissued  patents  is 
as  manifest  as  in  this  case  may  perhaps  arise ;  but  none 
such  were  referred  to  in  the  argument  of  such  a  striking 
character,  nor  are  any  such  within  the  recollection  of  the 
court  where  the  difference  between  the  reissued  and  orig- 
inal patents  is  so  pervading  as  in  the  case  in  decision. 

Wide  differences  in  that  regard  were  exhibited  in  a 
case  {h)  recently  decided  by  this  court,  but  they  were  by 
no  means  as  striking  and  unmistakable  as  those  disclosed 
in  this  record.     Gill  v.  Wells,  6  Off.  Gaz.  886  (22  Wall.  1) 

[9  Am.  &  Eng.  471].  Here  the  dissimilarity  extends  to 
every  part  of  the  description  of  the  invention.     There  it 

liad  respect  only  to  one  of  the  elements  of  the  patented 

combination. 

Attempt  was  made  in  that  case  to  emasculate  the  combi- 
nation described  in  the  original  patent  by  leaving  out  one 
of  the  material  elements  in  order  to  give  the  exclusive  right 
a  more  comprehensive  effect  in  prosecuting  suits  for  in- 
fringement ;  but  in  the  case  before  the  court  the  reissued 
patent  is  different  throughout  from  the  invention  embodied 
in  the  original  patent. 

Proof  of  that  proposition  is  found  also  in  the  respective 
claims  of  the  patents  as  well  as  in  the  respective  specifica- 
tions. What  I  claim  as  new  and  desire  to  secure  by  letters 
patent,  says  the  original  patentee,  is  a  shirt  collar  made  of 
parchment  paper  and  coated  with  varnish  of  bleached  shel- 
lac; but  the  patentee  of  the  reissued  patent  claims  as  an 
article  of  new  manufacture  a  collar  made  of  long  fiber  paper 
without  referring  to  a  coating  of  any  kind  ;  nor  is  the  ques- 
tion affected  in  the  least  by  the  fact  that  the  claim  of  the 
respective  patents  concludes  with  the  phrase,  ''substan- 
tially as  described,"  because  the  description  of  what  is 
claimed,  as  given  in  the  respective  specifications,  is  even 

8S  Wall.  558>a69. 
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more  widely  different  than  the  claims  of  the  respective 
patents. 

Instead  of  the  phrase  employed  in  the  claim  of  the  orig- 
inal patent,  the  specification  to  which  it  refers  states  that 
the  nature  of  the  invention  consists,  first,  in  making  sbirt 
collars  of  a  fabric  known  to  the  trade  as  parchment  paper, 
or  paper  prepared  with  animal  sizing ;  and,  second,  in  coat- 
ing one  or  both  sides  of  paper  shirt  collars  with  a  thin  var- 
nish of  bleached  shellac,  which,  as  there  represented,  not 
only  adds  smoothness,  strength  and  stiffness  to  the  fabric, 
bnt  also,  being  a  repellant  of  water,  prevents  perspiration 
or  other  moisture  from  entering  the  collar. 

Nor  will  any  attempt  to  construe  the  claim  of  the  reissued 
patent  by  the  specification  haveany  tendency  to  remove  the 
diflSculty  in  the  way  of  the  complainants,  as  the  specification 
is  to  the  same  effect  as  the  claim,  and  shows  conclusively 
that  the  manufacture  there  described  is  a  collar  made  of 
long  fiber  paper  manufactured  in  the  manner  and  by  the 
means  therein  minutely  described ;  that  the  paper  there 
described  is  not  the  parchment  paper  described  in  the  speci- 
fication of  the  original  patent,  nor  is  it  paper  prepared  with 
animal  sizing,  nor  does  the  specification  or  claim  of  the  re- 
issued patent  contemplate  or  require  that  either  side  of  the 
collars  shall  be  coated  with  varnish  of  bleached  shellac  for 
any  purpose.  Animal  sizing,  according  to  that  patent,  may 
be  used  or  it  may  be  omitted^  and  one  or  both  sides  of  the 
paper  may  be  covered  with  a  thin  varnish  of  bleached  shel- 
lac, or  such  a  coating  may  be  omitted  altogether,  which 
shows  that  those  two  requirements  of  the  original  patent 
are  not  a  material  part  of  the  invention  embodied  in  the  re- 
issued patent. 

Authorities  to  support  the  proposition  that  a  reissued 
patent  is  invalid  if  not  for  the  same  invention  as  the  sur- 
rendered original  are  scarcely  necessary,  as  the  rule  is  uni- 
versally acknowledged.  Gill  z?.  Wells,  22  Wall.  1  [9  Am. 
&  Eng.  471]. 

S8  WalL  650-060. 
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2.  Suppose,  however,  the  two  may  be  so  construed  as  to 
obviate  that  objection  to  the  reissued  patent,  still  the  sec 
ond  defense  of  the  respondents  remains  to  be  considered, 
that  the  patentee  in  the  original  patent  is  not  the  original 
and  first  inventor  of  the  alleged  improvement. 

Usually  the  patent  when  introduced  is  prima  facie  evi- 
dence to  support  the  affirmative  of  that  issue,  but  the  rep- 
resentations of  the  specification  may  be  such  as  to  aflford 
satisfactory  proof  that  the  alleged  invention  is  neither  new 
nor  useful.  Equivalent  views  were  expressed  by  the  Cir- 
cuit Court  in  disposing  of  the  question  involved  in  the 
present  issue,  and  in  those  views  the  court  here  entirely 
concurs.    Paper  Collar  Co.  v.  Van  Deusen,  10  Blatchf.  119. 

Nothing  was  known  to  the  supposed  inventor  respecting 
paper  made  of  long  fiber  when  he  obtained  his  original  pat- 
ent, except  that  he  previously  found,  as  he  states  in  his  re- 
issued patent,  a  sample  of  it  ready  made,  suitable  for  such 
a  purpose,  and  that  he  used  it  and  filed  it  with  his  original 
application  for  a  patent.  Where  he  found  it  does  not  ap- 
pear, nor  does  it  appear  for  what  purpose  he  used  it,  except 
that  he  filed  it  in  the  Patent  Office.  He  does  not  even  state 
that  the  original  patentee  knew  who  made  it,  nor  that  he 
had  any  knowledge  of  the  process  by  which  it  was  made. 
Viewed  in  any  reasonable  light  the  narration  shows  that 
the  sample  was  made  by  another  and  not  by  the  supposed 
inventor,  and  it  affords  a  strong  ground  of  presumption 
that  he  knew  nothing  respecting  the  process  of  manufac- 
turing such  paper,  or  of  the  constituents  of  the  manufac- 
ture, except  what  is  matter  of  common  knowledge. 

Hard  stock,  it  is  now  said,  must  be  used  in  larger  pro- 
portions than  is  required  for  other  descriptions  of  paper, 
and  that  the  pulp  must  be  subjected  for  a  greater  length  ot 
time  to  the  long  beating  process,  so  that  the  fiber  shall  be 
not  only  long  but  fine,  in  order  that  the  paper  may  be 
strong,  smooth  and  even,  and  that  the  fiber  shall  become 
bedded  in  the  thickness  of  the  paper  so  as  not  to  mar  the 
98  w»n.  66a-«6i. 
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surface.  Neither  of  such  requirements  or  conditions  was 
contained  in  the  original  specification,  from  which  it  may 
be  inferred  that  the  original  invention  did  not  include  the 
discovery  of  the  constituents  of  the^  paper  to  be  used  for 
the  purpose,  nor  the  process  by  which  the  pnper  was  to  be 
manufactured.  Conclusive  support  to  that  proposition  is 
found  in  the  specification  of  the  original  patent,  in  which 
the  patentee  states  that  he  takes  the  parchment-paper 
known  to  the  trade,  or  paper  prepared  with  animal  sizing, 
and  covers  one  or  both  sides  of  it  with  thin  varnish  of 
bleached  shellac,  and  having  allowed  it  to  dry,  the  paper 
is  then  passed  between  polishing  rollers,  such  as  are  in 
general  use  for  polishing  paper  or  cloth,  which  operation 
finishes  the  fabric  ready  to  be  made  into  collars. 

Enough  appears  in  these  suggestions  to  show  that  the 
specification  of  the  original  patent  does  not  describe  the 
process  of  making  paper  possessing  the  qualities  of  long 
fiber  paper,  but  the  making  of  collars  out  of  parchment 
paper,  showing  that  the  discovery  that  for  a  good  paper 
collar  the  manufacturer  must  have  paper  which  possesses 
the  qualities  of  long  fiber  paper  is  a  subsequent  discovery. 
Nor  does  the  statement  in  the  reissued  specification,  that 
he  produced  such  a  paper  or  caused  it  to  be  produced, 
strengthen  the  case  for  the  complainants,  because  the  same 
specification  states  in  effect  that  he  found  a  sample  of  such 
paper  suitable  for  the  jmrpose,  and  that  he  used  it  and 
filed  it  with  his  original  application,  showing  conclusively 
that  the  paper  existed  prior  to  his  supposed  invention. 

Improvements  in  the  manufacture  of  paper  have  often 
been  made ;  and  it  may  be  that  the  discovery,  at  that  pe- 
riod, of  the  constituents  for  making  such  paper  or  of  the 
process  by  which  paper  i)ossessing  the  described  properties 
could  be  produced,  would  have  been  the  proper  subject  of 
a  patent.  Sufficient  appears  to  show  that  the  patentee 
learned  from  his  experiments  that  he  wanted  paper  of  the 
qualities  described  in  the  reissued  patent,  and  the  evidence 

98  Waa  561-569. 


190    UNION  PAPER  COL.  CO.  v.  VAN  DEUSEN.  [Sup  Ct 

Opinion  of  the  court 

proves  that  he  said  so  to  the  paper  manufacturer ;  but  it  is 
clear  that  he  did  not  communicate  any  information  to  the 
manufacturer  respecting  the  process  by  which  such  paper 
could  be  produced,  nor  did  he  give  the  manufacturer  any 
directions  upon  the  subject.  Information  of  the  kind  he 
could  not  communicate  for  the  best  possible  reason  ;  which 
is,  that  he  was  utterly  destitute  of  any  knowledge  as  to 
the  constituents  of  such  paper  or  the  process  by  which  it 
could  be  manufactured.  Such  paper  was  eventually  pro- 
duced by  the  manufacturer  to  whom  the  patentee  applied 
to  make  the  attempt,  after  many  experiments  as  to  the 
character  of  the  materials  suited  to  the  end,  and  as  to  the 
mode  of  operation  best  adapted  to  effect  the  desired  result, 
without  any  assistance  whatever  from  the  patentee. 

Good  paper  collars  may  unquestionably  be  manufact- 
ured from  that  product,  but  it  is  nevertheless  true  that 
the  patentee  is  not  entitled  to  a  patent  for  the  collars 
as  a  new  manufacture,  for  several  reasons :  (1)  Because  he 
did  not  invent  either  the  product  or  the  process  by  which 
the  y>roduct  is  obtained.  (2)  Because  the  collars,  apart 
from  the  paper  of  which  they  are  made,  are  identical  in 
form,  structure  and  arrangement  with  collars  previously 
made  of  linen,  paper  of  different  quality  and  other  fabrics. 
(3)  Because  it  appears  that  the  patentee  is  not  the  original 
and  first  inventor  either  of  the  paper  or  of  the  process  by 
which  the  paper  is  made,  or  of  the  collar  which  is  denomi- 
nated a  new  manufacture. 

Articles  of  manufacture  may  be  new  in  the  commercial 
sense  when  they  are  not  new  in  the  sense  of  the  patent 
law.  New  articles  of  commerce  are  not  patentable  as  new 
manufactures,  unless  it  appears  in  the  given  case  that  the 
production  of  the  new  article  involved  the  exercise  of  in- 
vention or  discovery  beyond  what  was  necessary  to  con- 
struct the  apparatus  for  its  manufacture  or  production. 
Glue  Co.  V,  Upton,  6  Oflf  Gaz.  840. 

Nothing  short  of  invention  or  discovery  will  support  a 
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patent  for  a  manufacture  any  more  than  for  an  art,  ma- 
chine or  composition  of  matter,  for  which  proposition  there 
is  abundant  authority  in  the  decisions  of  this  court.  Hotch- 
kiss  V,  Greenwood,  11  How.  265  [5  Am.  &  Eng.  240] ;  Phil- 
lips c.  Page,  24  How.  167  [7  Am.  &  Eng.  97]  ;  Jones  v. 
Morehead,  1  Wall.  162  [7  Am.  &  Eng.  166] ;  Stimpson  t). 
Woodman,  10  Wall.  121  [8  Am.  &  Eng.  221]. 

Suffice  it  to  say,  that  it  is  not  pretended  that  the  original 
patentee  invented  either  the  paper  or  the  process,  but  the 
claim  in  argument  is  that  he  was  the  first  person  to  con- 
ceive the  idea  that  paper  possessing  the  described  qualities 
was  desirable  for  the  purpose  of  making  such  collars ;  and 
that,  inasmuch  as  he  was  not  a  paper  manufacturer  he  had 
a  right  to  employ  trained  skill  to  produce  the  desired  pro- 
duct, and  that  he,  under  the  circumstances,  should  be  re- 
garded as  the  actual  inventor  because  he  made  known  to 
the  manufacturer  that  paper  of  such  qualities  would  be 
useful,  and  because  he  employed  the  manufacturer  to 
engage  in  the  effort  to  produce  tlie  desired  article  ;  but  the 
patentee  communicated  no  information  to  the  manufac- 
turer as  to  the  constituents  or  ingredients  to  be  used,  or  aa 
to  the  mode  of  operation  by  which  they  were  to  be  com- 
pounded in  order  to  produce  the  desired  result. 

Where  a  person  has  discovered  a  new  and  useful  princi- 
ple in  a  machine,  manufacture  or  composition  of  matter, 
he  may  employ  other  persons  to  assist  in  carrying  out  that 
principle,  and  if  they,  in  thei  course  of  experiments  arising 
from  that  employment,  make  discoveries  ancillary  to  the 
plain  and  preconceived  design  of  tlie  employer,  such  sug- 
gested improvements  are  in  general  to  be  regarded  as  the 
property  of  the  party  who  discovered  the  original  princi- 
ple, and  they  may  be  embodied  in  his  patent  as  part  of  his 
invention. 

Doubt  upon  that  subject  cannot  be  entertained ;  but  per- 
sons employed,  as  much  as  employers,  are  entitled  to  their 
own  independent  inventions,  and  if  the  suggestions  com- 
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miinieated  constitute  the  whole  substance  of  the  improve- 
ment the  rule  is  otherwise,  and  the  patent,  if  granted  to  the 
employer,  is  invalid,  because  the  real  invention  or  discov- 
ery belongs  to  the  person  who  made  the  suggestions.  Ag- 
awam  Co.  v.  Jordan,  7  Wall.  602  [8  Am.  &  Eng.  24]. 

Apply  that  rule  to  the  present  case  and  it  is  clear  that 
the  original  patentee  was  not  entitled  to  a  patent  either  for 
the  paper  or  the  process,  as  he  never  made  any  invention 
or  discovery  upon  the  subject. 

(/)  Remark  respecting  the  other  patent  granted  to  the 
same  party  is  quite  unnecessary,  as  it  is  admitted  that  it 
falls  within  the  same  rule  as  the  preceding  patent,  and  for 
the  additional  reason  that  the  decision  of  the  Circuit  Court 
in  that  regard  is  not  assigned  for  error. 

3.  Two  principal  defenses  are  set  up  by  the  respondents 
to  the  charge  made  against  them,  that  they  have  infringed 
the  reissued  patent  of  Solomon  S.  Gray,  as  set  forth  in  the 
bill  of  complaint:  (1)  That  the  patentee  is  not  the  original 
pnd  first  inventor  of  the  improvement.  (2)  That  the  al- 
leged invention  had  been  in  open  and  public  use  and  on 
sale  in  this  country  for  more  than  two  years,  with  the  con- 
sent and  allowance  of  the  supposed  inventor,  before  he 
filed  his  application  for  a  patent  (/). 

Three  claims  are  contained  in  the  reissued  patent,  sub- 
stantially as  follows :  (1)  The  turning  over  of  a  paper  or  a 
paper  and  cloth  collar  by  a  defined  line,  whether  pressed 
int.o  the  material  by  a  die  or  pointed  instrument,  or  by 
bending  it  over  the  edge  of  a  pattern  or  block  of  the  proper 
curve  or  line,  substantially  as  described.  (2)  So  turning 
the  part  B  of  a  paper  or  paper  and  cloth  collar  over  towards 
the  part  A,  in  a  curved  or  angular  line,  instead  of  a  straight 
line,  substantially  as  and  for  the  purpose  described.  (3)  So 
turning  the  part  B  onto  or  towards  the  part  A,  in  the  man- 
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ner  described,  as  that  a  space  shall  be  left  between  the  two 
parts. 

{k)  AVhich  it  is  admitted  is  substantially  the  same  as  the 
second  claim,  in  consequence  of  which  those  two  claims  will 
be  considered  together. 

1.  Collars  of  paper  or  paper  and  cloth,  if  turned  over  on 
a  defined  line,  are  covered  by  the  first  claim,  whether  the 
line  is  curved,  angular  or  straight,  and  whether  the  line  is 
made  or  pressed  into  the  fabric  by  a  die  or  any  pointed  in- 
strument, or  marked  or  effected  by  bending  the  material 
over  the  edge  of  a  pattern  or  block  of  the  proper  or  pre- 
ferred line  or  curve.  Evidently,  therefore,  it  is  intended 
to  cover  collars  turned  over  on  a  defined  line  effected  in 
any  possible  manner  or  by  any  practicable  means,  if  made 
of  paper  or  paper  and  cloth.  Shirt  collars  are  turned  over 
or  down  on  a  curved  line  in  order  to  prevent  the  collars 
from  puckering  or  wrinkling  when  bent  in  a  circle,  and  in 
order  to  cause  the  part  turned  over  or  down  to  set  out  a 
little  from  the  band  portion  of  the  same,  so  as  to  admit  a 
necktie  between  the  band  and  the  part  of  the  collar  which 
is  turned  over. 

Manifestly  these  objects  are  precisely  the  same  whether 
the  collar  be  all  paper,  paper  and  cloth,  or  all  linen.  Hence 
it  is  diflScult  to  perceive  upon  what  ground  it  can  be  held 
that  any  change  in  the  manner  of  turning  down  a  collar  on 
a  curved  line,  if  made  of  any  one  of  these  fabrics,  is  pat- 
entable, if  collars  of  either  of  the  other  fabrics  have  been 
turned  down  before  in  the  same  manner  and  precisely  for 
the  same  purpose. 

Evidence  is  exhibited  which  shows  that,  many  years  be- 
fore the  patent  was  granted  in  this  case,  paper  envelopes 
and  the  tops  and  bottoms  of  paper  boxes  were  produced  by 
shapers  of  steel  pressed  on  the  material  so  as  to  produce 
defined  lines  bv  which  the  material  could  be  folded.  Sat- 
isfactory  proof  is  also  exhibited  that  collars  made  of  paper 
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and  cloth  were,  several  years  earlier  than  the  date  of  this 
invention,  folded  over  a  piece  of  metal  in  a  straight  line, 
which  is  the  same  process  as  that  described  in  the  specifi- 
cation of  this  patent,  as  it  appears  that  the  material  was 
bent  over  a  pattern  or  block  to  give  the  proposed  curve  or 
line. 

Plenary  evidence  is  also  exhibited  showing  that  linen 
collars  were  ironed  on  blocks  with  a  groove  in  the  block  by 
which  the  collar  received  a  defined  line  for  the  folding, 
which  accomplished  the  same  purpose  as  the  pattern  or 
block. 

Proofs  were  also  exhibited  showing  that  paper  collars, 
long  before  the  alleged  invention  under  consideration,  were 
folded  by  laying  upon  the  unfinished  side  of  the  same  a 
piece  of  tin  having  at  one  edge  the  required  curve,  which 
enabled  the  manipulator  to  accomplish  the  same  object  by 
pressing  upward  over  such  curve  a  part  of  the  collar  so  as 
to  mark  the  line  of  the  curve  and  crease  the  paper  prepa- 
tory  to  turning  the  collar  over,  which  enabled  the  laundress 
to  accomplish  the  same  object  as  the  means  described  in 
the  specification  of  the  patent. 

Support  to  the  answer  is  also  derived  from  the  proofs 
that  linen  collars  had  for  years  been  turned  over  in  a  curved 
line  and  for  the  very  purpose  described,  which  is  to  prevent 
wrinkling  and  to  aflford  space  for  the  cravat. 

Taken  as  a  whole,  the  proofs  in  this  regard  are  conclusive, 
that  the  patentee  is  not  the  original  and  first  inventor  of 
the  patented  improvement  described  in  either  of  the  claims 
of  his  patent. 

Decree  affirmed. 
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Process  and  product — patentability.     Novelty,      Prior  imperfect 
experiments.     Particular  patents  construed.     Infringement. 

1.^  A  manufacture  or  a  product  of  a  process  may  be  no  novelty 
and  therefore,  unpatentable,  while  the  process  or  agency  by 
which  it  is  produced  may  be  both  new  and  useful,     (p.  251.) 

2.%  Ill*  cases  of  chemical  inventions,  when  the  manufacture  claimed 
as  novel  is  not  a  new  composition  of  matter,  but  an  extract 
obtained  by  the  decomposition  or  disintegration  of  material 
substances,  it  is  of.  no  importance,  in  considering  its  patenta- 
bility to  enquire  from  what  it  has  been  extracted,     (p.  251.) 

3.^  When  the  substance  of  two  articles  produced  by  different  pro- 
cesses is  the  same,  and  their  uses  are  the  same,  they  cannot  be 
considered  different  manufactures,     (p.  251. ) 

4.  Beissued  letters  patent  No.  1,448,  Watt  &  Burgess,  April  7, 
1863,  Paper  Pulp,  Manufacture,  Product,  original  patent  No. 
11,343,  July  18,  1854,  for  a  pulp  suitable  for  the  manufacture 
of  paper  made  from  wood  or  other  vegetable  substances,  held 
void  for  want  of  novelty  in  view  of  the  fact  that  paper  pulp 
extracted  from  wood  by  chemical  agencies  alone,  is  not  a  dif- 
ferent manufacture  from  paper  pulp  obtained  from  vegetable 
substances  by  chemical  and  mechanical  processes,     (p.  251.) 

»See  Explanation  of  Notes,  page  III. 
tTerm  date  given  in  Official  Reporter. 
I  Head  notes  by  Mr.  Justice  Strong. 


200  THE  WOOD  PAPER  PATENT.  [Sup.  Ct. 

Statement  of  the  case. 

5.  Semble  that  the  doctrine  that  the  patent  of  an  originator  of  a 

complete  and  snccessf nl  invention  cannot  be  avoided  by  proof 
of  any  number  of  incomplete  and  imperfect  experiments  made 
by  others  at  an  earlier  date,  though  the  experimenters  may 
have  had  the  idea  of  the  invention,  and  may  have  made  par- 
tially successful  efforts  to  embody  ijb  in  a  practical  form,  ap- 
plies to  patents  for  chemical  products  as  well  as  for  machines, 
(p.  253.) 

6.  Heissued  letters  patent  No.   1  449,  Watt  &  Burgess,  April  7, 

1863,  Manufacture  of  Paper  Pulp,  Process,  construed  to  be  for 
a  single-step  process,  and  held  in  view  of  original  patent  Na 
11,343,  July  18,  1854,  for  a  process  of  three  steps  not  to  be 
for  the  same  invention,  and  void.     (p.  255.) 

7.  Letters  patent  No.  25,418,  M.  L.  Keen,  September  18,  1859, 

Boiler  for  making  Paper  Pulp  from  Wood,  and  No.  88,901,  M. 
L.  Keen,  June  16,  1863,  Boiler  for  making  Paper  Pulp  con- 
strued  to  be  for  combinations  and  held  not  infringed,    (p.  259. ) 

8.  Letters  patent  No.   17,387,  M.  A.   C.  Mellier,  May  26,  1857, 

Paper  Pulp  Process  construed  and  held  AX  that  the  patent  cov- 
ers the  process  claimed  when  applied  to  wood  as  well  as  when 
applied  to  straw.  B  The  internal  pressure  as  described  in 
the  specification,  is  to  be  ascertained  by  deducting  from  the 
pressure  marked  by  the  steam  gauge^  the  weight  of  one  at- 
mosphere, and  held  infringed,     (p.  263.) 

[Citations  in  opinion  of  the  Court:] 

Young  V,  Feraie,  10  I^w  T.  (N.  S.)  861.    p.  255. 
Buchanan  v.  Rowland,  2  Fish.  841.    p.  264. 

Appeals  from  the  Circuit  Court  of  the  United  States  for 
the  Eastern  District  of  New  York. 

The  American  Wood  Paper  Company  of  Rhode  Island 
is  the  owner  of  patented  inventions  for  the  manufacture  of 
paper  pulp  and  paper  from  wood,  straw  and  other  vege- 
table substances.  These  patents  are  alleged  to  have  been 
infringed  by  the  Fiber  Disintegrating  Company,  a  New 
York  corporation,  having  a  factory  at  South  Brooklyn,  in 
the  Eastern  District  of  New  York.     This  suit  in  equity  was 
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brought  in  the  court  below,  by  the  first  named  company, 
to  restrain  these  alleged  infringements  on  the  part  of  the 
second  named  company,  and  for  damages.  The  bill  set 
forth  the  title  of  the  complainant  to  five  several  letters  pat- 
ent and  averred  that  the  inventions  therein  described  are 
capable  of  being  used  conjointly  in  the  production  of  paper 
pulp,  and  that  they  had  been  so  used  by  the  defendant. 
These  five  patents  are  known  as  the  Watt  &  Burgess  re- 
issued patents  (two),  the  Keene  boiler  patents  (two),  and 
the  Mellier  patent. 

The  original  of  the  first  two  patents  was  granted  to  Watt 
&  Burgess,  July  18,  1854,  and  antedated  August  19,  1853, 
the  date  of  an  English  patent.  The  claim  of  this  patent  was 
*'For  the  pnlping  and  disintegrating  of  shavings  of  wood 
and  other  similar  vegetable  matter,  tot  making  paper  by 
treating  them  with  caustic  alkali,  chlorine  simple,  or  its 
compounds  with  oxygen  and  alkali,  in  the  order  substan- 
tially as  described."  This  patent  was  subsequently  sur- 
rendered by  William  F.  Ladd  and  Morris  L.  Keene,  being 
the  owners  of  the  same,  and  reissued  to  them  October  5, 
1868.  It  was  again  surrendered  by  Ladd  and  Keene,  and 
two  patents  issued  to  them  in  lieu  thereof,  April  7,  1863. 
One  of  these  patents  was  for  a  process,  the  other  for  a  pro- 
duct.   The  complainants  are  the  assignees  of  these  patents. 

The  Keene  boiler  patents  were  granted  to  Morris  L.  Keene 
for  improvements  in  boilers  for  making  paper  pulp.  One 
of  these  patents  was  granted  September  14,  1859,  and  the 
other  June  16,  1863.  The  complainants  are  the  assignees 
of  these  patents. 

The  Mellier  patent  was  granted  May  26,  1867,  and  ante- 
dated Augnst  7,  1854,  the  date  of  the  first  patent  for  the 
same  invention.  The  patent  is  for  an  improvement  in  the 
manufacture  of  paper  pulp.  The  complainants  are  also 
the  assignees  of  this  patent.  • 

A  further  description  of  each  of  the  patents  involved  in 
this  case  may  be  found  in  the  opinion. 

The  decree  of  the  court  below  declared  the  Watt  &  Bur- 


202  THE  WOOD  PAPER  PATENT.  [Sup.  Ct 

Statement  of  the  case. 

gess  patents  void  for  want  of  novelty.  The  Mellier  patent 
was  found  to  be  a  good  and  valid  patent,  and  the  defend- 
ants were  found  to  be  infringers  of  it.  The  decree  further 
declared  that  the  defendants  were  not  infringers  of  the 
Keene  patent.     See  6  Blatchf .  27. 

The  complainants  appealed  from  so  much  of  the  decree 
as  relates  to  the  Watt  &  Burgess  and  Keene  patents,  and 
the  defendants  appealed  from  that  part  of  the  decree  which 
sustained  the  complainants'  bill  as  to  the  Mellier  patent. 

The  specifications  and  drawings  of  the  various  letters 
imtent  referred  to  are  as  follows  : 


CHARLES  WATT  AND  HUGH  BURGESS,  LONDON, 

ENGLAND. 

Improvement   in  the  Manufacture  op  Paper  from 

Wood. 

Specification  forming  part  of  Letters  Patent  No.  11^343^  dated 

July  18,  1854 

To  aU  whom  it  map  concern : 

Be  it  known  that  we,  Charles  Watt,  of  the  city  of  Lon- 
don, in  the  county  of  Middlesex,  and  Hugh  Burgess,  of 
the  city  of  London,  in  the  county  of  Middlesex,  and  King- 
dom of  Great  Britain,  have  invented,  made,  and  applied  to 
use  certain  Improvements  in  Pulping  and  Disintegrating 
Vegetable  Substances,  for  which  letters  patent  have  been 
granted  to  us  by  Her  Majesty  the  Queen  of  Great  Britain, 
bearing  date  the  19th  day  of  August,  1853;  and  we  do 
hereby  declare  that  the  following  specification  (being  the 
same  on  which  letters  patent  were  granted)  is  a  full,  clear, 
and  exact  description  of  the  same. 

The  wood  or  vegetable  substances  upon  which  it  is  in- 
tended to  operate  by  this  process  should  first  be  reduced 
to  very  fine  shavings  or  cuttings — the  finer  the  better.    This 
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may  be  done  in  any  suitable  machine.  The  shavings  are 
then  to  be  boiled  in  a  solution  of  caustic  alkali,  thestrengrh 
of  which,  being  dependent  on  the  nature  of  the  vegetable 
substance  operated  on,  can  only  be  learned  by  experience. 
For  deal  or  fir  wood  we  find  that  a  solution  of  alkali  of  the 
strength  indicated  by  12°  of  the  English  hydrometer  an- 
swers very  well.  The  length  of  time  necessary  for  this  part 
of  the  process  is  somewhat  dependent  on  the  nature  of  the 
vegetable  substance  to  be  treated.  We  find  boiling  in  a 
solution  of  caustic  alkali  under  pressure  of  considerable 
service.  We  do  not  claim  this  operation  as  a  part  of  our 
invention.  The  shavings  are  then  to  be  well  washed  and 
pressed,  and  the  washings  may  be  saved  and  evaporated 
down  and  burned  in  a  suitable  furnace,  when  they  are 
again  available  for  the  same  purpose.  The  damp  shavings 
are  now  to  be  exposed  to  the  action  of  chlorine,  or  the  com- 
pounds of  chlorine  with  oxygen,  till,  on  a  portion  being 
placed  in  a  dilute  solution  of  caustic  alkali,  the  vegetable 
substance  falls  into  a  dark  pulpy  mass.  This  part  of  the 
process  is  conveniently  effected  by  placing  the  damp  shav- 
ings on  racks  or  drawers  about  nine  inches  apart,  one  above 
another,  arranged  in  a  chamber,  and  allowing  the  chlorine, 
or  the  compounds  of  chlorine  with  oxygen,  to  enter  the 
chamber  and  fill  it.  Of  the  compounds  of  chlorine  with 
oxygen,  we  prefer  that  known  as  protoxide  of  chlorine,  or 
hypochlorous  or  chlorous  acid,  or  euchlorine. 

It  found  more  convenient,  the  chlorine,  or  the  compounds 
of  chlorine  with  oxygen,  may  be  used  in  aqueous  solution 
instead  of  the  gaseous  form. 

As  soon  as  the  shavings  have  been  sufficiently  acted  upon 
by  the  gas,  as  may  be  ascertained  by  the  method  above 
described,  they  may  be  removed  and  the  hydrochloric  acid, 
which  is  the  result  of  the  above  process,  removed  by  wash- 
injf5,  and  the  shavings  well  pressed.  This  should  be  done 
with  as  little  water  as  possible,  as  this  acid  may  be  saved 
and  made  use  of  for  the  reproduction  of  chlorine.  The 
shavings  are  now  to  be  placed  in  a  weak  solution  of  cans- 
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tic  alkali,  when  they  will  fall  into  a  pulpy  mass  of  a  dark 
brown  color.  This  part  of  the  process  may  be  expedited 
by  exposing  the  mass  to  the  action  of  a  beater  or  "engine" 
placed  in  the  tank  containing  the  solution  of  alkali. 

The  pulp  obtained  as  above  described,  having  been  freed 
from  the  alkali  by  washing  (which  may  be  saved  as  before 
directed),  may  now  be  bleached  by  the  usual  process,  or, 
as  we  prefer,  by  chloride  or  hydrochloride  of  soda  or  pot- 
ash, liberating  the  chlorous  or  hypochlorous  acid  by  hydro- 
chloric acid. 

Having  thus  fully  described  the  nature  of  our  invention 
and  shown  how  the  same  may  be  reduced  to  practice,  we 
wish  it  to  be  distinctly  understood  that  we  do  not  confine 
our  claim  to  the  apparatus  or  utensils  or  the  manipula- 
tions herein  named,  as  they  may  be  varied  to  suit  the  cir- 
cumstances of  the  case ;  but 

What  we  do  claim  as  our  invention,  and  desire  to  secure 
by  letters  patent,  is — 

The  j)ulping  and  disintegrating  of  shavings  of  wood  and 
other  similar  vegetable  matter  for  making  paper  by  treat- 
ing them  with  caustic  alkali,  chlorine,  simple  or  its  com- 
pound with  oxygen,  and  alkali,  in  the  order  substantially 
as  described. 

In  witness  whereof  we  have  hereunto  set  our  signatures 
this  6th  day  of  January,  in  the  year  1854,  in  the  presence 
of  two  subscribing  witnesses. 

CHARLES  WATT, 
HUGH  BURGESS. 

Witnesses : 

William  Lewis, 

8  St.  Albans  Terrace^  Kensington. 
John  Watt. 

1  Ampton  Streety  Oray^  s  Inn  Road. 
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WILLIAM  R  LADD,  OF  NEW  YORK,  N.  Y.,  AND 
MORRIS  L.  KEEN,  OF  PHILADELPHIA,  PA.,  AS- 
SIGNEES, BY  MESNE  ASSIGNMENTS,  OF  CHAS. 
WATT  AND  HUGH  BURGESS. 

Improved  Pulp  fkom  Wood,  Etc.,  for  the  Manufact- 
ure OF  Paper. 

Specification  forming  part  of  Letters  Patent  No.  11,348,  dated 
Jnly  18,  1854;  antedated  Aagaat  19,  1853;  Beissae  No.  608, 
dated  October  5,  1858;  Beissne  No.  1^448^  dated  April  ?>  186^ 

Division  A. 

ft 

To  all  whom  it  may  concern : 

Be  it  known  that  Charles  Watt  and  Hugh  Burgess,  of 
London,  England,  did  invent  a  new  and  useful  Improve- 
ment in  the  Manufacture  of  Paper  Pulp  from  Wood  and 
other  Vegetable  Substance ;  and  we  do  hereby  declare  that 
the  following  is  a  full,  clear,  and  exact  description  thereof. 

The  wood  or  vegetable  substance  from  which  it  is  in- 
tended to  make  the  pulp  should  first  be  reduced  to  fine 
shavings  or  cuttings.  This  may  be  done  in  any  suitable 
machine.  The  shavings  or  cuttings  of  wood  or  the  vegeta- 
ble substances  are  then  to  be  boiled  in  a  solution  of  caustic 
alkali,  in  a  suitable  boiler,  under  pressure.  The  strength 
of  the  alkali  is  dependent  on  the  nature  of  the  vegetable 
substance  used  and  operated  upon.  For  non-resinous  woods 
a  solution  of  alkali  of  the  strength  indicated  by  IT  of  the 
English  hydrometer,  or  thereabout  answers  very  well,  and 
for  deal,  pine,  or  fir  wood,  or  other  woods  containing  resin- 
ous matter,  a  strength  of  about  12°  is  sufficient,  but  vary- 
ing, with  the  nature  of  the  vegetable  substance  being 
acted  upon,  to  a  strength  of  about  10°.  The  very  nature 
of  the  vegetable  substance  to  be  operated  upon  is  such 
that  only  general  directions  can  be  given  for  the 
strength  of  the  alkali,  or  the  degree  of  heat  to  be  nsed, 
or  the  duration  of  the  operation.    Boiling   in  a   solu- 
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(ion  of  caustic  alkali  under  pressure  is  of  essential  im- 
portance. By  the  words  '* under  pressure"  is  meant  a 
pressure  at,  near,  or  above  300°  of  Fahrenheit's  scale,  which 
is  tlje  ordinary  pressure  used  ;  but  a  heat  and  correspond- 
ing pressure  of  from  300°  to  500°  may  be  used,  according 
to  the  nature  of  the  vegetable  substance  to  be  treated, 
whether  resinous  or  non-resinous  or  otherwise,  and  the 
time  may  be  from  four  to  twelve  hours,  according  to  the 
nature  of  the  substance.  After  the  vegetable  substance 
has  been  thus  operated  upon  by  caustic  alkali  under  heat 
and  pressure  for  the  requisite  time,  as  above  described,  it 
should  be  discharged  from  the  boiler  while  under  pressure 
into  a  tank  or  other  reservoir  with  proper  safety-valves  and 
pipes  for  the  discharge  of  the  steam,  and  should  be  drawn, 
as  soon  as  the  steam  shall  have  escaped,  into  open  vats, 
where  it  can  be  operated  upon  in  the  next  stage  of  the  pro- 
cess ;  or  it  may  be  drawn  directly  into  the  vats  from  the 
boiler.  The  vats  which  receive  the  wood  shavings  or  cut- 
tings or  other  vegetable  substances  being  formed  into  pulp 
should  be  constructed  with  suitable  means  of  drainage. 
The  alkaline  solutions  must  then  be  removed  from  the  pulp 
either  by  percolation  and  subsequent  washing  in  the  vat^ 
or  by  pressure  in  any  convenient  apparatus  and  subsequent 
washing.  The  mode  of  percolation  has  generally  been 
found  sufficient.  The  alkaline  solutions  thus  obtained  mn  v 
be  saved  and  evaporated  down,  and  the  residuum  burned 
in  a  furnace  suitably  constructed,  so  as  to  prepare  the  alka- 
line substances  for  use  in  a  repetition  of  the  same  process. 
The  alkaline  solutions  having  been  removed  by  percolation 
and  washing  or  by  pressure  and  washing,  the  wet  mass  of 
woody  or  vegetable  pulp  is  now  to  be  exposed  to  the  action 
of  chlorine,  or  the  compounds  of  chlorine  with  oxygen,  for 
the  purpose  of  bleaching  it  and  preparing  it  for  the  manu- 
facture of  white  paper.  Brown,  colored,  or  unbleached 
paper  of  good  quality  ran  be  produced  from  the  pulp  as 
soon  as  the  alkaline  solutions  are  removed;  but  for  the 
prodiiction  of  good  white  paper  it  is  necessary  to  subject 
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the  pulp  to  the  bleaching  process.  If  the  material  used  be 
wood  or  vegetable  substance  of  a  non-resinous  nature^  the 
pulp  may  be  bleached  by  subjecting  it  to  the  action  of 
chlorine  in  a  gaseous  form,  or,  which  is  preferable  in  this 
case,  in  an  aqueous  solution  in  any  of  the  common  and 
and  well-known  modes.  If  the  wood  or  vegetable  sub- 
stance be  of  a  resinous  nature,  the  alkaline  solutions  should 
be  removed  by  the  mode  above  described,  and  the  pulpy 
mass  should  be  exposed  to  the  action  of  chlorine  or  its  com- 
pounds with  oxygen.  This  may  be  done  by  placing  the 
pulpy  mass  of  woody  or  vegetable  substance  on  racks  or 
drawers  arranged  in  a  chamber,  and  applying  chlorine  or 
its  compounds  with  oxygen  in  the  gaseous  form,  which 
with  resinous  substances  is  preferable  to  the  aqueous  solu- 
tion, until  the  mass  is  sufficiently  acted  upon.  The  mass 
must  then  be  again  well  washed,  and  treated  with  a  weak 
solution  of  caustic  alkali  (warm  preferred),  which  changes 
the  red  color  to  a  dark  brown.  The  alkaline  solution  should 
then  be  removed  by  washing,  and  the  resulting  gray  pulp 
may  be  bleached  by  any  ordinary  method  of  bleaching. 

What  we  claim  in  this  patent  as  the  invention  of  Charles 
Watt  and  Hugh  Burgess,  as  a  new  article  of  manufacture, 
is — 

A  pulp  suitable  for  the  manufacture  of  paper,  made  from 
wood  or  other  vegetable  substances  by  boiling  the  wood  or 
other  vegetable  substance  in  an  alkali  under  pressure,  sub- 
stantially as  described. 


WILLIAM  F.  LADD, 
MORRIS  L.  KEEN. 


Witnesses  to  W.  F.  Ladd : 
Jonathan  S.  Odell, 
Samuel  Coles. 

Witnesses  to  M.  L.  Keen : 
Geo.  C.  Ward, 
Patrick  Ward. 


i 
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WILLIAM.  P.  LADD,  OP  NEW  YORK,  N,  Y.,  AND 
MORRIS  L.  KEEN,  OF  PHILADELPHIA,  PA.,  AS- 
SIGNEES, BY  MESNE  ASSIGNMENTS,  OF  CHAS, 
WATT  AND  HUGH  BURGESS. 

Improved  Process  of  Treating  Wood  or  Other  Vege- 
table Substance  in  the  Manufacture  of  Paper- 
Pulp. 

Specification  forming  part  of  Letters  Patent  No,  11,843,  dated 
July  18,  1854;  Beisene  No.  608,  dated  October  5,  1858;  ante- 
dated Augnst  19,  1858;  Beissae  No.  1^4i9^  dated  April  1, 1868. 

Division  B. 

To  all  whom  it  may  concern : 

Be  it  known  that  Charles  Watt  and  Hngh  Bargess,  of 
London,  England,  did  invent,  make  and  apply  to  use  cer- 
tain Improvements  in  Pulping  and  Disintegrating  Wood 
and  other  Vegetable  Substances  (for  which  Letters  Patent 
were  granted  to  them  by  Her  Majesfy  the  Queen  of  Great 
Britain,  bearing  date  the  19th  of  August,  1853) ;  and  we 
do  hereby  declare  that  the  following  is  a  full,  clear,  and  ex-  ^ 

act  description  of  said  invention  and  of  the  mode  of  carry- 
ing out  the  same  in  practice. 

The  wood  or  vegetable  substances  upon  which  it  is  in- 
tended to  operate  by  this  process  should  first  be  reduced 
to  fine  shavings  or  cuttings.  This  may  be  done  in  any  suit- 
able machine.  The  shavings  or  cuttings  of  wood,  or  the 
vegetable  substances,  are  then  to  be  boiled  in  a  solution  of 
caustic  alkali,  in  a  suitable  boiler,  under  pressure.    The  ^ 

strength  of  the  alkali  is  dependent  on  the  nature  of  the 
vegetable  substance  used  and  operated  upon.  For  non- 
resinous  woods  a  solution  of  alkali  s>i  the  strength  indi- 
cated by  \T  oi  the  English  hydrometer,  or  thereabout, 
answers  very  well,  and  for  deal,  pine  or  fir  wood,  or  other  ^ 
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woods  containing  resinous  matter,  a  strength  of  about  12® 
is  sufficient,  but  varying,  with  the  nature  of  the  vegetable 
substance  being  acted  upon,  to  a  strength  of  about  10*^. 
The  varied  nature  of  the  vegetable  substance  to  beoperated 
upon  is  such  that  only  general  directions  can  be  given  for 
the  strength  of  the  alkali,  or  the  degree  of  heat  to  be  used, 
or  the  duration  of  the  operation.  Boiling  in  a  solution  of 
caustic  alkali  under  pressure  is  of  essential  importance. 
By  the  words  '*  under  pressure  "  is  meant  a  pressure  at,  near 
or  above  300°  of  Fahrenheit' s  scale,  which  is  the  ordinary 
pressure  used;  but  a  heat  and  corresponding  pressure  of 
from  300°  to  flOO°  may  be  used,  according  to  the  nature  of 
the  vegetable  substance  to  be  treated,  whether  resinous  or 
non-resinous,  or  otherwise,  and  the  time  may  be  from  four 
to  twelve  hours,  according  to  the  nature  of  the  substance. 
After  the  vegetable  substance  has  been  thus  operated  upon 
by  caustic  alkali  under  heat  and  pressure  for  the  requisite 
time,  as  above  described,  it  should  be  discharged  from  the 
boi-ler  while  under  pressure  into  a  tank  or  other  reservoir 
with  proper  safety-valves  and  pipes  for  the  discharge  of 
the  steam,  and  should  be  drawn,  as  soon  as  the  steam  shall 
have  escaped,  into  open  vats,  where  it  can  be  operated  upon 
in  the  next  stage  of  the  process  ;  or  it  may  be  drawn  di- 
rectly into  the  vats  from  the  boiler.  The  vats  which  re- 
ceive the  wood  shavings  or  cuttings,  or  other  vegetable  sub- 
stances being  formed  into  pulp,  should  be  constructed  with 
suitable  means  of  drainagf^.  The  alkaline  solutions  must 
then  be  removed  from  the  pulp  either  by  percolation  and 
subsequent  washing  in  the  vats  or  by  pressure  in  any  con- 
venient apparatus  and  subsequent  washing.  The  mode  by 
percolation  has  generally  been  found  sufficient.  The  alka- 
line solutions  thus  obtained  may  be  saved  and  evaporated 
down,  and  the  residuum  burned  in  a  furnace  suitably  con- 
structed, so  as  to  prepare  the  alkaline  substances  for  use 
in  a  repetition  of  the  same  process.  The  alkaline  solutions 
having  been  removed  by  percolation  and  washing  or  by 
pressure  and  washing,  the  wet  mass  of  woody  or  vegetable 
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pulp  is  now  to  be  exposed  to  the  action  of  chlorine,  or  the 
compounds  of  chlorine  with  oxygen,  for  the  purpose  of 
bleaching  it  and  preparing  it  for  the  manufacture  of  white 
paper.  Brown,  colored,  or  unbleached  paper  of  a  good 
quality  can  be  produced  from  the  pulp  as  soon  as  the  alka- 
line solutions  are  removed ;  but  for  the  production  of  good 
white  paper  it  is  necessary  to  subject  the  pulp  to  the  bleach- 
ing process.  If  the  material  used  be  wood  or  vegetable 
substance  of  a  non-resinous  nature,  the  pulp  may  be 
bleached  by  subjecting  it  to  the  action  of  chlorine  in  a  gas- 
eous form,  or,  which  is  preferable  in  this  case,  in  an  aque- 
ous solution,  in  any  of  the  common  and  well-known  modes. 
If  the  wood  or  vegetable  substance  be  of  a  resinous  nature, 
the  alkaline  solutions  should  be  removed  by  the  mode 
above  described,  and  the  pulpy  mass  should  be  exposed  to 
the  action  of  chlorine  or  its  compounds  with  oxygen.  This 
may  be  done  by  placing  the  pulpy  mass  of  woody  or  vege- 
table substance  on  racks  or  drawers  arranged  in  a  chamber, 
and  applying  chlorine  or  its  compounds  with  oxygen  in 
the  gaseous  form,  which  with  resinous  substances  is  prefer- 
able to  the  aqueous  solution,  until  the  mass  is  suflSciently 
acted  upon.  The  mass  must  then  be  again  well  washed 
and  treated  with  a  weak  solution  of  caustic  alkali,  (warm 
preferred),  which  changes  the  red  color  to  a  dark  brown. 
The  alkaline  solution  should  then  be  removed  by  washing, 
and  the  resulting  gray  pulp  may  be  bleached  by  any  ordi- 
nary method  of  bleaching. 

What  we  claim  as  the  invention  of  Charles  Watt  and 
Hugh  Burgess,  is— 

1.  The  process  of  treating  wood  or  other  vegetable  sub- 
stance by  boiling  in  an  alkali  under  pressure,  as  a  process  or 
preparatory  process  for  making  pulp  for  the  manufacture 
of  paper  from  such  woods  or  other  vegetable  substances, 
substantially  as  described. 

2.  The  process  of  treating  resinous  woods  by  boiling  in 
an  alkali  under  pressure,  and  treating  the  product  with 
chlorine  and  its  compounds  with  oxygen  for  making  white 
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pulp  for  the  manufacture  of  paper  from  such  woods,  sub- 
stantially as  described. 

MORRIS  L.  KEEN, 
WILLIAM  F.  LADD. 
Witnesses  to  W.  P.  Ladd : 
Jonathan  S.  Odell, 
Samu£L  Coles. 
Witnesses  to  M.  L.  Keen : 
Geo.  C.  Ward, 
Patrick  Ward, 


M.  A.  C.  MELLIER,  OF  PARIS,  FRANCE. 

Letters  Patent  No.  17,387,   dated  May  26,    1857;   patented  in 
France,  Aagost  7, 1854;  patented  in  England,  October  26, 1855. 

The  schedale  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

To  all  whom  it  may  concern : 

Be  it  known,  that  I,  Marie  Amed6e  Charles  Mellier,  of 
Paris,  in  the  Empire  of  France,  have  made  an  invention  for 
an  improvement  in  the  manufacture  of  paper,  and  I  do 
hereby  declare  that  the  following  is  a  full  and  exact  de- 
scription. 

The  invention  has  for  its  object  a  peculiar  process  for 
treating  of  straw  and  other  vegetable  fibrous  materials  re- 
quiring like  treatment,  preparatory  to  the  use  of  such 
fibers  in  the  manufacture  of  pap)er,  and  the  improvement 
consists  in  subjecting  straw  or  such  other  fibrous  materials 
to  a  pressure  of  at  least  seventy  pounds  on  the  square 
inch  when  boiling  such  fibrous  matter  in  a  solution  of  caus- 
tic alkali.  For  this  {)urpose  the  straw  or  fibrous  matters 
are  cut  into  short  lengths,  soaked  in  warm  water  and 
washed.  They  are  then  placed  in  a  suitable  boiler,  and  I 
use  for  such  purpose  a  rotary  boiler  provided  with  a  coil 
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or  coils  of  steam  pipe  for  the  purpose  of  heating  the  con- 
tents ;  and  I  prefer  that  the  boiling  should  be  carried  on  at 
a  temperature  to  produce  at  or  above  80  lbs.;  on  the  square 
inch  in  the  boiler,  where  are  the  fibrous  materials  to  be 
acted  upon ,  but  so  high  a  temperature  is  not  absolutely 
necessary.  For  I  have  found  by  experiment  that  it  is 
essential  that  a  temperature  equivalent  to  seventy  pounds 
on  the  square  inch  must  be  employed.  The  quantity  of 
alkali  used  is  at  the  rate  of  about  16  per  cent,  of  caustic  or 
potash,  of  the  straw  or  fibrous  substance  under  process. 
The  fibers  may  then  be  bleached  by  the  use  of  a  compara- 
tively small  quantity  of  bleaching  powder  or  chloride  of 
lime. 

To  enable  others  skilled  in  the  art  to  make  and  use  my 
invention,  I  will  proceed  to  describe  more  fully  the  manner 
of  using  the  same  : — The  straw  or  other  fibrous  material  re- 
quiring a  like  process  to  prepare  the  same  for  the  paper 
manufacturer  is,  first,  as  heretofore,  to  be  cut  in  a  chaff 
cutting  or  other  machine,  into  short  lengths,  and  to  be 
freed  from  knots,  dirt  and  dust,  and  then  steeped  for  a  few 
hours  in  hot  water.  The  straw  or  fibrous  materials  and  a 
weak  solution  of  caustic  alkali  are  then  to  be  placed  in  a 
suitable  close  boiler  heated  by  steam  as  hereafter  explained, 
and  the  heat  is  to  be  raised  to  such  a  degree  as  to  attain 
and  maintain  for  a  time  a  pressure  internally  of  the  boiler 
equal  to  or  exceeding  seventy  pounds  on  the  square  inch 
that  is  about  310°  of  Fahrenheit,  by  which  means  a  con- 
siderable saving  of  alkali,  as  well  as  time  and  fuel,  results, 
as  compared  with  the  means  of  using  a  hot  solution  of 
caustic  alkali,  as  now  practiced  in  preparing  straw  and 
other  fibers  for  paper  makers. 

The  boiler  employed  for  the  purpose,  and  the  mannet 
of  heating  it  by  steam  may  be  varied,  but  first,  it  must 
have  a  rotary  motion  either  on  its  long  or  on  its  small  axis 
by  means  which  are  very  well  known  ;  and,  secondly,  I  pre- 
fer not  to  send  the  steam  directly  into  the  liquid  in  which 
the  materials  are  immersed,  but  to  pass  it  either  in  a  jacket 
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around  the  boiler,  or  through  a  coil  or  a  system  of  steam 
pipes  inside  of  it,  so  that  the  steam  does  not  mix  with  the 
caustic  alkaline  solution  in  the  middle  portion  of  the  boiler, 
but  is  kept  separate  and  does  not,  therefore,  in  condensing 
dilute  the  caustic  alkaline  solution  used. 

The  plan  of  construction  of  the  boiler  I  would  recommend 
would  be,  if  the  boiler  is  to  rotate  vertically  or  on  its  small 
axis,,  as  very  well  known,  to  cover  it  with  a  jacket,  so  that 
the  steam  could  circulate  from  one  end  to  the  other  between 
the  two  plates ;  or  rather,  if  it  is  to  revolve  horizontally,  or 
upon  its  long  axis,  as  is  equally  very  well  known,  to  fix 
near  each  end  of  the  boiler,  and  inside  of  it,  a  diaphragm  or 
partition,  which  partitions  are  connected  together  by  nu- 
merous tubes,  which  are  arranged  in  a  circle  near  the  outer 
circumference  of  each  partition.  By  this  arrangement  the 
steam  is  introduced  through  the  hollow  axis  at  one  end  of 
the  boiler,  and  it  passes  through  the  steam  pipes,  and 
thence  into  the  compartment  at  the  other  end  of  the  boiler, 
where  it  and  the  condensed  steam  are  conveyed  away  as  is 
well  understood  through  the  other  hollow  axis. 

In  adopting  the  i)lan  of  not  sending  directly  the  steam 
into  the  boiler,  I  found  the  three  following  advantages :  1st. 
Not  to  dilute,  as  I  have  already  said,  the  alkaline  solutions. 
2dly.  To  avoid  the  trouble  of  having  sometimes  the  end  of 
the  steam  pipe  in  the  boiler  choked  with  straw,  and  to  pre- 
vent, in  case  that,  by  one  cause  or  another,  the  pressure  in 
the  steam  boiler  would  fall  under  the  degree  of  the  pres- 
sure in  the  straw  boiler,  the  priming  of  the  first  by  the 
second,  viz :  the  absorption  of  straw  and  alkaline  solution 
from  the  straw  boiler.  3dly.  Thegreaterfacility  of  cooling 
the  straw  boiler,  when  the  pressure  has  been  maintained 
for  a  sufficient  length  of  time  by  means  of  turning  oflf  the 
steam  at  one  end,  letting  it  at  the  other  end  out  of  the 
jacket,  or  of  the  coils  or  steam  pipes  just  described,  and 
passing  through  the  same  a  stream  of  cold  water,  which  at 
the  same  time  that  it  cools  the  mass,  furnishes  a  quantity 
of  cold  water  which  can  be  received  in  convenient  vessels. 
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and  Mdll  be  found  very  useful  for  washing  the  straw  or 
other  fibrous  material  after  boiling. 

By  means  of  4Bubmitting  the  straw  or  similar  fibrous 
materials  to  a  pressure  of  between  70  to  84  pounds  on  the 
square  inch  inside  of  the  boiler,  I  can  reduce  considerably 
the  proportion  of  alkaline,  and  the  solution  which  I  prefer 
to  use  is  to  be  from  two  to  three  degrees  of  Baume,  or  of  a 
specific  gravity  of  from  1.013  to  1.020,  and  at  the  rate  of 
about  70  gallons  of  such  solution  to  each  cwt.  of  straw  or 
other  fibrous  vegetable  matters  requiring  the  like  treatment. 

The  boiler  is  to  be  filled  with  straw,  and  the  alkaline 
solution  and  then  closed  fluid  and  steam  tight.  The  boiler 
is  made  to  revolve  slowly,  say  about  one  or  two  revolutions 
per  minute,  and  the  steam  is  to  be  admitted.  I  find  it  de- 
sirable to  keep  up  the  heat  and  pressure  during  about  three 
hours  after  the  pressure  above  mentioned  has  been  obtained, 
when  the  process  of  boiling  is  complete.  A  steam  gauge 
jiroperly  fixed  upon  the  boiler  will  enable  one  to  ascertain 
when  the  pressure  has  attained  the  required  degree. 

When  the  apparatus  and  the  fibres  under  process  have 
been  cooled  by  the  means  herein  before  mentioned,  or 
rather,  when  the  pressure  has  been  reduced  to  nothing,  I 
open  the  man  hole  of  the  boiler,  empty  the  materials  in 
suitable  vessels,  and  wash  them  first  with  hot  water,  then 
with  cold  water,  until  the  liquor  runs  perfectly  clear.  I 
then  steep  the  fiber  for  about  an  hour  in  hot  water  acidu- 
lated with  a  quantity  of  sulphuric  acid  equal  to  about  2 
per  cent,  of  the  weight  of  the  fibers  under  process,  and 
finally  the  washing  is  completed  with  cold  water.  The 
straw  or  fiber  may  then  be  bleached  in  the  ordinary  man- 
ner and  it  will  be  found  to  be  accomplished  by  a  compara- 
tively small  quantity  of  chloride  of  lime. 

Having  thus  described  the  nature  of  my  said  invention 
and  the  manner  of  performing  the  same,  I  would  have  it 
understood  that  I  do  not  claim  the  the  general  use  of  caus- 
tic alkaline  solutions,  nor  the  employment  generally  of  a 
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close  boiler  for  boiling  straw  or  other  vegetable  fibrous 
substances. 

But  what  I  claim  as  my  invention  and  desire  to  secure  by 
letters  patent  is,  the  use  of  a  solution  of  caustic  soda  (Na. 
0.,)in  a  compartment  of  a  rotary  vessel  separate  from  that 
which  contains  the  steam  heat,  substantially  as  described. 

I  also  claim  the  within  described  process  for  bleaching 
straw,  consisting  in  boiling  it  in  a  solution  of  pure  caustic 
soda  (Na.  O.,)  from  2°  to  3®  Baume,  at  a  temperature  no 
less  than  310°  Fahrenheit,  after  it  has  been  soaked  and 
cleaned,  and  before  submitting  it  to  the  action  of  a  solution 
of  chloride  of  lime  from  1  to  li  degrees  substantially  as  de- 
scribed. 

AM.  MELLIER. 

Witnesses . 

E.  MABZia. 


MORRIS  L.  KEEN,  OP  ROYER'S  FORD,  PA. 

Letters  Patent,  No.  25,418,  dated  September  13,  1859. 

The  schedule  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

To  all  whom  it  maj/  concern  : 

Be  it  known  that  I,  Morris  L.  Keen,  of  Royer's  Ford,  in 
the  county  of  Montgomery,  and  State  of  Pennsylvania, 
have  invented  certain  new  and  useful  Improvements  in 
Boilera  for  Boiling  Wood  or  Ligneous  Materials  for  making 
paper  pulp  under  pressure,  and  I  do  hereby  declare  that 
the  following  is  a  full,  clear  and  exact  description  of  the 
construction  and  operation  of  the  same,  reference  being 
had  to  tlie  accompanying  drawings,  in  which — 

Fig.  1,  represents  a  perspective  view  of  said  boiler. 
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boiled,  the  plate,  d^  is  prevented  from  rising  by  the  upper 
end  of  the  rod,  N,  being  in  contact  with  the  lower  face  of 
the  cover,  D  ;  O,  represents  try  cocks  by  which  the  mate- 
rial in  the  boiler  can  be  tried,  to  what  degree  of  perfection 
the  stock  is  worked. 

.  The  operation  is  as  follows :  The  boiler  being  charged 
with  the  proper  solution  of  caustic  alkali  or  other  suitable 
ifuid  and  with  the  material  which  is  to  be  reduced  to  pulp 
the  plate,  d^  is  placed  upon  it,  and  the  cover,  D,  is  screwed 
down  tightly ;  the  boiler.  A,  is  then  heated,  either  by  a 
direct  fire,  or  by  any  other  heating  apparatus,  and  the 
mass  in  the  boiler  is  boiled  and  stirred  until  thoroughly 
disintegrated ;  during  this  process  the  steam  arising  from 
the  fluid  rises  through  the  perforated  plate,  d^  and  fills  the 
expansion  chamber,  C,  whence  it  exerts  a  pressure  upon 
the  boiling  mass  in  the  boiler. 

When  the  stock  has  been  reduced  to  the  desired  perfec- 
tion the  stop  cock,  G,  is  opened  by  means  of  the  hand- 
wheel,  P,  and  the  entire  mass  is  blown,  by  the  pressure  of 
the  steam  in  the  expansion  chamber  and  boiler,  through 
the  pipe,  E,  as  a  pulp,  into  an  open  tank  adjacent  to  the 
boiler,  A.  The  expansion  chamber,  C,  may  be  provided 
with  a  pipe  leading  to  a  steam  gauge  to  indicate  the^  pres- 
sure of  steam  in  the  boiler. 

Having  thus  described  my  invention,  what  I  claim  is,  a 
boiler  for  boiling  under  pressure,  wood  and  ligneous  mate- 
rials for  making  paper  pulp,  constructed  with  an  expan- 
sion chamber,  stirrers  and  discharge  valve  or  cock,  ar- 
ranged for  the  purposes  and  in  the  manner  substantially  as 
herein  stated. 

MORRIS  L.  KEEN. 

Witnesses : 

Ephraim  Miller, 
Hugh  Burgess 
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MORRIS  L.  KEEN,  OP  ROYER'S  FORD,  PA. 
Improved  Boiler  for  Making  Paper-Pulp. 

Specification  forming  part  of  Letters  Patent  No.  38^901^  dated 

June  16,  1868. 

To  all  whom  it  may  concern  : 

Be  it  known  that  I,  Morris  L.  Keen,  of  Royer's  Ford,  in 
the  county  of  Montgomery,  and  State  of  Pennsylvania, 
have  invented  certain  new  and  useful  Improvements  in 
Boilers  for  Making  Paper-Pulp  ;  and  I  do  hereby  declare 
the  following  to  be  a  full,  clear,  and  exact  description  of 
the  same,  reference  being  had  to  the  accompanying  draw- 
ings, making  a  part  of  this  specification,  and  which  repre- 
sents the  boiler  in  elevation,  with  a  portion  of  its  upper 
part  represented  in  section,  to  show  the  interior  arrange- 
ment thereof. 

In  boilers  where  a  perforated  diaphragm  is  placed  in  the 
interior,  and  through  which  diaphragm  the  material  out  of 
which  the  pulp  is  to  be  made  is  to  be  charged  into  the 
cylinder,  it  is  found  that  the  material  falling  upon  the 
diaphragm  chokes  up  its  openings,  and,  moreover^  gets 
above  or  on  top  of  the  liquid,  which  it  is  the  special  object 
of  the  diaphragm  to  prevent.  My  object  and  purpose  is  to 
prevent  this  difficulty,  and  I  have  achieved  it  in  a  very 
simple  manner. 

My  invention  consists  in  connecting  the  man  or  feed  hole 
in  the  shell  of  the  boiler  with  the  man  or  feed  hole  through 
.the  diaphragm  by  a  perforated  well  or  cylinder,  so  that  the 
material  can  be  charged  through  said  well  into  the  boiler 
without  falling  upon  or  clogging  the  i)erforated  diaphragm. 

To  enable  others  skilled  in  the  art  to  make  and  use  my 
invention,  I  will  proceed  to  describe  the  same,  by  reference 
to  the  drawings. 

A  represents  a  boiler,  which  stands  vertically  in  the  fur- 
nace or  brick-work,  and  which  for  strength  and  conveni- 
ence has  hemispherical  ends,  its  body  being  cylindrical. 


\/6,  /S&J. 
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This  boiler  is  supended  to  the  brick- work  or  foundation  by 
flanges  e^  so  that  it  may  expand  and  contract  without  loos- 
ening itself  in  the  foundation  or  its  support.  In  the  inte- 
rior of  the  boiler,  near  its  upper  end,  there  is  placed  a  per- 
forated diaphragm,  B,  through  the  center  of  which  there  is 
an  opening,  c  c,  and  at  the  top  or  crown  of  the  boiler  there 
is  also  a  man  or  feed  hole  or  opening,  a  a,  and  these  two 
openings,  a  c,  are  connected  by  a  perforated  well  or  cylin- 
der, G,  to  act  as  guide  for  the  material  being  charged  into 
the  boiler  and  to  prevent  it  from  falling  upon  the  perfo- 
rated diaphragm,  and  thus  not  only  choking  its  openings 
but  getting  on  top  of  the  liquid,  which  it  is  important  to 
avoid  as  damaging  to  the  pulp.  The  openings  a  c  are  re- 
spectively closed  after  the  boiler  is  charged  by  the  covers 
b  d^  which  may  be  secured  in  any  of  the  known  ways  of 
securing  man-hole  covers  in  steam-boilers.  Above  the  per- 
forated diaphragm  B  there  is  an  expansion  chamber,  I, 
into  which  the  liquid  contents  of  the  boiler  expand  when 
the  fire  is  applied  to  the  boiler,  while  the  perforated  dia- 
phragm B  keeps  the  crude  material  always  submerged. 

E  is  a  discharge-pipe  at  the  bottom  of  the  boiler  A,  and 
F,  a  stop  or  discharge  valve  for  blowing  out  the  contents  of 
the  boiler  while  under  pressure  when  said  contents  have 
been  sufficiently  boiled, 

C  is  a  steam-indicator  and  D  a  safety-valve,  of  any  of  the 
common  constructions,  and  instead  of  their  being  placed  at 
the  top  of  the  boiler  they  may  be  brought  down  to  any  con- 
venient position  or  locality  near  the  attendant,  so  as  to  be 
readily  observed  by  him. 

The  boiler  may  be  heated  by  the  direct  application  of 
fire,  or  by  any  other  convenient  or  known  mode,  but  I 
prefer  to  use  a  direct  application  of  the  heat,  and  for  this 
purpose  use  a  fire  car  or  truck,  H,  on  wheels,  which  is 
withdrawn  when  the  boiler  is  to  be  discharged  and  re- 
placed immediately  after  the  boiler  is  again  refilled  for 
service. 

Having  thus  fully  described  the  nature,  object,  and  pur- 
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j)ose  of  my  invention,  what  I  claim  therein  as  new,  and  de- 
sire to  secure  by  Letters  Patent,  is — 

1.  A  boiler  provided  with  a  perforated  diaphragm  and 
well,  or  their  substantial  equivalents,  arranged  in  the  man- 
ner and  for  the  purpose  described. 

2.  In  combination  with  the  boiler,  the  arrangement  of 
the  discharge  pipe  and  valve  for  the  purpose  of  blowing 
out  or  discharging  the  contents  of  the  boiler,  under  pres- 
sure, substantially  as  and  for  the  purpose  set  forth. 

MORRIS  L.  KEEN. 
Witnesses : 

James  Thompson,  . 
Eluau  Sharp. 

Mt.  T.  a.  JenckeSyfor  the  Arnerican  Wood  Paper  Com- 
pany: 

The  Watt  A  Burgess  Patents. 

The  court  below  erred  in  its  findings  of  the  law  and  the 
facts  upon  which  its  decision  is  based  as  to  the  validity  of 
these  patents,  on  the  ground  of  want  of  novelty  in  the  in- 
vention. 

The  specifications  of  the  two  reissued  Watt  &  Burgess 
patents  described  processes  for  obtaining  from  wood  or 
other  vegetable  substances  a  fiber  suitable  for  the  manu- 
facture of  paper.  The  claim  of  one  patent  (1448)  is  for  the 
fiber  thus  obtained  as  a  new  manufacture ;  the  claim  of  the 
other  (1449)  for  the  processes  by  which  the  fiber  is  elimi- 
nated from  the  wood.  These  processes  as  described  are 
two,  one  applicable  to  resinous  woods,  and  one  to  non- 
resinous  woods.  The  agencies  by  which  this  fiber  is  elimi- 
nated are  purely  chemical.  They  effect  the  entire  removal 
of  all  the  constituent  elements  of  the  wood  except  the  fiber 
wliicli  is  suitable  for  paper  making ;  that  is,  the  result  or 
product  is  paper  pulp,  fit.  to  be  wrought  at  once  into  brown 
paper  and,  when  bleached  by  old  and  well  known  processes, 
into  white  paper. 

The  fiber  which  is  to  be  obtained  from  the  wood  is  com- 
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posed  of  what  is  termed  in  chemistry  ^'cellulose."  This 
and  the  other  component  parts  of  the  structure  of  plants 
are  well  described  in  Regnault's  Chemistry  (sees.  1274  and 
1275),  which  also  contains  the  following  definition  of  the 
term :  "Chemists  have  given  the  name  of  cellulose  to  that 
constant  substance  which  they  regard  as  forming  the  cellu- 
lar tissue  of  all  plants."  The  agents  by  which  all  the  other 
component  parts  of  the  plant  are  to  be  removed  are  heat 
and  "caustic  alkali." 

By  a  solution  of  caustic  alkali  is  meant  a  solution  of  the 
soda-ash  of  commerce,  by  the  removal  of  the  carbonic  acid 
through  the  action  of  quicklime.  The  soda-ash  is  an  im- 
pure carbonate  of  soda,  and  its  carbonic  acid  unites  with 
the  lime  and  leaves  the  alkali  in  its  caustic  condition.  The 
usual  proportion  in  the  solution  is  about  a  pound  and  a 
quarter  of  soda -ash  to  a  gallon  of  water. 

There  are  other  re-agents  used  in  the  cleaning  and  bleach- 
ing of  the  cellulose,  after  it  has  been  delivered  from  the 
boiler  or  vessel  in  which  it  has  been  cooked,  such  as  hydro- 
chloric acid,  which  is  a  compound  of  hydrogen  and  chlorine 
and  the  chlorous  or  hypo-chlorous  acid  which  is  a  com- 
pound of  chlorine  and  oxygen.  The  true  agent  in  these 
portions  of  the  processes  is  the  chlorine,  which  is  easily 
liberated  from  the  substances  with  which  it  is  combined 
when  sold  as  an  article  of  commerce. 

The  substances  which  are  to  be  removed  from  the  wood 
are  called,  as  a  whole,  the  intercellular  matter. 

The  action  of  the  caustic  alkali,  intensified  by  heat,  is 
generally  sufficient  to  destroy  this  intercellular  matter, 
although  sometimes  the  further  action  of  chlorine  is  pref- 
erable, as  described  in  the  specifications. 

The  cellulose  thus  obtained  from  the  wood  is  perfectly 
pure  and,  what  is  most  remarkable  and  in  which  the  nov- 
elty of  the  invention  consists,  this  substance  is  of  the  ex- 
act consistency,  length  and  other  dimensions  required  in 
the  fiber  for  paper  making.  Watt  &  Burgess  were  the  first 
discoverers  of  this  fact,  and  were  the  inventors  of  means  to 
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Utilize  this  discovery  and  to  produce  by  chemical  agencies 
a  fiber  which  could  be  wrought  at  once  into  paper,  a  better 
and  cheaper  article  for  the  purpose  than  had  before  been 
produced  by  mechanical  agencies. 

It  was  previously  known  that  the  fibers  of  cotton  or  of 
flax,  used  in  paper  making  were  pure  cellulose  ;  and  it  was 
known  to  chemists  that  cellulose,  in  some  form  and  in 
some  combination,  existed  in  wood  ;  but  it  had  never  been 
eliminated  from  wood  in  a  perfectly  pure  form,  nor  in  a 
condition  to  be  wrought  into  paper  without  mechanical 
treatment. 

No  witness,  on  behalf  of  the  defendant,  testified  that  any 
one  of  the  processes  to  which  reference  was  given  in  the 
answer  of  the  defendants,  either  had  produced  or  would 
produce  pure  cellulose  from  wood ;  nor  were  any  of  the 
samples  of  paper  produced  by  the  defendant's  witnesses 
analyzed  by  their  experts,  to  ascertain  the  substances  of 
which  they  were  composed.  It  was  not  claimed  that  they 
were  pure  cellulose.  It  was  proved  by  the  complainant's 
witnesses,  and  not  denied  on  the  part  of  the  defense,  that 
the  fiber  described  and  claimed  in  reissued  patent,  No. 
1448,  and  produced  by  the  processes  described  and  claimed 
in  reissued  patent  No.  1449,  is  pure  cellulose. 

While  the  cause  was  pending  in  the  court  below,  a  cause 
involving  similar  issues  upon  the  same  patents  was  heard 
and  decided  in  the  Eastern  District  of  Pennsylvania.  The 
same  error  in  law  is  to  be  found  in  the  opinion  of  that 
court. 

One  of  the  errora  in  each  of  these  opinions  is  in  assum- 
ing that  the  patent  of  the  originator  of  a  complete,  perfect 
and  successful  invention  can  be  defeated  by  any  number 
of  incomplete  and  imperfect  experiments  made  at  an  earlier 
date.  **The  settled  rule  of  law  is,"  says  this  court,  in 
Agawam  Co.  v.  Jordan,  7  Wall.  583  [8  Am.  &  Eng.  24], 
'•that  whoever  first  perfects  a  machine  is  entitled  to  the 
patent  and  is  the  real  inventor ;  although  others  may  have 
previously  had    the  idea,   and  made  some  experiments 
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toward  putting  it  in  practice.  He  is  the  inventor  and  en- 
titled to  the  patent,  who  first  brought  the  machine  to  per- 
fection, and  made  it  capable  of  useful  operation."  See 
Whiteley  v.  Swayne,  7  Wall.  6&5  [8  Am.  Eng.  70]. 

Neither  of  the  judges  below  finds  from  reading  the  pre- 
vious descriptions,  that  pure  cellulose  tit  for  the  manufac- 
ture of  white  paper  was  ever  produced  from  wood  prior  to 
1853. 

The  thing  produced  by  Watt  &  Burgess  in  its  purity  is 
not  found,  but  only  an  approxiTncUely  pure  oi  nearly  pure 
substance  like  it. 

Another  error  was  in  assuming  that  there  could  have 
been,  in  point  of  law,  no  invention  of  a  process  requiring 
for  its  successful  use  at  all  times  a  graduation  and  adjust- 
ment of  heat,  strength  and  time,  which  could  have  been  the 
subject  of  a  patent,  without  the  discovery  and  description 
of  such  graduation  and  adjustment.  The  fallacy  of  this 
position  is  apparent  when  we  consider  how  many  of  the 
most  valuable  inventions  were  made  before  the  invention 
of  any  methods  of  measuring  heat,  or  strength  of  the 
chemical  agents.  The  thermometer,  hydrometer,  and  the 
pressure  gauge,  are  all  of  recent  date.  Yet  there  are  hun- 
dreds of  inventions  which  require  the  use  of  heat  and 
chemicals,  which  were  perfected  before  either  was  discov- 
ered. Almost  all  chemical  inventions  are  empirical  in 
their  origin,  as  the  Supreme  Court  has  recognized  in  Tyler 
V.  Boston,  7  Wall.  327  [8  Am.  &  Eng.  1];  that  is,  a  result 
is  attained  through  chemical  experiments,  which  could  not 
have  been  foretold  by  a  priori  reasoning. 

The  cases  upon  patents  for  improvements  in  the  arts  by 
chemical  inventions,  reported  in  the  books,  are  not  numer- 
ous, but  they  all  sustain  the  views  now  presented  to  the 
court. 

See,  Hall's  Patent,  Web.  Pat.  Cas.  97  [1  Am.  &  Eng. 
363];  Derosne's  Patent,  Web.  Pat.  Case.  162  [2  Am.  &  Eng. 
78];  Carpmael,  Pat.  Cas.  664 ;  Neilson's  Patent,  Web.  Pat. 
Cas.  273  [3  Am.  &  Eng.  355];  Crane's  Patent,  375  [3  Am. 
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&  Eng.  437];  Queen  v,  Neilson,  665  [3  Am.  &  Eng.  491]; 
Maintz's  Patent,  2  Web.  Pat.  Gas.  85  et  seq.  [3  Am.  &  Eng. 
122];  Electric  Tel.  Co.  v.  Brett,  20  L.  J.  (N.  S.)  123;  Jur. 
5,  9. 

In  the  case  of  Newton  v.  Grand  June.  R.  R.  Co.,  20  L.  J. 
(N.  S.)  Exch.  427,  which  was  a  chemical  invention  in  part, 
it  was  determined  that  the  nse  of  a  substantial  part  of  that 
in  which  the  invention  consists  constitutes  an  infringement 
of  the  patent. 

In  Corning  x.  Burden,  15  How.  252  [6  Am.  &  Eng.  69], 
we  have  the  definition  of  a  process,  p.  267,  and  in  O'Reilly 
v.  Morse,  15  How.,  62  [5  Am.  Eng.  483],  the  interpretation 
of  the  Neilson  patent,  cited  pp.  115,  117.  In  Gayler  v. 
Wilder,  10  How.  477  [5  Am.  &  Eng.  188],  which  was  a  case 
upon  a  patent  for  an  invention,  chemical  in  part,  the  Su- 
preme Court  determined  that  a  single  prior  use  of  the 
chemical  discovery  which  had  not  attracted  public  atten- 
tion, but  had  passed  away  and  been  forgotten,  would  not 
invalidate  a  patent  for  the  same  discovery  by  an  original 
inventor,  and  that  if  such  prior  discovery  is  made  and  put 
in  use  abroad,  it  cannot  be  put  in  evidence  to  destroy  a 
patent  in  this  country,  unless  it  has  been  made  known  to 
the  world  in  pome  printed  publication. 

See,  also,  Tilghman  v.  Werk,  2  Pish.  Pat.  Cas.  229, 
McLean  and  Leavitt,  JJ.;  Tilghman  v.  Mitchell,  2  Fish.  P. 
C.  518;  Nelson,  J.;  Hills  v.  Evans,  8  Jur.  N.  S.  525;  Sey- 
mour V.  Osborne,  11  Wall.  516,  555  [8  Am.  &  Eng.  290].  * 

The  case  of  Yonng  v.  Fernie,  10  L.  T.  (N.  S.)  861,  is  one 
of  the  first  importance  in  relation  to  chemical  inventions. 
The  head  note  is  as  follows : 

"  Where  a  patent  has  been  taken  out  for  improvements 
in  the  mode  of  producing  chemical  substance,  it  is  no  bar 
to  the  legal  validity  of  the  patent,  that  the  subject  of  the 
patent  is  a  product  already  known  to  scientific  men,  pio- 
vided  that  the  patentee  is  the  first  person  who  has  produced 
the  substance  in  sufficient  quantities  to  make  it  a  market- 
able article. 


Oct,  1874.]      THE  WOOD  PAPER  PATENT.  231 

Argument  of  counseL 

The  inventor  of  a  substance,  within  the  meaning  of  the 
patent  laws,  is  the  man  who  discovers  the  mode  of  produc- 
ing it  in  such  a  form  and  to  such  an  extent  as  to  make  it 
useful  to  the  public  at  large. 

It  is  no  bar  to  the  validity  of  a  patent  for  improvements 
in  the  mode  of  producing  a  particular  substance,  that  sim- 
ilar processes  have  been  employed  to  produce  analogous 
substances,  when  the  subject  matter  of  the  production  is  a 
chemical  product,  and  the  process  is  a  chemical  process. 

When  the  subject  nfatter  of  an  alleged  invention  is  an 
improvement  of  a  chemical  process  for  the  production  of  a 
substance,  a  patent  specifying  a  particular  limit  of  temper- 
ature in  a  process  may  be  valid." 

See,  Hills  v.  London  (Jas-Light  Co.,  5  H.  &  N.  312  ; 
Hills  V.  Evans,  8  Jur.  626 ;  Steiner  v.  Heald,  6  Exch.  607 ; 
Muntz  0.  Poster,  2  Web,  Pat.  Gas.  96. 

The  object  or  purpose  is  to  be  taken  into  view  in  the  con- 
sideration of  every  chemical  invention  and  the  construction 
of  the  patent  for  such  invention. 

Mowry  v.  Whitney,  14  Wall.  620  [9  Am.  &  Eng.  1]. 

The  finding  of  the  court  below  is  inconsistent,  in  matters 
of  law,  with  these  rules  of  law  and  of  construction. 

Two  other  defenses  were  fully  argued  in  the  court  below, 
and  will  probably  be  reproduced  here.  These  were:  1. 
That  the  patent  was  improperly  reissued  in  two  parts.  2. 
That  the  reissued  patents  are  not  for  the  same  invention  as 
the  original  patent.  That  the  reissue  was  properly  taken 
in  two  parts,  is  settled  by  the  decision  of  this  court  in  the 
case  of  Rubber  Co.  v.  Goodyear,  9  Wall.  797  [8  Am.  & 
Eng.  150],  affirming  a  number  of  decisions  made  in  the 
Circuit  Court  on  the  Goodyear  patents. 

The  case  cited  also  disposes  of  the  defense,  rather  hinted 
at  than  taken,  in  the  answers  of  the  defendants,  that  the 
reissue  of  1858, and  the  reissues  Nos.  1,448  and  1,449,  of  1863, 
were  improvidently  issued  by  the  Commissioner  of  Patents, 
and  were  improperly  obtained  by  the  patentees. 
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The  reissued  patents  are  for  the  same  invention  as  the 
original  patent. 

The  first  requisite  in  every  reissue  is,  that  it  should  be 
for  the  same  invention  as  the  original ;  and  the  first  inquiry 
under  this  requisite  has  been  held  to  be,  whether  the  speci- 
fications are  consistent  or  whether  there  is  any  positive  con- 
flict or  inconsistency  between  them  as  a  matter  of  law. 

Sickles  V.  Evans,  2  Fish.  Pat.  Cas.  417;  Cahart  v.  Austin, 
2  Pish.  Pat.  Cas.  643 ;  Goodyear  v.  Rub.  Co.,  2  Fish.  499. 

Whether  this  proposition  is  correct,  as  applicable  to  all 
cases  of  the  reissue  of  patents,  as  well  those  of  chemical  as 
mechanical  inventions,  may  be  questioned ;  but  it  is  not 
important  to  question  it  in  the  present  case.  The  specifi- 
cations of  both  the  original  and  the  reissued  patents  relate 
to  the  manufacture  of  paper  pulp  from  wood  by  purely 
chemical  agencies.  The  pulp  thus  manufactured  is  identi- 
cal in  each.  The  chemical  agencies  are  the  same,  heat  and 
alkali,  with  or  without  chlorine ;  and  the  sole  question  is, 
whether  the  inventor  had  the  right  to  give  the  directions 
for  the  use  of  these  agents,  which  we  find  in  tlie  reissues, 
for  the  production  of  the  same  article,  the  paper  pulp  de- 
scribed in  the  specification,  and  claimed  as  a  new  product 
in  reissue  No.  1448. 

'  The  reissues  are,  in  point  of  fact,  only  more  precise  de- 
scriptions of  the  same  invention  and  of  the  mode  of  work- 
ing it. 

The  original  specification  of  the  American  as  well  as  of 
the  English  patent  was  defective  in  many  particulars,  among 
which  are  the  following : 

1.  It  did  not  set  forth  with  suflScient  distinctness  the 
strength  of  the  alkali  to  be  used.  This  strength,  it  sa}^s, 
"Being  dependent  on  the  nature  of  the  vegetable  sub- 
stances operated  on,  can  only  be  learned  by  experience." 
It 'merely  indicates  that  a  certain  strength  for  deal  or  fir 
wood  '*  answers  very  well." 

2.  It  does  not  set  forth  the  length  of  time  for  which  the 
boiling  must  take  place,  either  for  the  open  boiling  or  the 
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pressure  boiling.    It  is  said  to  be  * '  dependent  on  the  nature 
of  the  vegetable  substances  to  be  treated." 

3.  When  boiling  under  pressure  is  used,  it  does  not  state 
the  amount  of  pressure  nor  the  temperature  which  is  found 
best  fitted  for  producing  the  result. 

4.  It  does  not  distinguish  clearly  between  the  results  of 
the  open  boiling  and  the  pressure  boiling. 

5.  It  does  not  give  directions  for  the  treatment  of  any 
other  than  resinous  woods,  deal  or  fir. 

6.  It  does  not  set  forth  and  claim  the  product,  the  pulp 
obtained,  as  a  new  manufacture. 

7.  It  does  not  claim  separately,  both  the  open  boiling  and 
the  pressure  boiling.' 

8.  It  errs  in  using  language  concerning  pressure  boiling, 
which  might  be  construed  into  a  disclaimer,  not  only  of 
the  discovery  of  it,  but  of  the  advantages  of  its  use. 

Some  portions  of  the  specification  are  so  uncertain  and 
indistinct,  that  it  is  doubtful  if  it  could  have  been  sus- 
tained on  account  of  its  not  giving  suflScient  directions  for 
the  use  of  the  invention  ;  and  for  the  other  reasons  it  might, 
too,  have  been  declared  inoperative  and  invalid.  Tyler  v, 
Boston,  7  Wall.  327  [8  Am.  &  Eng.  1]. 

The  reissue  of  1868  was  designed  to  correct  many  of  these 
uncertainties  and  omissions,  and  the  carefully  prepared  re- 
issues of  1863  were  intended  to  remove  the  whole  of  them. 

The  first  variation,  about  the  size  of  shavings  or  cutting, 
is  of  not  the  slightest  importance. 

In  the  variations  of  the  next  paragraph  from  the  orig- 
inal specification,  four  of  the  eight  points,  in  which  this 
specification  was  defective,  are  attempted  to  be  corrected. 

1.  The  omission  to  state  the  difference  in  treatment  re- 
quired between  resinous  and  non-resinous  woods. 

2.  The  omission  to  state  the  strength  of  the  alkaline  so- 
lutions required  for  the  two  kinds  of  woods. 

3.  The  omissions  to  state  with  precisioh  the  kind  of  ves- 
sel in  which  the  boiling  should  take  place ;  and, 
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4.  The  omission  to  state  whether  pressure  or  open  boil- 
ing was  the  better. 

Thus,  the  first  new  phrase  of  any  significance  directs  that 
"The  boiling  should  take  place  in  a  suitable  boiler,  under 
pressure."  The  second  points  out  the  difference  in  tlie 
treatment  of  resinous  and  non-resinous  woods,  and  indi- 
cates the  strength  of  alkali  for  each.  The  omissions  to 
state  the  different  mode  of  treatment  required  for  non- 
resinous  woods  was  a  clear  defect,  which  it  is  the  province 
of  a  reissue  to  supply. 

The  next  alteration  is  in  the  substitution  of  the  words 
*' essential  importance"  for  "considerable  service."  The 
words  "service"  and  "importance"  are  used  as  synony- 
mous. When  the  quickest  and  most  economical  and,  con- 
sequently, the  best  mode  of  using  the  invention,  was  by 
pressure  boiling,  the  word  first  used  was  cakulated  to  mis- 
lead, and  it  was  the  duty  of  the  inventor  to  substitute  a 
word  which  should  not  mislead.  This  is  the  whole  effect 
of  that  alteration,  which  appears  also  in  the  first  reissue. 

Then  follows  a  definition  of  the  words  "underpressure" 
which  were  in  both  the  original  and  reissued  patents,  and 
a  clause  supplying  an  omission  in  the  original  patent,  by 
giving  a  direction  as  to  the  time  of  conducting  the  opera- 
tion. Without  these  amendments  the  original  patent  might 
have  been  declared  inoperative  and  void. 

Pressure,  in  performing  the  operation  indicated  in  the 
original  patent,  could  only  be  caused  by  heat ;  and  if  they 
knew  the  degree  of  heat  or  the  number  of  pounds  of  pres- 
sure corresponding  to  the  degree  required  for  effecting  the 
chemical  changes,  they  were  bound  to  set  forth  either  one 
or  the  other  or  both,  at  the  peril  of  losing  the  protection 
of  their  patent.  If  they  did  not  know  either  at  the  time 
of  taking  their  patent,  but  learned  one  or  both  from  ex- 
perience in  working  their  invention,  it  was  their  duty  to 
surrender  the  patent  and  amend  the  specification  so  as  to 
include  the  knowledge  which  they  had  thus  acquired.  This 
is  just  what  has  been  done  in  this  case  and  no  more ;  "under 
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pressure"  is  a  vague  and  indefinite  phrase,  and  is  now  de- 
fined so  as  to  be  clear  and  certain  in  its  meaning.  The 
length  of  time,  which  was  also  left  indefinite  in  the  original 
specification,  is  made  as  specific  as  possible.  A  minimum 
and  maximum  are  given  both  for  the  degree  of  heat  and 
length  of  time.  This  amendment  was  made  on  the  first  re- 
issue. 

The  next  addition  is  a  direction  of  the  best  mode  of  re- 
moving the  pulp  from  the  boiler.  This  is  no  part  of  the 
invention  or  of  the  claims.  It  is  merely  directory  as  to  the 
best  mode  of  performing  an  operation  incident  to  the  use 
of  the  invention. 

The  phrase,  "  We  do  not  claim  this  operation  as  a  part 
of  our  invention,"  is  dropped  altogether.  It  means  simply 
that  they  do  not  claim  to  have  been  the  inventors  of  pres- 
sure boiling,  and  as  no  such  pretension  is  made  in  the  claim 
proper,  it  is  mere  surplusage  in  the  specification. 

In  the  original  specification  several  phrases  are  used  for 
one  and  the  same  substance.  In  the  introduction,  the  in- 
vention is  said  to  consist  of  improvements  in  pulping  and 
disintegrating  vegetable  substances.  In  the  claim,  it  is  the 
pulping  and  disintegrating  of  shavings  of  wood  and  other 
similar  vegetable  matter.  In  the  first  paragraj)h  of  the 
specification,  the  material  is  spoken  of  as  shavings  or  cut- 
tings, and  as  shavings  alone,  and  again  as  damp  shavings ; 
and  the  result  is  spoken  of  as  a  pulpy  mass  of  dark  brown 
color,  and  as  the  pulp  thus  obtained.  In  the  amended 
specification,  the  synonymous  phrases  of  wood  and  other 
vegetable  substances  and  wet  mass  of  woody  or  vegetable 
pulp,  are  uniformly  used.     This  but  a  formal  variation. 

The  remainder  of  the  amended  specifications  is  a  further 
direction  about  the  treatment  of  resinous  and  non-resinous 
woods.  Non-resinous  woods  will  be  pulped  at  the  first 
stage  of  the  operation,  and  the  pulp  may  be  at  once 
bleached  and  run  into  par)er.  For  resinous  woods  the  sub- 
sequent treatment  is  substantially  the  same  as  in  the  origi- 
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nal  specification.  The  most  careful  examination  will  not 
detect  any  material  difference. 

The  second  claim  of  the  reissued  patent  is  also  substan- 
tially the  same  as  that  of  the  original  patent,  with  the  ad- 
dition of  the  words  "underpressure."  The  same  reason 
existed  for  inserting  the  words  here  as  in  the  direction 
about  boiling.  The  second  washing  in  alkali  without  pres- 
sure, was  found  to  be  of  no  importance,  and  it  does  not 
appear  in  the  claim,  although  described  in  the  specifica- 
tion. 

The  first  claim  is  for  the  first  boiling  process  by  which 
non-resinous  woods  are  pulped,  and  which  is  the  prepara- 
tory process  in  the  pulping  of  resinous  woods. 

No'  new  or  distinct  invention  is  inserted,  but  the  fact  is 
stated  that,  with  regard  to  non-resinous  woods,  the  first 
treatment  with  alkali  and  a  high  degree  of  heat  is  sufficient 
to  produce  the  pulp,  and  that  the  chlorine  treatment  is  un- 
necessary. What  the  original  specification  describes  as 
necessary  for  all  kinds  of  woods,  is,  by  the  amended  speci- 
fication, confined  to  such  woods  as  are  mentioned  in  the 
original,  viz. :  deal  and  fir,  and  other  resinous  woods,  and 
is  stated  not  to  be  essential  for  non-resinous  woods.  The 
amendnient  consists  in  teaching  the  workmen,  while  work- 
ing with  non-resinous  woods,  to  omit  certain  originally  de- 
scribed operations  as  unnecessary.  This  proves,  therefore, 
that  the  case  was  preeminently  one  for  a  reissue  within 
section  13  of  the  ace  of  1836  ;  for,  by  reason  of  a  defective 
or  insufficient  description  or  specification,  the  patent  might 
have  been  declared  inoperative  and  invalid  for  the  protec- 
tion of  the  process  of  making  pulp  from  non-resinous 
woods.  The  original  patent  took  for  its  field  of  inven- 
tion all  kinds  of  wood ;  the  reissued  patent  defines  with 
greater  precision  the  treatment  for  different  kinds  of  wood, 
and  the  product — the  result — remains  the  same — a  wood 
pulp  suitable  for  the  manufacture  of  paper.  By  using 
more  specific  language  in  the  reissue,  the  invention  is  nar- 
rowed, not  enlarged. 
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The  true  question,  it  is  submitted,  is,  whether  the  origi- 
nal experiments  were  such  as  to  enable  the  inventor  to 
practice  his  invention  and  state  the  conditions  of  it  intel- 
ligibly, and  whether  he  has  done  more  than  to  make  a 
more  accurate  description  of  these  conditions  in  his  reissued 
patent.  Of  course  Watt  and  Burgess  did  not  know,  and  no 
other  chemical  inventors  have  ever  known,  all  the  condi- 
tions, and  hence  not  the  best  conditions,  for  the  practical  use 
of  their  inventions,  at  the  time  when  they  first  undertook  to 
describe  them.  There  is  not  an  original  patent  for  a  chem- 
ical invention  of  any  value  that  has  not  been  defective  and 
requiring  reissue  or  disclaimer,  for  the  reasons  already 
stated.  It  is  too  much  tiie  custom  with  such  inventors  to 
rush  at  once  to  the  Patent  Office  and  obtain  a  patent  upon 
crude  and  insufficient  experiments  and  statements,  ^ut 
as  a  general  rule,  the  inventor  knows,  better  than  anyone 
else,  when  his  invention  is  accomplished  ;  when  his  exper- 
iments cease  and  his  knowledge  begins ;  and  in  the  absence 
of  fraud  or  of  any  conflicting  interest,  his  statement  should 
be  conclusive. 

Another  error  of  the  adverse  opinions  is  in  confounding 
the  weights,  measures  and  details  of  the  process  with  the 
result  of  the  observation,  with  the  invention  itself.  The 
process  was  completed  before  the  hydrometer,  the  ther- 
mometer, the  pressure  gauge  or  the  chronometer  were  ap- 
plied to  it.  When  the  inventor  discovered  that  perfect 
pulp  could  be  produced  in  a  short  time  by  the  action  of 
alkali  a.nd  high  heat  upon  wood,  at  one  operation,  the  in- 
vention had  become  accomplished.  The  subsequent  gradua- 
tion of  these  elements,  to  obtain  the  most  economic  results, 
might  have  been  done  by  other  persons  as  well  as  the  in- 
ventor. They  are  merely  methods  of  working  the  inven- 
tion, which  might  have  amounted  to  improvements,  but 
which  do  not  alter  the  character  of  the  invention  itself. 
And  it  sounds  most  strangely  illogical  to  say  that  an  in- 
ventor must  lose  the  rewards  due  to  a  great  and  most  val- 
uable discovery  because  he  has  in  a  reissued  patent  de- 
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scribed,  with  the  particularity  which  the  law  requires  him 
to  do,  the  best  methods  of  working  his  invention. 

It  is  my  view  of  the  law,  that  when  an  inventor,  and 
especially  a  chemical  inventor,  finds,  in  the  course  of 
working  his  invention,  that  he  can  give  a  better  descrip- 
tion of  the  details  of  it  than  he  was  originally  able  to  give 
in  his  specification  ;  that  it  is  not  merely  his  privilege  but 
his  duty  to  surrender  the  original  patent  and  take  a  re- 
issue containing  the  more  perfect  description.  Indeed  it 
has  been  said  by  a  learned  judge  in  French  v.  Rogers,  1 
Pish.  Pat.  Gas,  137,  that  "It  is  for  the  public  interest  that 
the  surrender  and  reissue  should  be  allowed  to  follow 
each  other,  just  as  oft^n  as  the  patentee  is  content  to  be 
more  specific  or  more  modest  in  his  claims." 

yhe  Keen  patents  are  for  the  boilers  in  which  the  wood 
is  boiled  in  alkali  under  pressure.  The  first,  dated  Sep- 
tember 13,  1869,  claims  a  boiler  of  a  peculiar  construction, 
described,  with  an  expansion  chamber,  stirrers  and  dis- 
charge valve  or  cock  arranged  for  the  purposes  described. 
These  purposes  are :  (1)  For  the  boiling  of  the  mass  in  the 
most  thorough  manner,  keeping  it  stirred  or  in  morion,  so 
that  all  parts  shall  be  acted  upon  by  the  heat  equally. 
(2)  For  the  discharge  of  the  disintegrated  mass  under  pres- 
sure through  the  discharge  valve,  into  the  tank  where  it  is 
to  be  washed. 

The  second  patent,  dated  June  16,  1863,  is  also  for  a 
boiler,  to  be  used  for  the  same  general  purpose  as  the  first, 
but  without  the  stirrers,  and  with  an  original  arrangement 
of  devices  for  charging,  and  also  for  blowing  off  the  con- 
tents. 

The  infringement  of  these  patents  is  proved  by  various 
witnesses.  One  witness  says  the  "feed  hole"  was  below 
the  diaphragm,  not  through  it.  But  the  discharge  cock 
was  in  the  same  place  and  performed  the  same  duty  as  in 
Keen's. 

The  judge  says :  "  There  remain  to  be  considered  the  two 
boiler  patents  which  are  set  out  in  the  bill.     As  to  those, 
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it  seems  sufficient  to  say  that  the  first  boiler  patent  of 
Keen,  No.  26,418,  is  for  a  combination,  of  which  the  stir- 
rers described  are  a  mateiial  part.  The  evidence  shows, 
however,  that  the  stirrers  are  not  used  by  the  defendants. 
Not  using  the  plaintiffs  combination,  they  do  not  infringe 
their  patent." 

But  the  proof  is  clear  that  they  had  infringed  the  pdtent 
for  a  long  period  prior  to  the  commencement  of  the  suit  by 
using  the  stirrers,  as  well  as  the  rest  of  the  combination. 
The  proof  of  a  single  act  of  infringement,  prior  to  the  com- 
mencement of  the  suit,  entitles  the  complainants  to  a  de- 
cree. 

He  proceeds  (6  Blatchf.  33) :  "The  second  boiler  patent  of 
1863,  No.  38,901,  is  for  a  combination  of  which  the  dia- 
phragm and  well  are  material  parts.  Tlie  defendants  use 
no  well  with  the  diaphragm,  but  charge  their  boiler  below 
the  diaphragm.  There  is,  then,  no  use  of  the  plaintiffs' 
combination  secured  by  the  patent.  So  far,  then,  as  the 
plaintiflfs'  case  rests  upon  these  two  boiler  patents,  it  must 
fail." 

But  this  patent  has  two  arrangements  of  devices  in  con- 
nection with  the  boiler  for  two  very  different  purposes ; 
one  purpose  is  to  charge  the  boiler  so  that  there  shall  be 
no  refuse  or  waste,  and  this  is  accomplished  by  making  a 
feed-hole  or  well  into  the  boiler  through  the  diaphragm,  so 
that  the  chips  or  other  stock  shall  fall  directly  into  the 
boiler  when  the  cover  is  removed.  Precisely  the  same  pur- 
pose is  accomplished  in  the  defendants'  boiler  by  making 
a  feed-hole  or  well  just  below  the  diaphragm,  and  .pushing 
the  stock  through  it  into  the  boiler.  Here  are  the  three 
elements  of  the  combination :  the  boiler,  the  perforated 
diaphragm  and  the  feed-hole,  arranged  so  as  to  accomplish 
precisely  the  same  purpose  as  in  Keen's  boiler,  although 
not  in  so  simple  a  manner.  Each  element  is  not  only  the 
"substantial  equivalent"  of  the  corresponding  device  in 
the  other,  but  it  is  precisely  the  same,  although  the  place, 
not  the  function,  of  one  of  the  elements  is  changed.     Con- 
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striiing  the  patent  with  the  object  of  the  invention  in  view 
Mo  wry  v,  Whitney,  14  Wall.  645  [9  Am.  &  Eng.  1],  the 
combination  of  devices  in  the  defendant's  apparatus  is  pre- 
cisely the  same  as  that  covered  by  the  first  claim  of  the 
Keen  patent  of  1863. 

But  there  is  another  combination  of  devices  in  Keen's 
apparatus  for  a  different  purpose,  and  which  is  the  subject 
of  the  second  claim  of  the  patent.  That  purpose  is  for  the 
discharge  of  the  contents  of  the  boiler  when  the  intercellu- 
lar matter  of  the  wood  has  been  removed.  The  mode  of 
charging  the  boiler,  and  the  devices  by  which  this  charging 
has  been  accomplished,  have  nothing  to  do  with  this  second 
object. 

The  boiler  may  have  been  filled  in  any  manner,  so  that 
it  be  filled  and  its  contents  ready  to  be  discharged.  The 
well  is  certainly  no  part  of  this  combination.  It  is  not 
questioned  that  the  devices  for  discharging  the  boilers  in 
the  defendant's  apparatus  are  identical  with  those  which 
are  the  subject  of  the  second  clause  of  this  patent,  and 
operate  in  combination  in  the  same  way  and  for  the  same 
object. 

The  Mellier  Patent. 

Although  notice  was  given  in  the  answer  that  reference 
would  be  made  to  Wright's  patents,  and  to  the  extract 
from  the  Central  Blatte^  to  prove  the  want  of  novelty  in 
the  invention  patented  by  Mellier,  yet,  the  experts  called 
by  the  defendant  have  taken  no  such  ground,  and  the  va- 
lidity of  the  Mellier  patent  stands  unimpeached. 

The  only  questions  to  be  determined  upon  this  patent, 
therefore,  are  those  of  construction  and  infringement.  It 
is  for  a  process,  a  new  and  useful  improvement  in  making 
paper  pulp. 

'^The  straw  or  other  fibrous  materials  requiring  a  like 
process  to  prepare  the  same  for  the  paper  manufacture,  is 
first,  as  heretofore,  to  be  cut  in  a  chaff-cutting  or  other  ma- 
chine into  short  lengths,  and  to  be  freed  from  knots,  dirt 
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or  dust,  and  then  steeped  for  a  few  hours  in  hot  water. 
The  straw  or  fibrous  materials  and  a  weak  solution  of  caus- 
tic alkali  are  then  to  be  placed  in  a  suitable  close  boiler, 
heated  by  steam,  as  hereinafter  explained,  and  the  heat  is  to 
be  raised  to  such  a  degree  as  to  attain  and  maintain  for  a 
time  a  pressure  internally  of  the  boiler,  equal  to  or  exceed- 
ing seventy  pounds  to  the  square  inch — that  is,  about  310^ 
of  Fahrenheit — by  which  means  a  considerable  saving  of 
alkali,  as  well  as  time  and  fuel,  results,  as  compared  with 
the  means  of  using  a  hot  solution  of  caustic  alkali,  as  now 
practiced  in  preparing  straw  and  other  fibers  for  paper 
makers. 

By  means  of  submitting  the  straw  or  other  similar  fibrous 
materials  to  the  pressure  of  between  70  and  80  pounds  to 
the  square  inch  inside  of  the  boiler,  I  can  reduce  considera- 
bly the  p;-oportion  of  alkali ;  and  the  solution  which  I  pre- 
fer to  use  is  to  be  from  two  to  three  degrees  of  Ban  me,  or 
of  a  specific  gravity  of  from  1.013  to  1.020,  and  at  the  rate 
of  about  seventy  gallons  of  such  solution  to  each  cwt.  of 
straw  or  other  fibrous  vegetable  matter  requiring  like  treat- 
ment." 

The  claims  of  the  patent  are  as  follows  : 

**  Having  thus  described  the  nature  of  my  said  invention, 
and  the  manner  of  performing  the  same,  I  would  have  it 
understood  that  I  do  not  claim  the  general  use  of  caustic 
alkaline  solution,  nor  the  employment  generally  of  a  close 
boiler  for  boiling  straw  or  other  vegetable  fibrous  sub- 
stances." 

"But  what  I  claim  as  my  invention,  and  desire  to  secnre 
by  letters  patent,  is  the  use  of  a  solution  of  caustic  soda 
(NaO)  in  a  compartment  of  a  rotary  vessel  separate  from 
mat  which  contains  the  steam  heat,  substantially  as  de- 
scribed." 

"  I  also  claim  the  within  described  process,  for  bleaching 
straw,  consisting  in  boiling  it  in  a  solution  of  pure  caustic 
soda  (NaO)  from  2°  to  3®  Baum^,  at  a  temperature  of  not 
less  310°  Fahrenheit,  after  it  has^^been  soaked  and  cleansed 
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and  before  submitting  it  to  the  action  of  the  solution  of 
chloride  of  lime,  from  1  to  1^  degrees,  substantially  as 
described." 

Some  confusion  has  arisen  in  the  construction  of  this 
specification,  from  the  fact  that  it  speaks  of  a  pressure  of 
seventy  pounds  being  equivalent  to  a  temperature  of  310°. 
But  the  claim  is  confined  to  the  temperature,  and  the  pres- 
sure is  spoken  of  only  as  a  means  of  measuring  it.  The 
temperature  of  the  contents  of  the  boiler  during  its  action 
cannot  be  readily  measured  by  a  thermometer,  and  it  is 
generally  ascertained  by  comparing  the  tables  of  steam 
pressure  with  the  tables  of  temperature. 

The  oldest  and  best  known  of  these  is  called  ''The  French 
Tables."  By  these  a  pressure  of  seventy  pounds  corres- 
ponds very  nearly  to  the  temperature  of  310°  P.  Mellier 
says:  ''The  heat  is  to  be  raised  (after  the  materials  are 
placed  in  the  boiler)  to  such  a  degree  as  to  attain  and  main- 
tain for  a  time  a  pressure  internally  of  the  boiler,  equal  to 
or  exceeding  seventy  pounds  on  the  square  inch  ;  that  is, 
about  310°  of  Fahrenheit."  etc. 

In  another  part  of  the  specification  he  says : 

"A  steam-gauge  properly  fixed  upon  the  boiler  will 
enable  one  to  ascertain  when  the  pressure  has  attained  the 
required  degree." 

The  claim  is  for  the  use  of  high  temperature,  and  is  not 
qualified  or  made  obscure  by  the  mode  of  measuring  that 
temperature. 

It  appears  that  the  French  tables  start  from  a  vacuum  at 
zero,  and  give  the  entire  internal  pressure  corresponding  to 
the  temperatures  ;  whereas,  our  steam-gauges  only  indicate 
the  difference  between  the  pressure  of  the  atmosphere  and 
the  entire  internal  pressure.  This  statement  is  not  con- 
tradicted or  varied,  and  is  the  actual  fact.  To  ascertain 
the  entire  internal  pressure  upon  the  contents  of  the  de- 
fendant's boilers,  the  weight  of  the  atmosphere,  averaging 
14^^  pounds,  must  be  added  to  the  pressure  indicated  by 
the  steam-gauges. 
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The  mode  of  measuring  the  degree  of  temperature  by 
pressure  or  otherwise  was  no  part  of  Mellier's  invention. 
It  was  a  mat  ter  to  be  learned  from  the  books.  Mellier  wrote 
for  those  skilled  in  the  use  of  high  pressures  and  steam- 
gauges,  and  he  took  for  granted  that  every  one  who  used  his 
invention  would  know,  as  he  ought  to  know,  that  all  ordi- 
nary steam-gauges  worked  against  the  pressure  of  the  at- 
mosphere. Hence  he  is  very  precise  in  stating  that  the  pres- 
sure which  he  referred  to  was  the  pressure  within  the 
boiler,  not  the  difference  between  the  internal  pressure  of 
the  steam  and  the  external  pressure  of  the  air.  Thus  he 
says,  in  the  passage  above  quoted:  ''The  heat  is  to  be 
raised  to  such  a  degree  as  to  attain  and  maintain  for  a  time 
a  pressure  internally  of  the  boiler,  equal  to  and  exceeding 
seventy  pounds  to  the  square  inch,"  and  again,  "By  means 
of  submitting  the  straw  or  similar  fibrous  materials  to  a 
pressure  between  70  to  84  pounds  to  the  square  inch  inside 
the  boiler,"  etc.  He  says,  also,  "a  steam-gauge  properly 
fixed  upon  the  boiler  will  enable  one  to  ascertain  when  the 
pressure  has  attained  the  required  degree."  How?  Not 
by  anything  upon  the  gauge  itself,  because  that  only  indi- 
cates pounds.  The  pounds  are  to  be  turned  into  degrees, 
and  that  can  only  be  done  by  reference  to  the  tables  then 
in  use.  The  specification  gives  but  one  of  the  correspond- 
ing readings  from  these  tables,  70  pounds  equals  310°  F. 
and  in  precise,  unambiguous  language,  refers  to  the  inter- 
nal pressure. 

This  construction  has  been  affirmed  by  judicial  decision 
in  the  case  of  the  present  complainant  v.  Heft,  in  the  East- 
em  District  of  Pennsylvania ;  see  also,  opinion  of  Judge 
Hall  of  the  Northern  District  of  New  York  ;  Amer.  Wood 
Paper  v.  Glens  Palls  Paper  Co.,  8  Blatchf.  513. 

Messrs.  H.  W,  Russell  and  8.  i>.  Law ^  for  Fiber  Dis- 
integrating  Company: 

The  original  Watt  &  Burgess  American  patent  of  1854, 
was  invalid,  because  it  was  not  for  the  same  invention  as 
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that  described  in  the  English  provisional  specification,  filed 
August  19,  1863,  to  which  date  the  American  patent  has 
relation. 

The  same  objection  applies,  with  even  greater  force,  to 
the  reissued  patents  of  1863. 

An  English  patent  is  granted,  upon  the  condition  that  if 
the  patentee  shall  not  particularly  describe  and  ascertain 
the  nature  of  the  invention,  and  in  what  manner  the  same 
is  to  be  prepared,  by  an  instrument  in  writing,  under  his 
hand  and  seal,  and  cause  the  same  to  be  filed  in  the  great 
seal  oflSce,  within  six  months  after  the  date  of  the  patent, 
it  is  to  be  void.  O'Reilly  v.  Morse,  15  How.  1()8  [5  Am.  & 
Eng.  483]. 

The  English  patent  was  granted  October  27, 1863,  and  the 
final  specification,  filed  February  18,  1854,  recites  the  pre- 
vious granting  of  the  patent,  which  patent  was  for  the  in- 
vention described  in  the  petition  and  provisional  specifica- 
tion. 

This  final  specification  is  not  for  the  invention  described 
in  the  provisional  specification,  and  the  English  patent  is 
for  that  reason,  under  the  decisions  in  England,  void. 

Byrne,  Patents,  33,  London,  1860 ;  Harmer  v.  Playne,  11 
East,  101  [1  Am.  &  Eng.  171] ;  Bovill  v.  Moore,  2  Marsh.  211 
[1  Am.  &  Eng.  268] ;  Brunton  v.  Hawkes,  4  B.  &  Aid.  541 
[1  Am.  &  Eng.  327]  ;  Campion  v.  Benyon,  6  J.  B.  Moore, 
71 ;  [1  Am.  &  Eng.  345]  •,  Bloxam  v.  Elsee,  6  B.  &  C.  169 
[1  Am.  &  Eng.  373]. 

The  process  described  in  this  final  specification  is  not  the 
process  described  in  the  petition  and  provisional  specifica- 
tion. 

After  going  through  the  farce  of  copying  the  provisional 
specification,  the  final  specification  proceeds  to  describe  the 
invention. 

The  very  first  step  of  the  process  described  in  the  pro- 
visional specification,  the  use  of  sulphurous  acid,  is  dropped 
altogether;  and  instead  of  relying  upon  the  action  of  sul- 
phurous acid,  followed  by  chlorine  to  bleach  and  disinte- 
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grate  the  fibers,  and  then  applying  a  warm  and  dilute  solu- 
tion of  caustic  soda  or  potash  to  complete  the  process,  the 
l^atenfees  proceed  to  describe  the  following  process  as  their 
invention  :  1.  The  wood  shavings,  etc.,  are  to  be  boiled  in 
a  solution  of  caustic  alkali  of  enormous  strength.  2. 
Chlorine  is  applied.     3.  A  weak  solution  of  caustic  alkali. 

It  thus  appears  that  between  August  19,  1853,  and  Peb- 
niary  18,  1854,  Messrs.  Watt  &  Burgess  entirely  changed 
their  proposed  process,  but  probably  not  being  willing  to 
lose  the  fees  paid  on  the  provisional  specification,  or  desir- 
ing to  date  back  their  claim  of  invention  to  August  19, 
1853,  to  cut  out  other  inventors,  they  filed  the  final  specifi- 
tion  in  question.  As  the  invention  described  in  that  pro- 
visional specification  is  not  the  same  as  that  described  in 
the  American  patent  of  July  18,  1854,  the  antedating  to 
August  19,  1853,  is  fatal  to  the  American  patent. 

The  authority  of  the  Commissioner  of  Patents  to  ante- 
date a  patent  is  given  by  the  act  of  1839,  section  6,  which 
directs  the  patent  to  be  limited  to  the  term  of  fourteen 
years  from  the  date  or  publication  of  the  foreign  letters 
patent,  for  the  same  invention  or  discovery. 

It  was  a  fraud  to  represent  that  the  English  patent  was 
for  the  same  invention  as  that  described  in  the  American 
specification,  and  thus  to  get  the  benefit  of  the  antedating 
to  August  19,  1853,  and  of  the  legal  presumption  that  the 
invention  described  in  the  patent  of  1854  was  invented  as 
early  as  August  19,  1853,  so  as  to  cut  out  intervening  pat- 
etits,  etc. 

Comparing  the  reissued  patents  of  1863  with  the  English 
specification  of  August  19,  1853,  it  is  most  manifest  that 
they  are  not  for  the  same  invention. 

The  process  de8cril)ed  in  the  first  claim  of  the  reissued 
patent  of  1863,  is  to  be  applied  to  every  kind  of  vegetable 
fibrous  substance,  except  resinoas  woods,  and  in  that  pro- 
cess there  is  to  be  no  disintegration  by  sulphurous  acid 
nor  by  chlorine ;  on  the  contmry,  the  disintegration  is  to 
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be  effected  by  the  sole  agency  of  caustic  alkali  and  hi^h 
pressure  boiling. 

As  to  the  second  claim,  respecting  a  process  for  resinous 
woods,  it  would  be  immaterial,  even  if  it  referred  to  a  pro- 
cess like  that  of  the  original  specification ;  the  fact  would 
remain  that  the  patent  is,  as  to  the  part  covered  by  the  first 
claim,  a  patent  for  an  invention  not  described  in  the  pro- 
visional specification. 

The  English  patent  is  void  because  the  first  specification 
is  for  an  invention  different  from  that  afterwards  de- 
scribed. 

And  the  American  patent  is  void  because  it  relates  back 
to  the  first  English  specification,  and  falsely  claims  to  be 
for  the  invention  therein  described. 

The  reissued  Watt  &  Burgess  patents  of  1863,  are  in- 
valid, not  being  for  the  same  invention  as  that  patented  in 
the  original  patent  of  1864,  and  being  in  part  for  an  inven- 
tion disclaimed  by  the  patentees  in  the  original  patent. 
Plaintiffs  are  estopped  by  that  disclaimer. 

Two  patents  were  issued  bearing  the  same  date,  one 
for  a  process,  the  other  for  a  product  or  manufacture. 

1.  As  to  the  reissued  patents  for  the  process. 

The  first  claim  of  this  patent  totally  omits  the  whole  of 
the  process  described  in  the  first  patent,  and  claims  an- 
other invention,  viz.  : 

''The  process  of  treating  wood  or  other  vegetable  sub- 
stance by  boiling  in  an  alkali  under  pressure  as  a  process, 
or  preparatory  process,  for  making  pulp  for  the  manufac- 
ture of  paper  from  such  woods  or  other  vegetable  sub- 
stance substantially  as  described.'* 

The  second  claim  in  the  process  patent,  which  is  omitted 
in  the  product  patent,  appears  to  have  been  inserted  for 
the  purpose  of  keeping  up  a  show  of  some  kind  of  resem- 
blance to  the  original  i)atent  of  1854.  But  that  second 
claim  relates  exclusively  to  the  treatment  of  resinous 
woods,  while  the  first  claim  includes  any  vegetable  sub- 
stance. 
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2.  As  to  the  patent  for  the  prodtict. 

It  describes  the  process  by  which  the  product  is  to  be 
made.  It  is  exactly  the  same  process  as  that  set  fortb  in 
the  process  patent. 

The  claim  is  for  "A  pulp  suitable  for  the  manufacture 
of  paper  made  from  wood  or  other  vegetable  substance,  by 
boiling  the  wood  or  other  vegetable  substance  in  an  alkali 
under  pressure  substantially  as  described." 

The  theory  of  the  plain tiflTs  counsel  is,  that  one  who  ob- 
tains a  patent  for  a  chemical  process  may,  after  trying  it 
and  discovering  its  defects,  reissue  the  patent  and  make 
the  necessary  corrections,  deductions  and  additions,  so  as 
to  make  the  patent  read  for  the  improved  process.  Plain- 
tilFs  counsel  go  further,  and  contend  that  it  is  the  duty  of 
the  patentee  to  adopt  that  course,  so  as  to  give  the  public 
the.  benefit  of  his  more  recent  discoveries.  We  maintain, 
on  the  contrary,  that  it  is  for  the  inventor  take  out  a  new 
patent  for  his  newer  invention,  and  that  he  has  no  right  to 
reissue  the  old  patent  to  antedate  the  new  invention,  for 
thereby  he  would  shut  out  the  intermediate  inventions, 
and  also  avoid  the  necessity  of  taking  an  oath  as  to  be- 
lieving himself  to  be  the  inventor  of  the  new  method  ;  he 
or  his  assignee  has  only  to  swear  generally  that  there  is 
some  defect  when  a  reissue  is  applied  for. 

The  law  does  not  allow  the  inventor  to  take  the  course 
which  the  plaintiff's  counsel  say  he  ought  to  take,  for  the 
law  onlv  authorizes  a  reissue  for  the  same  invention  with  a 
more  perfect  description,  or  the  abandonment  of  an  over- 
claim. 

The  Commissioner  has  no  legal  power  or  authority  to  re- 
issue a  patent  for  an  invention  different  from  that  of  the 
original  patent.  This  is  a  jurisdictional  question.  The 
validit}^  of  the  patent  depends  upon  it.  The  decision  of 
the  Commissioner  as  to  the  identity  of  the  invention,  is 
no  more  conclusive  than  his  decision  that  the  patentee  is 
the  inventor,  or  that  the  assignee  has  proved  his  title. 

Judge  Story  appears  to  have  considered  that  the  qnes- 
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tion  was  not  examinable,  ''Unless  it  appear  on  the  face  of 
the  patent  that  he  (the  Commissioner  of  Patents)  has  ex- 
ceeded his  authority,"  by  granting  a  reissue  for  an  inven- 
tion not  the  same  as  that  described  in  the  original  patent. 
Woodworth  v.  Stone,  3  Story,  749. 

But  Judge  Woodbury  held  that  evidence  was  admissible 
to  show  that  the  original  patent  did  not  cover  the  inven- 
tion claimed  in  the  reissue.  Allen  v.  Blunt,  2  Wood.  & 
M.  121 ;  Stimpson  v.  R.  R.  Co.,  4  How.  380  [4  Am.  &  Eng. 
398] ;  O'Reilly  v.  Morse,  15  How.  Ill  [6  Am.  &  Eng.  483] ; 
Brooks  V.  Piske,  15  How.  215  [6  Am.  &  Eng.  16]  ;  Burr  v. 
Duryee,  1  Wall.  531  [7  Am.  &  Eng.  224]. 

In  the  following  cases  it  was  held,  either  that  the  deci- 
sion of  the  Commissioner,  on  granting  a  reissue,  should  be 
deemed  conclusive  on  the  question  as  to  the  identity  of  the 
invention,  or  that  the  reissue  might  be  for  an  invention  ac- 
tually made  by  the  patentee,  although  not  covered  by  the 
original  patent. 

House  V.  Young,  3  Pish.  335 ;  Sherman,  J.  j  Hussey  v. 
Bradley,  2  Fish.  362,  Nelson  &  Hall,  JJ.  (1869) ;  Whiteley 
V.  Swayne,  4  Pish.  123,  Leavitt,  J.  ;  Am.  Wood  Paper  Co. 
V.  Heft,  3  Pish.  316 ;  and  see,  Prench  v.  Rogers,  1  Pish. 
133 ;  see,  also.  Woodward  v.  Dinsmore,  4  Pish.  163. 

In  the  following  cases  it  was  considered  that  the  reissue 
is  void  when,  upon  a  comparison  between  it  and  the  origi- 
nal patent,  it  is  seen  that  they  are  different  inventions. 

Cahart  v,  Austin,  2  Pish.  543 ;  Poppenhusen  v.  Palke, 
2  Pish.  181;  Potter  v.  Holland,  1  Pish.  382;  Middletown 
Tool  Co.  V.  Judd,  3  Pish.  141 ;  Chicago,  etc.,  Co.  v.  Busch, 
4  Pish.  395 ;  Parham  v.  Am.  Buttonhole  Co.,  4  Pish.  468. 

In  the  following  cases  it  was  held  that  the  reissue  must 
be  confined  to  the  invention  covered  by  the  original  patent. 

Knight  V.  Bait.  &  O.  R.  R.,  3  Pish.  1 ;  Goodyear  t>. 
Berry,  3  Pish.  439. 

In  the  last  cited  case  the  court  says  that,  according  to 
the  late  cases,  the  decision  of  the  Commissioner  is  open  to 
examination. 
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Hoflfheins  v.  Brandt,  3  Fish.  218 ;  Dyson  v.  Danforth,  4 
Pish.  133 ;  Brown  v.  Selby,  4  Pish.  363 ;  Seymour  v.  Os- 
borne, 3  Pish.  666. 

In  the  last  cited  case  the  court  states  that  the  more  recent 
decisions  hold  that  the  propriety  and  legality  of  the  reissue 
are  examinable. 

In  Eureka  Co.  v.  Bailey  Co.,  11  Wall.  488  [8  Am.  &Eng. 
280],  it  was  held  that  ''It  may  be  shown,  in  a  suit  on  a 
reissued  patent,  that  it  covers  matter  not  part  of  the  origi- 
nal invention." 

The  invention  patented  on  a  reissue  must  be  shown  or 
suggested  in  the  original  specification. 

Sarven  v.  Hall,  9  Blatchf.  624. 

The  issue  of  two  patents  in  lieu  of  one  was  not  author- 
ized,  as  they  are  not  for  distinct  and  separate  parts  of  the 
thing  patented. 

•    The  process  and  product  together  constitute  but  one  in- 
vention, of  which  there  are  no  distinct  and  separate  parts. 

See,  Vance  v.  Campbell,  1  Black.  427  [7  Am.  &  Eng.  117J: 
Woodworth  v.  Hall,  1  Wood.  &  M.  248. 

The  reissued  patents  are  too  broad,  there  being  at  all 
events  no  novelty  in  boiling  some  vegetable  substances  in 
a  solution  of  caustic  alkali  under  a  pressure  at  or  near  300° 
P.,  for  the  manufacture  of  paper  pulp  therefrom. 

If  the  novelty  consists  in  the  use  of  a  single  stage  chem- 
ical process,  then  the  plaintiflE's  case  fails,  as  the  defendant 
does  not  use  that  process  but  a  totally  different  one,  viz.: 
a  compound  process,  whereby  the  woody  matter  is  reduced 
to  pulp  before  the  final  alkali  treatment. 

The  Boiler  Patents, 

Keen's  boiler  patent  of-  1869  is  for  a  combination  of 
stirrers,  of  a  particular  form,  with  an  ordinary  expansion 
chamber  and  discharge  valve. 

Keen's  Boiler  Patent  of  1863. 
The  claims  in  this  patent  are  as  follows : 
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1.  "A  boiler  provided  with  a  perforated  diaphragm  and 
well,  or  their  substantial  equivalents,  arranged  in  the  man- 
ner and  for  the  purpose  described. 

I  also  claim,  in  combination  with  the  boiler,  the  arrange- 
ment of  the  discharge  pipe  and  valve  for  the  purpose  of 
drawing  out  or  discharging  the  contents  of  the  boiler  under 
pressure  substantially  as  and  for  the  purpose  set  forth. 

The  patent  declares  the  invention  to  be  as  follows  :  ''  My 
invention  consists  in  connecting  the  man  or  feed-hole 
in  the  shell  of  the  boiler  with  the  man  or  feed-hole 
through  the  diaphragm  by  a  preforated  well  or  cylinder, 
so  that  the  material  can  be  charged  through  said  well  into 
the  boiler,  without  falling  upon  or  clogging  the  perforated 
diaphragm." 

Defendants  do  not  use  the  contrivance  but  charge  the 
boiler  through  a  man-hole  below  the  diaphragm. 

Each  of  the  two  boiler  patents  is  for  a  combination  of  old 
contrivances. 

And  there  is  no  pretense  for  saying  that  the  defendants 
use  all  the  elements  of  either  of  those  combinations. 

There  is  no  infringement  of  a  patent  for  a  mere  combina- 
tion, unless  all  the  elements  of  the  combination  are  used. 

Prouty  V.  Ruggles,  16  Pet.  336  [4  Am.  &  Eng.  351]; 
Carver  v.  Hyde,  16  Pet.  513  [4  Am.  &  Eng.  367];  Stimpson 
II.  R.  R.  Co.,  10  How.  345  [6  Am.  &  Eng.  129];  Byam  v. 
Eddy,  2  Blatchf.  521 ;  Rich  v.  Close,  8  Blatchf.  41 ;  Eames 
V.  Godfrey,  1  Wall.  78  [7  Am.  &  Eng.  158]. 

The  Mellier  Patent. 

Mellier  was  not  the  first  to  discover  the  utility  of  the 
use  of  a  steam  pressure  as  high  as  seventy  pounds  in  boil- 
ing fibrous  materials  in  a  solution  of  caustic  alkali,  for  the 
manufacture  of  paper  pulp ;  and  even  if  he  had  been,  he 
could  not  take  a  patent  for  that  use  alone,  as  prior  patents 
call  for  the  use  of  such  high  pressure  boiling  without  limit. 

The  complainants  are  estopped  by  the  allegation  in  their 
bill  that  Watt  &  Burgess  preceded  Mellier. 
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Mr.  Justice  Strong  delivered  the  opinion  of  the  court : 
Though  the  two  reissued  patents  (a)  were  granted  on  the 
same  day  and  to  the  same  patentees,  and  though  they  are 
both  substitutes  for  the  one  original  patent  granted  July 
18,  1854,  antedated  August  19,  1853,  they  are  to  be  care- 
fully distinguished  one  from  the  other.  The  first  (No. 
1,448)  is  a  patent  for  a  product  or  a  manufacture,  and  not 
for  any  process  by  which  the  product  may  be  obtained. 
The  second  (1,449)  is  for  a  process  and  not  for  its  product.  It 
is  quite  obvious  that  a  manufacture,  or  a  product  of  a  pro- 
cess, may  be  no  novelty,  while,  at  the  same  time,  the  pro- 
cess or  agency  by  which  it  is  produced  may  be  both  new 
and  useful — a  great  improvement  on  any  previously  kiiowa 
process  and,  therefore,  patentable  as  such.  And  it  is 
equally  clear,  in  cases  of  chemical  inventions,  that  when,  as 
in  the  present  case,  the  manufacture  claimed  as  novel  is 
not  a  new  composition  of  matter,  but  an  extract  obtained 
by  the  decomposition  or  disintegration  of  material  sub- 
stances, it  cannot  be  of  importance  from  what  it  has  been 
extracted. 

There  are  many  things  well  known  and  valuable  in 
medicine  or  in  the  arts  which  may  be  extracted  from  diveis 
substances.  But  the  extract  is  the  same,  no  matter  from 
what  it  has  been  taken.  A  process  to  obtain  it  from  a  sub- 
ject from  which  it  has  never  been  taken  may  be  the  crea- 
ture of  invention,  but  the  thing  itself,  when  obtained,  can- 
not be  called  a  new  manufacture.  It  may  have  been  in 
existence  and  in  common  use  before  the  new  means  of 
obtaining  it  was  invented,  and  possibly  before  it  was  known 
that  it  could  be  extracted  from  the  subject  to  which  the 
new  process  is  applied.  Thus,  if  one  should  discover  a 
mode  or  contrive  a  process  by  which  prussic  acid  could  be 
obtained  from  a  subject  in  which  it  is  not  now  known  to 
exist,he  might  have  a  patent  for  his  process,  but  not  for 
prnssic  acid.     If,  then,  the  Watt  &  Burgess  patent  for  a 
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prodact  is  sustainable  it  must  be  because  the  product 
claimed,  namely  :  ''a  pulp  suitable  for  the  manufacture  of 
paper,  made  from  wood  or  other  vegetable  substances," 
was  unknown  prior  to  their  alleged  invention.  But  we  think 
it  is  shown  satisfactorily  that  it  had  been  produced  and 
used  in  the  manufacture  of  paper  long  before  1853,  the  year 
in  which  the  original  patent  of  Watt  &  Burgess  was  dated. 

(ft)  The  pulp  out  of  which  paper  is  made,  whether  ob- 
tained from  wood  or  other  vegetable  substances,  is  a  fib- 
rous material,  consisting  of  what  is  called  in  chemistry 
"cellulose."  As  such,  in  its  natural  state,  it  is  combined 
with  other  substances  called  intercellular  matter,  which 
must  be  removed  to  render  the  cellulose  fit  for  being  made 
into  paper.  It  was  well  known  before  1853  that  the  fibers 
of  cotton  or  of  flax  were  pure  cellulose,  and  that  cellu- 
lose existed  also  in  straw  or  wood,  but  that  it  had  not,  so 
far  as  is  known,  been  extracted  from  wood  by  chemical 
agencies  alone,  nor  brought  into  a  condition  to  be  wrought 
into  paper  without  mechanical  treatment.  Even  the  fibers 
of  cotton  and  of  flax,  though  pure  cellulose,  required  dis- 
integration in  order  to  reduce  them  to  a  pulp  suited  to  felt 
in  paper.  This  was  usuallj''  effected  by  mechanical  means, 
by  a  rag  beating  machine  ;  but  when  thus  effected,  a  pro- 
duct had  been  obtained  adapted  to  the  manufacture  of 
paper,  a  fibrous  pulp ;  the  same  in  kind,  and  capable  of 
the  same  uses,  as  that  obtained  from  straw  or  wood. 

So  a  pulp  had  been  produced  from  straw  and  some  va- 
rieties of  wood  by  various  processes,  many  of  them  doubt- 
less cumbrous,  and  all  of  them  perhaps  much  inferior  to 
the  process  of  Watt  &  Burgess.  This  is  shown  by  the 
patents  given  in  evidence,  and  it  has  been  admitted  during 
the  argument,  (c). 

It  is  insisted,  however,  that  the  paper  pulp  which  had 
been  produced  before  the  invention  of  Watt  &  Burgess 
was  not  pure  cellulose,  that  it  was  only  approximately 
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pure,  and  from  this  it  is  argued  that  the  pure  article  ob- 
tained from  wood  by  their  process  is  a  different  and  new 
product  or  manufacture.  Whether  a  slight  difference  in  the 
degree  of  purity  of  an  article  produced  by  several  processes 
justifies  denominating  the  products  different  manufactures, 
80  that  different  patents  may  be  obtained  for  each,  may 
well  be  doubted,  and  it  is  not  necessary  to  decide.  The 
product  of  the  complainant's  patent  is  a  pulp  suitable  for 
the  manufacture  of  paper  and,  confessedly,  to  make  white 
paper  it  requires  bleaching.  The  pulp  which  had  been  ob- 
tained by  others  from  rags  in  large  quantities,  and  from 
straw,  wood  and  other  vegetable  substances  to  a  lesser  ex- 
tent, was  undeniably  also  cellulose,  suitable  for  manufac- 
turing paper  and,  so  far  as  appears,  equally  suitable.  The 
substance  of  the  products,  therefore,  was  the  same,  and  so 
were  their  uses.  The  design  and  the  end  of  their  produc- 
tion was  the  same,  no  matter  how  or  from  what  they  were 
produced. 

It  is  freely  admitted  that  the  patent  of  an  originator  of 
a  complete  and  successful  invention  cannot  be  avoided  by 
proof  of  any  number  of  incomplete  and  imperfect  experi- 
ments made  by  others  at  an  ealier  date.  This  is  true,  tliongh 
the  experimenters  may  have  had' the  idea  of  the  invention, 
and  may  have  made  partially  successful  efforts  to  embody 
it  in  a  practical  form.  And  though  this  doctrine  has  been 
more  frequently  asserted  when  patents  for  machines  have 
been  under  consideration,  we  see  no  reason  why  it  should 
not  be  applied  in  cases  arising  upon  patents  for  chemical 
products.  But  the  doctrine  has  no  applicability  to  tlie 
present  case.  What  had  been  done  before  the  Watt  & 
Burgess  invention  was  more  than  partially  successful  ex- 
perimenting. A  product  or  a  manufacture  had  been  ob- 
tained and  had  been  used  in  the  arts,  a  manufacture  which 
was  the  same  in  kind  and  in  substance,  and  fitted  for  the 
same  uses  as  the  article  of  which  the  complainants  now 
claim  a  monopoly.     That  this  manufacture  may  have  been 
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the  product  of  one  or  more  different  processes  is,  as  we 
have  said,  quite  immaterial  in  considering  the  question 
whether  it  is  the  same  as  that  produced  by  the  complain- 
ants. 

It  has  been,  however,  argued  that  the  product  of  the 
complainants'  process  and  the  product  claimed  as  a  new 
manufacture  is  cellulose,  of  the  proper  consistency  and  di- 
mensions, and  with  a  fiber  of  a  proper  length  for  imme- 
diate felting  into  paper,  while  the  cellulose  obtained  from 
rags  or  wool,  or  other  vegetable  substances,  by  other  pro- 
cesses than  that  of  the  Watt  &  Burgess  patent,  had  a 
longer  fiber,  and  required,  in  addition  to  chemical  agency, 
mechanical  treatment  to  prepare  it  for  use  in  paper  mak- 
ing. Hence,  it  is  inferred  the  product  is  a  different  one, 
that  it  is  i)roperly  denominated  a  new  manufacture,  and 
that  it  was  patentable  as  such. 

This  argument  rests  upon  a  comparison  of  the  finished 
product  of  the  complainants  with  an  article  in  an  interme- 
diate stage,  and  while  undergoing  treatment  preparatory 
to  its  completion.  It  may  be  quite  true  that  at  some  stage 
of  its  preparation  the  paper  pulp  made  and  used  before 
1853  was  not  of  the  proper  consistency  for  paper  making, 
or  that  its  fiber  was  too  long,  and  that  it  required  addi- 
tional manipulation  to  fit  it  for  use.  But  when  it  had  re- 
ceived that  treatment,  its  fibers  were  reduced  to  the  proper 
length,  and  it  became  capable  of  all  the  uses  to  which  it  is 
claimed  the  product  of  the  complainants  is  adapted.  It  is 
with  the  finished  article  that  the  comparison  must  be  made 
and,  being  thus  made,  we  are  of  opinion  that  no  substan- 
tial difference  is  discoverable. 

It  may  be  that  if  the  cellulose  which  had  been  produced 
prior  to  1853,  of  such  form  and  with  such  properties  that 
it  could  be  at  once  felted  into  paper,  had  been  only  a  chem- 
ical preparation  in  the  laboratory  or  museum  of  scientific 
men,  and  had  not  been  introduced  to  the  public,  the  Watt 
&  Burgess  product  might  have  been  patented  as  a  new 
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manafactare.  Sach  appears  to  be  the  doctrine  asserted  in 
some  English  cases,  and  particularly  in  Young  t.  Pernie, 
10  Law  Times  Rep.  (N.  S.)  861.  In  that  case  Vice-Chan- 
cellor  Stuart  remarked  upon  a  distinction  between  the  dis- 
coveries of  a  merely  scientific  chemist,  and  of  a  practical 
manufacturer  who  invents  the  means  of  producing  in 
abundance,  suitable  for  economical  and  commercial  pur- 
poses, that  which  previously  existed  as  a  beautiful  item  in 
the  cabinets  of  men  of  science.  "  What  the  law  looks  to," 
said  he,  "is  the  inventor  and  discoverer  who  finds  out  and 
introduces  a  manufacture  which  supplies  the  market  for 
useful  and  economical  purposes  with  an  article  which  was 
previously  little  more  than  the  ornament  of  a  museum." 
But  this  is  no  such  case.  Paper  pnlp  obtained  from  va- 
rious vegetable  substances  was  in  common  use  before  the 
original  patent  was  granted  to  Watt  &  Burgess,  and  what-  . 
ever  may  be  said  of  their  process  for  obtaining  it,  the  pro- 
duct was  in  no  sense  new.  The  reissued  patent.  No.  1,448, 
is,  therefore,  void  for  want  of  novelty  in  the  manufacture 
patented. 

The  reissue,  1,449,  is  for  a  process  to  obtain  pulp  from 
wood  or  other  vegetable  substances  for  the  manufacture  of 
paper.  It  consists  in  boiling  the  wood  under  pressure  in 
a  solution  of  caustic  alkali,  with  such  an  adjustment  of  the 
strength  of  the  solution,  of  the  pressure,  and  of  the  time 
of  boiling  as  to  produce  the  pulp  ready  for  washing  and 
bleaching  at  a  single  operation.  It  is  in  the  main,  if  not 
entirely,  a  chemical  process,  and  it  differs  from  all  pro- 
cesses for  obtaining  paper  pulp  known  before  1853,  when 
the  original  patent  to  Watt  &  Burgess  was  dated,  in  this 
particular  :  that  it  produces  the  pulp  ready  for  bleaching 
or  for  use  in  a  single  operation.  In  all  processes  prior  to 
that  date,  successive  operations  were  necessary  in  order  to 
obtain  a  pulp  fitted  for  use  in  making  paper.  These  were 
in  part  mechanical,  sometimes  wholly  so.  In  some  cases 
the  vegetable  substances  had  been  boiled  in  alkalies  in 
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open  or  closed  boilers;  under  pressure,  or  without  pressure. 
To  this  treatment,  disintegration  by  mechanical  means  was 
added,  and  in  no  case  had  a  suitable  pulp  been  produced 
by  chemical  agency  and  in  a  single  stage  of  treatment.  It 
must  then  be  admitted  that  the  process  described  in  this 
reissue  was  unknown  before  1868,  and  if  then  invented  by 
Watt  &  Burgess,  it  was  patentable  to  them.  Whether  it 
was  in  fact  patented  to  them  is  another  question.  It  is,  we 
think,  fairly  established  by  the  testimony  of  Hugh  Burgess, 
one  of  the  original  patentees,  that  in  1851  or  1852  he  pro- 
duced a  good  pulp  by  boiling  wood  in  a  caustic  alkali  at  a 
high  pressure.  The  witness  does  not,however, state  that  this 
production  was  the  result  of  a  single  process.  His  descrip- 
tion of  his  experiments  (d)  is  very  significant,  (e)  It  is  as 
follows:  I  found  that  some  wood  required  much  more 
alkali  than  others.  I  found  that  when  intercellular  matter 
was  not  wholly  removed  by  caustic  alkali,  it  could  be  de- 
composed by  chlorine,  or  the  hypochlorides  ;  one  answer- 
ing the  purpose  as  well  as  the  other.  I  used,  therefore, 
chlorine  or  bleaching  powder,  preferably  chlorine,  since 
one  of  the  products  attending  the  elimination  of  chlorine, 
namely  ;  sulphate  of  soda,  had  a  marketable  value  in  Eng- 
land. I  found  that  to  a  certain  extent,  and  when  desirable, 
I  could  substitute  caustic  alkali  for  chlorine,  the  one  for 
the  other;  but  the  nature  of  the  wood  under  treatment 
materially  affected  this  substitution.  I  found  the  greater 
the  quantity  of  intercellular  tissue  removed  by  the  caustic 
alkali,  the  less  chlorine  or  its  compounds  with  oxygen  was 
required,  and  consequently,  the  higher  the  temperature 
and  pressure ;  and  the  greater  the  strength  of  the  alkali 
employed,  the  less  of  the  intercellular  tissue  was  left  and, 
consequently,  less  chlorine  or  its  compounds  with  oxygen 
required.  But  if  sufficient  caustic  alkali  was  employed  at 
a  requisite  temperature,  chlorine  was  only  necessary  for 

83  WaU.  597. 

(d)  Wallace  inserts  "as  given  in  his  testimony." 

(e)  Wallace  omits  from  (e-/)and  substitutes/^  What  he  there  swears  to." 


Oct,  1874.]      THE  WOOD  PAPER  PATENT.  257 

Opinion  of  the  court. 

bleaching  purposes.  As  regards  the  cost,  the  chlorine  pro- 
cess appeared  to  cost  less  than  the  free  use  of  alkali,  since 
one  of  the  products  of  its  elimination  is  a  marketable  article 
in  England,  and  we  calculated  on  the  sale  of  the  sulphate 
of  soda  as  one  of  the  sources  of  profit  in  working  the  pat- 
ent. In  drawing  up  the  specification  for  a  patent,  I,  there- 
fore, laid  most  stress  on  the  process  that  seemed  to  oflfer 
the  greatest  pecuniary  advantage,  since  the  recovery  of  the 
soda-ash  had  not  been  practically  tried  .by  us  at  this  time, 
and  we  were  in  uncertainty  as  to  the  success  of  such  re- 
covery. With  the  knowledge  of  the  above  facts,  I  was  de- 
sirous of  embracing  in  my  specification  the  modes  of  pro- 
ducing wood  pulps  with  caustic  alkali,  either  with  or  with- 
out steam  pressure,  supplementing,  when  necessary,  the 
alkaline  boiling,  with  the  subsequent  treatment  of  chlorine 
or  the  hypochlorides." 

This  {/)  does  not  look  at  all  like  the  production  of  pulp 
by  a  single  operation,  nor  does  it  intimate  any  discovery  of 
a  process  by  which  it  could  be  effected.  Such  an  idea 
seems  not  then  to  have  been  in  the  mind  of  the  inventor. 
And  when  the  schedule  to  the  English  patent,  dated  August, 
1853,  was  prepared,  it  described  a  process,  consisting  of 
several  stages.  In  that  wood  shavings  w^e  first  boiled  in 
caustic  alkali  of  the  strength  indicated  by  about  twelve  of 
the  English  hydrometer.  This  process,  the  specification 
stated,  was  much  better  performed  under  pressure,  and 
after  the  wood  had  been  boiled  about  twenty-four  hours  it 
was  to  be  well  washed  and  squeezed  to  remove  the  alkali. 
The  wood  was  then  placed  upon  racks  in  a  chamber  and 
exposed  to  the  action  of  chlorine,  or  any  of  the  compounds 
of  chlorine  with  oxygen.  When  sufliciently  acted  upon 
by  the  chlorine  it  was  to  be  removed  and  washed,  and  then 
subjected  to  the  action  of  a  weak  solution  of  caustic  alkali. 
Only  then,  after  these  successive  stages,  was  a  pulp  pro- 
duced ready  for  bleaching.  The  specification  of  this  pat- 
ent is  the  same  as  that  of  the  first  American  patent,  granted 
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Jnly  18,  1854,  but  antedated  August  19,  1853,  to  corres- 
pond with  the  English  one.  If  it  contains  the  germ  of  the 
process  described  and  claimed  in  the  reissue,  1,449,  it  is  too 
evident  to  admit  of  doubt  there  was  then  in  the  mind  of  the 
patentees  no  finished  conception  of  such  a  process.  What 
they  contemplated  was  a  series  of  manipulations.  Boiling 
under  pressure,  though  preferred,  was  not  stated  to  be 
essential.  No  graduation  of  the  strength  of  the  alkali  was 
described.  No  degree  of  pressure  was  named,  and  no  vari- 
ation, of  the  time  of  treatment.  These  are  all-important  to 
the  production  of  pulp  in  one  operation. 

Undeniably,  three  successive  stages  of  operation  were 
described  in  the  specification,  three  distinct  processes,  not 
employed  contemporaneously,  but  following  each  other  in 
order  of  time.  And  this  succession  in  the  order  mentioned 
was  considered  by  the  patentees  as  essential ;  in  fact  it  was 
claimed  as  their  invention.  In  support  of  their  applica- 
tion for  the  original  American  patent  it  was  argued  on 
their  behalf  that  "their  invention  relates  to  a  series  or 
combination  of  processes,  in  the  order  in  which  they  are 
stated,  for  treating  shavings,  etc."  The  several  processes 
and  their  order  was  then  stated  {g)  thus : 

1.  Boiling  in  a  caustic  alkali  solution  until  they  have, 
by  the  test  of  washing,  lost  their  woody  taste.  2.  Then, 
after  they  have  been  washed,  subjecting  them  to  the  ac- 
tion of  chlorine  or  its  compounds,  and  oxygen.  3.  Then, 
after  another  washing,  subjecting  them  to  a  weak  solution 
of  caustic  alkali.  *'The  shavings,"  it  was  argued,  "must 
pass  through  these  several  processes,  and  in  the  order  stated ; 
and  this  constitutes  the  invention."  We  quote  further 
from  the  argument,  as  follows :  "  The  processes  taken  sep- 
arately will  not  produce  the  article,  but  their  sum  will ; 
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(g)  Wallace  omits  from  g^  and  substitutes  '*  An  '  order  and  series  of 
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and  they  are  only  claimed  in  their  series,  and  not  in  their 
individual  capacities.  It  is  admitted  that  alkali  and 
chlorine  have  been  used  in  pulping  vegetable  matter,  but 
it  is  not  known  that  alkaline,  chlorine,  oxygen  and  alkali 
have  been  used  in  the  manner  and  in  the  order  in  which 
Messrs.  Watt  &  Burgess  use  them.  This  order  and  series 
of  processes  is  what,  therefore,  constitutes  their  invention, 
and  what  they  suppose  they  have  embodied  in  their  claim 

ih). 

And  the  claim  of  the  patent  was  for  the  treatment  of 
wood  shavings  by  chemical  agencies  ''in  the  order  sub- 
stantially as  described."  How,  then,  is  it  possible  to  main- 
tain that  a  process  to  obtain  pulp  by  chemical  action  in  a 
single  operation  had  been  invented  by  the  patentees  when 
their  first  patent  was  granted  ?  And  what  is  of  more  im- 
portance, how  is  it  possible  to  hold  that  such  an  invention 
was  patented  to  them  ?  We  find  no  satisfactory  evidence 
that  the  idea  of  a  single  stage  process  was  ever  conceived 
by  Watt  &  Burgess  until  after  a  patent  disclosing  it  was 
granted  to  Marie  Amedee  Charles  Mellier  on  the  26th  day 
of  May,  1867.  This  was  before  the  surrender  of  their  orig- 
inal patent,  and  before  the  reissue.  And  if  Watt  &  Bur- 
gess had  not  invented  the  single  stage  process  when  their 
original  patent  was  granted,  the  reissue,  1,449,  is  for  a  dif- 
ferent invention  from  that  described  or  referred  to  in  the 
original  patent ;  and  such  is  the  testimony  of  the  experts 
who  have  been  examined  in  this  case.  But  the  testimony 
of  the  experts  is  not  needed.  It  appears  on  the  face  of  the 
reissue  that  it  is  for  a  different  invention  for  the  reissue  is 
attempted  to  be  sustained  only  on  the  ground  that  it  is  for 
a  single  stage  process.  Both  the  reissues,  therefore,  we 
think,  are  void. 

We  proceed  next  to  consider  the  two  boiler  patents 
granted  to  Morris  L.  Keene.  The  first  of  these  {i)  is  for  a 
boiler  for  boiling  under  pressure  wood  and  ligneous  ma- 
ns WaU.  508-599. 

(i')  Wallace  inserts  '*  dated  September  18, 1859." 
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teriala  for  making  paper  pnlp,  constructed  witli  an  expan- 
sion chamber,  stirrers  and  discharge  valve  or  cock,  arranged 
for  the  purpose  and  in  the  manner  substantially  as  stated 
in  tlie  specification.  Such  was  the  claim  of  the  patentee. 
The  invention  claimed  is,  therefore,  a  combination,  in  a 
specified  manner,  of  an  expansion  chamber,  stirrers  of  a 
peculiar  construction,  and  a  discharge  valve  in  a  boiler, 
and  the  purposes  avowed  are  to  keep  the  stock  boiled  cov- 
ered with  the  liquid  used,  to  give  it  motion  in  order  to  in- 
sure its  being  properly  boiled  throughout,  and  to  blow  it 
out  in  a  pulpy  state  when  it  has  been  sufficiently  boiled. 
In  the  arrangement  of  the  constituents  of  the  combination 
for  the  accomplishment  of  these  purposes,  the  expansion 
chamber  is  provided  with  an  aperture  through  which  the 
boiler  is  charged.  The  stirrers  are  two  in  number,  the 
shafts  of  which  are  placed  vertically  toward  the  sides  of 
the  boilers,  and  provided  with  arms  on  one  side  only,  in 
order  that  they  may  be  turned  toward  the  periphery  of  the 
boiler  when  it  is  to  be  charged,  so  as  not  to  be  in  the  way 
of  the  material  thrown  in.  That  the  stingers  constructed 
and  arranged  substantially  as  described  were  a  material  part 
of  the  combination  is  certain,  and  we  think  it  has  not  been 
proved  that  they  were  used  by  the  defendants.  It  is  true 
that  the  extent  of  the  use,  if  there  was  any,  is  immaterial. 
A  single  instance  of  using  the  combination  would  have 
amounted  to  infringement,  and  would  have  entitled  the 
complainants  to  a  decree.  But  the  defendants  never  em- 
ployed two  stirrers,  nor  even  one  constructed  with  arms 
only  on  one  side,  capable  of  being  turned  outward  when 
the  boiler  was  charged,  so  as  not  to  be  in  the  way  of  the 
charge  or  an  impediment  to  the  discharge.  The  novelty  in 
the  arrangement,  so  far  as  it  relates  to  the  stirrers,  is  in 
their  construction  and  location,  with  a  view  to  remedy  this 
difficulty.  There  is  evidence  that  the  defendants  did  for  a 
time  use  an  ordinary  stirrer,  a  single  shaft  in  the  center  of 
the  boiler,  provided  with  four  blades,  in  form  like  the 
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blades  of  a  propeller.  Arranged,  as  it  was,  directly  under 
the  expansion  chamber,  and  under  the  supply  aperture,  it 
was,  of  course,  an  obstruction  to  the  material  with  which 
the  boiler  was  charged,  and  to  the  discharge  of  the  pnlp, 
and  hence  its  use  was  abandoned  either  before  or  soon  after 
this  bill  was  filed.  Regarding,  as  we  must,  the  Keene  pat- 
ent as  being  for  a  combination  of  the  devices  mentioned, 
constructed  and  arranged  as  described  in  the  specification, 
and  for  the  purposes  avowed,  we  think  it  must  be  held 
that  the  device  employed  by  the  defendants  cannot  be  con- 
sidered substantially  the  same  as  the  peculiarly  constructed 
and  located  stirrers  of  the  patent.  We  think  it  evident 
that  the  novelty  and  usefulness  of  the  Keene  combination, 
so  far  as  it  relates  to  the  stirrers,  is  in  their  construction 
and  location,  so  as  to  avoid  the  obstruction  to  filling  and 
discharging  the  boiler,  which  was  caused  by  the  use  of 
such  an  agitator  as  the  defendants  employed.  We  cannot, 
therefore,  hold  that  this  patent  has  been  infringed  by  the 
defendants.  They  have  not  used  all  the  constituents  of 
the  combination,  nor  employed  any  equivalent  device  which 
produces,  or  is  calculated  to  produce,  the  same  effects.  It 
is  true  a  witness  for  the  complainants,  not  a  mechanical 
expert,  has  testified  that  the  boilers  used  in  the  factory  of 
the  defendants  are  substantially  the  same  as  those  de- 
scribed and  patented  by  Keene,  and  are  operated  and  treated 
substantially  in  the  same  way.  This  was,  no  doubt,  the 
opinion  of  the  witness,  but  he  has  stated  no  facts  that  jus- 
tify such  an  ojnnion.  He  has  not  undertaken  to  say  that 
the  central  propeller  of  the  defendants  is  substantially  the 
same  in  operation  or  effect  as  the  stirrers  of  the  Keene  pat- 
ent. And  all  the  mechanical  experts  who  have  been  ex- 
amined are  of  opinion  that  the  defendants'  boiler  does  not 
infringe  either  of  the  Keene  boiler  patents. 

We  are  also  of  opinion  that  there  has  been  no  encroach- 
ment upon  the  second  boiler  patent,  dated  June  16,  18G3. 
In  that  there  are  two  claims.    The  first  is  *'a  boiler  pro- 
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vided  with  a  perforated  diaphragm  and  well,  or  their  sub- 
stantial equivalents,  arranged  in  the  manner  and  for  the 
purpose  described"  (in  the  specification).  The  second  is, 
''in  combination  with  the  boiler,  the  arrangement  of  the 
discharge  pipe  and  valve,  for  the  purpose  of  blowing  out 
or  discharging  the  contents  of  the  boiler  under  pressure, 
substantially  as  and  for  the  purpose  set  forth"  (in  the 
specification).  The  invention  relates  to  boilers  in  the  in- 
terior of  which  a  perforated  diaphragm  is  placed,  and 
through  which  diaphragm  the  material  for  paper  pulp 
manufacture  is  to  be  charged  into  the  cylinder.  Its  de- 
sign is  to  prevent  the  falling  of  the  material  upon  the  dia- 
phragm and  choking  its  openings,  and  the  means  devised 
for  achieving  this  are  connecting  the  feed-hole  in  the  shell 
of  the  boiler  with  a  man  or  feed-hole  through  the  dia- 
I)hragm  by  a  perforated  well,  or  cylinder,  so  that  the  ma- 
terial can  be  charged  through  the  well  into  the  boiler  with- 
out falling  ui)on  or  clogging  the  diaphragm.  As  the  de- 
fendants have  not  used  a  perforated  well  connecting  a  feed- 
hole  in  the  shell  with  a  man-hole  in  the  diaphragm  of  the 
boiler,  they  are  certainly  guilty  of  no  infringement  of  the 
first  claim  in  this  patent.  They  feed  their  boiler  by  means 
of  a  feed-hole  below  the  diaphragm,  not  through  it.  Surely 
this  is  not  a  substantial  equivalent  for  a  cylindrical  well 
from  the  top  of  the  boiler  through  the  diaphragm.  Surely 
the  patent  was  not  intended  to  be  for  every  possible  means 
of.  supplying  the  boiler  without  clogging  the  interstices  or 
perforations  of  the  diaphragm.  Had  it  been  it  would  be 
void.  But  it  is  not  for  a  result  however  obtained,  it  is  for 
a  mode  of  attaining  a  useful  result.  In  such  a  case  as  this 
it  cannot  be  maintained  that  because  the  result  is  the  same 
the  devices  for  obtaining  it  are  not  substantially  different. 
It  is  argued,  however,  that  the  defendants  have  infringed 
upon  the  second  claim  of  the  patent,  and  they  undoubtedly 
have  if  the  mode  of  charging  the  boiler,  and  the  devices  by 
which  the  charging  is  accomplished,  have  no  relation  to 
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the  asserted  invention.  If  it  be  true  that  the  second  claim 
means  nothing  more  than  the  assertion  of  an  exclusive 
right  to  discharge  any  boiler  in  the  mode  described  in  the 
specification,  very  clearly  the  defendants  are  trespassers. 
But  is  that  the  true  construction  of  the  claim  t  We  think 
not.  It  is  not  the  arrangement  of  the  discharge  pipe  and 
valve  that  the  patentee  claims,  but  it  is  those  devices  in 
combination  with  the  boiler  particularly  described  in  the 
specification,  namely :  a  boiler  containing,  near  its  upper 
end,  a  perforated  diaphragm,  with  an  opening  in  its  center, 
and  having  a  well  connecting  that  opening  with  the  feed- 
hole  in  the  shell  of  the  boiler.  It  may  be  quite  true  that 
the  well  and  the  mode  of  charging  the  boiler  have  no  effect 
upon  the  mode  of  discharge,  yet  the  claim  is  for  a  combi- 
nation, of  which  the  well  is  a  part.  Its  language  admits 
of  no  other  constrncrion.  Hence  the  defendants,  not  hav- 
ing used  the  well,  they  have  not  used  the  combination. 

These  considerations  lead  to  the  conclusion  that  the 
appeal  of  the  American  Wood  Paper  Company  cannot  be 
sustained. 

It  remains  to  inquire  whether  the  Mellier  patent  is  a 
valid  one,  and  whether  the  defendants  have  been  guilty  of 
infringing  it.  Both  these  inquiries  the  Circuit  Court  an- 
swered in  the  affirmative  and,  consequently,  awarded  an 
injunction  against  the  defendants.  It  is  from  this  part  of 
the  decree  they  have  appealed. 

The  difficulty  of  this  part  of  the  case  lies  in  determining 
what  was  the  invention  of  Mellier — the  invention  patented. 
The  second  claim  of  the  patent  (which  is  the  only  one  as- 
serted to  have  been  infringed)  is,  to  say  the  least  of  it,  ob- 
scure. It  is  avowedly  for  a  process,  and  a  process  described 
in  the  preceding  specification.  But  what  that  process  is 
which  the  patent  describes,  wherein  consists  its  novelty  and 
usefulness,  it  is  not  easy  to  define.  And  it  is  not  surpris- 
ing that  though  no  less  than  three  Circuit  Courts  have  been 
called  upon  to  construe  the  patent,  a  construction  some- 
what different  has  been  given  in  each  case. 
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In  the  court  below,  the  principle  of  the  Mellier  discovery- 
was  held  to  be  this,  namely  :  that  the  effect  of  a  solution 
of  pure  caustic  soda  upon  straw  and  such  other  fibrous  ma- 
terials could  be  increased  by  the  use  of  it  under  pressure, 
at  a  temperature  of  not  less  than  about  310"^  Fahrenheit,  so 
as  to  result  in  the  production  of  the  nearly  pure  fiber  with- 
out resort  to  any  other  chemical  process,  thereby  saving 
both  alkali  and  time.  In  the  Circuit  Court  of  Pennsyl- 
vania the  discovery  was,  by  one  of  the  judges,  understood 
to  be  that  the  temperature  and  strength  of  the  caustic 
alkali  solution  and  the  duration  of  the  boiling  could  in 
practice  be  so  graduated  and  adjusted  as  to  produce  the 
pulp  at  one  operation.  This  construction  of  the  specifica- 
tion was,  in  effect,  holding  the  invention  to  be  substantially 
the  same  as  that  in  the  Watt  &  Burgess  reissue.  No.  1,449, 
already  considered. 

But  in  Buchanan  v.  Rowland,  2  Fish.  341,  when  the 
same  patent  was  presented  for  construction  in  the  North- 
ern District  of  New  York,  the  principle  of  the  discovery 
was  held  to  be  that  the  known  effects  of  a  solution  of  pure 
caustic  soda,  which  had  been  previously  used  for  boiling 
straw  and  other  fibrous  materials  of  a  similar  character  and 
texture,  in  open  vessels,  in  which  the  heat  could  be  raised 
only  to  212°  Fahrenheit,  might,  by  the  use  of  a  much 
higher  degree  of  heat,  not  less  than  310°,  be  advantageously 
and  greatly  increased,  while  at  the  same  time  the  reduction 
of  the  materials  to  paper  pulp  would  be  more  economical, 
inasmuch  as  it  dispensed  with  the  large  quantities  of  alkali 
which  had  been  previously  employed.  This  resembles  the 
construction  adopted  in  the  court  below,  though  not  ex- 
actly the  same.  And  such,  we  think,  is  the  true  construc- 
tion of  the  specification,  and  the  process  described  is,  we 
think,  an  attempted  embodiment  of  this  jmnciple.  Un- 
doubtedly, the  patentee  in  framing  his  process  made  use  of 
known  agents.  The  use  of  caustic  alkali  in  reducing  veg- 
etable substances  to  paper  pulp  was  no  novelty.    Neither 
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was  boiling  under  pressure.  But  a  process  combining 
those  things  with  a  certain  specified  arrangement  of  the 
strength  and  quality  of  (he  alkaline  solution,  and  a  defined 
regulation  of  the  heat  and  pressure,  may  well  have  been 
patentable  if  it  had  no  other  novel  result  than  the  produc- 
tion of  paper  pulp  more  economically.  In  the  specification 
the  improvement  claimed  is  declared  to  consist  *' In  sub- 
jecting straw  or  other  fibrous  materials  to  a  pressure  of  at 
least  seventy  pounds  on  the  square  inch  when  boiling  such 
fibrous  matters  in  a  solution  of  caustic  alkali."  Then  fol- 
lows a  description  of  the  mode  in  which  the  improvement 
is  effected,  in  which  not  only  is  the  minimum  of  pressure 
or  heat  described,  but  the  strength  of  caustic  alkali  used 
is  approximately  defined.  The  heat  is  specified  by  stating 
it  as  equivalent  to  at  least  seventy  pounds  on  the  square 
inch,  internal  pressure,  on  the  boiler,  and  the  strength  of 
the  alkali  used  is  described  as  from  two  to  three  degrees  of 
BaumS,  or  of  a  specific  gravity  of  from  1.013  to  1.020. 
These  are  to  be  used  together  in  a  boiler  where  a  steam- 1 
gauge  will  render  it  possible  to  ascertain  when  the  pressure 
has  attained  the  required  degree.  A  certain  strength  of 
alkaline  solution,  and  a  degree  of  heat,  indicated  by  a  mini- 
mum pressure,  are  essential  elements  in  the  process.  *  The 
precise  proportion  of  alkali  used  is  not  specified,  but  it  is 
described  as  about  sixteen  percent.,  that  is,  sixteen  pounds 
to  one  hundred  of  the  fibrous  substance  under  process. 
The  heat  is  described  as  that  which  is  equivalent  to  at  least 
seventy  pounds  internal  pressure  on  the  boiler,  or,  as  the 
patentee  says,  equivalent  to  310°  Fahrenheit.  Quite  evi- 
dently by  using  the  phrase  "internal  pressure,"  the  pat- 
entee intended  artificial  pressure  alone,  that  produced  by 
the  application  of  heat,  and  the  measure  of  the  heat.  If 
so,  the  pressure,  as  measured  by  the  steam-gauge,  instead 
of  being  seventy  pounds,  is  the  weight  of  one  atmosphere 
(14^)  less,  or  65^  pounds.  This  was  the  opinicm  of  the 
court  below,  and  in  that  opinion  we  concur.    That  the  pat- 
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entee  so  understood  it,  is  manifest  from  the  fact  that  he 
defined  seventy  pounds  internal  pressure  on  the  boiler  as 
being  equal  to  about  310°  of  Fahrenheit.  It  is  much  more 
than  equal  to  that  temperature  if  the  pressure  is  marked 
by  the  steam-gauge,  unless  the  weight  of  the  atmosphere 
be  deducted.  But  if  from  it  be  deducted  the  weight  of  one 
atmosphere,  the  remainder  (55f^)  approximately  corres- 
ponds with  the  temperature  named.  Sixty  pounds  pres- 
sure exceeds  310"^  Fahrenheit,  even  with  distilled  water, 
and  still  more  with  an  alkaline  solution.  It  is,  then,  al- 
together probable  the  French  tables  of  steam  pressures,  re- 
cognized throughout  the  scientific  world,  were  in  the  pat- 
entee's mind.  They  start  from  a  vacuum  at  zero,  and 
make  ordinary  atmospheric  pressure  14y\  pounds ;  whereas, 
safety  valves  and  manometer  gauges  in  this  country  are  al- 
ways graduated  so  as  to  express  the  pressure  in  pounds, 
exclusive  of  that  of  the  atmosphere.  Mellier  was  a  French- 
man and  probably  familiar  with  the  French  tables. 

Underatanding  the  terms  used  in  the  specification  thus, 
the  elements  of  the  process  claimed  are,  1,  the  use  of 
a  solution  of  pure  caustic  soda  (natrium  and  oxygen), 
from  two  to  three  degrees  Baume  stj^ong ;  and,  2,  boiling 
the  materials  to  which  the  process  is  applied  in  the  solu- 
tion raised  to  a  temperature  of  not  less  than  310°  Fahren- 
heit, which,  of  course,  implies  the  use  of  a  close  boiler. 
The  preparation  of  the  materials  for  the  process  is  no  part 
of  it,  nor  is  the  subsequent  washing  and  bleaching. 

The  claim,  it  is  true,  in  referring  to  the  material  to  be 
treated,  mentions  only  straw,  but  the  object  of  the  claim 
was  to  secure  a  monopoly  of  the  process,  not  to  enumerate 
the  materials  to  which  it  might  be  applied.  They  had  al- 
ready been  described  in  the  specification,  and  there  was  no 
necessity  for  mentioning  any  of  them  in  the  claim.  It  is 
true  the  patent  cannot  be  extended  beyond  the  claim. 
That  bounds  the  patentee's  right.  But  the  claim  in  this 
case  covers  the  whole  process  invented,  and  the  complain- 
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ants  seek  no  enlargement  of  the  process.  Certainly,  the 
claim  of  the  process  ought  not  to  be  regarded  as  excluding 
all  other  substances  than  the  one  mentioned.  As  already 
noticed,  the  specification  avows  the  object  of  the  invention 
to  be  a  process  for  treating  straw  and  other  vegetable 
fibrous  materials  requiring  like  treatment^  preparatory 
to  the  use  of  such  fibers  in  the  manvfacture  of  paper. 
The  subject  to  be  treated  is  fibrous  materials  of  a  vegetable 
nature.  And  it  may  well  be  doubted, -in  view  of  this  gen- 
eral declaration  of  the  object,  whether  there  is  anything 
that  limits  the  scope  of  the  invention  to  a  process  of  treat- 
ing straw  and  other  like  materials.  The  language  of  the 
patent  is  not  "straw  and  other  like  vegetable  materials." 
The  specification  speaks  of  "  straw  or  such  other  fibrous  mat- 
ters,'' of  '*  straw  or  fibrous  matters,"  of  *' straw  or  fibrous 
substance,"  "straw  or  other  fibrous  material,"  and  it 
uses  other  similar  forms  of  expression,  but  all  of  them 
clearly  referring  to  fibrous  materials  requiring  treatment 
like  that  required  by  straw  for  the  production  of  paper 
pulp.  It  would,  therefore,  in  our  opinion,  be  too  narrow 
a  construction  of  the  patent  to  hold  that  it  is  for  a  process 
applicable  only  to  straw  or  other  similar  vegetable  sub- 
stances and  not  applicable  to  vegetable  substances  gen- 
erally requiring  like  treatment  for  the  uses  mentioned. 

It  remains  only  to  inquire  whether  the  defendants  have 
infringed  upon  the  complainants'  rights  as  thus  defined, 
for  no  sufficient  reason  has  been  given  to  justify  our  hold- 
ing the  patent  void.  This  part  of  the  case  presents  real 
difficulty.  If  there  has  been  any  infringement  it  was  very 
slight.  Admitting  that  bamboo,  which  is  the  subject  prin- 
cipally used  by  the  defendants  (though  there  is  some  evi- 
dence that  straw  was  also  used),  is  one  of  the  vegetable 
fibrous  materials  to  which  the  complainants  have  an  exclu- 
sive right  to  apply  their  process,  does  the  evidence  show 
that  the  process  has  been  applied  \  Certainly  it  has  not, 
unless,  in  boiling  bamboo  or  straw,  the  minimum  degree  of 
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heat  and  pressure  specified  in  the  patent  has  been  em- 
ployed by  the  defendants  in  their  treatment  of  vegetable 
substances.  The  evidence  upon  (his  subject  is,  that  while 
using  an  alkaline  solution  of  less  than  3^  degrees  Baume 
the  defendants  have  sometimes  used  an  external  pressure, 
as  measured  by  the  gauge,  of  from  forty  to  sixty  pounds, 
the  latter  being  equivalent  to  an  internal  pressure  of  nearly 
seventy -five  pounds,  or  a  temperature  above  310  degrees. 
This  may  have  been,  and  it  probably  was,  only  occasionally, 
but  it  was,  nevertheless,  an  invasion  of  the  monopoly.  In 
regard  to  the  strength  of  the  solution  of  caustic  alkali  em- 
ployed, there  is  evidence  that  the  general  strength  was 
from  two  and  a  half  to  three  degrees  Baume. 

Upon  the  whole,  therefore,  we  have  come  to  the  same 
conclusions  as  those  reached  by  the  court  below. 

(/)  The  decree  of  the  Circuit  Court  is  affVnned^  and  each 
party  is  ordered  to  pay  their  own  costs  in  this  court.  (Jc) 

S3  Wall.  607. 

[j)  WaUace  substitutes  for  from  {j-k)  '*  Decree  affirmed :  each  party  to 
l>Hy  bis  own  costs  in  this  court." 

Potest 

8.  An  old  product  prodaced  by  a  new  process  is  not  patentable: 

Cochrane  v,  Badische  Anilin  and  So^a  Fabrik,  111  U.  S.  293  ; 

and  see 
Western  Electric  Mfg.  Co.  v,  Ansonia  Brass  Co.,  114  U.  S. 

447. 
Plummer  r.  Sargent,  120  U.  S.  442. 


6.  Beissnes  void  for  want  of  identity  with  original:     See 

Collar  Co.  v.  Van  Deusen,  23 Wall.  630,  note  4  [p.  166  ante]. 
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Patetito  in  Suit  s 

No.  11,343.  Watt  &  Burgesa  July  18,  1854.  Paper 
Pulp  Manufacture,  a.*  Reissue  No.  1,448.  April  7, 1863. 
Product,  b.  Reissue  No.  1,449.  April  7,  1863.  Pro- 
cess,  c. 

No.  25,418.  M.  L.  Keen.  September  13,  1859.  Boiler 
for  Making  Pulp  from  Wood,  d. 

No.  38,901.  M.  L.  Keen.  June  16,  1863.  Boiler  for  Mak- 
ing Paper  Pulp,  e. 

No.  17,387.  M.  A.  C.  Mellier.  May  26, 1857.  Paper  Pulp 
Process,  /. 


Otheb  Suits  on  Same  Patent  : 

Buchanan  v,  Howland,  1863.     5  Blatch.  151  ;  2  Fish.  341,  /.* 
American  Wood  Paper  Co.  v.  Heft,  1867.     3  Fish.  316,  a,  6,  c,  /. 
American  Wood  Paper  Co.  v.  Fiber  Disintegrating  Co.,  1868.     3 

Fish.  362  ;  6  Blatch.  27,  a,  6,  c,  /. 
American  Wood  Paper  Co.  u.  Heft,  1869.     8  Wall.  333  [8  Am.  & 

Eng.  100],  a,  b,  c,  /. 
American  Wood  Paper  Co.  v.  Glens  Falls  Paper  Co.,  1871.     8 

Blatch.  518  ;  4  Fish.  561,  a,  6,  c,  /. 
Anthony  v.  Carroll,  1875.     2  Ban.  &  Ard.  195  ;  9  O.  G.  199,  /. 


Cited! 

In  Supreme  Court  in: 

Giant  Powder  Co.  v.  California  Powder  Works,  1878.     98  U.  S. 

126;  Bk.  25  L.  ed.  77. 
Hopkins  &  Dickinson  Mnfg.  Co.  r.  Corbin,  1881.     103  U.  S.  786; 

Bk.  26  L.  ed.  610. 

•  The  letter  following  the  patent  is  repeated  after  the  title  of  the  case 
to  indicate  that  the  suit  was  on  tliat  particular  patent. 
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Wing  V.  Anthony,  1882.     106  U.  S.  142;  BL  27  L.  ed.  110. 
Moffit  V.  Rogers,  1882.     106  U.  S.  423;  Bk.  27  L.  ed.  76. 
McMurray  v.  Mallory,  1884     111  U.  S.  97;  Bk.  28  L.  ed.  365. 
Cochrane  v.  Badische  Anilin  and  Soda  Fabrik,  1884.     Ill  XJ.  S. 

293;  Bk.28L.  ed.  433. 
Mahn  v,  Harwood,  1884.     112  U.  S.  854;  Bk.  28  L.'  ed.  665. 
Torrent  &  Arms  Lumber  Co.  v.  Bodgers,  1884.    112  XJ.  S.  659; 

Bk.  28  L.  ed.  842. 


In  Cibodit  Coubts  in  : 

Badische  Anilin  and  Soda  Fabrik  v,  Cochrane,  April,  1879.     16 

Blatch.  155;  4  Ban.  &  Ard.  215. 
McKloskey  v.  Du  Bois,  April,  1881.     19  Blatch.  208;  8  Fed.  Rep. 

710;  19  O.  G.  1286;  20  O.  G.  371. 
Wooster  v.  Handy,  July,  1884     22  Blatch.  307;  21  Fed.  Rep.  51; 

28  O.  G.  629. 
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Syllabus. 

JAMES  BROWN   et  al.,  APPELLANTS,  v.  ENOCH 

PIPER.* 

91  (1  Otto)  U.  S.  07-**.    Oct.  Term,  187B. 

[Bk.  23,  L.ed.  200  ;  10  O.  G  417.] 

BeversiDg  Piper  v.  Brown,  1  Holmes,  20. 
Argued  October  19, 1875.     Decided  November  1,  1875. 

Particular  patent  construed.  Novelty.  Invention.  Process. 
Double  use.  Evidence.  State  of  the  art.  Notice.  Judicial 
Notice. 

1.  The  claim  of  letters  patent  No.  31,736  (old  number  732),  E. 

Piper,  March  19,  1861,  Preserving  Fish,  for  "preserving  fish 
or  other  articles  in  a  close  chamber  by  means,  of  a  freezing 
mixture,  having  no  contact  with  the  atmosphere  of  the  pre- 
serving chamber,  substantially  as  set  forth."  When  taken  in 
connection  with  the  explanations  contained  in  the  specifica- 
tion, construed  to  be  for  the  application  to  articles  to  be  pre- 
served of  the  degree  of  cold  necessary  to  preserve  them,  by 
means  of  a  '^  close  chamber  "  in  which  they  are  to  be  placed, 
and  a  "  freezing- mixture,  having  no  communication  with  the 
atmosphere  of  the  preserving-chamber." 

Such  claim  is  infringed  by  anyone  who  produces  this  result  by 
the  means  designated,  in  any  way  substantially  the  same  as  by 
that  described,  having  the  feature  of  the  non-contact  of  the 
freezing  mixture  with  the  air  of  the  preserving  chamber,  held 
to  be  for  the  application  of  an  old  process  to  a  new  subject  not 
involving  invention  and  is  anticipated  by  the  patent  No.  12,058 
granted  to  John  Qood,  December  12,  1854,  for  a  Corpse-Pre- 
server,    (p.  287.) 

2.  The  application  of  an  old  process  to  a  new  subject  without  any 

exercise  of  the  inventive  faculty,  and  without  the  development 
of  any  idea  which  can  be  deemed  new  or  original  in  the  sense 
of  the  patent  law,  is  not  patentable,     (p.  291.) 
8.  Evidence  of  the  state  of  the  art  is  admissible  in  actions  at  law 
under  the  general  issue  without  special  notice,  and  in  equity 

*See  Explanation  of  Notes,  page  III. 
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oases  without  anj  averment  in  the  answer  touching  the  sub- 
ject, (p.  291.) 
4.  Courts  will  take  notice  of  whatever  is  generally  known  within 
the  limits  of  their  jurisdiction.  This  extends  to  such  matters 
of  science  as  are  involved  in  cases  brought  before  the  court, 
(p.  292.) 

[Citations  in  opinion  of  the  Conrt:] 

Ames  t;.  Howard,  1  8umn.  482.    p.  291. 

Howe  V.  Abbott,  2  Story,  190.    p.  291. 

Bean  v.  Smallwood,  2  Story,  408.    p.  291. 

Winans  v.  R.  R.  Co.,  2  Story,  412.    p.  291. 

Hotchkiss  V.  Greenwood,  11  How.  248  [5  Am.  &  Eng.  240].    p.  291. 

Gres.  Eq.  Ev.  294.    p.  292. 

Taylor  Ev.  sec.  4  n.  2.    p.  292. 

Ohio  L.  &  T.  Co.  V.  Debolt,  16  How.  416.    p.  292. 

Hoare  v.  Silverlock,  12  Ad.  &  EII.  (N .  S.)  624.    p.  292. 

Glue  Co.  V.  Upton,  6  Off.  Gaz.  837.    p.  293. 

Keedham  v.  Washburn,  7  Off.  Gaz.  649.    p.  298. 

Am.  Encyclopedia,  vol.  1,  Tit.  "  Antiseptic,"  570.    p.  294. 

Am.  Encyclopedia,  vol.  7,  Tit.  '*  Freezing,"  474.    p.  294. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Massachusetts. 

This  was  an  action  brought  in  the  court  below  by  the  ap- 
pellee, Piper,  for  the  alleged  infringement  of  two  letters 
patent.  Judgment  was  entered  on  the  report  of  a  master 
in  favor  of  the  complainant,  and  the  defendants  appealed 
to  this  court. 

The  specifications  and  drawings  referred  to  in  the  opinion 
are  as  follows : 


ENOCH  PIPER,  OF  CAMDEN,  MAINE. 
Improvement  in  Methods  op  Preserving  Fish. 

Speoificatiou  forming  part  of  Letters  Patent  No.  31^7 3 6^  dated 

March  19,  1861. 

To  all  whom  it  may  concern : 
Be  it  known  that  I,  Enoch  Piper,  .of  Camden,  in  the 
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county  of  Waldo,  and  State  of  Maine,  have  invented  a  new 
and  Improved  Method  of  Preserving  Fish  and  Meats  ;  and 
I  do  hereby  declare  that  the  following  is  a  full,  clear,  and 
exact  description  of  the  same,  reference  being  had  to  the 
accompanying  drawings,  forming  a  part  of  this  specification. 

The  nature  of  my  invention  consists  in  a  method  of  pre- 
serving fish  and  other  articles  by  placing  them  within  a 
chamber  and  cooling  the  latter  by  means  of  a  freezing  mix- 
ture so  applied  that  no  communication  shall  exist  between 
the  interior  of  the  preserving  chamber  and  that  of  the  ves- 
sels in  which  the  freezing  mixture  is  placed. 

The  most  important  application  which  I  propose  to  make 
of  my  invention  is  for  preserving  salmon,  which  are  only 
taken  in  large  quantities  in  high  northern  latitudes  in  sum- 
mer, so  remote  from  our  large  cities  that  they  can  be  made 
available  in  a  fresh  state  only  by  artificial  congelation. 

Hitherto  the  only  method  in  use  for  preserving  this  kind 
of  fish  in  a  fresh  state  has  been  to  pack  them  with  crushed 
ice  in  barrels  or  boxes.  This  method,  however,  owing  to 
the  melting  of  the  ice  and  the  consequent  moistening  of 
the  fish,  fails  to  preserve  them  fresh  and  good  for  more  than 
a  month  at  most,  whereas  by  my  new  method  and  treat- 
ment they  can  be  kept  as  fresh  and  sweet  as  when  first 
caught,  and  for  any  desirable  length  of  time,  even  for  years. 

I  do  not  profess  to  have  invented  the  means  of  prodacing 
artificial  congelation,  nor  to  have  discovered  the  fact  that 
no  decay  takes  place  in  animal  substances  so  long  as  they 
are  kept  a  few  degrees  below  the  freezing-point  of  water; 
but  the  practical  application  of  these  to  the  art  of  preserv- 
ing fish  and  meats,  as  above  described,  is  a  new  and  very 
valuable  improvement. 

The  apparatus  for  freezing  the  fish  and  keeping  them  in 
a  frozen  state  may  be  constructed  in  various  ways  and  of 
different  shapes.  The  apparatus  shown  in  the  drawing, 
however,  will  suffice  to  illustrate  the  principle  and  mode 
of  operation. 

A  is  a  box,  of  wood  or  other  suitable  material,  in  which 
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the  fish  are  laid  in  small  quantities  on  a  rack,  B.  The  said 
box  is  surrounded  by  a  packing  of  charcoal  or  other  suit- 
able non-conducting  material. 

12  3  4  are  metallic  pans,  which  oeing  filled  with  a  freez- 
ing-mixture, such  as  salt  and  ice,  are  then  set  over  the  fish, 
and  the  cover  A'  is  shut  upon  them.  The  temperature  in 
the  box  soon  falls  to  10**  or  15"^  below  the  freezing  point  of 
water,  and  in  about  twenty- four  hours  (the  mixture  being 
changed  once  in  twelve  hours)  the  fish  will  be  frozen  com- 
pletely through.  After  being  thus  frozen  the  fisTi  or  meats 
may,  if  desired,  be  covered  with  a  coating  of  ice  by  im- 
mersing them  a  few  times  in  ice-cold  water,  or  by  applying 
the  water  with  a  brush  or  swab  several  times,  forming  a 
coat  of  about  one-eighth  of  an  inch  in  thickness.  To  pre- 
vent the  ice  from  cracking  oflf  I  then  apply  to  the  fish, 
when  they  are  to  be  kept  an  unusual  length  of  time,  a  cover 
of  cloth,  and  in  the  same  manner  cover  the  cloth  with 
another  coating  of  ice,  or  they  may  be  coated  with  gum- 
arabic,  india-rubber,  gutta-i)ercha,  tin-foil,  or  any  suitable 
substance  (either  in  combination  or  separately)  that  will 
effectually  exclude  the  air  and  prevent  the  juices  from  es- 
caping by  evaporation,  thereby  preserving  the  same  plump 
and  fresh  appearance  as  when  first  frozen.  The  fish  are 
then  packed  closely  together  in  a  large  preserving-box,  C, 
which  is  inclosed  in  a  still  larger  box,  B,  the  space  between 
the  two  boxes  being  filled  with  charcoal  or  other  non-con- 
ducting material  to  exclude  heat. 

Passing  through  the  inner-box  are  metallic  tubes  D, 
which  are  open  at  the  upper  ends  for  the  introduction  of  a 
freezing-mixture,  the  lower  extremities  being  formed  with 
flanges,  which  are  screwed  to  the  bottom  of  the  box.  A 
small  pipe  F  leads  from  the  bottom  of  each  tube  D  to  the 
outside  of  the  outer  box,  the  object  of  said  pipes  being  to 
draw  off  the  brine  from  the  tubes  D  as  often  as  required. 
Wlien  not  used  for  this  purpose  the  pipes  are  stopped  by 
any  suitable  means  at  their  outer  ends. 

a  a  are  slats  or  covers,  which  may  be  removed  at  pleas- 
ure for  the  purpose  of  putting  in  or  taking  out  the  fish. 
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B'  is  the  covet  of  the  outer  box,  and  is  provided  with 
holes  D',  through  which,  when  the  cover  is  shut  down,  the 
tubes  D  may  project,  so  that  they  may  be  charged  with  the 
freezing-mixture  without  opening  the  box. 

The  combined  area  of  the  tubes  D  may  be  about  one- 
fifth  that  of  the  chamber  C.  By  keeping  the  said  tubes  filled 
with  the  mixture  of  salt  and  ice  the  temperature  of  the 
preserving-chamber  cpn  be  maintained  for  any  length  of 
time  below  the  freezing-point,  and  fish  surrounded  by  this 
dry  and  freezing  atmosphere  will  be  preserved  as  fresh  and 
good  as  when  first  caught,  and  for  a  much  longer  period 
than  by  any  other  method  known  to  me. 

E  E  E'  E'  are  small  holes  for  introducing  a  thermometer 
to  ascertain  the  temperature  in  the  chamber. 

I  do  not  desire  to  be  understood  as  confining  myself  to 
the  use  of  the  specific  apparatus  above  described,  nor  to 
the  use  of  either  or  both  the  preliminary  processes  of 
freezing  and  coating;  but  I  have  described  the  mode  of 
operation  which  by  experience  I  have  found  best  for  pre- 
serving the  most  delicate  varieties  of  fish. 

In  the  case  of  meats  it  is  not  necessary  to  resort  to  the 
coating  process,  especially  beef  and  pork  preserved  for 
salt-packing  in  warm  weather,  which  can  be  done  by  this 
treatment  with  no  more  loss  than  in  the  best  winter  weather, 
while  the  cold  pickle  or  brine  of  the  dissolving  salt  and  ice 
is  ready-made,  and  may  be  drawn  off  as  required  to  pickle 
the  barrels  after  packing  the  meats,  etc. 

Having  thus  described  my  invention,  what  I  claim  there- 
in as  new,  and  desire  to  secure  by  Letters  Patent,  is — 

Preserving  fish  or  other  articles  in  a  close  chamber  by 
means  of  a  freezing-mixture  having  no  contact  with  the  at- 
mosphere of  the  preservinsf-chamber,  substantially  as  set 
forth. 

ENOCH  PIPER. 

Witnesses : 
N.  Ames, 
Geo.  H.  Smith. 
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JOHN  GOOD,  OP  PHILADELPHIA,  PA.* 

Letters  Patent  No.  12,058,  dated  December  12th,  1854. 

The  schednle  referred  to  in  these  Letters  Patent  and  making  part 

of  the  sama 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  John  Good,  of  the  city  of  Philadel- 
phia, in  the  county  of  Philadelphia,  and  the  State  of  Penn- 
sylvania, have  invented  a  new  and  nsef  al  Improvement  on 
the  "  Corpse- Preserver  "  for  the  preservation  of  dead  bodies 
in  warm  weather  nntil  burial ;  said  improvements  consist- 
ing in  certain  additions  to  the  apparatus  now  in  use  which 
tend  to  more  effectually  exclude  the  air  from  the  corpse ; 
and  I  do  hereby  declare  that  the  following  is  a  full  and  ex- 
act description  of  the  same,  reference  being  had  to  the  ac- 
companying drawings  making  a  part  of  this  specification, 
in  which — 

Pig.  1  is  a  perspective  view  ; 

Fig.  2  a  longitudinal  vertical  section  of  the  apparatus 
complete ; 

Pig.  3  a  tranverse  vertical  section  on  the  line  a  b  ; 

Pig»  4  a  top  plan  of  the  case  or  box,  the  lid  and  tray 
being  removed ; 

Fig.  5  a  top  plan  of  the  tray ; 

Pig.  6  a  bottom  plan,  and 

Fig.  7  a  perspective  view  of  the  same. 

Fig.  8  a  tranverse  vertical  section  of  the  tray  on  the  line 
c  d ;  like  letters  refer  to  like  parts ;  letter  A,  the  box  or 
case ;  B,  the  lid ;  C,  ice  tray  ;  D,  false  bottom  resting  upon 
the  ice,  upon  which  is  placed  the  corpse  ;  E,  glazed  open- 

*  It  will  be  observed  tliat  the  patent  is  cited  in  the  opinion  as  of  date 
August  17, 1842;  it  is  also  cited  in  the  brief  as  August  17, 1848,  and  an 
improvement  patent  dated  December  12, 1864.  There  is  no  patent  of 
record  fn  the  United  States  Patent  Office  dated  either  August  17, 1842^ 
or  August  17,  1848.  The  patent  here  reproduced  corresponds  to  the 
date  given  in  the  brief  and  the  opinion  as  that  of  the  improvement  pat- 
ent, and  appears  to  be  the  patent  there  referred  to. 
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ings  in  the  lid ;  P,  glazed  opening  in  the  tray  immediately 
under  and  corresponding  with  that  in  the  lid ;  G,  a  reser- 
voir in  shape  like  the  frustrum  of  a  cone  inverted  and  open 
at  the  top ;  H,  a  pipe  carried  above  the  bottom  of  the  reser- 
voir G,  and  extending  downwards  to  within  a  short  dis- 
tance of  the  bottom  of  the  box  or  case ;  1,  a  pipe  leading 
from  the  tray  C  to  the  reservoir  G,  the  extremity  of  said 
pipe  being  carried  a  little  one  side,  and  below  the  top  of 
the  pipe  H ;  K,  a  pipe  in  the  bottom  of  the  box  of  suffi- 
cient size  to  carry  oflE  the  water  from  the  melting  ice  in  both 
tray  and  box ;  L,  a  reservoir  under  the  box  into  which  the 
pipe  K  discharges,  said  pipe  being  carried  below  the  aper- 
ture of  the  reservoir  L,  is  whilst  in  use  immersed  in  the 
water. 

The  object  of  this  arrangement,  and  also  that  of  the  pipe 
I,  being  to  exclude  the  air  from  the  corpse  and  thereby 
tend  to  its  better  preservation.  The  ti^ay  C  is  made  with  a 
collar  Uj  the  use  of  the  said  collar  being  to  render  the  pre- 
server air  tight.  When  the  lid  is  removed  for  the  purpose 
of  replenishing  the  ice  in  the  tray,  the  collar  being  made 
to  fit  over  that  part  of  the  box  marked  m,  and  resting  in 
a  gutter  which  is  carried  round  the  box  as  shown  in  the 
drawing,  Fig.  4,  the  gutter' being  partly  filled  with  water. 
The  space  below  the  false  bottom  D,  in  Fig  2,  is  repre- 
sented with  ice  in  it ;  the  top  B  covering  the  whole  forms 
with  my  improvement  a  perfectly  air  tight  '*  corpse-pre- 
server. ' ' 

The  corpse-preserver  being  made  with  double  walls,  and 
in  all  other  respects  being  precisely  similar  to  those  in  use, 
I  do  not  deem  it  necessary  to  give  a  full  description  of  the 
same,  further  than  to  state  that  the  hole  marked  ''A,"  is  ren- 
dered water  tight  by  the  insertion  of  a  plug. 

The  operation  of  my  improvements  is  as  follows :  The 
lower  portion  of  the  case  is  filled  with  a  sufficiency  of  ice 
upon  which  the  false  bottom  D  rests,  upon  this  bottom  the 
corpse  is  placed  ;  the  tray  is  then  put  in  its  place,  as  shown 
in  Fig^  2,  with  ice  in  it ;  the  lid  B  being  then  placed  over 
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all ;  as  the  ice  in  the  tray  melts  the  water  is  carried  off  by 
means  of  the  tube  1  into  the  reservoir  G,  from  which  it  es- 
capes by  means  of  the  pipe  H,  the  lower  end  of  the  pipe  I 
being  below  the  upper  end  of  the  pipe  H,  is  consequently 
immersed  in  the  water.  The  water  from  the  tray  and  box 
passes  into  the  reservoir  L,  by  means  of  the  pipe  K,  the 
water  escaping  from  the  reservoir  by  means  of  the  aperture, 
as  shown  in  Fig.  5,  into  any  suitable  vessel  placed  under  to 
receive  it.  . 

The  pipes  I  and  K  having  their  lower  ends  immersed  iii 
the  water  form  what  may  aptly  be  termed  a  water-lock, 
thus  preventing  the  entrance  of  the  air  either  from  above 
or  below,  and  thereby  tending  to  the  better  preservation  of 
the  corpse. 

Claim  :  I  am  aware  that  water  valves  and  joints  are  in 
common  use,  and  therefore  do  not  claim  these  devices  sep- 
arately ;  but  what  I  do  claim  and  desire  to  secure  by  Let- 
ters Patent  of  the  United  States  is  the  collar  72,  the  reser- 
voir G  and  L,  in  connection  with  the  pipes  H,  I  and  K,  the 
various  parts  being  arranged  and  connected  as  set  forth  in 
the  specifications  and  accompanying  drawings,  and  acting 
in  the  manner  and  for  the  purposes  herein  specified. 

Witnesses:  JOHN  GOOD. 

John  B.  Kenney, 
R.  Phillips, 

Messrs,  Oeo.  Qifford  and  Edward  Avery ^  for  the  ap- 
pellants : 

The  first  question  in  order  is,  what  is  the  scope  of  appel- 
lee's patent !  It  is  plain  and  certain  that  the  thing  patented 
is  2i  process  ;  that  it  is  not  limited  to  any  particular  A:md  of 
apparatus,  but  includes  the  doing  of  the  thing  by  any  kind 
of  apparatus  in  which  the  air  of  the  preserving  chamber  is 
excluded  from  the  freezing  mixture.  The  patented  process 
consists  of  the  act  of  ^^  preserving  fish  or  other  articles  ins, 
close  chamber  by  means  of  a  freezing  mixture  having  no 
contact  with  the  atmosphere  of  the  preserving  chamber." 


284  BROWN  v.  PIPER.  [Sup.  Ct 

Argument  of  coansel. 

Now  let  US  see  what  essentials  this  patented  process  is 
composed  of. 

Ist.  There  must  be  an  article  to  preserve.  2d.  It  must 
be  in  a  close  chamber.  3d.  There  must  be  a  freezing  mix- 
ture. 4th.  The  freezing  mixture  must  have  substantially 
no  contact  with  the  atmosphere  of  the  chamber  in  which 
the  article  to  be  preserved  is  placed.  6th.  The  article  in 
the  preserving  chamber  must  by  these  means  be  preserved. 

Wherever  and  whenever  these  live  things  are  found  to- 
gether the  patented  process  is  employed.  If  they  were  in 
existence  together  prior  to  the  time  of  the  alleged  invention 
of  Mr.  Piper,  then  his  patent,  like  many  others  from  simi- 
lar causes,  is  invalid. 

See,  Piper  v.  Moon,  10  Blatch.  264. 

It  is  respectfully  submitted  that  Gl«.rdiner  T.  Swartz,  in 
his  use  of  the  Good  apparatus  for  preserving  dead  bodies, 
practiced  the  process  patented  by  appellee.  And  it  is  en- 
tirely immaterial  whether  Swartz  produced  a  temperature 
of  the  atmosphere  in  the  chamber  below  the  freezing  point 
of  water,  or  whether  the  body  was  frozen  therein  little  or 
much^  or  none  at  all,  so  long  as  it  was  preserved  therein, 
as  Swartz  said  he  did  it,  with  no  contact  between  the  at- 
mosphere of  the  chamber  and  the  freezing  mixture  which 
was  in  the  pan  isolated  from  that  atmosphere. 

Racey  had  two  freezers,  one  was  constructed  in  1855,  or 
early  in  1856,  and  was  used  until  1858,  another  was  con- 
structed in  1859. 

Both  of  these  freezers  antedate  the  patent  of  Piper, 
which  was  issued  March  19,  1861,  but  by  rebutting  proof 
Piper  proved  his  invention  back  to  June,  1858,  thus  ante- 
.dating  Racey' s  freezer  of  1869. 

The  proof  respecting  the  use  of  Racey' s  first  freezer 
through  the  years  1856,  1857  and  1858,  stands  unimpaired. 

He  preserved  both  fish  and  ice  in  a  closed  chamber  by 
means  of  a  freezing  mixture.  He  also  froze  fish  in  a  close 
chamber  by  means  of  a  freezing  mixture  so  applied  that 
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the  freezing  mixture  was  not  in  communication  with  the 
atmosphere  of  the  preserving  chamber. 

If  any  one  were  now  to  pack  and  preserve  fish  as  Racey 
did  in  1856,  1857  and  1858  would  he  thereby  infringe  the 
Piper  patent  ?  He  would  be  correctly  charged  with  doing 
exactly  what  Piper  first  defines  and  then  claims  to  be  his 
invention,  and  there  would  be  no  way  in  which  he  could 
escape  the  charge  of  infringement. 

Whatever  would  be  an  infringemefnt  of  a  patent,  is  suf- 
ficient to  invalidate  the  patent  if  known  and  used  prior  to 
patentee's  invention. 

Mr.  Oausten  Browne  for  appellee : 
.  The  court  will  observe  that,  as  regards  the  validity  of 
Piper's  first  patent,  viz :  for  t\ie  process^  the  mere  fact  that 
any  previously  existing  apparatus  could  have  been  so  used 
as  to  involve  the  practicing  of  that  process  avails  the  ap- 
pellants nothing.  Doubtless  there  have  been  many  appar- 
atuses long  known,  and  used  in  other  ways  and  for  other 
purposes,  which  might  have  been  used  in  such  a  way,  and  for 
such  a  purpose,  as  Piper' s  first  patent  covers.  This  is  noth- 
ing more  than  to  say  that  his  first  patent  is  for  a  process^ 
and  not  for  the  apparatus,  which  he  has  (for  illustration,) 
described  as  suitable  for  carrying  out  his  process. 

The  court  will  also  observe  that  Piper's  invention  is  of  a 
process  by  which  animal  and  vegetable  substances  are  com- 
pletely frozen — frozen  through  and  preserved  in  that  state 
for  weeks,  or  months,  or  years.  No  such  thing  is  ever  re- 
quired to  be  done  with  a  human  body. 

The  patent  cannot  be  construed  as  for  the  apparatus  de- 
scribed. It  is  not  a  patent  for  a  machine  or  a  manufacture 
within  the  meaning  of  the  act  of  1870,  sec.  24,  allowing 
patents  for  an  **art,  machine,  manufacture  or  composition 
of  matter,"  but  it  is  a  patent  for  an  improvement  in  the  art  of 
preserving  fish  and  other  substances  from  decay.  The  pat- 
entee calls  it  a  method.  It  is  really  for  a  peculiar  process. 
Neither  term  is  used  in  the  Patent  Act,  but  either  suffi- 
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ciently  indicates  the  nature  of  the  invention,  and  each  is 
synonymous  with  "  art,''  as  that  term  is  used  in  the  act. 

Coming  v.  Burden,  15  How.  252  [6  Am.  &  Eng.  69]  ; 
Curtis  on  Pats.,  sees.  9—18 ;  Tilghman  v.  Werk,  2  Pish. 
678 ;  O'Reilly  v.  Morse,  15  How.  62  [5  Am.  &  Eng.  483]. 

The  court  having  ascertained  what  the  invention  actually 
was,  will  give  the  patent  such  construction  as  will  secure 
the  whole  of  that  invention,  interpreting  the  language  of 
the  specification  liberally  for  that  purpose,  if  necessary. 

Curtis  on  Pats.,  sees.  225,  231,  453,  466,  and  cases  cited. 

If  the  construction  here  put  upon  the  patent  is  correct, 
the  question  of  the  novelty  of  Piper's  invention  is,  not 
whether  the  apparatus  described  in  the  patent  was  new, 
nor  whether  any  apparatus  was  in  existence  before  his  in- 
vention which  might  have  been  so  used  as  to  practice  the 
invention  ;  but  whether  the  patented  process  as  described 
was  in  fact  so  practiced. 

And  to  overthrow  his  patent  for  want  of  novelty,  it  must 
be  proved  that  before  his  invention  fish  or  other  articles 
had  been  frozen  and  preserved  by  a  process  in  which  the 
articles  were  frozen  and  preserved  by  immersion  in  the 
freezing  atmosphere  of  a  chamber,  that  atmosphere  be- 
ing reduced  and  kept  below  the  freezing  point  by  a  refrig- 
erating mixture,  which  had  substantially  no  communica- 
tion with  such  atmosphere. 

It  does  not  appear  that  before  his  invention  fish  or  other 
substances  had  ever  been  really  frozen  and  kept  frozen  so 
as  to  be  fit  for  market ;  nor  that  that  has  ever  been  done 
since  his  invention,  save  by  the  use  of  it ;  and  it  clearly 
appears  that  the  use  of  it  has  added  largely  to  the  value  of 
the  fish  business  in  this  countiy. 

Piper's  experiments  began  in  the  winter  and  spring  of 
1858.  In  the  spring  of  1858,  he  froze  a  few  fish,  princi- 
pally to  ascertain  whether  fish  artificially  frozen  would  be 
the  same  as  those  naturally  frozen.  The  result  was  satis- 
factory. He  used  for  this  purpose  a  small  temporary  ap- 
paratus, of  which  Piper  Model  No.  1,  is  a  representation. 
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In  June,  1858,  he  constructed  and  used  the  apparatus  of 
which  Piper  Model  No.  2,  is  a  representation.  This  had 
two  chambers,  the  air  in  which  was  reduced  and  kept  be- 
:low  the  freezing  point  by  the  influence  of  the  freezing  mix- 
ture contained  in  vertical  tubes  within  the  chambers ;  the 
space  around  the  chambers  being  packed  with  a  non-con- 
ducting substance,  having  bo  communication  with  the  at- 
mosphere of  the  chambers.  The  use  of  this  apparatus,  in 
the  manner  described,  was  a  complete  reduction  to  practice 
of  the  invention  which  is  the  subject  of  Piper' s^r^^j^a^^Ti^. 
The  apparatus  was  made  to  be  used,  and  was  in  fact  used, 
'^so  as  to  carry  out  the  patented  process. 

This  apparatus,  and  the  new  process  of  freezing  and  pre- 
serving fish,  are  described  generally  in  Piper's  caveat  filed 
in  July,  1858. 

Mr.  Justice  Swatne  delivered  the  opinion  of  the  court : 
i  The  bill  is  founded  upon  two  patents  granted  by  the 
United  States  to  the  appellee — one  numbered  732  [now 
numbered  31,736],  of  the  19th  of  March,  1861 ;  the  other 
numbered  36,107  and  dated  Aug.  5,  1862.  The  second  and 
later  patent  was  not  relied  upon  in  the  argument  here  and 
may,  therefore,  be  laid  out  of  view.  Our  attention  will  be 
confined  to  the  prior  one.  It  is  declared  in  the  specifica- 
tion to  be  "for  a  new  and  improved  method  of  preserving 
fish  and  meats."  The  invention  is  alleged  to  consist  "in a 
method  of  preserving  fish  and  other  articles  in  a  chamber, 
and  cooling  the  latter  by  means  of  a  freezing  mixture,  so 
applied  that  no  communication  shall  exist  between  the  in- 
terior of  the  preserving  chamber  and  that  of  the  vessels  in 
which  the  freezing  mixture  is  placed."  The  specification 
continues:  " I  do  not  profess  to  have  invented  the  means 
of  artificial  congelation,  nor  to  have  discovered  the  fact 
that  no  decay  takes  place  in  animal  substances  so  long  as 
they  are  kept  a  few  degrees  below  the  freezing  point  of 
water ;  but  the  practical  application  of  them  to  the  art  of 

91  U.  8.  88. 


288  BROWN «.  PIPER.  [Sup.  Ot 

OpinioiA  of  the  court 

preserving  fish  and  meats,  as  above  described,  is  a  new  and 
very  valuable  improvement.  The  apparatus  for  freezing 
fish  and  keeping  them  in  a  frozen  state  may  be  constructed 
in  various  ways  and  of  different  shapes.  The  apparatus 
shown  in  the  drawing,  however,  will  suffice  to  illustrate  the 
principle  and  mode  of  operation." 

The  process  and  apparatus  are  then  described  as  follows : 
a  box  of  wood  or  other  suitable  material,  surrounded  by  a 
packing  of  charcoal  or  other  non-conducting  substance,  is 
to  be  provided,  and  the  iish  in  small  quantities  laid  in  it  on 
a  rack.  Metallic  pans  filled  with  a  freezing  mixture,  such 
as  salt  and  ice,  are  then  to  be  set  over  them,  and  a  cover 
shut  over  the  pans.  "In  about  twenty-four  hours,  the 
freezing  mixture  having  been  changed  once  in  twelve  hours, 
the  fish  will  be  frozen  completely  through." 

After  being  frozen,  the  fish  or  meat  may,  if  desired,  be 
covered  with  a  thin  coating  of  ice ;  and  this  coating  may  be 
I)reserved  by  applying  the  substances  named,  which  will 
exclude  the  air,  and  prevent  the  juices  from  escaping  by 
evaporation.  ''The  fish  are  then  to  be  packed  closely  in  a 
large  presemng  box,  which  is  inclosed  in  a  still  larger  box; 
the  space  between  the  boxes  being  tilled  with  charcoal  or 
other  non-conducting  material,  to  exclude  the  heat."  Oilier 
minor  details  are  described,  which  it  is  not  deemed  ma- 
terial to  repeat.  The  patentee  then  declares:  "I  do  not 
desire  to  be  understood  as  confining  myself  to  the  specific 
apparatus  above  described,  nor  to  the  use  of  either  or  both 
the  preliminary  processes  of  freezing  and  cooling ;  but  I 
ha ve described  the  mode  of  operation,  which,  by  experience,, 
I  have  found  best  for  preserving  the  most  delicate  varieties 
of  fish."  The  summation  and  claim  are:  ''Having  de- 
scribed my  invention,  what  I  claim  as  new,  and  desire  to 
secure  by  letters  patent,  is,  preserving  fish  or  other  articles 
in  a  close  chamber  by  means  of  a  freezing  mixture,  having 
no  contact  with  the  atmosphere  of  the  preserving  chamber, 
substantially  as  set  forth." 

91  U.  8.  38-80. 
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The  patent  is  not  for  the  principle  long  and  well  known 
to  pliysicists,  that  a  low  degree  of  cold,  like  a  high  degree 
of  heat,  prevents  the  decay  of  animal  matter ;  nor  is  it  for 
the  freezing  of  the  articles  to  be  preserved  before  or  after 
they  are  placed  in  the  preserving  chamber ;  nor  is  it  for 
applying,  by  means  of  an  apparatus  with  any  particular 
details  of  construction,  cold  to  the  articles  to  be  preserved ; 
nor  is  it  for  the  frigorilic  effect  of  the  freezing  mixture  upon 
the  atmosphere  of  the  inner  chamber ;  but  it  is  for  the  ap- 
plication to  such  articles  of  the  degree  of  cold  necessary  to 
preserve  them^  by  means  of  '*  a  close  chamber,"  in  which 
they  are  to  be  placed,  and  "a  freezing-mixture  having  no 
communication  with  the  atmosphere  of  the  preserving 
chamber." 

If  this  result  be  reached  by  the  means  designated  in  any 
way  substantially  the  same  with  that  described,  having  the 
feature  of  the  non-contact  of  the  freezing^mixture  with  the 
air  of  the  preserving-chamber,  there  is  a  clear  invasion  of 
the  territory  which  the  patentee  has  marked  out  and  seeks 
to  ai^propriate  to  himself. 

It  was  earnestly  maintained  by  the  learned  counsel  for 
the  appellee  that  the  essence  of  the  invention  is  the  creation 
of  ''a  freezing  atmosphere "  in  the  preserving-chamber. 

To  this  there  are  several  answers.  There  is  nothing  in 
the  specification  or  claim  to  warrant  the  jiroposition.  The 
direction  is,  that  "  the  fish  are  to  be  packed  closely."  This 
implies  clearly  that  as  many  fish  are  to  be  put  into  the  pre- 
serving chamber  as  it  can  be  made  to  contain. 

Atmospheric  air  is  itself  an  agent  of  decay ;  and  in  all 
such  cases  it  is  important  to  preclude,  as  far  as  possible, 
its  presence  and  contact.  ''If  air  be  absolutely  excluded, 
putrefaction  ceases ;  and  the  result  is  the  preservation  of 
the  substance  in  some  circumstances,  perhaps  in  all."  3 
Ure's  Diet,  of  Arts,  548.  ''On  this  principle  is  founded 
Appert's  process,  by  which  easily  decomposable  articles  of 
food  and  drink,  such  as  meat,  fish,  vegetables,  milk,  etc., 

91IT.S.  39  40. 
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are  preserved  for  years,  viz.  :•  by  packing  them  in  air-tight 
bottles  or  soldered  tin  cans,  heating  the  vessels  for  several 
hours  in  boiling  water,  and  keeping  them  carefully  closed." 
2  Watts'  Diet,  of  Chem.,  625.  The  patentee  is  to  be  pre- 
sumed to  have  known  this  property  of  air. 

The  patent  is  for  "a  new  and  useful  improvement"  in  the 
art  to  which  it  relates.  It  was  issued  under  the  act  of  July 
4,  1836.  The  rights  of  the  parties  are  to  be  considered  in 
the  light  of  that  act.  The  defense  relied  upon  in  *  the  an- 
swer is  the  want  of  novelty  ;  and  several  instances  of  prior 
use  and  knowledge,  with  the  requisite  circumstances  of 
time,  place  and  persons,  are  alleged. 

We  deem  it  sufficient  to  consider  one  of  them.  On  the 
17th  of  August,  1842,  a  patent  was  issued  to  John  Good 
"for  a  corpse-preserver."  The  apparatus,  as  described, 
was  an  outer  case  with  a  close-fitting  lid.  The  case  was 
made  double  ;  there  being  a  partition  to  within  four.or  five 
inches,  more  or  less,  of  the  top  of  the  outer  one,  leaving 
a  space  between  the  two  of  several  incheSj  which  was  to  be 
filled  with  ice.  There  was  a  false  bottom  with  holes  in  it 
in  the  inner  compartment.  It  rested  upon  ledges  which 
kept  it  four  or  five  inches  above  the  bottom.  The  inter- 
vening space  was  a  receptacle  for  ice.  The  corpse  was  de- 
posited upon  the  false  bottom.  A  tray  was  placed  over  it, 
and  under  the  lid.  The  tray  was  four  or  five  inches  deep, 
used  to  contain  the  freezing  mixture,  and  had  a  flange  to 
prevent  the  mixture  from  escaping.  Proper  outlets  were 
provided  for  the  passage  of  the  water  from  the  melting  ice. 
There  was  no  communication  between  the  tray  containing 
the  freezing  mixture  and  the  inner  compartment  containing 
the  body.  Swartz,  an  intelligent  and  unimpeached  wit- 
ness, was  examined  on  the  15th  of  October,  1869.  He  tes- 
tified that  he  was  an  undertaker,  and  had  used  the  appa- 
ratus for  about  twenty  years,  sometimes  with  ice  under  the 
false  bottom  and  sometimes  without  it.  In  either  case  he 
applied  a  sufficient  degree  of  cold  to  prevent  putrefaction 

91  U.  S.  40-41. 
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before  interment.  He  thought  the  bodies  were  sometimes 
frozen,  but  was  not  certain.  The  material  point  in  his 
business  was  the  prevention  of  decay  for  the  time  being ; 
and  that  was  always  accomplished. 

Here  was  the  application  of  the  requisite  degree  of  cold, 
exactly  in  the  manner  called  for  in  the  specification  of  the 
appellee. 

This  is  hardly  denied  ;  but  it  is  insisted  that  the  process 
was  never  applied  by  the  witness  to  the  preservation  of 
iish  and  meats. 

The  answer  is  that  this  was  simply  the  application  by 
the  patentee  of  an  old  process  to  a  new  subject,  without 
any  exercise  of  the  inventive  faculty  and  without  the  de- 
velopment of  any  idea  which  can  be  deemed  new  or  origi- 
nal in  the  sense  of  the  patent  law.  The  thing  was  within 
the  circle  of  what  was  well  known  before,  and  belonged  to 
the  public.  No  one  could  lawfully  appropriate  it  to  him- 
self and  exclude  others  from  using  it  in  any  usual  way  for 
any  purpose  to  which  it  may  be  desired  to  apply  it. 

This  is  fatal  to  the  patent.  Ames  v.  Howard,  1  Snmn. 
487 ;  Howe  v.  Abbott,  2  Story,  194 ;  Bean  v.  Small  wood, 
2  Story,  411;  Winans  v.  R.  R.  Co.,  2  Story,  412;  Hotch- 
kiss  V.  Greenwood,  11  How.  248  [5  Am.  &  Eng.  240]. 

There  is  another  view  of  the  case  that  may  properly  be 
taken. 

Evidence  of  the  state  of  the  art  is  admissible  in  actions 
at  law  under  the  general  issue  without  a  special  notice,  and 
in  equity  cases,  without  any  averment  in  the  answer  touch- 
ing the  subject.  It  ctmsists  of  proof  of  what  was  old  and 
in  general  use  at  the  time  of  the  alleged  invention.  It  is 
received  for  three  purposes  and  none  other — to  show  what 
was  then  old,  to  distinguish  what  was  new,  and  to  aid  the 
court  in  the  construction  of  the  patent. 

Of  private  and  special  facts,  in  trials  in  equity  and  at 
law,  the  court  or  jury,  as  the  case  may  be,  is  bound  care- 
fully to  exclude  the  influence  of  all  previous  knowledge. 

91  17.  8.  41-49. 
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But  there  are  many  things  of  which  judicial  cognizance 
maybe  taken.  ^'To  require  proof  of  every  fact,  as  that 
Calais  is  beyond  the  jurisdiction  of  the  court,  would  be 
utterly  and  absolutely  absurd."  Gres.  Ev.  in  Eq.  294. 
Facts  of  universal  notoriety  need  not  be  proved.  See  Tay- 
lor Ev.,  sec.  4,  n,  2.  Among  the  things  of  which  judicial 
notice  is  taken,  are :  the  law  of  nations ;  the  general  cus- 
toms and  usages  of  merchants ;  the  notary's  seal ;  things 
which  must  happen  according  to  the  laws  of  nature ;  the 
coincidences  of  the  days  of  the  week  with  those  of  the 
month ;  the  meaning  of  words  in  the  vernacular  lan- 
guage ;  the  customary  abbreviations  of  christian  names ; 
the  accession  of  the  Chief  Magistrate  to  office  and  his  leaving 
it.  In  this  country,  such  notice  is  taken  of  the  appoint- 
ment of  members  of  the  cabinet,  the  election  and  resigna- 
tions of  senators  and  of  the  appointment  of  marshals  and 
sheriffs,  but  not  of  their  deputies.  The  courts  of  the 
United  States  take  judicial  notice  of  the  ports  and  waters 
of  the  United  States  where  the  tide  ebbs  and  flows,  of  the 
boundaries  of  the  several  States  and  judicial  districts,  and 
of  the  laws  and  jurisprudence  of  the  several  States  in  which 
they  exercise  jurisdiction.  Courts  will  take  notice  of  what- 
ever is  generally  known  within  the  limits  of  their  jurisdic- 
tion ;  and,  if  the  judge's  memory  is  at  fault,  he  may  re- 
fresh it  by  resorting  to  any  means  for  that  purpose  which 
he  may  deem  safe  and  proper.  This  extends  to  such  mat- 
ters of  science  as  are  involved  in  the  cases  brought  before 
him.  See,  1  Greenl.  Ev.,  11;  Gres.  Eq.  Ev.,  supra;  and 
Taylor,  Ev.  sec.  4,  ^nd^post. 

In  The  Ohio  L.  &  T.  Co.  «.  Debolt,  16  How.  435,  it  was 
said  to  be  "a  matter  of  public  history,  which  this  court 
cannot  refuse  to  notice,  that  almost  every  bill  for  the  in- 
corporation of  companies"  of  the  classes  named,  is  pre- 
pared and  passed  under  the  circumstances  stated.  In  Hoare 
V,  Silverlock,  12  Ad.  &  Ell.  (N.  S. )  624,  it  was  held  that 
where  a  libel  charged  that  the  friends  of  the  plaintiif  had 
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'*  realized  the  fable  of  the  frozen  snake,"  the  court  would 
take  notice  that  the  knowledge  of  that  fable  existed  gen- 
erally, in  society.  This  power  is  to  be  exercised  by  courts 
with  caution.  Care  must  be  taken  that  the  requisite  noto- 
riety exists.  Every  reasonable  doubt  upon  the  subject 
should  be  resolved  promptly  in  the  negative. 

The  pleadings  and  proofs  in  the  case  under  consideration, 
are  silent  as  to  the  ice  cream  freezer.  But  it  is  a  thing  in 
the  common  knowledge  and  use  of  the  people  throughout 
the  country.  Notice  and  proof  were,  therefore,  unneces- 
sary. The  statute  requiring  notice  was  not  intended  to 
apply  in  such  cases.  The  court  can  take  judicial  notice 
of  it  and  give  it  the  same  e£fect  as  if  it  had  been  set  up 
as  a  defense  in  the  answer  and  the  proof  were  plenary. 
See,  Glue  Co.  n.  Upton,  6  Pat.  OflF.  Gaz.  843,  and  Need- 
ham  z.  Washburn,  7  Pat.  Oflf.  Gaz.  651 — both  decided 
by  Mr.  Justice  Clifford  upon  the  circuit.  We  can  see  no 
substantial  diversity  between  that  apparatus  and  the  al- 
leged invention  of  the  appellee.  In  the  former,  as  in  the 
apparatus  of  the  appellee,  ^'  the  freezing  mixture ' '  has  ' '  no 
contact  with  the  atmosphere"  of  the  chamber  where  the 
work  is  to  be  done.  If  the  freezer  be  full  and  the  preserv- 
ing chamber  be  full,  there  would  be  room  for  but  little  air  in 
either.  If  either  were  only  partially  full,  the  vacuum 
would  be  filled  with  that  substance.  The  cold  is  generated 
by  the  same  materials  and  applied  under  the  same  circum- 
stances^  If  the  cream  were  taken  out  of  the  freezer  and 
fish  put  in,  there  would  be,  in  all  substantial  respects,  the 
same  apparatus,  process  and  result.  If  the  preserving 
chamber  were  as  tight  as  the  freezer,  either  might  be  con- 
vertibly  used  for  the  purpose  of  the  other. 

*'The  preservative  effect  of  cold,  and  especially  of  dry 
cold,  is  well  known  and  exemplified  in  the  keeping  of  meat 
and  fruit  in  ice-houses.  Animals  have  been  found  unde- 
composed  in  the  ice  of  Siberia  which  belong  to  extinct 
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species,  and  which  must  have  been  embalmed  in  ice  for 
ages."     Tit.  "Antiseptic,"  1  Amer.  Encyclo.  570. 

Artificial  freezing  is  usnally  applied  to  water  and  arti- 
cles of  food. 

**  There  are  two  general  methods  of  effecting  it,  viz. :  oy 
liquefaction  and  by  vaporization  and  expansion.  The 
method  by  liquefaction  is  performed  by  freezing  mixtures, 
which  are  formed  by  mixing  together  two  or  more  bodies, 
one  or  all  of  which  may  be  solid.  They  are  used  together 
in  vessels  having  three  or  more  concentric  apartments — an 
inner  one,  containing  the  article  to  be  frozen ;  one  eccen- 
tric to  this,  containing  the  freezing  mixture,  provided  with 
some  contrivance  for  agitation  ;  one,  again,  outside  of  this, 
filled  with  a  non-conductor  of  heat,  as  powdered  charcoal, 
gypsum  or  cotton  wool ;  and  sometimes  one  between  them 
for  holding  water."    Tit.  *'  Freezing,"  7  Amer.  Encyclo.  474. 

Here  the  principle  and  substance  of  the  appellee's  claim 
are  set  forth  as  belonging  to  the  general  domain  of  know^ 
ledge  and  science.  It  is  known  that  Lord  Bacon  applied 
snow  to  poultry  to  preserve  it.  He  said  the  process  suc- 
ceeded *' excellently  well."  The  experiment  was  made  in 
his  old  age,  imprudently,  and  brought  on  his  last  illness. 

Examined  by  the  light  of  these  considerations,  we  think 
this  patent  was  void  on  its  face  and  that  the  court  might 
have  stopped  short  at  that  instrument  and,  without  looking 
beyond  it  into  the  answers  and  testimony,  sua  sporde^  if  the 
objection  were  not  taken  by  counsel,  well  have  adjudged 
in  favor  of  the  defendant. 

These  views  render  it  unnecessary  to  consider  the  ex- 
ceptions to  the  master's  report. 

The  decree  of  the  Circuit  Court  is  reversed  and  the  cause 
will  be  remanded^  with  directions  to  dismiss  the  bill. 

91  U.S.  48-44. 
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ENOCH  PIPER,  APPELLANT,  v.  GEORGE  T.  MOON 

ET  AL.* 
M  (1  Otto)  U.  8.  44.    OcC  l^rm,  1070. 

[Bk.  28,  L.  ed.  202.] 

Affirming  Ibid,  10  Blatoh.  264 

Argaed  October  19,  20,  1875.     Decided  Noyember  1,  1875. 

What  is  said  in  Brown  v.  Piper,  01  IT.  S.  87  [p.  272  ante],  dis- 
poses  of  this  case,  which  is  founded  upon  the  same  patent 

[Citations  in  opinion  of  the  court :] 

Brown  v.  Piper,  91  U.  8.  200.    [p.  272  ante}. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 

The  case  sufficiently  appears  in  the  opinion  in  this  and 
the  preceding  case. 

Mr.  Causten  Brawney  for  appellant, 
Mr.  Oeorge  Oifford^  for  appellees. 

Mr.  Justice  Swayne  delivered  the  opinion  of  the  court : 

The  appellant's  bill  in  this  case  isfoundedui)on  the  same 
patent  as  the  bill  of  the  appellee  in  the  case  just  decided. 
Brown  v.  Piper  [p.  272  ante\ 

In  this  case  the  court  below  dismissed  the  bill,  and  the 
complainant  appealed  to  this  court.  What  was  said  in 
the  case  above  referred  to  disposes  of  this  case. 

The  decree  of  the  Circuit  Court  is  affirmed. 

•1 V.  a.  44i. 
Patent  In  rait  t 

No.  81,786.     Piper,  E.    March  19,  1861.    Preserving  Pish. 
*  See  Explanation  of  Notes,  page  III 
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No.  86,107.     Piper,  E.     August  5,  1862.     Preserving  Ani- 
mal Substances. 


Other  Suit  oh  Same  Patent  : 
See  Brown  v.  Piper,  91  U.  S.  87  [p.  296  ante]. 
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GEORGE  C.  ROBERTS,   APPELLANT,   z.  WILLLiM 

P.  RYER.* 

91  (1  Otto)  U.  S.  150-159.    Oct.  Term,  1875. 

[Bk.  23,  L.  ed.  267;  10  O.  G.  204.] 

Affirming  Ibidy  11  Blatch.  11. 

Argned  April  21,  22,  1875.     Decided  December  13,  1875. 

Particular  patent  construed.     Invention.     New  uee  of  old  machine. 

1.  Beissaed  letters  patent  No.  455,  D.  W.  G.  Sanford,  May  21, 

1857,  construed  in  view  of  the  original  letters  patent  No.  13,- 
802,  November  13,  1855,  Refrigerator,  and  of  patent  No.  14,- 
510,  A.  S.  Lyman,  March  25,  1856,  Method  of  Cooling  and 
Ventilating  Booms,  to  be  for  the  combination  of  the  use  of 
the  descending  current  of  air  with  the  device  for  the  circula- 
tion, held  to  be  for  a  new  use  of  an  old  machine  and  not  in- 
volving invention  and  to  be  anticipated  by  the  Lyman  patent, 
(p.  326.) 

2.  It  is  no  new  invention  to  use  an  old  machine  for  a  new  purpose. 

The  inventor  of  a  machine  is  entitled  to  all  the  uses  to  which 
it  can  be  put,  no  matter  whether  he  had  conceived  the  idea  of 
the  use  or  not     (p.  329.) 

3.  The  mere  carrying  forward,  or  new  or  more  extended  applica- 

tion of  the  original  thought,  a  change  only  in  forms,  propor- 
tions, or  degree,  doing  substantially  the  same  thing  in  the  same 
way,  by  substantially  the  same  means,  with  better  results,  is 
not  such  an  invention  as  will  sustain  a  patent     (p.  331.) 

[Citations  In  opinion  of  the  court:] 

Smith  V.  Nichols,  21  Wall  112  [9  Am.  &  Eng.  425],  p.  331. 
Roberts  v.  Harnden,  2  Cliff.  500,  p.  331. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the 
Southern  District  of  New  York. 

This  case,  No,  21,  was  commenced  in  the  court  below  by 
Roberts,  the  appellant,  for  the  alleged  infringement  of  a 

*  See  Explanation  of  Notes,  page  IIL 
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patent  of  which  he  was  the  assignee.  The  patent  was 
granted  to  one  Sanford,  November  13,  1865,  for  Improve- 
ments in  Refrigerators.  It  was  reissned  April  21,  1867. 
Ryer,  the  defendant,  was  the  licensee  of  one  Lyman,  who 
had  received  a  patent  in  March,  1856.  The  chief  defense 
relied  upon  was,  that  the  invention  of  Lyman  was  prior 
to  that  of  Sanford,  and  that  the  patent  of  Sanford  being 
for  the  same  invention,  was  consequently  invalid. 

The  court  below  dismissed  the  bill,  and  the  complainant 
appealed  to  this  conrt. 

The  case  further  appears  in  the  opinion. 

The  specifications  and  drawings  of  the  Sanford  and  Ly- 
man letters  patent  are  as  follows : 


D.  W.  C.  SANFORD,  OP  CINCINNATI,  OHIO. 

Letters  Patent  No.  13,802.     Dated  November  13,  1855.     Beissned 

April  21,  1857. 

Improvement  in  Refrigerators. 

The  schednle  referred  to  in  these  Letters  Patents  and  making  pari 

of  the  same. 

To  all  to  whom  these  presents  shall  come: 

Be  it  known,  that  I,  D.  W.  C.  Sanford,  of  Cincinnati,  in 
the  county  of  Hamilton,  and  State  of  Ohio,  have  invented 
an  Improvement  in  Refrigerators,  and  that  the  following  is 
a  full,  clear  and  exact  description  of  the  principle  or  char- 
acter which  distinguishes  it  from  all  other  things  before 
known,  and  of  the  usual  manner  of  making,  modifying  and 
using  the  same,  reference  being  had  to  the  annexed  draw- 
ings, of  which. 

Pig.  1,  exhibits  the  refrigerator  in  perspective,  and  also 
shows  the  interior  arrangements. 

Fig.  2,  a  vertical  section  through  the  refrigerator. 


304  ROBERTS  r.  RYER.  [Sup.  Ct 

statement  of  the  case. 

My  invention  consists  in  an  improvement  inrefrigerator3 
whereby  the  whole  of  the  contained  air  is  kept  in  contin- 
ual rotation,  i^urification,  desiccation,  and  refrigeration, 
and  with  economy  of  ice.  The  circulation  of  the  air  of  my 
refrigerator  is  entirely  confined  and  consists  of  a  continu- 
ous movement  or  rotation  of  the  air  confined  within  the 
apartment  without  any  communication  with  the  external 
air  except  when  it  becomes  unavoidable  from  opening  the 
refrigerator.  I  have  found  for  purification  that  exter- 
nal air  is  not  necessary,  and  it  is  obvious  that  any  arrange- 
ment by  which  a  current  of  external  air,  after  being  cooled, 
is  passed  through  the  refrigerator,  must  be  attended  with  a 
great  consumption  of  .ice,  and  that  any  arrangement  which 
admits  of  stagnation  of  air  in  any  part  of  the  refrigerator, 
and  does  not  compel  circulation  of  the  air  throughout  the 
entire  apartments,  is  highly  objectionable.  Both  of  these 
conditions  I  have  avoided,  as  will  be  seen  from  the  follow- 
ing description: 

Fig.  1,  exhibits  clearly  the  arrangement  of  the  interior 
of  my  refrigerator.  Within  a  suitable  casing,  A,  I  insert  a 
partition,  B,  with  openings,  B',  B",  at  top  and  bottom,  so 
that  there  is  free  communication  between  the  apartments, 
C  and  D.  At  a  high  point  in  one  of  the  apartments,  I  place 
the  ice  receptacle,  E ;  this  receptacle  is  perforated  on  tlie 
sides  and  bottom  so  as  to  allow  free  passage  of  air  through 
and  in  contact  with  the  ice.  The  ice  is  prevented  from 
coming  into  contact  with  the  sides  of  the  receptacle  by  the 
projections,  P,  P,  which  in  this  case  are  made  by  punching 
the  holes  in  such  a  way  that  a  portion  of  the  metal  is  pro- 
truded as  seen  at  F,  F.  The  bottom  of  the  ice  receptacle 
is  funnel  shaped  so  as  to  conduct  the  water  of  the  melting 
ice  to  a  central  discharge,  I,  whence  it  falls  into  the  cup  or 
flaring  end  of  the  escape  pipe,  K.  Tliis  pipe  passes  di- 
rectly out  through  the  side  of  the  refrigerator  and  it  is  im- 
portant that  the  escape  pipe  should  occupy  as  little  room 
as  possible,  in  order  not  to  obstruct  the  motion  of  the  air. 
The  shelves,  L,  are  perforated  to  allow  of  the  free  transit 
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of  air,  and  it  will  now  be  readily  seen  that  when  the  ice  is 
placed  in  its  receptacle,  and  the  refrigerator  closed,  the 
whole  of  the  contained  air  will  be  set  in  motion  and  con- 
tinue to  circulate  or  revolve  as  long  as  there  is  any  ice  or 
refrigerating  material  in  the  receptacle. 

The  operation  is  as  follows  :  The  denser  air  in  contact 
with  the  ice  and  walls  of  the  receptacle  descends  and  its 
place  is  immediately  supplied  by  warmer  air  from  apart- 
ment D,  through  the  opening  B'.  The  dense  air  descend- 
ing through  the  entire  apartment  G,  and  passing  through 
the  opening  B',  keeps  up  a  continual  displacement  of  the 
whole  of  the  contained  air  of  rhe  refrigerator.  The  apart- 
ment D,  has  a  higher  temperature  than  apartment  C,  and 
the  temi)erature  varies  with  a  gradual  rise  from  the  time 
the  air  leaves  the  receptacle  until  it  arrives  at  the  upper 
part  of  apartment  D.  It  is  evident  that  this  rotation  of 
the  air  will  continue  until  the  ice  is  melted,  and  an  equili- 
brium of  temperature  takes  place  throughout  the  entire 
refrigerator.  As  the  air  passes  through  the  apartments  it 
imbibes  moisture  from  fruits,  vegetables,  meats  and  other 
articles,  and  when  it  comes  in  contact  with  the  ice,  its  ca- 
pacity for  moisture  is  diminished  by  condensation,  and  the 
moisture  is  condensed  upon  the  ice  and  passes  off  with  the 
waste  water.  The  circulating  air  thus  being  continually 
desiccated,  every  part  of  the  apartments  is  kept  from 
mold  and  dam  pness. 

The  exhalations  and  odor  of  meats  and  other  articles 
are  also  precipitated  upon  the  ice  with  the  condensed  vapor 
and  thus  the  entire  apartments  are  kept  sweet. 

I  am  aware  that  various  modes  have  been  tried  and  used 
for  circulating  air  in  refrigerators,  but  I  am  not  aware  that 
in  any  instance  a  complete  and  continued  rotation,  purili- 
catlon,  desiccation  and  refrigeration  of  the  whole  of  the  con- 
tained air  of  the  refrigerator  has  been  compelled,  as  it  is  in 
my  invention,  and  I  therefore  claim  the  arrangement  herein 
set  forth  for  causing  the  perpetual  rotation  of  the  wliole  of 
the  air  contained  within  the  refrigerating  apartments,  said 
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arrangement  consisting  when  the  refrigerator  is  closed,  of 
an  endless  passage  or  chamber,  the  walls,  shelves,  and  ice 
receptacle  of  which  are  so  placed  and  constructed,  that  the 
air  is  compelled  to  circulate  through  the  entire  apartment 
or  apartments,  and  from  which  the  water  of  the  melting  ice 
is  discharged  immediately  from  the  refrigerator  instead  of 
flowing  between  its  walls,  the  whole  being  constructed  as 
herein  above  set  forth. 

D.  W.  C.  SANPORD, 
Witnesses : 

R.  T.  Campbell, 

Chas.  G.  Page. 


D.  W.  C.  SANPORD,  OP  ST.  LOUIS,  MISSOURI. 
Improvement  in  Refrigerators. 

Specification  forming  part  of  Letters  Patent  No.   13,802,  dated 
November  13,  1855;  Reissue  No.  455^  dated  April  21,  1857. 

To  all  whom  it  Toay  concern : 

Be  it  known  that  I,  D.  W.  C.  Sanford,  of  St.  Louis,  in 
the  county  of  St.  Louis  and  State  of  Missouri,  have  in- 
vented an  Improvement  in  Refrigerators ;  and  I  do  hereby 
declare  that  the  following  is  a  full,  clear,  and  exact  de- 
scription of  the  principle  or  character  which  distinguishes 
it  from  all  other  things  before  known,  and  of  the  usual 
manner  of  making,  modifying,  and  using  the  same,  refer- 
ence being  had  to  the  accompanying  drawings,  of  which — 

Fig.  1  is  a  perspective  view  exhibiting  the  interior  of 
the  refrigerator ;  Fig.  2,  a  vertical  middle  section,  and  Fig. 
3  a  perspective  of  a  smaller  sized  refrigerator  with  one  of 
the  apartments  contracted. 

My  invention  consists  in  an  improvement  in  refrigera- 
tors, whereby  the  whole  of  the  contained  air  is  kept  in  con- 
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tinual  rotation,  purification,  desiccation,  and  refrigeration, 
and  with  economy  of  ice. 

The  circulation  of  the  air  of  my  refrigerator  is  entirely 
confined,  and  consists  of  a  continuous  movement  or  rota- 
tion of  the  air  confined  within  the  apartment  without  any 
communication  with  the  external  air  except  when  it  be- 
comes unavoidable  from  opening  the  refrigerator.  I  have 
found  for  purification  that  external  air  is  not  necessary, 
and  it  is  obvious  that  any  arrangement  by  which  a  current 
of  external  air  after  being  cooled  is  passed  through  the  re- 
frigerator must  be  attended  with  a  great  consumption  of 
ice,  and  that  any  arrangement  which  admits  of  stagnation 
of  air  in  any  part  of  the  refrigerator,  and  does  not  compel 
circulation  of  the  air  throughout  the  entire  apartments,  is 
highly  objectionable.  Both  of  these  conditions  I  have 
avoided,  as  will  be  seen  from  the  following  description  : 

Fig.  1  exhibits  clearly  the  arrangement  of  the  interior  of 
my  refrigerator.  Within  a  suitable  casing,  A,  I  insert  a 
partition,  B,  with  openings  B'  B",  at  top  and  bottom,  so 
that  there  is  free  communication  between  the  apartments 
C  and  D.  At  a  high  point  in  one  of  the  apartments  I  place 
the  ice-receptacle  E.  This  receptacle  is  perforated  on  the 
sides  and  bottom,  so  as  to  allow  free  passage  of  air  through 
and  in  contact  with  the  ice.  The  ice  is  prevented  from 
conning  into  contact  with  the  sides  of  the  receptacle  by  the 
projections  F  F,  which  in  this  case  are  made  by  punching 
the  holes  in  such  a  way  that  a  portion  of  the  metal  is  pro- 
truded, as  seen  at  F  F.  The  bottom  of  the  ice-receptacle 
is  funnel-shaped,  so  as  to  conduct  the  water  of  the  melting- 
ice  to  a  centra]  discharge,  I,  whence  it  falls  into  the  cup  or 
flaring  end  of  the  escape-pipe  K.  This  pipe  passes  di- 
rectly out  through  the  side  of  the  refrigerator,  and  it  is 
important  that  the  escape-pipe  should  occupy  as  little 
room  as  possible  in  order  not  to  obstruct  the  motion  of  the 
air.  The  shelves  L  are  perforated  to  allow  of  the  free 
transit  of  air,  and  it  will  now  be  readily  seen  that  when 
the  ice  is  placed  in  its  receptacle  and  the  refrigerator 
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closed,  the  whole  of  the  contained  air  will  be  set  in  motion 
and  continue  to  circulate  or  revolve  as  long  as  there  is  any 
ice  or  refrigerating  material  in  the  receptacle. 

The  operation  is  as  follows :  The  denser  air  in  contact 
with  the  ice  and  walls  of  the  receptacle  descends  and  its 
place  is  immediately  supplied  by  warmer  air  from  apart- 
ment D  through  the  opening  B'.  The  dense  air  descend- 
ing through  the  entire  apartment  C  and  passing  through 
the  opening  B'  keeps  up  a  continual  displacement  of  the 
whole  of  the  contained  air  of  the  refrigerator.  The  apart- 
ment D  has  a  higher  temperature  than  apartment  C,  and 
the  temperature  varies  with  a  gradual  rise  from  the  time 
the  air  leaves  the  receptacle  until  it  arrives  at  the  upper 
part  of  apartment  D.  It  is  evident  that  the  rotation  of  the 
air  will  continue  until  the  ice  is  melted,  and  an  equili- 
brium of  temperature  takes  place  throughout  the  entire 
refrigerator.  As  the  air  passes  through  the  apartments  it 
imbibes  moisture  from  fruits,  vegetables,  meats,  and  other 
articles,  and  when  it  comes  into  contact  with  the  ice  its 
capacity  for  moisture  is  diminished  by  condensation  and 
the  moisture  is  condensed  upon  the  ice  and  passes  oflf  with 
the  waste  water.  The  circulating  air  thus  being  continu- 
ally desiccated  every  part  of  the  apartments  is  kept  from 
mold  and  dampness.  The  exhalations  and  odor  of  meats 
and  other  articles  are  also  precipitated  upon  the  ice  with 
the  condensed  vapor,  and  thus  the  entire  apartments  are 
kept  sweet. 

It  is  well  known  that  mold  will  not  generate  in  a  current 
of  air,  and  It  is  known  that  when  once  formed  it  propa- 
gates itself  and  spreads  with  rapidity ;  therefore,  if  any 
one  part  of  the  refrigerator  be  out  of  the  direct  course  of 
circulation  the  air  will  stagnate  there  and  develop  mold, 
which  will  contaminate  the  whole  apartment. 

The  apartment  D  may  vary  in  width,  and  it  may  be,  as 
shown  in  Pig.  3,  so  narrow  as  to  serve  merely  as  a  passage 
for  the  ascending  current  of  air,  the  greatest  benefit  being 
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always  derived  from  the  downward  current  in  apart- 
ment C. 

I  am  aware  that  various  devices  have  long  since  been 
known  for  causing  the  internal  circulation  of  air  in  apart- 
ments of  houses  and  refrigerators ;  but  I  am  not  aware 
that  in  any  instance  a  complete  and  continued  rotation, 
purification,  desiccation,  and  refrigeration  of  the  whole  of 
the  contained  air  of  a  refrigerator  has  been  compelled  under 
the  same  arrangement  as  in  my  improvement ;  therefore — 

What  I  claim  as  my  improvement  in  refrigerators  is — 

1.  The  employment  of  an  open-bottom  ice-box,  or  equiv- 
alent thereof,  in  combination  with  a  dividing-partition 
open  above  and  below,  so  placed  that  by  means  of  self- 
operating  internal  circulation  the  whole  of  the  contained 
air  shall  be  kept  in  motion  and  caused  to  revolve  around 
this  partition  in  currents  moving  downward  only  on  one 
side  of  this  partition  and  upward  only  on  the  other  side, 
when  the  same  is  combined  with  a  chamber  for  the  refrig- 
eration of  food  or  provisions  placed  directly  under  said  ice 
box,  as  set  forth. 

2.  I  do  not  claim  by  itself  a  partition  dividing  vertically 
one  compartment  of  a  refrigerator  fi*om  another ;  nor  do  I 
claim  placing  articles  to  be  refrigerated  in  a  descending 
current  of  air ;  but  I  do  claim  placing  shelves  or  fixtures 
for  holding  articles  to  be  refrigerated,  or  the  articles  them- 
selves, in  the  descending  current  directly  under  an  open-bot- 
tom ice-box,  in  combination  with  a  dividing-partition  open 
above  and  below,  as  set  forth. 

3.  In  combination  with  said  shelves  or  fixtures  so  placed, 
constructing  the  open  bottom  of  the  ice-box  in  such  man- 
ner that  the  air  may  pass  freely  down  through  the  same 
and  fall  directly  from  the  ice  upon  the  articles  to  be  refrig- 
erated, while  at  the  same  time  the  drip  of  the  water  is 
prevented,  as  set  forth. 

Witnesses:  D.  W.  C.  SANPORD. 

Chas.  G.  Page, 
R.  T.  Campbell. 
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AZEL  S.  LYMAJS^,  OP  NEW  YORK,  N.  Y. 

Letters  Patent  No.  14,510,  dated  March  25, 1856.  Extended  March 
25th,  1870.     Reissued  December  26th,  1871. 

Impbovement  in  Cooling,  Drying  and  Disinfecting 

Rooms. 

The  schedule  referred  to  in  these  Letters  Patent  and  malring  part 

of  the  same. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Azel  S.  Lyman,  of  the  city,  county 
of  and  State  of  New  York,  have  invented  certain  new  and 
useful  Improvements  in  Cooling,  Drying  and  Disinfecting 
Rooms,  and  I  do  hereby  declare  that  the  following  is  a 
full,  clear  and  exact  description  of  the  same,  reference 
being  made  to  the  annexed  drawing,  making  a  part  of  this 
specification.    That  is  to  say — 

My  improvement  in  cooling,  drying  and  disinfecting  con- 
sists in  the  peculiar  construction  of  the  box  or  reservoir 
for  holding  ice  or  other  cooling  material.  The  object 
sought  to  be  accomplished  by  this  construction  is  the  pro- 
duction of  a  blast  or  current  of  cool  air  in  a  determined  di- 
rection, without  mechanical  aid  and  irrespective  of  place. 
The  principle  I  employ  is  that  which  is  exemplified  in  the 
hydrostatic  column,  and  my  use  of  it  may  be  understood 
by  the  following  comparison :  If  we  suspend  a  cake  of  ice 
freely  in  the  air  and  near  to  the  ceiling  of  a  closed  room, 
slight  currents  would  soon  be  produced  by  the  disturbance 
of  the  equilibrium  consequent  upon  the  cooling  of  the  air 
in  contact  with  the  ice.  These  currents  would  be  feeble, 
because  the  cold  descending  air  would  spread  out  over  a 
wide  base,  and  the  temperature  soon  become  equalized  by 
mixture  with  warm  air.  If,  however,  we  should  place  un- 
der the  ice  a  pipe  of  sufficient  size  to  surround  the  ice,  the 
air  as  it  is  cooled  would  fall  down  and  soon  fill  the  pipe,  but 
still  have  a  tendency  to  spread  laterally,  in  consequence  of 
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its  gravity,  and  therefore  it  would  exert  pressure  on  all 
sides  similar  to  a  non-elastic  fluid. 

If  a  plug  were  now  pulled  out  of  the  bottom  of  the  pipe 
this  air  would  pour  out  with  a  certain  force  due  to  the  dif- 
ference of  temperatures  outside  and  inside,  and  to  the 
height  of  the  column,  obeying  precisely  the  same  laws 
which  would  govern  a  non-elastic  fluid.  The  construction 
of  a  refrigerating  box  on  this  principle  enables  me  to  em- 
ploy it  to  various  useful  and  valuable  purposes,  such  as 
the  preservation  of  meats  and  vegetables,  ventilating,  cool- 
ing, drying  and  disinfecting  apartments  in  hospitals,  sleep- 
ing and  other  rooms.  All  which  will  apx)ear  in  the  follow- 
ing description  of  the  construction  and  operation  of  my 
refrigerating  apparatus : 

This  apparatus  consists  of  three  parts,  viz :  a  reservoir 
or  receptacle  for  the  cooling  material,  a  cold  air  chamber, 
and  a  conduit  or  blast  jnpe.  The  reservoir  when  adapted 
for  holding  ice  as  the  cooling  material,  is  a  box  open  at  the 
top  and  as  shown  at  D,  Fig.  1 ;  this  is  divided  into  two 
compartments  by  a  grating,  the  latter  serving  to  support 
the  ice,  while  the  space  beneath,  forms  the  cold  air  cham- 
ber E,  which  allows  of  the  free  settling  of  the  cold  air  from 
all  parts  of  the  grate.  At  F,  is  the  conduit ;  this  is  a  trunk 
or  pipe  attached  to  the  cold  air  chamber,  and  may  be  of 
differing  lengths,  according  as  the  blast  is  to  be  more  or 
less  forcible,  the  higher  the  column,  the  greater  being  the 
weight  and  velocity  of  the  discharge.  I  will  now  describe 
the  manner  of  application,  together  with  some  of  the  va- 
rious uses  to  which  the  instrument  may  be  put.  When 
enclosed  within  an  air-tight  compartment  (as  shown  in  Fig. 
1  at  A)  and  the  box  D,  charged  with  ice,  the  moisture  will 
be  extracted  from  the  air  at  the  same  rate  that  its  tempera- 
ture is  reduced,  in  the  following  manner  :  The  air  in  A  is  at 
first  of  the  temperature  of  the  surrounding  media,  and  its 
hygrometrical  condition  is  the  same.  Ice  being  now  intro- 
duced into  the  box  D,  the  air  in  contact  will  be  imme- 
diately reduced  in  temperature  ;  condensation  takes  place 
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and  moisture  Is  deposited.  The  condensed  air  being  of 
greater  specific  gravity  falls  into  the  air  chamber  E,  flow- 
ing thence  to  F.  Here  as  it  cannot  spread  out  and  commin- 
gle with  the  external  and  lighter  air,  il  drives  that  already 
in  the  pipe  before  it  and  out  at  the  bottom,  finally  pouring 
out  itself  in  a  continuous  stream.  Once  out  it  still  con- 
tinues to  act  similar  to  the  flow  of  water,  spreading  over 
the  floor,  and  in  doing  so  displaces  the  lighter  and  warmer 
air,  forcing  the  latter  upward  toward  the  top  of  the  apart- 
ment. As  it  there  comes  in  contact  with  the  ice,  the  con- 
densation and  precipitation  of  moisture  goes  on  until  a 
minimum  temperature  is  reached  ;  thus  a  continual  circula- 
tion is  kept  up  in  such  manner  that  the  whole  of  the  air 
must  circulate  through  the  ice  box.  Of  course  all  articles 
such  as  meats  and  vegetables  would  be  deprived  of  their 
moisture  in  a  like  degree  with  the  air,  the  latter  being 
brought  to  the  condition  of  great  purity  and  dryness.  As 
the  water  collects  it  falls  to  the  bottom  of  the  cold  air  space 
E,  whence  it  is  discharged  to  the  outside  by  a  suitable  pipe 
as  shown  at  (x). 

In  cooling  living  rooms,  dairies,  etc.,  I  propose  where  the 
locations  allow  of  it  to  employ  cold  spring  or  well  wat«r  as 
the  cooling  element  for  the  production  of  the  blast,  and  for 
this  purpose  the  refrigerator  will  be  modified  in  so  far  as 
concerns  the  cooling  box.  Such  modification  is  shown  in 
Fig.  II,  the  box  D  being  a  tank  capable  of  holding  water, 
liaving  an  inlet  at  (p)  and  an  outlet  at  (r).  A  series  of  tubes 
(arranged  vertically  will  be  best)  is  set  in  the  box  as  shown 
at  I ;  these  open  into  the  cold  air  box  E.  in  the  same  man- 
ner as  for  the  icQ  box,  there  being  a  conduit  P,  as  before. 
The  cold  well,  or  spring  water  maybe  made  to  flow  through 
(p)  by  a  *'ram"  or  otherwise,  and  filling  up  D,  discharges 
at  (r)  thus  surrounding  and  cooling  all  the  tubes  I.  As  the 
air  within  is  cooled  it  descends  into  E,  fiowing  thence 
through  F,  into  the  apartment  to  be  cooled,  and  as  the  cool- 
ing goes  on.  the  moisture  condensing  from  the  air  will  be 
deposited  upon  the  sides  of  the  tubes,  and  trickling  down 
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will  fall  into  the  trap  in  E,  and  be  discharged,  and  the 
operation  will  be  otherwise  as  before  described.  By  this 
means  a  dairy  or  other  room  may  be  kept  dry  and  cool  at 
little  or  no  expense  for  the  cooling  element.  For  disinfect- 
ing, a  charcoal  box  or  other  suitable  agent  may  be  em- 
ployed, either  by  combining  it  with  the  cold  air  pipe  in 
manner  shown  at  B,  or  by  placing  it  at(y')  where  the  warm 
and  moist  air  passes  over  to  be  cooled  and  dried. 

Instead  of  a  single  flue,  several  may  be  employed  in  com- 
bination with  one  cooling  reservoir.  Or  where  the  apart- 
ment is  of  considerable  size,  vrore  than  one  reservoir  for 
the  cooling  materials  and  flues  in  like  manner  may  be  ar- 
ranged either  to  increase  the  circulation  or  to  reduce  the 
temperature  and  drying  or  both  as  may  be  required. 

I  claim  as  my  improvement  in  cooling,  drying  and  disin- 
fecting rooms,  the  combination  of  a  descending  condnit  or 
cold  air  flue,  with  a  reservoir  for  containing  cooling  mate- 
rials substantially  in  the  manner  and  for  the  purposes  de- 
scribed 

AZEL  STORRS  LYMAN. 

Witnesses : 

J.  P.  PlRSSON^ 

S.  H.  Maynabd. 

Messrs.  Thomas  A.  Jenckes  and  Oeorge  F,  Seymour^ for 
appellant :   • 

The  sole  issue  is  upon  the  question  of  the  novelty  of 
Sanford's  patent,  and  the  evidence  on  that  issue  is  limited 
to  what  is  shown  of  the  invention  an^  structures  of  Ly- 
man. 

It  is  contended  by  the  appellant  that  neither  by  con- 
struction nor  in  substance  can  these  be  held  to  have  antici- 
pated Sanford. 

Of  Lyman's  refrigerators,  every  experimental  one,  and 
none  but  experimental  ones  were  built  on  the  plan  of  de- 
fendant's exhibits  15,  16,  17  and  18,  has  not  only  gone  out 
of  existence,  but  has  gone  from  the  memory  of  all  men, 
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save  Lyman  himself.  Hadden,  who  was  employed  at  the 
Novelty  Works  at  this  time,  testifies  that  no  more  than  eiglit 
or  ten  were  built  besides  the  one  he  constructed  for  him- 
self. That  he  never  exhibited  one,  or  explained  its  use  to 
any  persons  besides  his  family. 

Even  if  this  Hadden  refrigerator,  and  its  mode  of  opera- 
tion bore  any  resemblance  to  Sanford's,  \^hich  is  denied  by 
the  appellant,  it  could  not  be  set  up  to  defeat  Sanford's  pat- 
ent, as  its  construction  was  experimental,  its  use  was  pri- 
vate and  both  construction  and  use  had  been  abandoned. 

Gayler  v.  Wilder,  10  How.  477  [5  Am.  &  Eng.  188] ;  Hall 
T>.  Bird,  6  Blatch.  443 ;  EUithorpe  v,  Robertson,  4  Blatch. 
310;  Many '(?.  Jagger,  1  tf latch.  373;  Parkhurst  v.  Kins- 
man, 1  Blatch.  488  ;  Gaboon?).  Ring,  1  Cliflf.  592 ;  Winans  v, 
Danforth,  Law's  Dig.,  603  §  76  ;  Adams  v,  Edwards,  1  Fish. 
1  ;  Howe  v.  Underwood,  1  Fish.  160 ;  Johnson  v.  Root,  2 
Cliflf.  108 ;  Agawam  Co.  v,  Jordan,  7  Wall.  583  [8  Am.  & 
Eng.  24]  ;  Whiteley  v.  Swayne,  7  Wall.  685  [8  Am.  &  Eng. 
70]  :  Hills  ?).  Evansil  8  Jur.  N.  S.  525 ;  Young  v.  Fernie,  10 
L.  T.  Rep.  (N.  S.)  861 ;  Coffin  v.  Ogden  [9  Am.  &  Eng.  125] ; 
Brown  v.  Guild  [p.  1  ante^^, 

Upon  the  question  of  novelty,  previous  structures  must 
be  taken  exactly  as  they  were,  not  as  they  may  be  modi- 
fied in  the  light  derived  from  the  invention  in  question. 

If  the  combination  found  in  the  infringing  machine  is 
substantially  the  same  combination  as  that  patented,  it  is 
of  no  consequence  how  much  the  form  of  the  structure  may 
be  modified,  so  as  to  resemble  prior  structures  in  which  the 
combination  did  not  exist ;  the  disguise  will  neither  excuse 
the  infringement  nor  destroy  the  patent. 

Roberts  v.  Harnden,  2  Cliflf.  500  ;  Agawam  Co.  c.  Jordan, 
7  Wall.  583  [8  Am.  &  Eng.  24] ;  Whiteley  t).  Swayne,  7 
Wall.  682  [8  Am.  &  Eng.  70];  Seymour  v.  Osborne,  11 
Wall.  516  [8  Am.  &  Eng.  290];  Seed  v.  Higgins,  8  El.  &  B. 
755 ;  Daw  v,  Eley,  Eq.  Cas.  3  L.  T.  496. 

And  if  the  court  is  satisfied  from  the  testimony  that  the 
Sanford  invention  is  an  improvement  upon  what  had  been 
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before  known,  that  is  proof  tending  to  establish  the  fact  of 
novelty. 

Birdsall  r.  McDonald,  6  O.  G.  682. 

Messrs.  Frederick  H.  Betts  and  Causten  Browne^  for 
appellee : 

The  substantial  identity  of  Lyman's  structures  with  San- 
ford's  must  be  conceded.  The  only  points  of  diflference 
are  in  details  of  construction  affecting  the  degree  of  perfec- 
tion of  the  working  of  the  refrigerator,  and  all  these  are  in 
favor  of  Lyman.  These  improved  forms  are,  doubtless, 
patentable  of  themselves,  but  their  presence  does  not  aflPect 
the  question  of  the  essential  similarity  of  Lyman's  struct- 
ure as  a  whole,  or  in  part,  to  Sanford's  invention. 

Lyman  filed  an  application  for  a  patent  in  September, 
1854,  which  application  was  rejected  for  insufficient  rea- 
sons. The  application  was  renewed  December  1,  1855,  and 
a  patent  granted  March  18,  1856.  While  Lyman's  appli- 
cation was  pending  in  the  office  the  patent  of  Sanford  was 
granted  without  notice  to  him.  The  court  below  properly 
said : 

''In  view  of  that  application,  the  patent  of  Sanford,  of 
November,  1865,  ought  not  to  have  been  granted, 

"The  evidence  shows  that  Lyman  was  the  first  inventor, 
as  between  him  and  Sanford,  of  what  is  claimed  in  Ly- 
man's application  of  1854,  and  of  what  is  claimed  in  San- 
ford's patent  of  1856,  and  of  what  is  claimed  in  Lyman's 
patent  of  1856." 

In  regard  to  the  presumption  of  law  that  Lyman  and  San- 
ford's inventions  are  different  from  the  fact  that  both  have 
patents,  need  not  be  commented  on  except  to  say  that  after 
the  Circuit  Courts  have  three  times  decided  that  they  were 
the  same^  the  presumption  would  seem  to  be  the  other  way. 

• 

Mr.  Chief  Justice  Waite  delivered  the  opinion  of  the 
court: 
In  order  that  we  may  proceed  intelligently  in  our  inqui- 
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riea  as  to  the  validity  of  the  patent  presented  for  our  con- 
sideration in  this  case,  it  is  important  to  ascertain  at  the 
oatset  what  it  is  that  has  been  patented. 

Looking  to  the  original  patent,  issued  November  13. 1855, 
we  find  the  invention  is  there  described  as  consisting  "Of 
an  improvement  in  refrigerators,  whereby  the  whole  of  the 
opntained  air  is  kept  in  continual  rotation,  purification, 
desiccation  and  refrigeration,  and  with  economy  of  ice ;" 
and  that  the  inventor  claimed  and  obtained  a  patent  for 
**  the  arrangement  set  forth  for  causing  the  perpetual  rota- 
tion of  the  whole  of  the  air  contained  within  the  refrigerat- 
ing apartments,  said  arrangement  consisting,  when  the  re- 
frigerator is  closed,  of  an  endless  passage  or  chamber,  the 
walls,  shelves  and  ice  receptacle  of  which  are  so  placed  and 
constructed  that  the  air  is  compelled  to  circulate  through 
the  entire  apartment  or  apartments,  and  from  which  the 
water  of  the  melting  ice  is  discharged  immediately  from  the 
refrigerator,  instead  of  flowing  between  its  walls."  Men- 
tion is  nowhere  made  in  the  specifications  attached  to  this 
patent  of  any  advantage  which  the  descending  current  of 
air  has  over  the  ascending.  The  whole  apparent  object  of 
the  inventor  was  to  produce  a  circulation  of  the  confined 
air  without  the  introduction  of  external  air.  The  draw- 
ings exhibit  shelves  perforated  so  as  to  permit  the  passage 
of  the  air  in  its  downward  and  upward  progress ;  but  the 
shelves  seem  only  to  be  alluded  to  in  the  specifications, 
for  the  purpose  of  indicating  the  necessity  of  their  perfo- 
ration, or  of  some  equivalent  arrangement,  so  as  to  allow 
the  free  transit  of  the  air.  They  appear  as  part  of  the  re- 
frigerator to  be  improved,  and  are  in  no  respect  necessary 
Jor  the  accomplishment  of  the  object  the  inventor  had 
in  view.  Being  in  the  refrigerator,  they  are  perforated,  or 
otherwise  so  arranged  as  to  permit  the  circulation  which 
the  inventor  is  attempting  by  his  device  to  create.  But  for 
this,  they  would  prevent  or  at  least  interfere  with  the  ac- 
complishment of  his  object.     The  shelves  themselves  form 
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no  part  of  his  improvement ;  but  their  perforation  6t  itfi 
equivalent,  when  they  are  used,  does. 

In  the  reissued  patent,  the  invention  is  described  pre- 
cisely the  same  as  in  the  old ;  and  then  the  following  id 
added:  "It  is  well  known  that  mold  will  not  generate  in 
a  current  of  air ;  and  it  is  known,  that,  when  once  formed, 
it  propagates  itself,  and  spreads  with  rapidity;  therefore, 
if  any  one  part  of  the  refrigerator  be  out  of  the  direct 
courae  of  the  circulation,  the  air  will  stagnate  there,  and 
will  develop  mold,  which  will  contaminate  the  whole 
apartment.  The  apartment  D  may  vary  in  width,  and  it 
may  be  *  *  *  so  narrow  as  to  serve  merely  as  a  pas- 
sage for  the  ascending  current  of  air^  the  greatest  benefit 
being  always  derived  from  the  downward  current  in  apart- 
ment C."  This  last  paragraph  certainly  has  much  the  ap- 
pearance of  an  expansion  of  the  original  invention. 

The  claim,  however,  as  made  in  the  reissue,  is  materially 
changed  from  that  in  the  old.  It  is  capable  of  division  int» 
three  parts,  and  may  be  stated  as  follows  : 

1.  The  employment  of  an  open  bottom  ice  box,  or  its 
equivalent,  in  combination  with  a  dividing  partition,  open 
above  and  below,  so  placed  that  by  means  of  self- operating 
internal  circulation  the  whole  of  the  contained  air  shall  be 
kept  in  motion,  and  caused  to  revolve  around  the  partition 
in  currents,  moving  downward  only  on  one  side  of  this  par- 
tition, and  upward  only  on  the  other  side,  when  the  same 
is  combined  with  a  chamber  for  the  refrigeration  of  food, 
etc.,  placed  directly  under  the  ice-box. 

2.  Placing  shelves  or  fixtures  for  holding  articles  to  be 
refrigerated,  or  the  articles  themselves,  in  the  descending 
current,  directly  under  an  open  bottom  ice-box,  in  combi- 
nation with  a  dividing  partition  open  above  and  below. 

3.  The  construction  of  the  open  bottom  ice-box  in  coitn- 
bination  with  the  shelves  or  fixtures  in  such  manner  that 
the  air  may  pass  freely  down  through  the  same,  and  fall 
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directly  from  the  ice  upon  the  articles  to  be  refrigerated, 
while  at  the  same  time  the  drip  of  the  water  is  prevented. 

The  patent  is,  therefore,  for  a  combination  of  three  ele- 
ments— to  wit :  1.  An  open-bottom  ice-box,  or  its  equiva- 
lent, so  constructed  that  the  air  may  pass  freely  down 
through  it,  while  at  the  same  time  the  drip  of  the  water 
from  the  melting  ice  is  prevented  by  collecting  the  water,  and 
taking  it  in  an  escape-pipe  outside  of  the  refrigerator ;  2. 
A  dividing  partition,  open  above  and  below,  separating  the 
refrigerator  Into  two  apartments;  and,  3.  A  chamber  di- 
rectly under  the  open-bottom  ice-box,  in  which  articles  to 
be  refrigerated  may  be  placed  in  such  manner  as  to  receive 
the  descending  current  of  air  from  the  ice-box  directly  upon 
them. 

There  is  no  doubt  of  the  utility  of  this  combination.  If 
the  patentee  was  its  original  and  first  inventor,  the  device 
was  patentable  to  him. 

It  will  be  observed  that  no  particular  form  of  the  open- 
ing in  the  bottom  of  the  ice-box  is  essential.  In  fact,  an 
equivalent  may  be  used.  It  is  so  expressly  stated.  Any 
device  which  will  allow  of  the  passage  of  the  cooled  air  out 
from  among  the  ice,  or  cooling  surfaces,  into  the  chamber 
below,  will  come  within  the  specifications.  Hence  the  bottom 
may.  be  in  the  form  of  a  grate,  or  it  may  be  constructed 
of  bars  running  only  longitudinally,  or  it  may  have  one  or 
many  open  spaces  of  any  form.  In  this  respect,  all  is  left 
to  the  judgment  of  the  builder.  He  may  adopt  any  arrange- 
ment which  he  considers  the  best  suited  to  the  accomplish- 
ment of  the  object  to  be  attained,  which  is  the  cooling  of 
the  air  by  the  ice,  and  its  discharge  into  the  chamber  be- 
low. Neither  is  there  any  any  special  requirement  as  to 
the  manner  in  which  the  water  from  the  melted  ice  is  to  be 
collected  and  conducted  outside  the  refrigerator.  It  is  said 
in  ttie  specifications,  that  the  bottom  of  the  ice-box  was 
made  funnel-shape;  but  this  was  so  that  the  water  might 
be  conducted  to  the  central  discbarge,  and  from  thence  fall 
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into  the  escape-pipe.  This  particular  shape,  however,  is 
not  made  an  essential  ingredient.  Any  device  that  will 
collect  the  water  in  the  discharge -pipe  and  prevent  the  drip 
will  meet  this  requirement  of  the  invention.  So,  too,  of 
the  escape-pipe ;  it  may  be  of  any  desirable  form.  As  little 
space  as  possible  should  be  occupied,  so  that  it  maj'  not  ob- 
struct the  downward  passage  of  the  air ;  but  even  this  is  left 
as  a  matter  of  judgment  alone. 

Neither  is  any  particular  form  of  partition  made  essen- 
tial. It  need  not  even  be  vertical.  All  that  is  required  is, 
that  it  shall  be  open  at  the  top  and  bottom,  and  divide  the 
refrigerator  into  two  apartments.  There  are  no  specifica- 
tions as  to  the  size  of  the  openings  or  their  form,  or  as  to 
the  comparative  size  or  form  of  the  two  apartments.  It  is 
said  that  the  apartment  for  the  ascending  current  may  be 
so  narrow,  that  it  will  serve  only  as  a  passage  for  the  air : 
but  there  is  nothing  to  prevent  that  for  the  descending  cur- 
rent being  narrow  also,  if  the  purposes  of  the  refrigerator 
are  such  as  to  make  that  desirable.  As  the  greatest  benefit 
is  generally  to  be  derived  from  the  use  of  the  descending 
current,  it  is  probable  that  this  chamber  v^^ill  ordinarily  be 
made  as  large  as  is  consistent  with  a  steady  and  continuous 
flow  of  the  air;  but,  if  a  rapid  descent  is  considered 
essential  for  any  of  the  purposes  of  refrigeration,  there  is 
nothing  to  prevent  a  suitable  contrivance  for  that  purpose. 
If  that  can  be  accomplished  by  a  larger  chamber  above 
leading  into  a  smaller  one  below,  for  the  puipose  of  con- 
centrating the  cold  air  current  as  it  descends,  a  proper 
structure  may  be  employed.  If,  in  any  place,  the  air  de- 
scending from  the  ice-box  can  strike  directly  upon  the  ar- 
ticles to  be  refrigerated,  the  structure  will  be  within  the 
limits  of  the  patent.  It  may  be  desirable  to  preserve  the 
temperature  at  a  lower  degree  until  it  strikes  the  article 
than  it  would  be  if  permitted  to  remain  in  a  chamber  extend- 
ing the  whole  size  of  the  ice-box  to  the  bottom  of  the  refrig- 
erator.    In  such  case  a  proper  contrivance  for  that  purpose 
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may  be  employed.  Shelves  or  other  fixtures  for  holding  the 
articles  to  be  refrigerated  are  not  necessary,  as  the  articles 
themselves  may  be  placed  in  the  descending  current  with- 
out the  aid  of  any  fixtures.  But,  if  they  were,  their  par- 
ticular form  is  not  specified.  A  nail  driven  into  the  wall 
of  the  chamber  would  be  a  fixtnre  within  the  meaning  of 
this  call  of  the  specifications.  All  the  specifications  do  re- 
quire is,  that,  if  shelves  or  fixtures  are  used,  they  shall  be 
so  constructed  or  placed  as  to  interfere  as  little  as  possible 
with  the  free  passage  of  the  air. 

Such  being  the  i)atent,  we  now  proceed  to  consider  the 
defense ;  which  is,  that  the  invention  patented  had  been 
anticipated  by  Azel  S.  Lyman  and  others.  Sanford,  the 
patentee,  does  not  carry  his  invention  back  of  the  summer 
of  18i55,  when,  it  perhaps  sufficiently  appears,  his  applica- 
tion was  filed. 

On  the  2lst  September,  1854,  Lyman  filed  his  applicaticm 
for  a  patent  for  *'A  new  and  improved  mode  of  cooling, 
drying  and  disinfecting  air  for  ventilators  and  refrigera- 
tors." His  improvement  in  refrigerators  consisted  *'  In  so 
arranging  them,  that,  as  fast  as  the  air  became  warm  and 
moist  and  impure  by  contact  with  the  meat,  it  is  drawn  off 
and  passed  through  the  material,  where  it  is  cooled,  dried 
and  disinfected,  and  then  returned  to  use  again  in  the  re- 
frigerator, collecting  moisture  and  impurities,  which  it  de- 
posits in  the  receptacle  intended  for  that  purpose ;  thus 
keeping  up  a  full  circulation,  and  thoroughly  ventilating 
the  refrigerator  with  dry,  pure,  cold  air." 

His  device  consisted  of  a  receptacle  for  ice,  with  a  grate 
for  its  bottom,  on  which  the  ice  rested.  This  receptacle  was 
placed  in  the  uj^per  part  of  the  refrigerator,  and  on  one 
side.  Below  it  was  a  cold-air  chamber,  into  which  the  air 
flowed  from  the  ice  through  the  grate.  The  water  from 
the  melting  ice  was  collected  in  this  chamber,  and  con- 
ducted by  a  pipe  to  the  outside  of  the  refrigerator.  From 
the  cold  air  chamber  was  a  conduit  leading  downwards,  but 
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which  did  not  extend  to  the  bottom  of  the  refrigerator. 
At  the  top  of  the  ice  receptacle,  and  on  its  side,  was  an 
opening  into  the  refrigerator.  The  operation  Lyman  de- 
scribed to  be  as  follows : 

*'The  receptacle  being  filled  with  fragments  of  ice,  the 
air  among  this  ice  will  be  cooled  and,  becoming  more 
dense,  will  settle  down  through  the  grate  into  the  cold-air 
chamber ;  thence  down  the  conduit ;  and,  so  long  as  the 
air  in  the  ice  is  colder  and  heavier  than  that  in  the  refrige- 
rator, it  will  continue  to  fall  down  the  conduit,  mingling 
with  the  lower  strata,  and  forcing  the  upper  strata  or 
warmest  air  through  the  opening  into  the  ice  receptacle. 
When  the  the  air  comes  in  contact  with  the  cold  surfaces 
of  the  ice,  its  capacity  for  moisture  is  lessened,  and  the 
moisture  is  deposited  on  the  ice.  By  this  arrangement  of 
the  ice  receptacle  in  the  upper  part  of  the  refrigerator, 
with  an  opening  for  receiving  air  in  its  upper  part,  and  a 
grate  in  the  lower  part  on  which  the  ice  rests,  a  cold- air 
chamber  below  the  grate  and  a  descending  conduit  from 
this  cold-air  chamber,  or  with  an  arrangement  of  parts  sub- 
stantially the  same,  so  that  the  air  shall  be  caused  to  cir- 
culate rapidly  from  bottom  to  top  in  the  refrigerating 
chamber,  and  from  top  to  bottom  in  the  separate  combina- 
tions as  described,  the  air  is  not  only  cooled,  but  it  is,  by 
being  frequently  passed  through  the  interstices  of  the  ice, 
thoroughly  dried,  and  it  is  washed  as  by  a  hail-storm ;  a 
decided  improvement  in  its  smell  is  effected ;  and  the  ap- 
paratus becomes  not  only  cooling  and  drying,  but,  to  some 
extent,  a  disinfecting  apparatus." 

He  then  claimed  as  his  invention  *'The  combination  of 
the  reservoir  of  cooling,  drying  and  disinfecting  material 
with  the  descending  tube  or  conduit,  so  that  tlie  cold  and 
condensed  air  in  this  conduit  shall,  on  account  of  its  in- 
creased weight,  cause  the  warmer  air  to  pass  more  rapidly 
through  the*  material,  where  it  is  cooled,  dried  and  disin- 
fected, and  in  its  turn  falls  down  the  conduit,  being  by  its 
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sides  kept  separate  from  the  other  air  until  it  mingles  with 
the  lower  strata,  substantially  as  described  for  the  purposes 
aforesaid." 

Tliere  was,  therefore,  in  this  invention  of  Lyman,  the 
open-bottom  ice-box  and  the  partition  open  above  and  be- 
low, dividing  the  refrigerator  into  two  apartments,  in  one 
of  which  the  air  passed  downward  only,  and  in  the  other 
upward  only.  This  constituted  all  there  was  of  the  '*end- 
less  passage  or  chamber"  in  the  original  Sanford  patent, 
"so  constructed  that  the  air  is  compelled  to  circulate 
through  the  entire  apartment  or  apartments."  True,  the 
partition  was  not  vertical ;  and  the  apartments  need  not 
be  of  equal  or  of  any  particular  proportionate  size.  Neither 
was  this  necessary,  as  has  been  seen  in  the  Sanford  patent. 
Each,  however,  called  for  the  circulation  of  air,  and 
each  obtained  it  substantially  by  the  same  device.  They 
each  passed  the  air  cooled  in  the  ice-box  through  con- 
venient openings  downwards  in  one  apartment,  and  up- 
wards through  the  other.  In  each  device,  the  cooled  air 
passed  through  the  opening  in  the  bottom  of  the  partition, 
and  the  warmed  air  through  that  in  the  top.  All  this  was 
done  in  both  cases  for  the  purpose  of  cooling,  desiccating, 
and  purifying  the  confined  air,  and  to  prepare  it  for  the 
purposes  of  refrigeration.  There  was,  therefore,  one  com- 
mon object  to  be  accomplished  by  both  the  inventors  ;  and 
they  each  devised  substantially  the  same  plan  for  that  pur- 
pose. 

Undoubtedly,  Lyman  expected  to  use  the  ascending  air 
principally  for  the  purposes  of  refrigeration,  and  he  there- 
fore supposed  the  greatest  benefit  would  be  derived  from 
that  current ;  but  there  was  nothing  in  his  specifications  to 
prevent  the  use  of  the  descending  air,  or  from  so  construct- 
ing his  refrigerator  as  to  make  that  available.  .  If  it  should 
be  thought  advisable  to  extend  the  size  of  the  cliamber  for 
the  descending  air,  there  was  nothing  to  prevent  it.  It 
would  still  operate  as  a  conduit  in  which  the  cold  air  would 
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fall  down  and  be  kept  separate  by  the  sides  from  the  other 
air  until  it  mingled  with  the  lower  strata. 

It  being,  then,  certain  •  that  Lyman  contrived  a  machine 
which  would  produce  the  desired  circulation,  and  could  be 
used  for  refrigeration  in  the  ascending  current,  it  remains 
only  to  consider,  whether,  if  one  desired  to  make  use  of 
the  descending  current  for  the  same  purpose,  he  could 
claim  such  use  as  a  new  invention. 

It  is  no  new  invention  to  use  an  old  machine  for  a  new 
purpose.  The  inventor  of  a  machine  is  entitled  to  the 
benefit  of  all  the  uses  to  which  it  can  be  put,  no  matter 
whether  he  had  conceived  the  idea  of  the  use  or  not. 

Lyman  had  the  descending  current.  True,  he  concen- 
trated the  air  as  it  fell,  and  sent  it  downwards  through  a 
space  smaller  than  that  which  would  be  contained  in  a 
chamber  extending  the  full  size  of  the  bottom  of  the  ice- 
box to  the  bottom  of  the  refrigerator ;  but  he  did  have  a 
space  large  enough  to  expose  in  it  some  articles  to  the 
effect  of  that  current.  If  it  should  be  found  desirable  to 
utilize  that  current  to  a  greater  extent  than  was  at  first  con- 
templated, all  that  need  be  done  is  to  enlarge  the  conduit. 
IE  the  circulation  is  kept  up,  the  device  will  be  within  the 
specifications.  In  fact^  the  proof  is  abundant,  that  in  his 
experiments,  while  perfecting  his  invention,  Lyman  did,  in 
more  cases  than  one,  utilize  the  descending  current.  With 
both  the  inventors,  the  circulation  by  means  of  an  ascend- 
ing and  descending  current  was  the  principal  object  to  be 
obtained.  One  considered  the  greatest  benefit  for  the  pur- 
poses of  refrigeration  was  to  be  derived  from  the  use  of  the 
descending  current,  while  the  other  had  his  attention  di- 
rected more  particularly  to  the  advantages  of  the  ascend- 
ing. ■  They  each  had  both,  and  could  utilize  both.  It  is  no 
invention,  therefore,  to  make  use  of  one  rather  than  the 
other. 

Lyman  had  conceived  the  idea  of  his  invention  as  early 
as  August  19,  1852  ;  for  he  then  filed  his  caveat  in  the  Pat- 
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ent  Office.  His  ideas  were,  at  that  lime,  undoubtedly 
crude ;  but  it  is  clear  that  he  kept  steadily  at  his  work. 
He  built  many  refrigerators  upon  his  general  plan ;  and, 
in  some  at  least,  the  descending  current  was  made  use 
of.  A  part  had  shelves  arranged  in  such  a  manner  as  to 
expose  the  articles  in  that  current  and  in  some  the  articles 
were  placed  on  the  bottom  of  the  refrigerator,  immediately 
under  the  outlet  of  the  conduit.  In  some  the  conduit  was 
large,  and  in  others  it  was  small.  The  size  was  made  in  all 
cases  to  depend  upon  the  judgment  of  the  builder,  and 
the  purposes  to  which  the  machine,  when  completed,  was 
to  be  applied. 

As  has  been  seen,  Lyman,  after  having,  as  he  thought, 
perfected  his  invention,  applied  for  his  patent,  September 
21,  1854.  Technical  objections  were  made  :  and  on  the  19th 
April,  1855,  he  withdrew  the  application.  He,  however, 
still  kept  up  his  correspondence  with  the  Department,  vig- 
orously pushing  his  claim.  On  the  28th  November,  1855, 
only  thirteen  days  after  the  grant  of  the  patent  to  Sanford, 
he  filed  a  new  application  and,  in  doing  so,  distinctly  con- 
nected it  with  the  first.  There  certainly  is  no  material  dif- 
ference between  the  old  and  the  new.  On  the  25th  March, 
1856,  a  patent  was  in  due  form  issued  to  him. 

Down  to  this  time  it  is  impossible  to  discover  any  ma- 
terial difference  between  the  two  patented  inventions. 
Clearly  Lyman  was  the  oldest  inventor,  and  his  patent  was, 
consequently,  the  best,  although  that  of  Sanford  antedated 
his.  His  last  application  was  rejected  December  5,  because 
it  had  been  anticipated  by  Sanford ;  but  afterwards  the 
subject  was  reconsidered,  and  a  patent  issued  to  him. 

After  this  grant  of  a  patent  to  Lyman,  Sanford  suiren- 
dered  his  original  patent,  and  obtained  his  reissue  upon  the 
amended  specifications  and  claim.  These  have  ali'eady 
been  stated.  All  that  can  possibly  be  claimed  for  this 
amendment  is  a  combination  of  the  use  of  the  descending 
current  with  the  device  for  the  circulation.     There  was  no 
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change  in  the  machine :  it  was  only  put  to  a  new  use.  If 
there  was  any  change  of  construction  suggested,  it  was  only 
to  increase  its  capacity  for  usefulness.  It  was  "A  mere 
carrying  forward  or  new  or  more  extended  application  of 
the  original  thought,  a  change  only  in  form,  proportions 
or  degree,  doing  substantially  the  same  thing  in  the  same 
way,  by  substantially  the  same  means,  with  better  results." 
This  is  not  such  an  invention  as  will  sustain  a  patent.  We 
so  decided  no  longer  ago  than  the  last  term,  in  Smith  v, 
Nichols,  21  Wall.  112  [9  Am.  &  Eng.  425].  Clearly,  we 
think,  therefore,  the  invention  of  Sanford  was  anticipated 
by  Lyman  ;  and  his  patent  is,  on  that  account,  void. 

We  have  been  cited  to  the  case  of  Roberts  v.  Hamden, 
2  Cliflf.  500,  decided  by  Mr.  Justice  Cliflford,  upon  the  cir- 
cuit, as  an  authority  against  the  view  we  have  taken.  In 
that  case,  the  same  construction  substantially  was  given  to 
the  patent  that  we  give  to  it  here.  We  place  our  decision 
upon  the  facts  shown  to  us.  We  think  the  evidence  estab- 
lishes, beyond  all  question,  that  Lyman,  and  not  Sanford, 
was  the  original  and  first  inventor  of  all  there  is  of  this  im- 
provement. In  that  case  the  court  said  "  that  the  respondent 
had  not  introduced  any  satisfactory  evidence  tending  to 
show  that  the  patentee  (Sanford)  is  not  the  original  and 
first  inventor  ol  the  improvement."  What  was  submitted 
to  that  court  we  do  not  know.  The  report  of  the  case  does 
not  contain  the  evidence,  or  any  intimation  of  what  it  was. 

Upon  the  evidence  submitted  to  us,  we  think  a  clear  case 
is  made  in  favor  of  the  defendants,  and  that  the  bill  was 
properly  dismissed. 

The  decree  of  the  Circuit  Court  is  affirmed. 
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GEORGE  C.  ROBERTS  v.  JOSEPH  BUCK,  JR.* 

91  (1  Otto)  U.  a  tsa    Oct.  Term,  187XS. 

[Bk.  23,  L.  ed.  271.] 

Affirming  Ibidy  1  Holmes,  224. 

Argaed  AprU  21,  22,   1875.     Decided  December  18,  1875. 

J.  The  reasoDs  stated  in  Roberts  v.  Byer,  91  U.  S.  150  [p.  302  ante] 
dispose  of  tbis  case,  the  questions  presented  in  the  two  cases 
being  substantially  the  same. 

Appeal  from  the  Circuit  court  for  the  District  of  Massa- 
chusetts. 

[Argued  by  same  counsel  in  connection  with  the  preced- 
ing case  and  decided  at  same  term.] 

The  decree  of  the  Circuit  Court  in  this  case  is  affirmed 
for  the  reasons  stated  in  the  opinion  just  read.  The  ques- 
tions presented  in  the  two  cases  are  substantially  the  same. 

91  U.S.  100. 
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Otheb  Suits  on  same  Patent: 
Bee  list  given  in  Roberts  v.  Ryer,  91  U.  S.  150  [p.  832  ante.] 
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RUPUS  K.  SEW  ALL.  Admtnistratoh  of  Henry  Clafk, 
Deceased,     APPELLANT,     v.     JOHN    WINSLOW 

JONES   ET  AL.* 

91  (1  Otto)  U.  S.  171-109.    Oct.  Term,  187XS. 

[Bk.  23,  L.  ed  275;  9  O.  G.  47.] 

Reversing  Ibid,  3  Cliff.  563. 

Argued  November  19,  1875.     Decided  December  13,  1875. 

First  inventor.  Particular  patents  construed.  InfringemenL 
Construction  of  specification.  Sufficiency  of  specification.  Nov- 
elty, 

•  1.  To  entitle  a  plaintiff  to  recover  for  the  violation  of  a  patent^  he 
must  be  the  original  inventor,  not  only  in  respect  to  the 
United  States,  but  to  other  parts  of  the  world.  Even  if  he 
did  not  know  that  the  discovery  had  been  made  before,  still 
he  cannot  recover  if  it  had  been  in  use  or  described  in  public 
prints,  and  if  he  be  not  in  truth  the  original  inventor,  (p. 
346.) 

2.  Letters  patent  No.  34,928.  I.  Winslow,  April  8,  1862,  Can- 
ning Green  Corn  for  an  article  of  manufacture,  held  wanting 
in  novelty  in  view  of  Durand's  English  patent  No.  3,372  of 
"  1810.     (p.  348.) 

8.  The  double  use  of  the  word  "about"  indicates  that  time  is  not 
to  be  considered  as  precisely  specified,     (p.  350.) 

4  To  constitute  an  infringement,  the  thing  used  by  the  defendant 
must  be  such  as  substantially  to  embody  the  patentee's  mode  of 
operation,  and  thereby  to  attain  the  same  kind  of  result,  as 
was  reached  by  his  invention.  The  result  need  not  be  the 
same  in  degree,     (p.  351.) 

5.  The  omission  to  mention  in  the  specification  something  which 
contributes  only  to  the  degree  of  benefit,  providing  the  appa- 
ratus would  work  beneficially  and  be  worth  adopting  without 
it,  is  not  fatal,  while  the  omission  of  what  is  known  to  be 
necessary  to  the  enjoyment  of  the  invention  is  fatal,  (p.  853.) 
*See  Explanation  of  Notes,  page  III. 
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statement  of  the  case. 

6.  When  the  inventor  says,  *'I  recommend  the  following  method,'^ 

he  does  not  thereby  constitute  each  method  a  portion  of '  his 
patent  His  patent  may  be  infringed  although  the  party  does 
not  follow  his  recommendation,  but  accomplishes  the  same 
end  by  another  method,     (p.  854.) 

7.  Letters  patent  No.  85,274.     L  Winslow,  May  18,  1862,  Preserv- 

ing Corn,  for  the  process  held  wanting  in  novelty  in  view  of 
English  patent  No.  8,872  to  Durand  of  1810.     (p.  855.) 

[Citations  in  opinion  of  the  court :] 

Dawson  v,  Follen,  2  Wash.  811.    p.  347. 

Bedford  t\  Ilunt,  1  Mas.  802.    p.  347. 

Winans  v,  Denmead,  15  How.  330  [6  Am.  k  £ng.  107],    p.  351. 

Root  V.  Ball,  4  McLean,  177.    p.  351. 

Alden  v,  Dewey,  1  Story,  336.    p.  351. 

Howe  V,  Abbott,  2  Story,  190.    p.  351 . 

Parker  v.  Ha  worth,  4  McLean,  370.    p.  351. 

Curtis,  sec.  312.    p.  351. 

Walton  r.  Potter,  Web.  Pat.  Cas.  586.    p.  352. 

Curtis,  sees.  248,  250.    p.  352. 

[In  dissenting  opinion :] 
Rubber  Co.  v.  Goodyear,  9  Wall.  788  [8  Am.  &  Eng.  150].    p.  358. 
Rubber  Co.  p.  Goodyear,  2  Cliff.  351.    p.  858. 
Seymour  v.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290].    p.  358. 
Goodyear  r.  Railroad  Co.,  2  Wall.,  Jr.  356.    p.  358. 
Curtis  Pats.  (4th  ed.],  sees.  269,  327.    p.  358. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Maine. 

The  case  is  stated  by  the  court. 

The  specifications  and  drawings  of  the  Winslow  patents 
and  of  Durand' s  English  patent  are  as  follows : 

ISAAC  WINSLOW,  OF  PHILADELPHIA,  PENNSTL^ 
VANIA,  ASSIGNOR  TO  JOHN  W.  JONES,  OF  PORT- 
LAND, MAINE. 

Improved  Indian  Corn  Preserved  Green. 

Specification  forming  part  of  Letters  Patent  Na    34^928^  dated 

April  8,  1862. 

To  all  whom  it  may  concern : 
Be  it  known  that  I,  Isaac  Winslow,  of  Philadelphia,  in 
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the  county  of  Philadelphia  and  State  of  Pennsylvania, 
have  invented  a  new  and  useful  Improvement  in  Preserved 
Indian  Com  in  the  Green  State  ;  and  I  do  hereby  declare 
that  the  following  is  a  full  and  exact  description  thereof : 

In  my  first  attempt  to  preserve  Indian  corn  in  the  green 
state  without  drying  the  same  I  did  not  remove  the  kernels 
from  the  cob.  The  article  thus  obtained  was  very  bulky, 
and  when  used  the  peculiar  sweetness  was  lost,  the  same 
being  absorbed,  as  I  suppose,  by  the  cob.  After  a  great 
variety  of  experiments,  I  have  overcome  the  difficulties  of 
preserving  Indian  com  in  the  green  state  without  drying 
the  same,  thus  retaining  the  milk  and  other  juices  and  the 
full  flavor  of  fresh  green  corn  until  the  latter  is  desired  for 
use.  Instead  of  a  hard,  insipid,  or  otherwise  unpalatable 
article,  I  have  finally  succeeded  in  producing  an  entirely 
satisfactory  article  of  manufacture,  in  which  my  invention 
consists. 

I  have  employed  several  methods  of  treatment  of  the 
green  corn  with  good  results.  My  first  success  was  ob- 
tained by  the  following  process:  The  kernels,  being  re- 
moved from  the  cob,  were  immediately  packed  in  cans  and 
the  latter  hermetically  sealed,  so  as  to  prevent  the  escape 
of  the  natural  aroma  of  the  corn  or  the  evaporation  of  the 
milk  or  other  juices  of  the  same.  Then  I  submitted  the 
sealed  cans  and  their  contents  to  boiling  or  steam  heat 
about  four  hours.  In  this  way  the  milk  and  other  juices  of 
the  corn  are  coagulated  as  far  as  may  be  by  boiling,  thus 
preventing  the  putrefaction  of  these  mor«  easily  destructi- 
ble constituents.  At  the  same  time  the  milk  and  other 
juices  are  neither  diluted  nor  washed  away,  as  would  be 
more  or  less  the  case  if  the  kernels  were  mixed  with  water 
and  boiled.  By  this  method  of  cooking  green  com  in  the 
vapor  of  its  juices,  as  it  were,  the  ends  of  the  sealed  cans 
are  bulged  out,  as  though  putrefaction  and  the  escape  of 
resultant  gases  had  commenced  within  the  cans.  Conse- 
quently strong  cans  are  required,  and  dealers  are  likely  to 
be  prejudiced  against  corn  thus  put  up. 
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I  recommend  the  following  method :  Select  a  superior 
quality  of  sweet  corn  in  the  green  state,  and  remove  the 
kernels  from  the  cob  by  means  of  a  curved  and  gaged  knife, 
or  other  suitable  means.  Then  pack  these  kernels  in  cans 
and  hermetically  seal  the  latter,  so  as  to  prevent  evapora- 
tion under  heat,  or  the  escape  of  the  aroma  of  the  corn. 
Now,  expose  these  cans  of  corn  to  steam  or  boiling  heat  for 
about  one  hour  and  a  half.  Then  puncture  the  cans  and 
immediately  seal  the  same  while  hot,  and  continue  the  heat 
for  about  two  hours  and  a  half  longer.  Afterward  the  cans 
may  be  slowly  cooled  in  a  room  at  the  temperature  of  70° 
to  100°  Fahrenheit. 

Tndian  corn  thus  packed  and  treated  may  be  warranted 
to  keep  in  any  climate.  Being  preserved  in  its  natural 
state  as  near  as  possible,  it  retains  the  peculiar  sweetness 
and  flavor  of  fresh  corn  right  from  the  growing  field.  It  is 
only  necessary  to  heat  this  preserved  corn  and  season  the 
same,  in  order  to  prepare  it  for  the  table,  as  it  is  fully 
cooked  in  process  of  preserving. 

Other  modes  of  treatment  may  be  adopted  without  de- 
parting from  my  invention  so  long  as  the  hermetical  seal- 
ing and  the  use  of  heat  are  so  managed  as  to  secure  the 
aroma  and  fresh  flavor  and  prevent  putrefaction,  thus  pro- 
ducing the  new  article  of  manufacture,  substantially  as  de- 
scribed. 

Having  thus  fully  described  my  invention,  what  I  claim, 
and  desire  to  secure  by  Letters  Patent  of  the  United  States, 
is — 

The  above-described  new  article  of  manufacture — namely, 
Indian  com — when  preserved  in  a  green  state  without  dry- 
ing the  same,  the  kernels  being  removed  from  the  cob,  her- 
metically sealed,  and  heated,  substantially  in  the  manner 
and  for  the  purposes  set  forth. 

ISAAC  WINSLOW. 

Witnesses : 

Wm.  Hinkle, 
Williams  Ogle. 
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ISAAC  WINSLOW,  OP  PHILADELPHIA,  PENNSYL- 
VANIA, ASSIGNOR  TO  JOHN  W.  JONES,  OP 
PORTLAND,  MAINE. 

Improvement  in  Puesebving  Green  Corn. 

Bpeciiication   forming   part  of  Letters  Patent  No.  35^2745  dated 

May  13,  1862. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Isaac  Winslow,  of  Philadelphia,  in 
the  county  of  Philadelphia  and  State  of  Pennsylvania, 
have  invented  a  new  and  useful  Improvement  in  Preserv* 
ing  Green  Corn ;  and  I  do  hereby  declare  that  the  follow- 
ing is  a  full  and  exact  description  thereof,  reference  being 
had  to  the  accompanying  drawing,  and  to  the  letters  of 
reference  marked  thereon. 

It  has  long  been  common  to  boil  green  or  unripened 
Indian  corn  or  maize  and  then  dry  the  same  for  winter  use ; 
but  corn  thus  dried,  when  prepared  for  the  table  by  again 
boiling,  is  more  or  less  hard  and  insipid,  having  lost  the 
line  flavor  of  fresh  green  corn.  If  ears  of  com  be  boiled  and 
then  hermetically  sealed  in  cans,  the  cob  seems  to  absorb 
the  sweetness  of  the  kernels  ;  orif  the  kernels  are  removed 
from  the  cob  after  boiling  and  then  preserved  the  finest 
flavor  of  the  natural  corn  is  lost. 

After  many  and  varied  attempts  to  preserve  green  corn 
without  drying  the  same,  flnding  that  I  did  not  obtain  a 
satisfactory  result,  I  finally  conceived  the  idea  of  first  re- 
moving the  corn  from  the  cob  and  then  boiling  or  cooking 
the  kernels  thus  separated  and  preserving  them  ;  but  this 
was  met  by  a  new  difficulty.  The  kernels  of  corn  being 
somewhat  broken  by  removal  from  the  cob,  the  milk  and 
other  juices  were  dissolved  out  in  the  process  of  boiling, 
and  thus  the  corn  was  left  insipid  and  unpalatable.  I  then 
attempted  to  cook  the  corn  without  contact  with  water  by 
exposing  the  cans  containing  the  corn  to  boiling  water. 
This  mode  of  preserving  I  found  unsatisfactory.    The  milk 
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of  the  com  was  evaporated  and  the  corn  more  or  less  dried, 
while  a  long  time  was  requisite  to  cook  the  corn  sufficiently 
for  preservation.  Finally,  I  adopted  the  process  of  remov- 
ing the  corn  from  the  cob,  packing  the  kernels  in  cans 
hermetically  sealing  the  same,  and  then  boiling  the 
cans  until  the  corn  therein  contained  became  completely 
cooked.  The  result  of  this  process  was  extraordinary,  the 
corn  being  of  finer  flavor  than  com.  fresh  from  the  field 
when  boiled  upon  the  cob  in  the  usual  way.  Since  this 
discovery  I  have  adopted  the  practice  of  boiling  or  steam- 
ing the  cans  containing  the  corn- kernels,  thus  sealed,  about 
four  hours,  though  a  shorter  time  may  answer  for  most 
purposes.  The  cans  should  be  very  strong,  so  as  to  pre- 
vent their  bursting  by  heat.  I  have  sometimes  practiced 
puncturing  the  cans  after  they  are  well  heated — say  for  ten 
minutes.  This  allows  the  air  to  escape,  when  I  imme- 
diately reseal  the  cans,  so  as  to  prevent  the  evaporation  of 
the  corn  or  the  loss  of  the  natural  aroma.  This  punctur- 
ing has  two  advantages.  It  prevents  the  possible  bursting 
of  the  cans  and  allows  the  heads  of  the  cans  to  press  in- 
ward when  cool,  so  that  dealers  can  see  by  this  test  that 
the  corn  is  perfectly  preserved.  When  the  cans  are  not 
punctured,  their  ends  will  remain  pressed  outward  after 
cooling,  and  yet  the  corn  is  perfectly  preserved. 

The  above -described  process  of  removing  the  com  from 
the  cob  and  then  preserving  the  kernels  affords  several  ad- 
vantages over  any  method  of  preserving  corn  heretofore 
known.  Among  these  advantages  are  the  following  :  First, 
the  peculiar  sweetness  and  excellent  flavor  of  the  corn  thus 
preserved,  these  qualities  being  consequent  upon  retaining 
all  the  milk  and  other  juices,  together  with  its  fine  natural 
aroma ;  second,  the  economy  of  space  in  boiling  and  pack- 
ing and  convenience  of  handling,  transportation,  and  sale. 

Having  thus  fully  described  my  improved  process,  what 
I  claim,  and  desire  to  secure  by  Letters  Patent  of  the 
United  States,  is — 

The  above  described  process  of  first  removing  the  corn 
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from  the  cob  and  then  preserving  the  kernels,  sabstantially 
in  the  manner  and  for  the  purposes  set  forth. 

ISAAC  WINSLOW. 
Witnesses : 

Samuel  C.  Ogle, 

WlLLL^MS  OOLE. 


PRESERVING  ANIMAL  AND  VEGETABLE  FOOD. 

To  all  to  w7iom  these  presents  shall  come^  /,  Peter  Du- 
rand^  of  Hoxton  Square^  in  the  county  of  Middlesex^ 
Merchant^  send  greeting  : 

Whereas  His  most  Excellent  Majesty  King  George  the 
Third  did,  by  His  Letters  Patent  under  the  Great  Seal  of 
the  United  Kingdom  of  Great  Britain  and  Ireland,  bear- 
ing  date  at  Westminster,  the  twenty-fifth  day  of  August, 
in  the  fiftieth  year  of  His  reign,  give  and  grant  unto  me, 
the  said  Peter  Durand,  executors,  administrators,  and  as- 
signs, His  special  license,  full  power,  sole  privilege  and  au- 
thority, that  I,  the  said  Peter  Durand,  my  executors,  ad- 
ministrators, and  assigns  during  the  term  of  years  therein 
mentioned,  should  and  lawfully  might  make,  use,  exercise, 
and  vend,  within  England,  Wales,  and  the  Town  of  Ber- 
wick-upon-Tweed, an  Invention  communicated  to  him  by  a 
certain  foreigner  residing  abroad,  of  the  Method  of  ''Pre- 
serving Animal  Food,  Vegetable  Food,  and  other  Perisha- 
ble Articles  a  long  time  from  perishing  or  becoming  useless ;" 
in  which  said  Letters  Patent  there  is  contained  a  proviso 
obliging  me,  the  said  Peter  Durand,  by  an  instrument  in 
writing  under  my  hand  and  seal,  to  cause  a  particular  de- 
scription of  the  nature  of  the  said  Invention,  and  in  what 
manner  the  same  is  to  be  performed,  to  be  enrolled  in  His 
Majesty's  High  Court  of  Chancery  within  six  calender 
months  after  the  date  of  the  said  recited  Letters  Patent,  as 
in  and  by  the  same,  relation  being  thereunto  had,  may 
more  fully  and  at  large  appear. 
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Now  know  ye,  that  in  compliance  with  the  said  proviso, 
I,  the  said  Peter  Durand,  do  hereby  declare  that  the  nature 
of  the  said  Invention,  and  the  manner  in  which  the  same  is 
to  be  performed,  are  particularly  described  and  ascertained 
as  follows,  that  is  to  say : — First,  I  place  and  inclose  the 
said  food  or  articles  in  bottles  or  other  vessels  of  glass, 
pottery,  tin,  or  other  metals  or  fit  materials ;  and  I  do  close 
the  aperture  of  such  containing  vessels  so  as  completely  to 
cut  off  and  exclude  all  communication  with  the  extemnl 
air ;  and  as  to  the  method  of  closing,  I  do  avail  myself  of 
the  usual  means  of  corking,  airing,  luting,  or  cementing 
and  in  large  vessels  I  make  use  of  corks  formed  of  pieces 
glued  together  in  such  a  manner  as  that  the  pores  of  that 
substance  shall  be  in  a  cross  direction  with  regard  to  the 
aperture  into  which  such  corks  are  to  be  driven  ;  and  I  do 
also  in  such  vessels  as  may  admit  of  or  require  the  same, 
make  use  of  stoppers  fitted  or  ground  with  emery,  or  screw 
caps  with  or  without  a  ring  of  leather  or  other  soft  sub- 
stance between  the  faces  of  closure,  and  also  of  corks  or 
cross  plugs  or  covers  of  leather,  cloth,  parchment,  bladder, 
and  the  like. 

Secondly,  When  the  vessels  have  been  thus  charged  and 
well  closed,  I  do  place  them  in  a  boiler,  each  separately 
surrounded  with  straw  or  wrapped  in  coarse  cloth,  or  other- 
wise defended  from  striking  against  each  other,  and  I  fill 
the  said  boiler  so  as  to  cover  the  vessels  with  cold  water, 
which  I  gradually  heat  to  boiling,  and  continue  the  ebulli- 
tion for  a  certain  time,  which  must  depend  upon  the  nature 
of  the  substances  included  in  the  vessels,  and  the  size  of  the 
said  vessels,  and  other  obvious  circumstances  which  will  be 
easily  apprehended  by  the  operator  without  farther  in- 
struction. Vegetable  substances  are  to  be  put  into  the 
vessel  in  the  raw  or  crude  state,  and  animal  substances 
partly  or  half  cooked,  although  these  may  also  be  put  in 
raw.  The  food  or  other  articles  thus  prepared  may  be  kept 
for  a  very  long  time  in  a  state  fit  for  use,  care  being  taken 
that  the  vessel  shall  not  be  opened  until  their  said  contents 
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shall  be  wanted  for  consumption.  And,  lastly,  I  do  de- 
clare, that  although  the  application  of  the  water-bath,  as 
hereinbefore  described,  may  be  the  most  commodious  and 
convenient,  I  do  likewise  avail  myself  of  the  application  of 
heat  by  placing  the  said  vessels  in  an  oven,  or  a  stove,  or 
a  steam-bath,  or  any  other  fit  situation  for  gradually  and 
uniformly  raising  the  temperature  of  the  same,  and  suffer- 
ing them  to  cool  again;  and  farther,  that  I  do,  as  the 
choice  of  the  consumer  or  the  nature  of  the  said  food  or 
other  article  may  render  preferable,  leave  the  aperture  of 
the  vessel,  or  a  small  portion  thereof  open  until  the  effect 
of  the  heat  shall  have  taken  place  at  which  period  I  close 
the  same. 

In  witness  whereof,  I,  the  said  Peter  Dnrand,  have  here- 
unto set  my  hand  and  seal,  this  thirtieth  day  of  August, 
in  the  year  of  our  Lord  one  thousand  eight  hundred  and 
ten. 

PETER  DURAND,  [l.  s.] 

And  be  it  remembered.  That  on  the  thirtieth  day  of  Au- 
gust, in  the  year  of  our  Lord  1810,  the  aforesaid  Peter  Du- 
rand  came  before  our  said  Lord  the  King  in  His  Chancery, 
and  acknowledged  the  Specification  aforesaid,  and  all  and 
every  thing  therein  contained  and  specified,  in  form  above 
written.  And  also  the  Specification  aforesaid  was  stampt 
according  to  the  tenor  of  the  statute  made  for  that  purpose. 

InroUed  the  thirtieth  day  of  August,  in  the  year  of  our 
Lord  one  thousand  eight  hundred  and  ten. 

Messrs.  E.  N,  Dickerson  and  H,  K,  Sewall  for  appeh 
lant: 

(After  a  lengthy  argument  upon  the  point  that  the  in- 
ventor had  known  of  and  allowed  prior  public  use  and  sale 
of  his  invention,  they  continued). 

We  submit  that  the  Durand  patent  gave  to  the  public 
the  right  to  use  the  process  therein  described  for  all  kinds 
of  vegetable  and  animal  substances,  and  that  no  man  could 
subsequently  deprive  the  public  of  that  right,  by  selecting 
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some  one  variety  of  animal  or  vegetable  matter,  and  with- 
out  performing  any  process  upon  it  which  was  not  well 
known  before,  patenting  the  application  of  the  Appert 
process  to  it. 

It  is  not  an  invention  to  separate  the  edible  portion  of 
the  vegetable  from  the  husks,  before  it  is  subjected  to  the 
process,  when  the  object  is,  as  Appert' s  was,  to  preserve 
food.  Durand's  patent  does  not  contemplate  the  preserva- 
tion of  the  pods  of  peas,  or  the  husks  of  grain  ;  and  it  is 
not  the  subject  of  a  patent,  to  inform  the  world  that  only 
the  edible  parts  of  vegetables  are  to  be  preserved  by  tha^ 
process. 

Mr.  Wm.  Henry  Clifford^  for  appellees: 

Under  the  process  described  by  Dnrand,  and  generally 
distinguished  by  the  title  of  the  Appert  process,  meats, 
fish  and  vegetables  have  long  been  preserved  in  Engla  nd 
and  in  France ;  but  the  art  was  not  known  or  practiced 
in  this  country  in  any  way  till  subsequent  to  the  date  of 
Winslow's  invention  relating  to  green  com. 

The  Appert  process,  however,  was  wholly  unsuited  to  so 
delicate  an  article  as  green  com.  The  .entire  absence,  in 
these  patents,  of  the  necessary  details  which  are  absolutely 
indispensable  to  the  preservation  of  green  corn,  not  only 
prove  that  following  these  specifications  corn  could  not  be 
preserved,  but  also  that  the  patentees  never  had  the  article 
in  mind. 

Prof.  Hayes  says:  "The  whole  success  in  preserving 
sweet  com  depends  upon  the  cutting  open,  or  breaking  of 
the  kernels,  before  they  are  put  into  the  cans  for  cooking ; 
and  I  consider  this  as  the  distingnishing  feature,  and  one 
of  the  most  essential  parts  of  the  Winslow  process.  But 
in  the  Durand  patent  this  important  part  of  the  process 
has  been  entirely  overlooked. 

Upon  the  question  of  the  validity  or  the  infringement  of 
these  patents,  the  fact  whether  a  person  has  preserved  or 
can  preserve  green  com  by  a  sort  of  preliminary  heating  iix 
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an  open  vessel,  or  a  partially  opened  one,  has  no  pertenancy 
whatever,  so  long  as  it  is  conceded  that  the  Tiew  prepara- 
tory and  indispensable  step  prescribed  by  these  patents  is 
followed. 

It  is  a  noticeable  fact,  that  at  or  about  the  time  of  Isaac 
Winslow's  invention,  there  is  no  proof  of  the  existence  of 
any  such  merchantable  article  as  preserved  green  corn,  by 
whatever  process  preserved  ;  that  immediately  after  the 
filing  of  Winslow's  application,  March,  1853,  an  extensive 
commerce  in  this  article  began,  and  has  gone  on  increasing 
until  it  now  amounts  to  many  millions  of  cans  per  annum. 

Mr.  Justice  Hunt  delivered  the  opinion  of  the  court : 

Jones,  as  assignee  of  four  several  patents  for  a  new  and 
useful  improvement  in  preserving  Indian  corn,  brought  his 
action  against  Clark,  the  original  defendant,  alleging  in- 
fringements of  the  same. .  These  patents  were  issued  to 
Isaac  Winslow,  and  were  as  follows,  viz :  No.  34,928,  dated 
April  8,  1862,  "for  a  new  and  useful  improvement  in  pre- 
serving Indian  corn ;"  No.  35,274,  dated  May  13,  1862, 
"  for  a  new  and  useful  improvement  in  preserving  green 
corn ;''  No.  35,346,  dated  May  20,  1862,  and  No.  36,326, 
dated  August  26,  1862. 

The  two  patents  last  above  mentioned  were  declared  and 
adjudged  by  the  court  below  to  be  void ;  and  from  this 
judgment  no  appeal  has  been  taken.  They  are  no  longer 
elements  in  the  case  before  us,  and  are  dismissed  frbm 
further  consideration. 

The  patent  first  mentioned  is  for  an  article  of  manu- 
facture— a  result.  The  second  one  is  for  a  process  by  which 
a  result  is  obtained.  The  first  is  the  more  full,  and  em- 
braces all  that  is  contained  in  the  second. 

The  first  objection  made  to  the  patents  is  the  want  of  nov- 
elty. It  is  contended  that  they  were  anticipated  by  the 
Appert  process  embodied  in  the  Durand  patent  of  1810 ; 
also  by  the  patent  of  Gunter  of  1841,  and  by  that  of  Wert- 
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heimer  of  1842.  It  is  an  elementary  proposition  in  patent 
law,  that,  to  entitle  a  plaintiff  to  recover  for  the  violation 
of  a  patent,  he  must  be  the  original  inventor,  not  only  in 
relation  to  the  United  States,  but  to  other  parts  of  the 
world.  Even  if  the  plaintiff  did  not  know  that  the  discov- 
ery had  been  made  before,  still  he  cannot  recover  if  it  has 
been  in  use  or  described  in  public  prints,  and  if  he  be  not 
in  truth  the  original  inventor.  Dawson  v.  Follen,  2  Wash. 
C.  C,  311 ;  Bedford  v.  Hunt,  1  Mas.  302. 

Durand's  patent  is  described  in  his  specification,  enrolled 
in  the  English  Court  of  Chancery,  as  based  ''  Upon  an  in- 
vention communicated  to  him  by  a  certain  foreigner,  re- 
siding abroad,  of  the  manner  of  preserving  animal  food, 
vegetable  food  and  other  perishable  articles  a  long  time 
from  perishing  or  becoming  useless." 

In  describing  the  nature  of  the  invention  and  the  manner 
in  which  the  same  is  to  be  performed,  he  says : 

"First.  I  place  the  said  food  or  articles  in  bottles  of 
glass,  pottery,  tin  or  other  metals  or  fit  materials,  and  I 
close  the  aperture  so  as  completely  to  cut  off  or  exclude 
all  communication  with  the  external  air ;"  and  he  describes 
the  various  means  of  effecting  that  purpose. 

"Second.  When  the  vessels  are  thus  charged  and  well 
closed,  I  place  them  in  a  boiler,  each  separately  surrounded 
with  straw  or  wrapped  in  a  coarse  cloth,  or  otherwise  de- 
fended from  striking  against  each  other.  I  fill  the  boiler 
so  as  to  cover  the  vessels  with  cold  water,  which  I  gradu- 
ally heat  to  boiling,  and  continue  the  ebullition  for  a  cer- 
tain time,  which  must  depend  upon  the  nature  of  the  sub- 
stances included  in  the  vessels  and  the  size  of  the  vessels, 
and  other  obvious  circumstances  which  will  be  readily  ap- 
prehended by  the  operator.  Vegetable  substances  are  to 
be  put  into  the  vessel  in  a  raw  or  crude  state,  and  animal 
substances  partly  or  half  cooked,  although  these  may  also 
be  put  in  raw." 

The  specification  then  declares  that  the  inventor   did 
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avail  himself  of  the  application  of  heat  by  placing  the  ves- 
sel in  an  oven,  stove,  steam-bath  or  other  fit  situation  for 
gradually  and  uniformly  raising  the  temperature  and  suf- 
fering it  to  cool  again,  and  that  as  the  choice  of  the  con- 
sumer or  nature  of  the  said  food  or  other  articles  may  ren- 
der preferable,  leave  the  aperture  of  the  vessel,  or  a  small 
portion  thereof,  open  until  the  effect  of  the  heat  shall  have 
taken  place,  at  which  period  the  same  is  to  be  closed. 
The  points  following  are  embraced  in  this  patent : 

1.  It  is  for  the  purpose  of  preserving  for  a  long  time 
animal  or  vegetable  food. 

2.  The  articles  thus  to  be  preserved  are  to  be  placed  in 
tin  or  other  vessels,  so  arranged  as  to  exclude  communica- 
tion with  the  external  air. 

3.  An  aperture  may  be  left  in  the  vessel,  at  the  choice 
of  the  operator,  until  the  eflEect  of  the  heat  shall  have  taken 
place,  when  it  is  to  be  closed. 

4.  The  vessels  thus  prepared  are  placed  in  a  boiler  filled 
with  cold  water,  which  is  heated  to  a  boiling  point,  which 
boiling  shall  be  continued  for  such  time  as  shall  be  required 
by  the  substances  contained  in  the  vessels. 

6.  Although  a  water  bath  is  preferred,  the  inventor  de- 
clares that  he  avails  himself  of  heat  through  an  oven,  stove, 
steam-bath  or  any  other  situation  fit  for  gradually  raising 
the  temperature  and  suffering  it  to  cool  again. 

6.  Vegetables  are  to  be  put  into  the  vessels  in  a  raw  or 
crude  state  ;  animal  substances  raw  or  partly  cooked. 

7.  The  invention  is  general  in  its  terms,  embracing  all 
vegetables  and  all  animal  substances  capable  of  being  thus 
dealt  with. 

Winslow's  patent  of  April  8,  1863,  No.  34,928,  is  de- 
clared to  be  for  an  improvement  in  preserving  Indian  com 
in  the  green  state. 

The  letters  patent  declare  that  the  first  "  Success  of  the 
inventor  was  obtained  by  the  following  process :  the  ker- 
nels, being  removed  from  the  cob,  were  immediately  packed 
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in  cans  hermetically  sealed,  so  as  to  prevent  the  escape  of 
the  natural  aroma  of  the  corn  or  the  evaporation  of  the 
milk  or  other  juices  of  the  same.  I  then  submitted  the 
sealed  cans  and  their  contents  to  boiling  or  steam  heat  for 
about  four  hours.  *  *  *  By  this  method  of  cooking 
green  corn  in  the  vapor  of  its  juices,  the  ends  of  the  cans  are 
bulged  out.  Strong  cans  are  required,  and  dealers  are 
likely  to  be  prejudiced  against  corn  thus  put  up.  I  re- 
commend the  following  method :  Select  a  superior  quality 
of  green  corn  in  the  natural  state  ;  remove  the  kernels  from 
the  cob  by  means  of  a  curved  and  gauged  knife,  or  other 
suitable  means ;  then  pack  in  cans,  hermetically  seal  the 
cans,  expose  them  to  steam  or  boiling  heat  for  about  an 
hour  and  a  half ;  then  puncture,  seal  while  hot  and  con- 
tinue the  heat  for  about  two  hours  and  a  half."  At  the. 
close,  the  inventor  says  that  what  he  claims  to  secure  by 
the  patent  is  the  new  article  of  manufacture,  namely :  In- 
dian corn  preserved  in  the  green  state  without  drying,  the 
kernels  being  removed  from  the  cob,  hermetically  sealed, 
and  heated  as  described. 

Let  us  now  state  the  points  embraced  in  this,  the  plain- 
tiflTs  patent,  and  compare  them  with  the  points  heretofore 
stated  as  included  in  the  Durand  patent. 

1.  Winslow's  declared  object  is  the  preservation  of  In- 
dian com  in  the  green  state. 

Durand' s  is  for  preserving  Indian  corn  not  only,  but  all 
vegetable  substances  in  their  raw  or  crude  state. 

2.  Winslow  recommends  removing  the  kernels  from  the 
cob  before  the  process  of  preservation  is  commenced,  plac- 
ing the  kernels  in  cans,  sealing  them  and  exposing  them  to 
heat. 

Durand,  not  limiting  himself  to  the  article  of  corn,  pro- 
vides that  the  articles  to  be  preserved  shall  be  placed  in 
cans,  and  subjected  to  heat  in  the  same  manner.  He  does 
not  stipulate  or  recommend  that  the  article  shall  be  first  re- 
moved from  the  cob,  the  vine,  the  twig,  or  whatever  may 
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be  the  natural  support  of  the  vegetable  to  be  preserved,  as 
the  corn  from  the  cob,  the  pea  from  its  pod,  the  grape  or 
the  tomato  from  its  vine,  the  peach  from  its  stem,  the  berry 
from  its  stalk.  Neither  does  he  recommend  that  it  shall 
not  be  so  removed.  His  process  embraces  the  article  in 
whatever  form  it  may  be  presented.  It  is  for  the  preserva- 
tion of  raw  or  crude  or  uncooked  vegetables  in  whatever 
form  they  may  be  presented,  and  necessarily  includes  a 
case  where  they  have  been  previously  removed  from  Iheir 
natural  support.  A  prior  removal  from  the  stalk  would  be 
the  natural  and,  in  many  cases  a  necessary  proceeding. 

3.  Winslow  directs  that  the  kernels  shall  be  subjected  to 
the  heat  for  a  period  of  about  one  and  a  half  hours  before 
puncturing,  and  for  about  two  and  a  half  hours  after  the 
puncturing.  The  double  use  of  the  word  ''about'*  indi- 
cates that  the  time  is  not  to  be  considered  as  precisely  spe- 
cified. 

Durand  directs  that  the  boiling  shall  continue  for  such 
length  of  time  as  shall  be  required  by  the  particular  sub- 
stances contained  in  the  vessel.  Corn,  peas,  tomatoes, 
peaches,  berries,  asparagus,  may  very  likely  require  great 
difference  in  the  time  in  which  the  heat  shall  be  applied  to 
produce  the  required  effect.  In  each  case,  that  is  to  be  the 
measure  of  the  time. 

4.  Winslow  says  other  modes  may  be  adopted  so  long  as 
hermetical  sealing  and  the  use  of  heat  are  so  managed  as  to 
secure  the  aroma  and  fresh  flavor  and  prevent  putrefaction. 

Durand  declares  that  he  intends  to  include  in  his  patent, 
heat  through  an  oven,  stove,  steam  or  any  other  situation 
by  which  the  temperature  is  gradually  raised  and  suffered 
to  cool  again. 

The  same  idea  is  put  forth  at  the  close  of  Winslow' s 
specification,  where  he  declares  that  what  he  claims  by  his 
patent  is  the  manufacture  of  Indian  corn  in  its  green  state, 
the  kernels  being  removed  from  the  cob,  hermetically  sealed 
and  heated. 
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We  are  of  the  opinion  that  the  substance  of  all  that  is 
found  in  Winslow's  patent  had,  nearly  half  a  century  be- 
fore he  obtained  his  patent,  been  put  forth  in  Durand's  pat- 
ent. If  Durand's  patent  were  now  in  force  in  this  country, 
and  a  suit  brought  upon  it  against  Jones,  the  claimant 
under  Winslow,  for  an  infringement,  the  right  to  recover 
could  not  be  resisted.  Durand  would  show  a  patent  in- 
tended to  effect  the  same  jmrpose — to  wit :  the  preservation 
of  vegetables  for  a  long  time  ;  employing  the  same  process 
— to  wit:  the  effect  of  lieat  upon  vegetables  placed  in  a 
metallic  vessel,  the  gradual  cooling  of  the  same,  hermeti- 
cally sealed  after  puncture  to  allow  the  escape  of  gases. 
This  is  also  Winslow's  process. 

To  constitute  an  infringement,  the  thing  used  by  the  de- 
fendant must  be  such  as  substantially  to  embody  the  pat- 
entee's mode  of  operation,  and  thereby  to  attain  the  same 
kind  of  result  as  was  reached  by  his  invention.  It  is  not 
necessary  that  the  defendant  should  employ  the  plaintiff's 
invention  to  as  good  advantage  as  he  employed  it,  or  that 
the  result  should  be  the  the  same  in  degree ;  but  it  must  be 
the  same  in  kind.  Winans  v.  Denmead,  16  How.  330  [6 
Am.  &  Eng.  107]. 

To  infringe  a  patent,  it  is  not  necessary  that  the  thing 
patented  should  be  adopted  in  every  particular.  If  the 
patent  is  adopted  substantially  by  the  defendants,  they  are 
guilty  of  infringement.  Root  «.  Ball,  4  McLean,  177; 
Alden  v,  Dewey,  1  Story,  336. 

In  an  action  for  infringement,  the  first  question  is^ 
whether  the  machine  used  by  the  defendant  is  substantially, 
in  its  principle  and  mode  of  operati(m,  like  the  plaintiff's. 
If  so,  it  is  an  infringement  to  use  it.  Howe  v,  Abbott,  2 
Story,  190 ;  Parker  v.  Haworth,  4  McLean,  370. 

If  he  has  taken  the  same  plan  and  applied  it  to  the  same 
purpose,  notwithstanding  he  may  have  varied  the  process 
of  the  application,  his  manufacture  will  be  substantially 
identical  with  that  of  the  patentee.     Curtis,  sec.  812. 
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Erskine,  J.,  says,  in  Walton  v.  Potter,  Web.  Pat.  Cas. 
58/5,  607  [3  Am.  &  Eng.  162],  the  question  of  infringement 
depends  upon  whether  the  plan  which  the  defendant  has 
employed  is  in  substance  the  same  as  the  plaintiffs  and 
whether  all  the  differences  which  have  been  introduced  are 
not  differences  in  circumstances  not  material,  and  whether 
it  is  not  in  substance  and  effect  a  colorable  evasion  of  the 
plaintiffs  patent. 

When  a  party  has  invented  some  mode  of  carrying  into 
.effect  a  law  of  natural  science  or  a  rule  of  practice,  it  is  the 
application  of  that  law  or  rule  which  constitutes  the  pe- 
culiar feature  of  the  invention.  He  is  entitled  to  protect 
himself  from  all  other  modes  of  making  the  same  applica- 
tion ;  and  every  question  of  infringement  will  present  the 
question,  whether  the  different  mode,  be  it  better  or  worse, 
is  in  substance  an  application  of  the  same  principle.  Curtis, 
sec.  320. 

It  is  said,  however,  that  a  distinction  exists  in  this  :  that 
Winslow's  patent  provides  that  the  corn  shall  be  removed 
from  the  cob  before  the  process  begins,  and  that  Durand 
does  not  specify  this  idea.  If  this  be  conceded,  it  does  not 
alter  the  case.  Although  he  may  preserve  Indian  corn  by 
removing  it  from  the  cob  more  advantageously  than  by 
letting  it  remain  on  the  cob,  he  does  it  by  using  the  Durand 
process.  He  still  applies  Durand' s  process  of  heating, 
puncturing  and  cooling,  and  no  more  takes  the  practice  out 
of  Durand's  patent  than  if  he  should  specify  that  pears  or 
peaches  would  be  the  better  preserved  if  their  outer  coat- 
ing should  be  first  removed,  or  that  meat  could  the  better 
be  preserved  if  the  bones  were  previously  (a)  removed. 
Whether  the  improvement  or  combination  could  be  the 
subject  of  a  patent,  it  is  not  material  to  consider. 

It  is  said  again,  that  ''instead  of  packing  the  kernels  in 
the  vessels  selected  for  the  purpose,  in  their  crude  state,  as 
suggested  in  the  English  patent,  the  process  patented  by 
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the  assignor  of  tbe  plaintiff  directs  that  the.  kernels  should 
be  cut  from  the  cob  in  a  way  which  leaves  a  large  part  of 
the  hull  on  the  cob,  and  breaks  open  the  kernels,  liberat- 
ing the  juices,  to  use  the  language  of  the  patentee,  and 
causing  tlie  milk  and  other  juices  of  the  corn  to  flow  out 
and  surround  the  kernels  as  they  are  packed  in  the  cans, 
in  such  a  mode  that  the  juices  form  the  liquid  in  which  the 
whole  is  cooked,  when  the  cans  are  subjected  to  the  bath 
of  boiling  water." 

This  argument  is  based  upon  an  error  in  fact.  There  is 
no  such  language  in  the  patent.  The  sole  expression  of  the 
patent  is  to  provide,  first,  that  the  corn  shall  be  removed 
from  the  cob ;  and,  second,  that  it  shall  be  subjected  to 
heat  in  vessels  hermetically  sealed.  Thus,  Winslow  recites 
that  difficulty  had  been  encountered  by  him  in  preserving 
the  corn  upon  the  cob.  This  produced  an  insipid  article; 
and  accordingly  he  says,  "My  first  success  was  obtained 
by  the  following  process :  the  kernels,  being  removed  from 
the  cob,  were  immediately  packed  in  cans  and  hermetically 
sealed,  so  as  to  prevent  the  escape  of  the  aroma,  and  sub- 
mitted to  heat,"  etc.  There  is  not  a  word  in  the  patent  to 
the  effect  that  the  kernels  shall  be  cut  off  in  a  particular 
way,  or  that  a  large  part  of  the  hull  shall  be  left  on  the 
cob :  nor,  indeed,  that  the  kernels  shall  be  cut  off  at  all. 
It  is  simply  provided  that  the  com  shall  be  removed  from 
the  cob.     The  means  are  not  specified. 

Farther  on,  the  patentee,  Winslow,  says:  ''I  recom- 
mend the  following  method."  This  is  not  of  the  substance 
of  the  patent.  A  recommendation  is  quite  different  from 
a  requirement.  The  latter  is  a  demand,  an. essential,  a 
necessity.  The  former  is  a  choice  or  preference  between 
different  modes  or  subjects,  and  is  left  to  the  pleasure  or 
the  judgment  of  the  operator.  He  may  adopt  it.  He  will 
do  well  if  he  does.  But  he  may  reject  it,  and  still  accom- 
plish his  object  by  means  of  the  patent. 

The  principle  is  this :  the  omission  to  mention  in  the 
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specification  something  which  contributes  only  to  the  de- 
gree of  benefit,  providing  the  apparatus  would  work  bene- 
ficially and  be  worth  adopting  without  it,  is  not  fatal, 
while  the  omission  of  what  is  known  to  be  necessary  to  the 
enjoyment  of  the  invention  is  fatal.     Curtis,  sec.  248. 

An  excess  of  description  does  not  injure  the  patent,  un- 
less the  addition  be  fraudulent.     Curtis,  sec.  250. 

Accordingly,  when  the  inventor  says,  *'I  recommend  the 
following  method,"  he  does  not  thereby  constitute  such 
method  a  portion  of  his  patent.  His  patent  may  be  in- 
fringed, although  the  party  does  not  follow  his  recom- 
mendatioUj  but  accomplishes  the  same  end  by  another 
method. 

But  the  patentee  does  not  even  recommend  that  the 
kernels  shall  be  cut  off  in  such  manner  that  a  large  por- 
tion of  the  hull  shall  remain  upon  the  cob,  nor  does  he  dis- 
tinctly recommend  the  cutting  off  of  the  kernels  in  any 
manner.  His  recommendation  is  simply  that  the  kernels 
be  removed  by  any  convenient  and  suitable  method.  His 
language  is,  "I  recommend  the  following  method  :  select  a 
superior  quality  of  sweet  corn  in  the  green  state,  and  re- 
move the  kernels  from  the  cob  by  means  of  a  curved  and 
gauged  knife  or  other  suitable  means."  Any  means  that 
are  suitable  for  removing  the  kernels,  whether  by  knife  or 
any  other  method,  are  within  this  language. 

That  the  simple  removal  of  the  corn  from  the  cob,  be- 
fore it  is  subjected  to  heat,  without  reference  to  cutting  it 
off  in  such  manner  as  to  leave  a  portion  of  the  hull  on  the 
cob,  or  without  reference  to  cutting  at  all,  is  the  claim  of 
Winslow's  patent,  is  clearly  shown  by  another  considera- 
tion. 

The  first  patent  of  Winslow  and  his  second  patent,  as 
stated  in  the  opinion  of  the  court  below,  are  intended  to 
effect  the  same  purposes  ;  the  one  being  a  patent  for  the 
article,  the  other  for  the  process  by  which  the  article  is 
produced.     "Both  patents  (it  is  there  said)  may  be  con- 
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sidered  together,  as  all  the  proofs  applicable  to  one  apply 
equally  to  the  other ;  and  the  positions  taken  in  argument 
are  the  same  in  both,  without  an  exception." 

Now,  it  is  quite  significant  of  the  intent  of  the  claimant, 
and  of  the  meaning  of  the  first  patent,  that  his  second  pat- 
ent, which  is  for  the  process,  and  would  properly  be  more 
specific  as  to  every  essential  mode,  makes  no  claim  that 
the  corn  shall  be  removed  from  the  cob  by  cutting,  much 
less  that  it  should  be  cut  in  any  particular  manner,  or  with 
a  view  to  any  particular  effect.  After  describing  his  disap- 
pointment in  the  result  when  he  merely  cooked  the  com, 
and  in  attempting  to  preserve  it  when  packed,  without  re- 
moval from  the  cob,  or  where  it  was  removed  after  having 
been  boiled  on  the  cob,  he  says:  *' Finally,  I  adopted  the 
process  of  removing  the  corn  from  the  cob,  packing  the 
kernels  in  cans,  hermetically  sealing  the  same,  then  boil- 
ing the  cans  until  the  corn  contained  therein  became  com- 
pletely cooked."  The  word  "cutting"  is  not  to  be  found 
in  this  patent.  Removal  from  the  cob  before  commencing 
the  preservation,  without  reference  to  the  manner  or  means 
except  only  that  they  should  be  suitable,  is  the  plain  in- 
tent of  l)oth  patents.  In  this  respect  they  are  identical 
with  each  other,  and  are  not  inconsistent  with  Durand's 
patent. 

The  discovery  in  question  has  been  of  immense  benefit  to 
mankind.  By  means  of  food  preserved  in  a  compact  and 
nutritious  form,  protected  from  its  natural  tendency  to  de- 
cay, deserts  are  traversed,  seas  navigated,  distant  regions 
explored.  It  is  less  brilliant,  but  more  useful  than  all  the 
inventions  for  the  destruction  of  the  human  race  that  have 
ever  been  known.  It  is  to  France  that  the  honor  of  this 
discovery  belongs,  and  to  Appert,  a  French  citizen.  It  does 
not  belong  to  America  or  to  Winslow.  Appert' s  process 
presents  all  that  we  now  know  upon  the  subject.  It  con- 
tains absolutely  everything  of  value  that  is  contained  in 
Winslow' s  patent. 
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Other  grave  questions  are  presented  by  the  record  before 
us.  We  are  satisfied,  however,  to  place  our  decisions  upon 
the  ground  that  the  want  of  novelty  in  the  patents  of  Wins- 
low  is  fatal  to  the  plaintiffs  right  of  recovery.  We  do  not 
discuss  the  other  questions.     . 

77ie  decree  of  the  court  helow  must  he  reversed^  and  a  de- 
cree ordered  in  favor  qf  the  defendant  helow. 

Mr.  Justice  Clifford,  dissenting : 

Damages  are  claimed  in  this  case  by  the  complainants  for 
an  alleged  infringement  of  two  certain  letters  patent,  which 
are  fully  described  in  the  bill  of  complaint.  Those  letters 
patent  are  as  follows :  (1)  No.  34,928,  dated  April  8, 1862, 
for  a  new  article  of  manufacture — ^namely:  Indian  corn 
when  preserved  in  the  green  state,  without  drying  the  same, 
the  kernels  being  removed  from  the  cob,  hermetically 
sealed,  and  heated,  substantially  in  the  manner  and  for  the 
purpose  set  forth  in  the  specification.  (2)  No.  36,274,  for 
a  new  and  useful  improvement  in  preserving  green  corn. 

Two  other  patents  were  included  in  the  bill  of  complaint ; 
but  they  were  held  to  be  invalid  in  the  court  below,  and 
are  not  in  issue  in  this  investigation. 

Both  the  patents  in  issue  were  introduced  in  evidence  at 
the  hearing,  and  the  repeated  decisions  of  this  court  have 
established  the  rule,  that  a  patent  duly  issued,  when  intro- 
duced in  evidence  by  the  complainant  in  a  suit  for  infringe- 
ment, is  prima  facie  evidence  that  the  patentee  is  the 
original  and  first  inventor  of  what  is  therein  described  as 
his  invention. 

Much  consideration  need  not  be  given  to  the  question  of 
infringement,  as  the  respondent  admits  that  his  foreman 
put  up  seven  hundred  cans  of  green  corn,  preserved  by  the 
same  process  substantially  as  that  described  in  the  letters 
patent  of  the  complainants. 

Viewed  in  the  light  of  these  suggestions,  it  is  clear  that 
the  decision  of  the  case  depends  upon  the  defenses  set  up 
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in  the  answer.  (6)  Four  separate  defenses  are  pleaded  but  (c) 
it  will  be  sufficient  to  examine  the  first,  as  the  decision 
of  the  court  is  placed  chiefly  on  the  defense  set  up  in  that 
part  of  the  answer ;  which  is,  that  the  assignor  of  the  pat- 
entee is  not  the  original  and  first  inventor  of  the  improve- 
ments described  in  the  respective  letters  patent. 

1.  Defenses  involving  the  validity  of  a  patent  cannot  be 
satisfactorily  examined  or  their  sufficiency  or  insufficiency 
determined  without  first  ascertaining  what  the  inventions 
are  which  are  the  subject  matter  of  the  controversy.  Be- 
yond doubt,  the  invention  secured  by  the  first  patent  is  for 
a  new  and  useful  manufacture  described  as  Indian  corn 
preserved  in  the  green  state.  What  the  inventor  desired 
to  accomplish  was  to  preserve  the  unripe  corn  in  the  green 
state  for  table  use,  without  drying  the  same  ;  and  he  states, 
that,  in  his  first  attempt  to  accomplish  the  desired  result, 
he  did  not  remove  the  kernels  from  the  cob,  but  that  the 
l)roduct  manufactured  in  that  mode  was  not  satisfactory, 
as  the  article  obtained  was  very  bulky,  and  failed  to  re- 
tain the  peculiar  sweetness  of  green  corn  cooked  in  the  or- 
dinary way,  the  same  being  absorbed,  as  the  patentee  sup- 
poses, by  the  cob. 

Experiments  of  various  kinds  were  made  to  overcome 
the  difficulties  attending  the  effort  to  preserve  the  corn 
without  drying  the  same,  which  were  also  unsuccessful,  as 
the  kernels  when  preserved  did  not  retain  the  milk  and 
other  juices  of  the  corn,  leaving  the  product  hard,  insipid 
and  unpalatable,  and  without  the  full  flavor  of  fresh  green 
corn.  All  such  experiments  were,  therefore,  abandoned ; 
but  he  finally  succeeded  in  producing  an  entirely  satisfac- 
tory new  article  of  manufacture,  which  is  the  one  described 
in  the  specification  and  claim  of  the  first  patent. 

His  description  of  the  method  he  adopted  in  manufact- 
uring the  product  is  substantially  as  follows  :  select  a  su- 
perior quality  of  sweet  corn  when  in  the  milk  or  green 
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state;  remove  the  kernels  from  the  cob  by  means  of  a 
curved  and  gauged  knife  or  other  suitable  means ;  pack 
the  kernels  with  the  juices  of  the  same  in  cans,  and  her- 
metically seal  the  cans,  so  as  to  prevent  evaporation  under 
heat,  or  the  escape  of  the  aroma  of  the  corn.  Other  suita- 
ble means  are  such  means,  and  such  only,  as  will  perform 
the  same  functions.  When  packed,  the  cans  with  their 
contents  are  to  be  exposed  to  steam  or  boiling  heat  for  an 
hour  and  a  half ;  then  take  the  cans  out  of  the  steam  or 
boiling  heat  and  puncture  the  cans,  and  immediately  reseal 
the  same  while  hot,  and  continue  the  heat  for  two  hours 
and  a  half  longer. 

Exposure  to  heat  in  the  manner  stated  is  for  the  purpose 
of  cooking  the  contents  of  the  cans  ;  and,  when  that  is  ac- 
complished, the  cans  may  be  taken  out  of  the  boiling  heat 
and  be  slowly  cooled  in  a  room  at  the  temperature  of  sev- 
enty to  a  hundred  degrees  Fahrenheit.  Green  corn  thus 
packed  and  treated,  the  patentee  states,  may  be  warranted 
to  keep  for  an  indefinite  period  in  any  climate.  Being  pre* 
served  in  its  natural  state  as  near  as  possible,  it  retains  the 
peculiar  sweetness  and  flavor  of  fresh  green  corn  right  from 
the  growing  field,  and  it  is  only  necessary  to  heat  the  corn 
in  order  to  prepare  it  for  the  table,  as  it  is  fully  cooked  in 
the  process  of  preserving. 

Argument  to  show  that  the  Commissioner  may  grant  a 
patent  for  a  product  or  new  manufacture  and  one  for  the 
process  is  quite  unnecessary,  as  that  question  is  now  firmly 
settled  in  favor  of  the  power  by  the  unanimous  decision  of 
this  court.  Rubber  Co.  v,  Goodyear,  9  Wall.  788  [8  Am. 
&  Eng.  150];  S.  C.  2  Cliflf.  371  ;'^  Seymour  v.  Osborne,  11 
Wall.  559  [8  Am.  &  Eng.  290];  Goodyear  v.  Railroad  Co., 
2  Wall.,  Jr.  356;  Curt.  Pat.,  4th  ed.  sees.  269,  327. 

2.  Pursuant  to  that  rule,  the  second  patent  of  the  com- 
plainants was  issued,  which  embodies  an  invention  for  a 
new  and  useful  improvement  in  preserving  green  com  ;  or, 
in  other  words,  the  patented  invention  is  for  the  process  of 
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manufacturing  the  new  product  described  and  secured  to 
the  inventor  in  the  other  letters  patent. 

Applicants  for  a  patent  are  required  to  describe  their  re- 
spective inventions;  but  an  invention  for  a  product  and  an 
invention  for  the  process  to  produce  the  product  bear  so 
close  a  relation  to  each  other,  that  it  is  difficult  even  for  an 
expert  to  describe  the  latter  without  more  or  less  reference 
to  the  former.  Defects  of*  the  kind,  however,  are  of  no 
importance,  if  the  patent  for  the  product  contains  no  claim 
to  the  invention  for  the  process. 

Separate  applications  may  be  made  in  such  a  case ;  or 
the  inventor,  if  he  sees  fit,  may  describe  both  inventions  in 
one  application.  Accordingly,  the  patentee  in  this  case 
presented  only  one  application  in  the  first  place  for  both 
patents ;  but,  pending  the  hearing  in  the  Patent-Office,  he 
filed  separate  specifications,  the  second  containing  some  of 
the  same  phrases  as  those  employed  in  the  specification 
describing  the  invention  of  the  new  manufacture.  Among 
other  things,  he  admits  that  it  has  long  been  common  to 
boil  green  corn  or  unripened  corn,  and  then  to  dry  the  same 
for  winter  use ;  but  he  adds  that  com  thus  dried  must  be 
boiled  again  when  prepared  for  the  table,  and  that  it  is 
more  or  less  hard  and  insipid,  as  it  loses  the  fine  flavor  of 
fresh  green  coi-n.  Ears  of  corn  also,  he  says,  are  sometimes 
boiled,  and  hermetically  sealed  in  cans ;  but  the  cob  seems 
to  absorb  the  sweetness  of  the  kernels ;  or  if  the  kernels 
are  removed  from  the  cob  after  boiling,  and  then  preserved, 
still  the  fine  flavor  of  the  natural  corn  is  lost. 

Many  and  varied  attempts  were  made  by  the  patentee  to 
preserve  green  corn  on  the  cob  without  drying  the  same  ; 
but  all  his  efforts  in  that  behalf  were  unsuccessful,  as  they 
left  the  article  dry  and  unpalatable,  as  the  sweetness  of  the 
green  corn  was  absorbed  by  the  cob.  Experiments  of  tlie 
kind  having  all  failed,  he  conceived  the  idea  of  first  re- 
moving the  corn  from  the  cob,  and  then  boiling  or  cooking 
the  kernels,  and  preserving  them  as  separated  from  the  cob. 
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Some  benefitj  it  seems,  resulted  from  that  new  concep- 
tion ;  but  a  new  difficulty  arose,  from  the  fact,  that,  the 
kernels  of  corn  being  more  or  lefes  broken  in  being  removed 
from  the  cob,  the  milk  and  other  juices  of  the  corn  weie 
dissolved  and  diluted  by  the  water  in  the  process  of  boil- 
ing, leaving  the  product  insipid,  unpalatable  and  compara- 
tively tasteless. 

Unable  to  overcome  the  difficulty  in  that  mode,  he  next 
attempted  to  cook  the  corn  without  allowing  it  to  come  in 
contact  with  the  water,  by  exposing  the  cans  containing 
the  com  to  boiling  water ;  but  he  soon  found  that  that  mode 
of  preserving  tlie  com  was  unsatisfactory,  as  a  long  time 
was  required  to  cook  the  corn  sufficiently  for  preservation,' 
and  the  corn  became  more  or  less  dried  and  hard. 

Sufficient  has  already  been  remarked  to  show  that  both 
patents  may  be  considered  together,  for  the  reason  that  all 
the  proofs  applicable  to  the  patent  for  the  product  are 
equally  applicable  to  the  patent  for  the  process,  and  the 
positions  taken  in  argument  are  the  same  in  both,  without 
an  exception. 

Want  of  novelty  is  the  principal  defense  set  up  in  the 
answer ;  and  the  court  decides  that  the  respective  patents 
are  invalid,  chiefly  upon  the  ground  that  the  foreign  inven- 
tion secured  to  Peter  Durand  is  prior  in  date.  Before  ex- 
amining that  defense,  it  becomes  necessary  to  refer  some- 
what more  fully  to  the  nature  and  peculiar  characteristics 
of  the  respective  improvements,  in  order  that  the  evidence 
introduced  may  be  correctly  understood  and  properly  ap- 
plied. 

Unripe  ears  of  corn  may  be  boiled  and  hermetically  sealed 
in  cans  without  infringing  the  inventions  of  the  patentee  ; 
but  the  difficulty  with  that  product  is,  that  the  cob  absorbs 
the  sweetness  of  the  kernels,  and  the  article  becomes  in- 
sipid and  unpalatable  and,  consequently,  it  is  not  salable 
to  any  considerable  extent.  Sales  of  sucli  a  product  do  not 
infringe  the  patents  of  the  complainants  ;  and  it  is  clear 
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that  the  kernels  may  be  removed  from  the  cob,  and  then 
preserved  in  cans  in  the  ordinary  mode,  v^ithout  any  con- 
flict with  the  improvements  embodied  in  the  complainants' 
patents  ;  but  the  product  which  such  a  process  produces  is 
comparatively  valueless,  as  the  fine  flavor  of  green  corn 
cooked  in  the  usual  way  for  table  use  is  lost  in  the  pro- 
cess of  manufacture. 

Indian  corn  may  also  be  preserved  when  in  a  green  state 
by  removing  the  kernels  from  the  cob,  and  boiling  or 
cooking  the  same  before  the  kernels  are.  packed  in  cans 
hermetically  sealed,  without  subjecting  the  manufacturer  to 
the  charge  of  infringing  the  patents  described  in  the  bill  of 
complaint;  but  the  decisive  objection  to  that  process  is, 
that  the  kernels,  or  many  of  them,  in  being  removed  from 
the  cob,  are  broken,  and  consequently  the  milk  and  other 
juices  of  the  corn  in  that  state  are  dissolved  out  in  the  pro- 
cess of  boiling  or  cooking,  and  the  natural  aroma  of  green 
corn  cooked  in  the  usual  way  is  lost,  and  the  product  be- 
comes of  little  or  no  value  as  an  article  of  commerce. 

Attempts  were  made  by  the  patentee  in  this  case  to  remedy 
that  difficulty  by  packing  the  kernels  in  cans  not  sealed, 
and  exposing  the  cans  containing  the  kernels  to  boiling 
water ;  but  the  experiments  were  not  satisfactory,  as  it  re- 
quired a  long  time  to  cook  the  corn,  during  which  the  milk 
and  other  juices  of  the  corn  evaporated,  and  left  the  ker- 
nels dry  and  hard.  All  such  experiments  having  failed, 
the  inventor  adopted  the  process  of  removing  the  corn  from 
the  cob  by  means  of  a  curved  and  gauged  knife  and  i)acking 
the  kernels  with  the  milk  and  other  juices  of  the  same  in 
cans  hermetically  sealed,  and  then  boiling  the  cans  with  their 
contents  until  the  same  became  completely  cooked ;  but 
he  states  that  the  cans  containing  the  corn  must  be  very 
strong,  or  the  internal  pressure  will  cause  them  to  burst ; 
and,  to  prevent  that,  he  practised  puncturing  them  after 
they  became  well  heated,  to  allow  the  air  to  escape,  imme- 
diately resealing  the  same  to  prevent  the  evaporation  of  the 
juices  of  the  corn  and  the  loss  of  its  natural  aroma. 
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Sealed  cans,  if  sufficiently  strong,  it  would  seem,  may  be 
used  to  complete  the  process  without  the  necessity  of 
puncturing  during  the  period  they  are  exposed  to  the  boil- 
ing bath  ;  but,  unless  the  cans  are  very  strong,  the  recom- 
mendation is  to  puncture  them,  in  order  to  relieve  the  in- 
ternal pressure  and  to  prevent  them  from  bursting.  Other 
advantages  result  from  puncturing  the  cans  which  deserve 
consideration.  Even  if  the  cans  when  not  punctured  do 
not  burst,  still' the  air  contained  in  the  same  and  the  vapor 
become  more  or  less  expanded  by  the  heat,  so  as  to  press 
the  heads  of  the  can  outward,  giving  the  can  the  appear- 
ance of  cans  which  contain  gaseous  products  of  decompo- 
sition ;  and  the  statement  is,  that  such  appearances,  even 
when  the  corn  is  perfectly  preserved,  diminish  the  value  of 
the  product  as  an  article  of  commerce,  and  show  that  it  is 
better  to  puncture  and  reseal  the  cans  during  the  process 
of  boiling. 

Looked  at  in  any  light,  it  is  clear  that  the  purpose  of  the 
invention  secured  by  the  second  patent,  as  evidenced  by 
the  language  of  the  description,  is  to  preserve  not  only  the 
farinaceous  elements  of  the  kernels,  but  also  the  milk  and 
juices  of  the  same  which  give  the  peculiar  aroma  or  flavor 
to  green  corn  when  cooked  for  the  table  in  the  usual  way, 
during  the  season  when  the  kernel  is  full,  but  before  the 
milk  and  juices  of  the  kernel  become  concrete,  as  in  ripe  corn. 

Beyond  all  doubt,  the  patented  process,  if  the  directions 
are  properly  followed,  will  accomplish  the  purpose  for 
which  it  was  invented,  and  will  enable  the  manufacturer  to 
preserve  the  kernels  of  the  green  corn,  with  all  the  milk 
and  juices  which  the  kernels  contain,  without  any  chemical 
or  other  change  except  what  is  produced  by  the  cooking, 
which  is  effected  by  putting  the  sealed  cans  containing  the 
kernels  with  their  milk  and  other  juices,  just  as  the  same 
were  removed  from  the  cob,  by  the  curved  and  gauged 
knife,  into  the  boiling  water  for  the  periods  specified  in  the 
description  of  the  specification. 
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Proof  to  that  effect,  of  the  most  satisfactory  character,  is 
exhibited  in  the  reccttd ;  and  the  fact  that  the  product  of 
the  patented  process,  to  the  extent  that  it  has  become 
known,  has  driven  the  product  of  all  other  processes  in- 
tended to  effect  a  like  result  out  of  the  market,  attests  its 
accuracy  and  truth.  Suffice  it  to  say,  that  the  remarks 
made  are  sufficient  to  explain  and  describe  what  the  inven- 
tions are  which  give  rise  to  the  present  controversy  ;  and, 
having  accomplished  that  purpose,  the  next  inquiry  is, 
whether  the  assignor  of  the  complainants  was  the  original 
and  first  inventor  of  the  respective  improvements. 

Examined  merely  in  the  light  of  the  pleadings,  the  affirm- 
ative of  the  issue  is  upon  the  complainants ;  but,  the  com- 
plainants having  introduced  the  respective  p*atents  in  ques- 
tion, the  rule  is  well  settled  that  the  burden  of  proof  is 
changed,  and  that  it  is  incumbent  upon  the  respondent  to 
show  by  satisfactory  i^roof  that  the  alleged  inventor  was 
not  the  original  and  first  inventor  of  the  respective  im- 
provements, as  they  have  alleged  in  their  answer. 

Ample  time  was  given  to  both  parties  in  the  Circuit 
Court  to  prepare  for  a  hearing,  and  the  respondents  at- 
tempted to  meet  the  issue  in  two  ways : 

3.  Suppose  it  be  true  that  the  assignor  of  the  complain- 
ants was  the  first  person  in  the  United  States  who  practised 
the  patented  process,  and  preserved  green  corn  even  in  tliat 
mode  of  operation ;  still  it  is  contended  that  the  alleged  in- 
ventor was  not  the  original  and  first  inventor  of  the  im- 
provement, because  the  process  had  been  previously  known 
and  used  in  a  foreign  country  ;  but  the  Circuit  Court  ruled 
and  determined  that  the  mere  previous  knowledge  or  use 
of  a  thing  patented  in  a  foreign  country  was  not  sufficient 
to  defeat  a  patented  invention  granted  under  the  Patent 
Act ;  that  no  evidence  of  the  kind  could  have  that  effect 
unless  it  appeared  that  the  same  invention  had  been  pre- 
viously patented  in  some  foreign  country,  or  been  described 
in  some  public  work,  anterior  to  the  supposed  discovery 
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thereof  here  by  the  alleged  inventor ;  that  it  is  well  settled 
law,  that  the  mere  introduction  of  a  foreign  patent  or  a  for- 
eign publication,  though  of  a  prior  date,  will  not  super- 
sede a  domestic  patent,  unless  the  description  of  specifica- 
tions or  drawings  contain  or  exhibit  a  substantial  repre- 
sentation of  the  patented  improvement  in  such  full,  clear, 
concise  and  exact  terms  as  to  enable  any  person  skilled  in 
the  art  or  science  to  which  the  invention  appertains,  to 
make,  construct  and  practice  the  invention  to  the  same 
practical  extent  as  he  would  be  enabled  to  do  if  the  infor- 
mation was  derived  from  a  prior  patent  issued  in  pursuance 
of  the  Patent  Act.  Seymour  v.  Osborne,  11  Wall.  565  [8 
Am.  &  Eng.  290]. 

Unable  to  controvert  those  propositions,  the  respondent 
next  refers  to  the  English  patent  granted  to  Durand,  and 
insists  that  it  supersedes  both  of  the  patents  of  the  assignor 
of  the  complainants.  His  patent  bears  date  the  30th  of 
August,  1810;  and  the  specification  states,  in  substance, 
that  he  incloses  the  food  or  articles  to  be  preserved  in  bot- 
tles, or  other  vessels  of  glass,  pottery,  tin  or  other  metals 
or  fit  materials,  and  closes  the  apertures  of  the  vessels  so 
as  completely  to  cut  oflf  and  exclude  all  communication 
with  the  external  air.  When  the  vessels  have  been  thus 
charged  and  well  closed,  he  places  them  in  a  boiler,  each 
separately  surrounded  with  straw  or  wrapped  in  coarse 
cloth,  or  otherwise  defended  from  striking  against  each 
other.  He  then  fills  the  boiler  so  as  to  cover  the  vessels 
with  cold  water,  and  gradually  heats  the  water  till  it  boils, 
and  continues  the  ebullition  for  a  certain  time,  which,  as 
he  says,  must  depend  upon  the  nature  of  the  substances 
and  other  obvious  circumstances. 

Vegetable  substances,  the  specification  states,  are  to  be 
put  into  the  vessels  in  the  raw  or  crude  state.  Animal  sub- 
stances are  to  be  partly  or  half  cooked,  although  these 
may  be  put  in  raw ;  and  he  adds  that  articles  thus  pre- 
pared may  be  kept  for  a  very  long  time  and  in  a  state  fit 
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for  use ;  and  no  doubt  is  entertained  that  unripe  corn  pre- 
pared in  that  way  may  be  kept  for  a  long  time,  as  it  is  evi- 
dent that  the  kernels  would  be  dried  by  the  heat,  but  they 
would  necessarily  cease  to  have  the  flavor  of  fresh  green 
corn  when  cooked  in  the  usual  way  for  table  use.  Conflr- 
mation  of  that  is  found  in  what  immediately  follows  in  the 
specification,  which  shows  that  the  patentee  also  claims 
the  application  of  heat  in  other  modes,  as  by  placing  the 
vessels  in  an  oven  or  a  stove,  the  effect  of  which,  beyond 
all  doubt,  would  be  to  dry  the  kernels,  and  make  it  neces- 
sary to  reboil  the  contents  of  the  vessel  in  order  to  fit  the 
f    same  for  table  use. 

Certain  vegetable  substances  may,  perhaps,  be  preserved  to 
advantagain  that  way  ;  but  it  is  clear  that  the  application 
of  high  heat  to  the  vessels  containing  green  corn,  unless  the 
kernels  were  surrounded  by  water  or  some  other  suitable 
liquid,  would  necessarily  dry  the  kernels,  and  render  them 
unfit  for  table  use  without  soaking  or  reboiling.  Doubtless 
the  term  *' vegetable  substances"  is  comprehensive  enough 
to  include  green  corn  ;  but  the  patentee,  in  enumerating  the 
articles  to  be  preserved,  does  not  mention  green  corn  ;  and, 
of  course,  the  specification  contains  nothing  to  indicate 
whether  the  kernels  are  or  are  not  to  be  removed  from  the 
cob  before  they  are  placed  in  the  bottles  or  other  vessels  ; 
or,  if  to  be  removed,  in  what  manner  the  removal  is  to  be 
effected ;  nor  whether  the  kernels  are  to  be  left  whole  or 
broken,  as  in  the  mode  of  operation  described  in  the  patents 
in  question. 

Corn  at  that  period  was  unknown  in  England,  and  it  is 
tiot  probable  that  the  patentee  had  ever  heard  of  such  an 
article,  and  it  does  not  appear  that  a  can  of  green  corn  has 
ever  been  preserved  in  that  mode  of  operation  to  the  pres- 
ent time.     Patented  inventions  must  be  described  so  that 

r 

those  skilled  in  the  art  or  science  may  be  able  to  make, 
construct  and  practice  the  same  ;  and  yet  it  is  plain  that  no 
amount  of  study  or  examination  of  the  foreign  specifica- 
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tion  would  ever  enable  any  person  to  preserve  green  com 
in  the  mode  of  operation  employed  by  the  assignor  of  the 
complainants. 

Study  it  as  you  will,  and  the  conclusion  must  be  that  the 
vegetable  substance,  whatever  it  may  be,  is  to  be  placed  in 
the  bottles  or  other  vessels  in  the  mw  or  crude  state,  with- 
out any  previous  preparation,  and  without  any  liquid  to 
prevent  the  substance  from  drying.  Indian  corn  on  the  cob, 
or  unbroken  kernels  of  green  corn,  cannot  be  preserved  in 
that  way  so  as  to  possess  any  commercial  value. 

Instead  of  packing  the  kernels  in  the  cans  in  their  crude 
state,  the  process  patented  by  the  assignor  of  thecomphiin- 
ants  directs  that  the  kernels  should  be  cut  from  the  cob  in 
a  way  which  leaves  the  coarser  part  of  the  hull  on  the  cob, 
and  breaks  open  the  kernels,  liberating  the  juices,  to  use 
the  language  of  the  patentee,  and  causing  the  milk  and 
other  juices  of  the  corn  to  flow  out  and  surround  the  ker- 
nels as  they  are  packed  in  the  catis,  in  such  a  mode  that 
the  milk  and  juices  of  the  kernels  form  the  liquid  in  which 
the  whole  is  cooked  when  the  sealed  cans  are  subjected  to 
the  bath  of  boiling  water.  Water  is  never  added  to  the 
mixture  to  be  preserved ;  nor  is  it  necessary,  as  the  liquid 
composed  of  the  milk  and  juices  of  the  kernels  is  sufficient 
to  prevent  the  heat  from  drying  the  vegetable  substance  to 
be  preserved ;  and,  if  water  should  be  added,  it  would 
dilute  the  milk  and  other  juices,  and  render  tlie  product 
insipid  and  valueless. 

Evidently  much  is  due  to  thatfeaturein  the  patented  mode 
of  operation  in  preserving  the  product  in  its  natural  state, 
and  causing  it  to  retain  the  sweetness,  peculiar  flavor  and 
natural  aroma  of  green  corn  fresh  gathered  from  the  field, 
and  boiled  in  the  usual  way  for  table  use.  Nothing  of  the 
kind  is  suggested  in  the  foreign  patent,  and  it  is  clear  that 
a  careful  comparison  of  the  description  of  the  complainants' 
patents  with  that  of  the  Durand  patent  fully  justifies  the 
opinion  of  the  learned  expert  examined  by  the  complain- 
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ants,  that  the  two  patented  processes  are  essentially  and 
substantially  unlike,  and  confirms  the  conclusion  already 
expressed,  that  persons  having  no  other  knowledge  of  the 
complainants'  process  than  what  they  cait  derive  from  pe- 
rusing the  specification  of  the  foreign  i^atent  would  never 
be  able  to  presei've  green  corn  by  the  complainants'  mode 
of  operation. 

Palpable  as  those  differences  are,  they  ought  not  to  be 
overlooked  in  determining  the  issues  between  these  parties. 
Meritorious  inventors  are  entitled  to  protection ;  and  the 
proofs  are  full  to  the  point  that  the  product,  manufactured 
by  the  process  of  the  complainants,  is  far  superior  to  that 
preserved  in  any  other  mode  ;  which,  beyond  all  question, 
is  the  cause  that  induced  the  respondent  to  abandon  other 
methods,  and  to  practice  the  patented  process  at  the  risk 
of  a  suit  for  infringement. 

Other  vegetables,  such  as  beets  and  carrots,  or  peas  and 
beans,  may  be  packed  in  cans  in  a  crude  state  under  the 
foreign  process,  as  they  retain  their  juices  and  may,  per- 
haps, be  tolerably  well  preserved  in  that  mode  of  operation 
if  entirely  secluded  from  the  atmosphere,  as  by  packing 
ripe  vegetables  in  hermetically  sealed  cans  ;  but  the  chem- 
ical composition  of  such  vegetables  is  very  different  from 
green  sweet  corn,  which  is  much  more  difficult  to  preserve 
in  its  natural  freshness  without  loss  of  its  peculiar  flavor 
and  aroma,  as  accomplished  by  the  complainants'  process. 
AVhen  the  kernels  are  cut  from  the  cob,  they  ai'e  opened, 
and  the  milk  and  other  juices  flow  out,  and  become  the 
liquid  in  which  the  kernels  are  to  be  cooked,  and  the  milk 
and  the  other  juices  become  a  constituent  part  of  the  veg- 
etable substance  to  be  preserved. 

Prompt  action  is  required  to  accomplish  the  object ;  for, 
if  the  mixture  is  exposed  to  the  air  for  any  considerable 
time  before  the  cans  are  filled,  the  chemical  relations  of  the 
constituents  will  be  changed,  and  the  whole  substance  will 
become  sour  and  unwholesome.    Exposure  to  heat,if  season- 
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process  described  in  the  foreign  patent ;  bnt  the  decisive 
answer  to  that  concession  is,  that  that  process  is  not  the  pro- 
cess of  the  complainants ;  and  the  product  preserved  in 
that  mode  of  operation  is  of  a  very  inferior  quality,  as  ap- 
pears by  the  concurrent  testimony  of  all  tlie  witnesses. 
Sweet  com  in  the  green  state  is  a  peculiar  substance,  differ- 
ing in  material  respects  from  any  other  cereal  or  vegetable 
used  for  food.  Its  constituents  are  such,  that  it  is  singu- 
larly susceptible  to  fermentation,  decomposition  and  change; 
more  so  than  any  other  vegetable  that  has  been  successfully 
preserved  in  hermetically  closed  vessels  for  any  consider- 
able length  of  time.  Such  liability  to  rapid  change  is  not 
due  to  any  one  particular  constituent,  but  to  the  presence 
of  several,  such  as  gluten,  sugar,  fat  and  starch  in  such 
proportions  as  are  calculated  to  promote  fermentation  and 
action  upon  each  other.  As  compared  with  sweet  peas,  for 
instance,  the  kernels  of  sweet  corn  are  much  more  delicate, 
and  liable  to  change,  as  they  contain  a  much  larger  propor- 
tion of  milk,  juice  or  sap,  which  itself  contains  more  sugar, 
starch  and  oil  than  the  juice  of  sweet  peas,  and  the  glutin- 
ous constituents  which  act  as  tbe  ferment  or  primary  cause 
of  change  are  much  more  active  in  the  juice  of  sweet  com 
than  in  that  of  sweet  peas. 

Equally  instructive  support  to  the  same  view  is  derived 
by  comparing  sweet  com  with  such  fruits  as  peaches,  as 
the  juice  of  the  peach  contains  no  oil  and  more  water  than 
the  com,  besides  other  differences  of  an  equally  important 
character ;  showing  that  such  fruits  as  peaches  are  much 
less  liable  to  ferment  than  sweet  com,  and  that  they  are 
much  more  easily  preserved. 

Examined  in  the  light  of  these  suggestions,  as  the  case 
should  be,  it  is  clear  that  the  mode  of  operation  described 
in  the  comj>lainants'  specification  differs  widely  from  every 
process  which  preceded  it,  and  that  it  effects  a  new  and 
highly  useful  result.  Wide  differences  in  the  mode  of 
operation  from  anything  which  it  is  proved  ever  existed 
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before  is  shown  in  every  descriptive  feature  of  the  com- 
plainants' specification  ;  and  so  palpable  and  marked  are 
those  differences,  that  it  would  create  astonishment  and 
surprise  if  any  competent  expert  can  be  found  who  would 
now  venture  to  testify  that  the  foreign  process  given  in 
evidence  is  the  same  as  that  practiced  by  the  complainants. 
Great  injustice,  in  my  opinion,  is  done  to  the  appellees 
in  this  case  ;  but  they  may  still  enjoy  the  satisfaction  to 
know,  that,  while  courts  of  justice  may  alter  the  names  of 
things,  they  cannot  change  the  things  themselves  without 
exercising  positive  invention  ;  nor  can  they  obliterate  the 
relation  between  cause  and  effect,  for  the  reason  that  the 
law  which  regulates  that  relation  is  irrepealable. 
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Patentability.  Conclusiveness  of  Commissioner's  decision.  Want 
of  invention.  Particular  patent  construed.  Invention,  Double 
■use.     Mechanical  skill.     Combination, 

1.  Under  Act  1836,  sec.  6,  no  one  is  entitled  to  a  patent  nnless  (1) 

be  has  discovered  or  invented  an  art,  machine,  or  manafac- 
tiire,  (2)  which  art,  machine,  or  manufacture  is  new,  (3)  which 
is  also  useful,  (4)  which  is  not  known  or  patented.  It  is 
not  sufficient  that  it  is  alleged  or  supposed,  or  even  adjudged 
by  some  officer  to  possess  these  requisites.  It  must  in  fact 
possess  them,  and  that  it  does  possess  them* the  claimant  must 
be  prepared  to  establish,  in  the  mode  in  which  all  other 
claims  are  established,  to  wit:  before  the  judicial  tribunals  of 
the  country,     (p.  390.) 

2.  The  decision  of  the  Commissioner  of  Patents  is  not  conclusive 

on  the  question  of  invention,  its  utility,  and  importance,  nov- 
elty and  prior  use.  His  decision  in  the  allowance  and  issue  of 
a  patent  creates  a  prima  faxyie  right  only  and  upon  all  ques- 
tions involved  therein  the  validity  of  a  patent  is  subject  to  the 
examination  of  the  courts,     (p.  391.) 

3.  The  defense  of  want  of  invention  is  provable,  when  it  exists 

under  any  general  denial  and  is  not  excluded  by  Act  1836, 
sea  15.     (p.  895.) 

4.  Letters   patent   No.   19,783,  H.  L.   Lipman,   March  30,  1858, 

Lead  Pencil  and  Eraser,  construed  to  be  for  a  combination 
consisting  in  the  application  of  a  piece  of  rubber  to  one  end  of 
the  same  piece  of  wood  which  makes  a  lead  pencil,  in  which 
no  effect  is  produced  or  result  follows  from  the  joint  use  of  the 
two,  and  held  wanting  in  patentable  invention,  (p.  396.) 
*  See  Ebcplanation  of  Notes,  page  III. 


Statement  of  the  case. 

5.  The  law  reqmrOB  more  tbau  a  cban^  of  form,  or  juztapositioa 

of  parte,  or  of  the  external  arrangemeiit  of  thiogB,  or  of  the 
order  in  which  they  are  used  to  give  patentability,     (p.  397.) 

6.  A  double  use  is  not  patentable,  nor  doea  its  cbedpnese  make  it 

80.     (p  397.) 

7.  Mechanical  skill  distingnisbed  from  invention.     It  ie  not  pat- 

entable.     (p.  397.) 

8.  A  oombinatioQ  to  be  patentable  must  produce  a  different  force, 

effect,  or  result  in  the  combined  forces  or  processes  from  that 
given  by  their  separate  parte.  There  must  be  a  new  result 
produced  by  their  uuioo  ;  if  not  so,  it  is  only  an  aggregation 
of  separate  elements,     (p.  398.) 

9.  Beissned  letters  patent.  No.  3,868,  J.  Reckendorfer,  March  1, 

1870,  original  patent  No.  36,851,  November  4,  186'2,  Lead 
Pencil,  keid  invalid  for  want  of  invention,     (p.  399.) 
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Hotclikissv.  Greenwood,  11  How.  248[.'i  Am.  &  Eng.  240].    p.  302. 
Stimpson  V.  Woodman,  10  Wall.  117  [8  Am.  *  Eng.  221].    p.  393. 
Hailes  v.  Van  Wormer,  20  Wall.  353.  [8  Am.  A  Eng.  840J.  pp.  393, 397. 
Rubber  Tip  Pencil  Co.  v.  Howard,  20  Wall.  49H.     [9  Am.  &  Eng. 

£90].    pp.  394,  S98. 
Smitli  V.  Nichols,  21  WuU.  112.    [9  Am.  &  Eng.  42ff|.    p.  894. 
Hicks  V.  Eelsey.  18  WhU.  670.     [9  Am.  &  Eng.  IBO].    p.  894. 
Seymourv.OBborne.il  Wall.  516.    [8  Am.  &  Eng.  290].    p.  394. 
(Curtis  Pat.  sec.  fiO.    p.  897. 
Curtis  Pat.  sees.  56,  78  b.    p.  397. 

Appeal  Irora  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 

The  case  is  stated  by  the  court. 

See  Tlie  Rubber  Tip  Pencil  Co.  v.  Howard,  87  IT.  S.  498, 
and  the  opinion  of  Mr.  Examiner  Clarke,  incorporated  in 
the  brief  of  Mr.  Betts  in  that  case. 

The  specifications  and  drawings  of  the  Lipman  patent 
and  of  tlie  ReckendorEer  reissue  are  as  follows: 
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H.  L.  LIPMAN.  PHILADELPHIA,  PA. 

Letters  Patent  No.   19,783.     Dated  March  30,  1858.     Extended 

March  30,  1872. 

The  schedule  referred  to  in  these  Letters  Patent,  and  making  part 

of  the  same. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Hymen  L.  Llpman,  of  Philadelphia, 
in  the  county  of  Philadelphia  and  State  of  Pennsylvania, 
have  invented  a  new  and  useful  Lead  Pencil  and  Eraser, 
and  I  do  hereby  declare  *  *  *  the  following  is  a  full, 
clear  and  exact  description  thereof,  reference  being  had  to 
the  accompanying  drawing,  and  to  the  letters  of  reference 
marked  thereon. 

I  make  a  lead  pencil  in  the  usual  manner,  reserving  about 
one-fourth  of  the  length,  in  which  I  makeagrooveof  suit- 
able size  A,  and  insert  in  this  groove  a  piece  of  prepared 
India-rubber  (or  other  erasive  substance)  secured  to  said 
pencil  by  being  glued  at  one  edge,  the  pencil  is  then  finished 
in  the  usual  manner,  so  that  on  cutting  one  end  thereof, 
you  have  the  lead  B,  and  on  cutting  at  the  other  end  you 
expose  a  small  piece  of  India-rubber  C,  ready  for  use,  and 
particularly  valuable  for  removing  or  erasing  lines,  figures, 
etc.,  and  not  subject  to  be  soiled,  or  mislaid  on  the  table  or 
desk. 

In  making  mathematical,  architectural  and  many  other 
kinds  of  drawings,  in  which  the  lines  are  very  near  each 
other  the  eraser  is  particularly  useful  as  it  may  be  sharp- 
ened to  a  point  to  erase  any  marks,  between  the  lines,  and 
should  the  point  of  the  rubber  become  soiled  or  inopera- 
tive from  any  cause,  such  cause  is  easily  removed  by  a  re- 
newed sharpening,  as  in  the  ordinary  lead  pencil. 

I  do  not  claim  the  use  of  a  lead  pencil  with  a  piece  of 
India-rubber  or  other  erasing  material  attached  at  one  end 
for  the  purpose  of  erasing  marks,  but 


statement  of  tbe  case. 

What  I  do  claim  as  my  inventioh,  and  desire  to  secnie 
by  letters  patent,  is  the  cumbiaalion  of  the  lead  and  India- 
rubber,  or  other  erasing  substance,  in  the  holder  of  adraw- 
ing  pencil,  the  whole  being  constructed  and  arranged  sub- 
etantially  in  the  manner  and  for  tbe  purposes  set  forth 
HYMEN  L.  LIPMAN. 
Witnesses : 

Lewis  A.  Lipman, 
John  P.  Chaelton. 


JOSEPH  RECKENDORFER,  OF  NEW"  YORK,  N.  Y. 

Letters  Patent  No.  36,854,  dat«d  November  4,  1862;   reiasue  No. 
3,863,  dated  March  1,  1870. 

Impbovkment  in  Pencils. 

The  schedule  referred  in  these  Letters  Patent  and  making  part  of 
tbe  same. 

To  all  whom  it  may  concern: 

Be  it  known  that  I,  Joseph  Reckendorfer,  of  New  York, 
in  the  county  and  State  of  New  York,  have  invented  a  cer- 
tain new  and  improved  Pencil ;  and  I  hereby  declare  the 
following  is  a  full  and  exact  description  of  the  same,  refer- 
ence being  had  to  the  accompanying  drawings,  in  which — 

Fig.  1  is  a  side  view  of  a  pencil  made  in  accordance  with 
my  invention ; 

Fig,  2,  a  longitudinal  section  ; 

Fig.  3,  a  cross-section  on  the  line  S  S ;  and 

Fig.  4,  a  cross-section  on  the  line  2  Z, 

My  invention  is  intended  to  provide  a  means  whereby 
articles  of  greater  size  or  diameter  than  the  lead  may  be 
securely  held  in  the  head  of  a  pencil  of  otherwise  ordinary 
or  suitable  construction,  without  making  the  body  of  the 
pencil  ciimbroas  or  inconvenient.     To  this  end. 
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My  invention  consists — 

First,  of  a  pencil  composed  of  a  wooden  sheath  and  lead 
core,  having  one  end  of  the  sheath  enlarged  and  recessed, 
to  constitute  a  receptacle  for  an  eraser  or  other  similar  ar- 
ticle, as  hereinafter  stated. 

Second,  of  a  pencil,  the  wooden  case  of  which  gradually 
tapers  from  its  enlarged  And  recessed  head  toward  its  oppo- 
site end  for  the  whole  or  a  portion  of  its  length,  as  herein- 
after set  forth. 

The  receptacle  for  the  eraser  or  other  article  is  formed  in 
the  head  without  too  much  weakening  the  wood,  owing  to 
the  form  of  the  sheath,  while  for  the  same  reason  the  end 
of  the  pencil  which  contains  the  ordinary  lead  is  not  cum- 
brous nor  clumsy,  but  can  be  readily  held  between  the 
fingers,  just  as  an  ordinary  pencil  is. 

In  the  drawings — 

A  is  the  wood  casing  of  the  pencil,  made  in  two  parts, 
and  glued  together  in  the  ordinary  manner,  but  made 
larger  at  one  end  than  at  the  other,  as  represented. 

This  casing  is  grooved  out  with  a  small  groove,  for  the 
reception  of  the  black-lead  or  plumbago  B,  as  usual,  but 
for  only  a  portion  of  its  length.  The  remainder,  at  the 
larger  end,  has  a  much  larger  groove  or  recess,  in  which 
the  India-rubber  C,  or  other  similar  article  to  be  therein 
held,  is  placed,  as  represented. 

Pencils  of  equal  size  throughout  have  been  heretofore 
made  with  a  slip  of  rubber  fitted  in  in  place  of  the  lead  at  one 
end,  but  such  pencils  have  not  become  of  any  considerable 
pi-actical  importance,  in  consequence  of  the  smallness  of 
the  rubber,  and  it  has  been  held  impracticable  to  make  the 
rubber  much  larger,  without  too  much  weakening  the  wood 
or  making  the  entire  pencil  thick  and  awkward  to  handle. 
'  By  my  invention  the  size  of  the  rubber  may  be  so  in- 
creased, while  that  of  the  lead  remains  the  same,  as  to  ren- 
der it  a  very  effective  eraser,  the  size  of  the  pencil  head  be- 
ing such  as  to  render  it  a  convenient  receptacle  for  a  rub- 
ber of  much  more  considerable  size  or  diameter  than  the  lead. 
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In  preparing  the  wood  portions  of  my  pencil,  I  prefer  to 
saw  the  material  into  tapering  slips,  lying  alternately  with 
the  ends  in  opposite  directions,  and  afterward  reduce  these 
pieces  to  the  required  form,  thus  economizing  material  as 
far  as  possible. 

I  make  the  exterior  of  my  improved  pencil  of  a  round, 
square,  hexagonal,  octagonal,  oval,  or  other  section,  as  may 
be  desired,  and  finish  it  in  any  style,  but  always  make  the 
head  of  a  larger  diameter  than  the  opposite  end. 

The  lead  and  rubber  may  also  be  of  any  desired  section, 
and  may  be  also  tapered,  if  preferred,  but  the  rubber  should 
always  be  the  larger,  and  I  prefer  the  uniform  section  of 
each,  as  represented. 

Any  other  erasive  material  may  be  substituted  for  the 
rubber  C  without  effecting  the  character  of  my  invention, 
or  a  crayon  or  lead  of  a  different  color  or  quality  may  be 
substituted  therefor,  if  desired.  Crayons  and  the  softer 
qualities  of  lead  require  a  larger  section  than  that  given  to 
the  part  B,  and  the  enlarged  head  of  the  pencil  will  receive 
them  equally  as  well  as  the  rubber. 

What  I  claim  as  new,  and  desire  to  secure  by  Letters 
Patent,  is — 

1.  A  pencil  composed  of  a  wooden  sheath  and  lead  core, 
having  one  end  of  the  sheath  enlarged  and  recessed,  to 
constitute  a  receptacle  for  an  eraser  or  other  similar  article, 
as  shown  and  set  forth. 

2.  A  pencil,  the  wooden  case  of  which  gradually  tapers 
from  its  enlarged  and  recessed  head  toward  its  opposite 
end,  for  the  whole  or  a  portion  of  its  length,  substantially 
as  shown  and  described. 

In  testimony  whereof  I  have  hereunto  affixed  my  hand , 
this  24th  day  of  December,  1869,  before  two  subscribing 
witnesses. 

JOS.  RECKENDORFER. 
Witnesses : 
A.  M.  Barker, 
Geo.  M.  King. 
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Argument  of  counsel. 

Messrs.  Edmund   Wetmore^  (7.  M,  Keller  and  0,   F. 
BlaJce^  for  appellant : 
The  appellant  contends : 

1.  That  the  patent  is  to  be  construed  as  one  for  a  new 
manufacture,  having  a  novel  combination  of  useful  quali- 
ties, and  novel  and  useful  peculiarities  of  structure,  as  a 
completed  article  ;  that » it  is  not  to  be  construed  as  a  pat- 
ent for  a  machine,  or  a  mere  combination,  in  the  technical 
sense  of  mechanical  devices. 

2.  That,  thus  construed  and  compared  with  every  article 
of  the  same  class  proved  to  have  been  previously  known  or 
used,  it  is  found  to  possess  the  following  useful  properties  : 
the  pencil  and  eraser  are  enclosed  in  a  sheath,  which  can 
be  cut  away  to  expose  fresh  portions  of  each,  as  required 
for  use ;  the  eraser  is  thus  preserved  and  lasts  as  long  as 
the  pencil,  instead  of  being  used  up  before  tlie  pencil,  as  is 
the  case  when  it  consists  of  the  attachment  of  a  mere  bit  of 
rubber ;  the  erasing  part  forms  a  really  effective  eraser  be- 
sides having  a  peculiar  adaptability  for  erasing  fine  lines, 
or  lines  close  together ;  the  common  sheath  or  handle  is  an 
economical  arrangement  of  space  whereby  the  whole  is 
made  compact,  and  in  shape  and  appearance  no  more  thqn 
an  ordinary  lead  pencil,  while  serving  the  double  purpose 
of  a  pencil  and  eraser ;  it  is  simple  and  can  be  cheaply 
made,  and  the  combined  implement  is  as  good  for  either 
the  purpose  of  erasing  or  marking  as  separate  implements 
intended  for  one  of  those  purposes  alone.  Some,  although 
not  all,  of  these  useful  properties  were  found  in  combined 
pencils  and  erasers  which  previously  existed ;  none  that 
previously  existed  had  all  of  these  properties  at  the  same 
time. 

Its  novel  and  useful  peculiarities  of  structure  consisted 
in  this:  a  common  sheath  or  handle,  so  modified  as  to 
its  interior  grooves  that  grooves  of  different  dimensions 
and  suitable  for  containing  materials  intended  for  oppo- 
site purposes  are  contained  in  the  same  sheath,  a  device 
80  far,  as  the  evidence  discloses,  new  in  itself.     A  modified 
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fonn  of  eraser,  so  that  part  of  it  shall  form  a  handle  for  a 
pencil,  and  a  modified  form  of  pencil,  so  that  part  of  it 
shall  form  a  handle  for  an  eraser  ;  such  an  organization  of 
two  se])arate  instraments  in  a  single  tool  that  certain  parts 
of  the  latter  shall  serve  a  double  porpoae,  are  devices  new 
in  their  application  to  pencils  and  erasers. 

a.  That  the  conception  of  the  application  of  these  devices 
to  uniting  pencils  and  erasers,  the  perception  of  the  pecu- 
liar utility  of  such  application,  the  embodiment  of  the  idea 
in  a  tangible  form,  proving,  which  could  not  be  actually 
known  until  so  proved ;  that  such  embodiment  would  be, 
in  every  respect,  practically  snccessful,  constitutes  true  in- 
vention. 

4.  That  this  conclusion  is  strengthened  by  two  circum- 
stances : 

(a)  However  obvious  the  application  of  devices  made  by 
Lipman  may  now  appear,  nevertheless  nobody  thought  of 
it  before,  although  the  useful  object  to  be  obtained  by  such 
application  was  an  object  of  attention.  Pencil  makers  had 
tried  and  were  trying  various  means  to  make  a  united  pen- 
cil and  eraser  ;  the  utility  and  value  of  a  united  pencil  and 
eraser  were  plainly  to  be  seen,  as  well  as  the  profit  to  be 
made  by  anyone  who  might  devise  a  simple  way  of  making 
such  articles,  so  that  they  might  be  manufactured  on  a 
large  scale  ;  yet  to  no  person  skilled  in  the  art  or  other- 
wise, occurred  the  idea  embodied  in  the  implement  made 
by  Lipman. 

(6)  The  great  utility  of  the  invention  has  been  proved  by 
its  being  the  foundation  of  a  new  kind  of  manufacture  and 
the  subject  of  a  large  public  demand.  This,  under  the  cir-  , 
cumstances  of  this  case,  is  a  strong  piece  of  evidence  to 
show  the  existence  of  a  genuine  invention.  Stanley  Works 
V.  Sargent,  8  Blatchf.  344. 

In  tha  nnBp   hfifnivi  thf  />nTTrf-.    tha  ntilitf  nt   T.inmQn'a  i-m- 
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V.  Van  Wormer,  20  Wall.  353  [9  Am.  &  Eng.  340]  ;  nor 
from  a  mere  variation  of  things  intended  to  be  variable  in 
nse,  as  in  Kay  v.  Marshall,  2  Web.  Pat.  Cas.  34,  84 ;  Cuii;. 
Pat.  sec.  69 ;  nor  from  mere  change  of  material,  as  in  Hotch- 
kiss  V.  Greenwood,  11  Ho^.  248  [6  Am.  &  Eng.  240] ;  nor 
from  mere  superiority  of  workmanship  ;  and  if  the  utility 
of  the  change  cannbt  be  attributed  to  any  of  these  causes, 
the  process  of  reasoning  by  exclusion  leads  plainly  to  the 
conclusion  that  utility  was  due  to  the  presence  of  actual 
invention. 

It  is,  therefore,  claimed  that  it  was  error  to  hold  that 
Lipman's  was  not  a  true  invention.  This  conclusion  is  for- 
tified by  authority. 

Numerous  patents  have  been  granted  and  sustained  for 
articles  of  manufacture,  including  patents  for  the  union  of 
two  tools  in  one  implement,  upon  the  principles  above  laid 
down. 

Matter  of  Lipman,  1  Off.  Ga^.  304 ;  Penn.  Salt  Mfg.  Co. 
tj.  Thomas,  5  Fish.  148 ;  Same  v.  Gugenheim,  3  Fish.  423 ; 
Robertson  v,  Secombe  Mfg.  Co.,  6  Fish.  268 ;  Masury  v. 
Anderson,  6  Fish.  467 ;  Barnes  v.  Straus,  5  Fish.  631 ;  Put- 
nam V.  Hickey,  6  Fish.  334  ;  Masury  v,  Tiemann,  8  Blatchf. 
429  ;  Arkell  v,  Hurd  Pap.  Bag  Co.,  7  Blatchf.  476 ;  R.R. 
Co.  V.  Dubois,  12  Wall.  47  [8  Am.  &  Eng.  433] ;  Hawes  t?. 
Washbume,  6  Off.  Gaz.  491 ;  Grosjean  v.  Peck,  etc.  Co., 
11  Blatchf.  64;  Welling  ©.  Rubber,  etc.  Co.,  7  Off.  Gaz. 
606  ;  Re  Lehman,  Com.  Dec,  1870,  p.  70 ;  Many  v,  Jagger, 
1  Blatchf.  372 ;  Monce  v.  Adams,  7  Off.  Gaz.  177 ;  Sher- 
man's  Appeal,  7  Off.  Gaz.  1064 ;  Culp's  Appeal,  6  Off.  Gaz. 
427 ;  Piatt  v,  U.  S.,  etc.  Co.,  1  Off.  Gaz.  624 ;  Matter  of 
Wachs  ,  8  Off.  Gaz.  907. 

Messrs.  John  8.  Washburn  and  Oeorge  Oifford^for 
appellee : 

It  is  submitted  that  the  alleged  invention,  shown  in  the 
Lipman  and  Reckendorfer  patent  is  not  patentable. 

As  already  argued,   what  is   shown  and  described  is 
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merely  the  aggregation  in  the  wooden  holder  of  a  drawing 
pencil  made  in  the  nsual  manner,  at  the  respective  ends  of 
its  central  groove  of  the  marker  of  lead  and  eraser  of  India- 
rnbber,  or  other  erasing  material ;  in  other  words,  as  shown 
by  defendant's  expert,  the  aggregation  in  a  common  han- 
dle of  two  instruments :  a  lead  pencil  and  an  eraser,  with- 
out any  reciprocal  or  co-operative  action  or  operation, 
neither  being  modified  by  being  so  united ;  in  fact,  noth- 
ing being  accomplished  save  a  convenient  juxtaposition. 

That  such  a  mere  aggregation  is  not  properly  a  combina- 
tion in  the  sense  of  the  patent  law,  nor  patentable  as  such, 
may  now  be  considered  well  settled,  by  adjudications  in 
this  court,  in  circuit  courts  and  in  the  Patent  Office,  to 
which  it  is  only  necessary  to  refer,  and  in  many  of  which 
the  aggregation  involved  was  analogous,  in  every  respect, 
to  that  shown  in  the  present  case. 

Hailes  v.  Van  Wormer,  7  Blatchf.  443 ;  affirmed  by  this 
court;  Sawyer  n,  Bixby,  U.  S.  C.  C,  Southern  District  N. 
Y.,  1  Off.  Gaz.  165 ;  Gallahue  v,  Butterfield,  Southern  Dis- 
trict N.  Y.,  2  Oflf.  Gaz.  645;  Sarven  v.  Hall,  U.  S.  C.  C, 
District  of  Conn.,  1  OflF.  Gaz.  437;  Dane  v.  Chicago  Mfg. 
Co.,  Bk.  23,  L.  ed.  82  [9  Am  &  Eng.  646] ,  7  Off.  Gaz.  924 ; 
Stimpson  v.  Woodman,  10  Wall.  117  [8  Am.  &  Eng.  221] ; 
Bean  v.  Smallwood,  2  Story,  408;  Winans  v.  R.  R.  Co.,  2 
Story,  412  ;  Hotchkiss  v.  Greenwood,  11  How.  248  [5  Am. 
&  Eng.  240]  ;  Ex  parte  Van  Wagemen  Co.,  1  Off.  Gaz.  89  ; 
Monce  v.  Adatns,  1  Off.  Gaz.  1 ;  Ex  parte  Prindle,  1  Off.  Gaz. 
404 ;  Ex  parte  La  Due,  1  Off.  Gaz.  549  ;  Morse's  Appeal,  3 
Off.  Gaz.  468;  Baker's  Appeal,  4  Off.  Gaz.  156;  Castle's 
Appeal,  1  Off.  Gaz.  179. 

In  Union  Paper  Collar  Co.  ?5.  Van  Deusen  (p.  156  ante)^  7 
Off.  Gaz.  919,  in  this  court,  Justice  Clifford,  delivering 
the  opinion,  said : 

*' Nothing  short  of  invention  or  discovery  will  support  a 
patent  for  manufacture,  any  more  than  for  an  art,  machine 
or  composition  of  matter,  for  which  proposition  there  is 
abundant  authority  in  the  decisions  of  this  court,"  citing 
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Hotchkiss  V.  Greenwood,  11  How.  265  [5  Am.  &  Eng.  240]; 
Phillips  V,  Page,  24  How.  167  [7  Am.  &  Eng.  97] ;  Jones 
V.  Morehead,  1  Wall.  162  [7  Am.  &  Eng.  165]  ;  Stimpson 
V.  Woodman,  10  Wall.  121  [8  Am.  &  Eng.  221]. 

And  see,  Glue  Co.  v.  Upton,  6  Off.  Gaz.  840 ;  Adams'  Ap- 
peal, 3  OflF.  Gaz.  150 ;  Diaper  v,  Hudson,  Shepley,  J.,  3 
Off.  GHaz.  364;  Union  Paper  Collar  Co.  ?;.  Vnn  Deusen, 
Blatchf.,  J.,  2  Off.  Gaz.  361 ;  Jerome's  Appeal,  Com.  Dec, 
3  Off.  Gaz.  64;  Wattle's  Appeal,  Com.  Dec,  3  Off.  Gaz. 
291 ;  Beach's  Appeal,  Com.  Dec,  3  Off.  Gaz.  607, 

Mr.  Justice  Hunt  delivered  the  opinion  of  the  court : 

This  is  an  appeal  from  a  decree  of  the  United  States  Cir- 
cuit Court  for  the  Southern  District  of  New  York,  dismiss- 
ing the  bill  of  complaint,  which  was  filed  to  restrain  the 
infringement  by  the  resi)ondent  of  certain  letters  patent 
and  for  an  accounting  and  damages. 

These  patents  relate  to  the  manufacture  of  combined  pen- 
cils and  erasers. 

1.  The  first,  No.  19,783,  was  granted  to  Hymen  L.  Lip- 
man,  March  30,  1858  ;  and  was  extended  for  a  further  term 
of  seven  years  from  the  30th  of  March,  1872. 

The  material  parts  of  the  specification  are  as  follows : 

"I  make  a  lead  pencil  in  the  usual  manner,  reserving 
about  one-fourth  of  the  length,  in  which  I  make  a  gi'oove 
of  suitable  size.  A,  and  insert  in  this  groove  a  piece  of  pre- 
pared India-rubber  (or  other  erasive  substance),  secured  to 
said  pencil  bj^  being  glued  at  one  edge.  The  pencil  is  then 
finished  in  the  usual  manner  ;  so  that,  on  cutting  one  end 
thereof,  you  have  the  lead,  B^  and  on  cutting  at  the  other 
end  you  expose  a  small  piece  of  India-rubber,  C,  ready  for 
use,  and  particularly  valuable  for  removing  or  erasing  lines, 
figures,  etc.,  and  not  subject  to  be  soiled,  or  mislaid  on  the 
table  or  desk. 

In  making  mathematical,  architectural,  and  many  other 
kinds  of  drawings,  in  which  the  lines  are  very  near  each 
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other,  the  eraser  is  particularly  useful,  ns  it  may  be  sharp- 
ened to  a  point  to  erase  any  marks  between  the  lines  ;  and 
should  the  point  of  the  rubber  become  soiled  or  inoiwra- 
tive  from  any  cause,  such  cause  is  easily  removed  by  a  re- 
newed sharpening,  as  in  the  ordinary  lead  pencil." 

The  claim  is  ;is  follows: 

"  I  do  not  claim  the  use  of  a  lead  pencil  with  a  piece  of 
India-rubber,  or  other  erasing  material,  attached  at  one  end 
for  the  purpose  of  erasing  marks  ;  but  what  I  do  claim  as 
ray  invention,  nnd  desire  to  secure  by  letters  patent,  is  the 
combination  of  the  lead  and  India-rubber,  or  other  erasing 
substance,  in  the  holder  of  a  drawing-pencil,  the  whole 
being  constructed  and  arranged  substantially  in  the  manner 
and  for  the  purposes  set  forth." 
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its  opposite  end  for  the  whole  or  a  portion  of  the  length,  as 
hereinafter  set  forth. 

*'The  receptacle  for  the  eraser  or  other  article  is  formed 
in  the  head,  without  too  much  weakening  the  wood,  owing 
to  the  form  of  the  sheath  ;  while,  for  the  same  reason,  the 
end  of  the  pencil  which  contains  the  ordinary  lead  is  not 
cumbrous  nor  clumsy,  but  can  be  readily  held  between  the 
fingers,  just  as  an  ordinary  pencil  is." 

Having  thus  described  his  invention,  Reckendorfer 
claims : 

''1.  A  pencil  composed  of  a  wooden  sheath  and  lead 
core,  having  one  end  of  the  sheath  enlarged  and  recessed  to 
constitute  a  receptacle  for  an  eraser,  or  other  similar  article, 
as  shown  and  set  forth. 

'*2.  A  pencil,  the  wooden  case  of  which  gradually  tapers 
from  its  enlarged  and  recessed  head  towards  its  opposite 
end  for  the  whole  or  a  portion  of  its  length,  substantially 
as  shown  and  described." 

The  points  we  propose  here  4;o  discuss  are  two  : 

First.  Is  the  article  patented  by  the  plaintiff  and  his 
assignor,  and  for  the  infringement  of  which  patent  this 
action  is  brought,  a  patentable  invention  within  the  laws 
of  the  United  States  ? 

Second.  Is  it  within  the  power  of  the  courts  to  examine 
and  determine  this  question  ?  oris  the  decision  of  the  Com- 
missioner of  Patents,  when,  by  issuing  a  patent,  he  decides 
that  the  invention  is  patentable,  final  and  conclusive  on 
the  point  ? 

The  plaintiff  contends  that  the  decision  of  the  Commis- 
sioner is  conclusive  upon  the  point  of  invention  ;  and  that 
the  question,  as  distinct  from  that  of  want  of  novelty,  is 
one  not  open  to  the  judgment  of  the  court.  In  the  natural 
order  of  things,  this  question  is  the  first  one  to  be  exam- 
ined ;  for,  if  it  shall  appear  that  the  contention  of  the 
plaintiff  is  correct  in  this  respect,  the  question  in  regard  to 
the  patentability  of  the  instrument  now  before  us  will  not 
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arise.  The  point  will  have  been  decided  for  us,  and  by  a 
controlling  authority. 

The  '*  Act  to  Revise,  Consolidate  and  Amend  the  Statutes 
Relating  to  Patents  and  Copyrights"  passed  July  4,  1836, 
5  Stat,  at  L.  118,  is  the  act  regulating  this  case. 

By  the  6th  section  thereof  it  is  enacted,  *'That  any  per- 
son having  invented  or  devised  any  new  and  useful  art, 
machine,  manufacture,  or  composition  of  matter,  not  known 
or  used  by  others  before  his  invention  or  discovery  thereof, 
and  not  at  the  time  of  his  application  for  a  patent  in  pub- 
lic use,  or  on  sale  with  his  consent  or  allowance  as  the  in- 
ventor or  discoverer,  and  shall  desire  to  obtain  an  exclusive 
property  therein,  may  make  application  in  writing  to  the 
Commissioner,  exi)ressing  such  desire ;  and  the  Commis- 
sioner, on  due  proceedings  had,  may  grant  a  patent  there- 
for. *  *  *  He  shall  make  oath  that  he  believes  hini- 
self  to  be  the  first  inventor  or  discoverer  thereof,  and  that 
he  does  not  know  or  believe  that  the  same  has  ever  before 
been  used." 

Looking  at  this  section  alone,  it  may  be  safely  said  no 
one  is  entitled  to  a  patent  unless,  (1)  he  has  discovered  or 
invented  an  art,  machine  or  manufacture;  (2)  which  art, 
machine  or  manufacture  is  new  ;  (3)  which  is  also  useful ; 
(4)  which  is  not  known  or  patented  as  therein  mentioned. 
It  is  not  sufficient  that  it  is  alleged  or  supposed,  or  even 
adjudged,  by  some  officer,  to  possess  these  requisites.  It 
must,  in  fact,  possess  them  ;  and  that  it  does  possess  them 
the  claimant  must  be  prepared  to  establish,  in  the  mode  in 
which  all  other  claims  are  established ;  to  wit,  before  the 
judicial  tribunals  of  the  country. 

The- 7th  section  of  the  act  (p.  120)  provides,  that  on  the 
filing  of  any  such  application,  etc.,  and  the  payment  of  the 
duty  required  by  law,  the  Commissioner  shall  make,  or 
cause  to  be  made,  an  examination  of  the  alleged  new  in- 
vention or  discovery  ;  and  if  on  such  examination,  it  shall 
not  appear  to  the  Commissioner  that  the  same  has  been  in- 
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vented  or  discovered  by  any  other  i)erson  in  this  country 
prior  to  the  alleged  discovery,  or  patented  or  described  in 
any  foreign  pablication,  or  been  in  public  use,  or  on  sale 
with  the  consent  of  the  applicant,  and  if  he  shall  be  of  the 
opinion  that  the  same  is  sufficiently  useful  and  important, 
the  Commissioner  shall  issue  a  patent  therefor. 

Before  the  Commissioner  is  authorized  to  issue  a  patent, 
it  must  appear  to  him  that  the  claimant  is  justly  entitled 
to  a  patent ;  /.  e.y  that  his  art,  machine  or  manufactare, 
possesses  all  the  qualities  before  mentioned.  The  Com- 
missioner must  also  be  satisfied,  that,  if  it  possesses  these 
qualities,  it  is  sufficiently  useful  and  sufficiently  important 
to  justify  him  in  investing  it  with  the  prima  facie  respect 
arising  from  the  governmental  approval.  These  restric- 
tions are  wise  and  prudent ;  are  intended  to  secure  at  least 
a  probable  advantage  to  those  who  deal  with  the  favorites 
of  the  government ;  for  they  may  justly  be  so  termed  who 
receive  the  exclusive  right  of  making  or  using  or  vending 
particular  arts  or  improvements. 

It  is  nowhere  declared  in  the  statute  that  the  decision  of 
the  Commissioner,  as  to  the  extent  of  the  utility  or  import- 
ance of  the  improvement,  shall  be  conclusive  upon  that 
point ;  but,  in  the  section  just  quoted,  it  is  placed  in  the 
same  category  with  the  want  of  novelty  and  the  other  re- 
quisites of  the  statute;  and  it  is  expressly  conceded  by 
the  appellant  that  the  judgment  of  the  Commissioner  on 
the  question  of  novelty  is  not  conclusive,  but  that  that 
point  is  open  to  examination.  On  that  subject  the  practice 
of  the  courts  is  uniform  in  holding  it  to  be  subject  to  in- 
quiry. 

The  plaintiflfs  counsel,  in  his  brief,  put  his  argument  in 
this  form  :  "The  Commissioner  then  passes  on  these  ques- 
tions :  (1)  Did  the  applicant  himself  make  the  invention  \ 
This  question  is  settled  by  his  oath.-'  This  is  true  to  the 
the  extent  and  for  the  purpose  of  issuing  a  patent,  and  to 
this  extent  only.     When  the  patentee  seeks  to  enforce  his 
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patent,  he  is  liable  to  bo  defeated  by  proof  that  he  did  not 
make  the  invention.  The  judgment  of  the  Commissioner 
does  not  protect  him  against  the  effect  of  such  evidence. 

(2)  The  counsel  says:  "Was  the  invention  new?  This 
question  is  solved  by  the  examination  required  by  tlie  act." 
To  the  same  extent  only.  Tlie  defense  of  want  of  novelty 
is  set  up  every  day  in  the  courts,  and  is  determined  by  the 
court  or  the  jury  as  a  question  of  fact  upon  the  evidence 
adduced,  and  not  upon  the  certificate  of  the  Commissioner. 

(3)  The  counsel  says  again,  "Is  the  invention  suJEciently 
useful  and  important?  This  the  Commissioner  settles  for 
himself  by  the  use  of  his  own  judgment.  It  is  a  question 
of  official  judgment."  These  questions  are  all  questions 
of  official  judgment,  and  are  all  settled  by  the  judgment 
of  the  Commissioner.  His  judgment  goes  to  the  same 
extent  upon  each  question.  He  determines  and  de- 
cides for  the  purpose  of  issuing  or  refusing  a  patent. 
When  the  patent  is  sought  to  be  enforced,  the  questions, 
and  each  of  them,  are  open  to  judicial  examination.  We 
see  many  reasons  why  all  the  questions  of  invention,  nov- 
elty, and  prior  use,  should  be  open  to  examination  in  each 
case ;  and  such  we  believe  to  be  the  course  of  the  autho- 
rities, and  practice  of  the  courts. 

A  reference  to  some  of  the  most  recent  cases,  and  to 
those  decided  by  this  Court,  will  be  sufficient.  A  review  of 
all  the  cases  in  this  court,  and  the  various  circuit  courts 
where  this  question  has  been  alluded  to,  will  not  be  pro- 
fitable. 

In  Hotchkiss  v.  Greenwood,  11  How.  248  [5  Am.  &  Eng. 
240],  a  patent  had  been  granted  for  a  "  new  and  useful  im- 
provement in  making  door  and  other  knobs,  of  all  kinds  of 
clay  used  in  pottery  and  of  r<^rcelain,"  by  having  the 
cavity  in  which  the  screw,  or  shank,  is  inserted,  by  which 
they  are  fastened,  largest  at  the  bottom  of  its  depth,  in 
form  of  a  dovetail,  and  a  screw  formed  therein  by  pouring 
in  metal  in  a  fused  state.     The  precise  question  argued  in 
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this  court  and  decided,  was  of  the  patentability  of  this  in- 
vention, and  it  was  held  not  to  be  patentable.  The  only 
thing  claimed  as  new,  was  the  substitution  of  a  knob  made 
of  clay  or  porcelain  for  one  made  of  wood.  This,  it  was 
said,  might  be  cheaper  or  better ;  but  it  was  not  the  sub- 
ject oj  a  patent.  The  counsel  for  the  defendants,  in  their 
points,  there  say :  ''  The  court  now  is  called  upon  to  decide 
whether  this  patent  can  be  sustained  for  apjUying  a  well 
known  material  to  a  use  to  which  it  had  not  before  been  ap- 
plied, without  any  new  mode  of  using  the  material,  or  any 
new  mode  of  manufacturing  the  article  sought  to  be  cov- 
ered by  the  patent."  Mr.  Justice  Nelson  delivered  the 
opinion  of  the  court  to  the  effect  already  stated.  Mr. 
Justice  Woodbury  dissented,  not  upon  the  question  of 
the  power  of  the  court  to  pass  upon  the  validity  of  the  pat- 
ent, but  rather  in  regard  to  the  manner  in  which  the  facts 
were  submitted  to  the  jury. 

In  Stimpson  v.  Woodman,  10  Wall.  117  [8  Am.  &  Eng. 
221],  it  was  decided  that  the  engraving  or  stamping  of  the 
figure  upon  the  surface  of  a  roller  for  pebbling  leather  by 
pressure,  where  the  use  previously  had  been  of  a  smootli 
roller,  required  no  invention  ;  that  it  was  a  change  involv- 
ing mechanical  skill  merely,  and  not  patentable.  Mr.  Jus- 
tice Clifford  dissented  from  the  majority  of  the  court,  but 
expressly  says  that  the  question  of  patentability  is  for  the 
decision  of  the  jury,  and  not  for  the  court,  upon  a  bill  of 
exceptions.  The  majority  of  the  court  held  that  the  ques- 
tion could  be  considered  upon  a  bill  of  exceptions  ;  and  no 
one  claimed  that  the  decision  of  the  Commissioner  con- 
cluded the  question. 

In  Hailes  v.  Van  Wormer,  20  Wall.  353  [9  Am.  &  Eng. 
340],  the  question  of  the  patentability  of  certain  improve- 
ments in  stoves,  was  largely  discussed  in  this  court  upon 
appeal  from  the  Circuit  Court  for  the  Northern  District  of 
New  York.  It  was  held  that,  if  a  new  combination  pro- 
duces new  and  useful  results,  it  is  patentable,  though  all 
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the  constituents  of  the  combinatiori  were  known  and  in  use 
previous  to  the  combination ;  but  the  results  must  be  the 
product  of  the  combination,  not  a  mere  aggregate  of  several 
results,  each  the  complete  product  of  one  of  the  combined 
elements.  It  was  held  that  the  facts  there  present  did  not 
create  a  compliance  with  this  principle ;  and  the  judg- 
ment, that  the  plaintiffs  bill  be  dismissed,  was  affirmed. 

In  Rubber  Tip  Pencil  Co.  v.  Howard,  20  Wall.  498  [9  Am. 
&  Eng.  390],  the  same  principle  was  affirmed.  In  deliver- 
ing the  opinion,  the  Chief  Justice  says:  ''The  question 
which  naturally  presents  itself  for  consideration  at  the 
outset  of  this  inquiry  is,  whether  the  new  article  of  manu- 
facture claimed  as  an  invention  was  patentable  as  such  ;  if 
not,  there  is  an  end  of  the  case,  and  we  need  not  go  further." 
He  makes  a  careful  examination  of  the  claim,  and  con- 
cludes that  there  is  nothing  patentable  in  the  character  of 
the  invention.  The  decree  of  the  court  below  dismissing 
the  bill  was  unanimously  affirmed  upon  that  ground. 

In  Smith  t.  Nichols,  21  Wall.  115  [9  Am.  &  Eng.  425],  an 
elaborate  opinion  to  this  same  effect  was  delivered  by  Mr. 
Justice  SwAYNE,  and  (•on(^urred  in  unanimously  by  the 
court.  The  only  question  discussed  is  the  patentability  of 
the  invention. 

Hicks  V.  Kelsey,  18  Wall.  670  [9  Am.  &  Eng.  150],  is  a 
similar  case.  To  this  rule,  the  case  of  Seymour  v.  Osborne, 
11  Wall.  616  [8  Am.  &  Eng.  290],  cited  by  the  defendant, 
is  no  exception.  The  remarks  there  made  are  chiefly  upon 
the  subject  of  reissues,  and  are  in  accordance  with  the  prin- 
ciples above  set  forth.  Even  as  to  reissues,  their  conclu- 
siveness is  limited  to  questions  of  fact,  and  is  accompanied 
by  the  statement  that  they  arere-examinable  in  court,  when 
it  is  apparent  upon  the  face  of  the  patent  that  the  Com- 
missioner has  exceeded  his  authority,  or  There  is  such  a 
repugnance  between  the  old  and  the  new  patent  that  it 
must  be  held  as  a  matter  of  legal  construction  that  the  new 
patent  is  not  for  the  same  invention  as  that  embraced  and 
secured  in  the  original  patent.     Pp.  543,  544. 
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We  do  not  attach  much  significance  to  the  fact  that  the 
15th  section  of  the  act  of  1836  allows  the  defendant  to 
plead  the  g^eral  issue,  and  to  give  in  evidence,  upon  thirty 
days'  notice,  special  matter  tending  to  prove  the  various 
matters  therein  referred  to.  The  statute  in  that  respect 
was  intended  to  create  an  easy  system  of  pleading,  and 
to  relieve  from  any  doubt  the  admissibility  in  that  form 
of  the  defenses  specified.  The  argument,  that  because 
permission  is  given  to  prove  under  the  general  issue,  that 
the  Bpecification  does  not  contain  the  whole  truth,  or 
that  it  intentionally  and  deceitfully  contains  too  much,  or 
that  the  patentee  was  not  the  first  discoverer,  or  that  it  had 
been  in  prior  use,  it  follows  that  proof  that  there  is  no  in- 
vention or  discovery  at  all,  or  that  the  invention  has  no  im- 
portance, cannot  be  made,  is  quite  nnsound.  Proof  that 
there  is  no  invention  or  discovery  strikes  at  the  root  of  the 
whole  claim.  The  patent  is  based  on  an  affirmative  fact,  of 
which  this  is  the  direct  negative.  It  needed  no  statute  to 
aid  or  justify  this  defense.  It  is  provable  when  it  exists 
under  any  general  denial,  like  the  fact  of  not  guilty  or  non 
assumpsit  in  cases  where  guilt  or  a  promise  is  first  to  be 
established. 

Upon  the  proposition  that  the  decision  of  the  Commis- 
sioner on  the  question  of  invention,  its  utility  and  im- 
portance, is  conclusive,  and  that  the  same  is  not  open  to 
examination  in  the  courts,  we  are  unanimously  of  the  opin- 
ion that  the  proposition  is  unsound.  His  decision  in  the 
allowance  and  issue  of  a  patent  creates  a  prima  facie  right 
only ;  and,  upon  all  the  questions  involved  therein,  the 
validity  of  the  patent  is  subject  to  an  examination  by  the 
courts. 

We  come,  then,  to  the  question :  does  the  article  pat- 
ented by  Lipman,  and  improved  by  Reckendorfer,  involve 
an  invention?  or  is  it  a  product  of  mechanical  skill  or  a 
construction  of  convenience  only? 

The  article  presented  is  for  the  performance  of  mechan- 
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ical  operations,  to  produce  mechanical  results,  and  is  a  me- 
chanical instrument  as  much  as  a  brush,  a  pen,  a  stamp,  a 
knife,  a  file  or  a  screw.  Whether  it  is  stvled*  a  manufac- 
ture,  a  tool  or  a  machine,  it  is  an  instrument  intended  to 
X^roduce  a  useful  mechanical  result ;  and  the  question  pre- 
sents itself:  does  it  embody  any  new  device,  or  any  com- 
bination of  devices  producing  a  new  result? 

In  the  first  place,  what  is  not  claimed  by  the  specifica- 
tion of  Lipman  is  to  be  observed.  "I  do  not  claim," 
he  says,  "  the  use  of  a  lead  pencil  with  a  piece  of  rubber  at- 
tached at  one  end."  Of  course  he  does  not  claim  a  lead  pencil 
as  his  invention,  nor  the  use  of  a  strip  of  India-rubber  for 
erasure.  Each  of  these  articles  had  been  in  long  and  general 
use.  But  he  claims  as  his  invention  '*  the  combination  of 
the  lead  and  India-rubber  in  the  holder  of  a  drawing-pen- 
cil," in  the  manner  set  forth.  There  is  nothing  peculiar  in 
the  manner  set  forth.  The  claim  is  simply  of  the  combi- 
nation of  the  lead  and  India-rubber  in  the  holder  of  a  draw- 
ing-pencil ;  in  other  words,  the  use  of  an  ordinary  lead- 
pencil,  in  one  end  of  which,  and  for  about  one-fourth  of 
its  length,  is  inserted  a  strip  of  India  rubber,  glued  to  one 
side  of  the  pencil.  The  pencil  is  to  be  made  in  the  "  usual 
manner :"  i.e.^  he  takes  an  ordinary  lead  pencil,  and  in  this 
he  makes  *'a  groove  of  suitable  size,"  giving  no  idea  of 
what  he  deems  a  suitable  size ;  and  in  this  groove  he  inserts 
a  piece  of  prepared  India-rubber,  which  is  glued  to  one 
edge  of  the  pencil.  "The  pencil  is  then  finished  in  the 
usual  manner ;  so  that,  in  cutting  one  end  thereof,  you 
have  the  lead,  5,  and  on  cutting  the  other  end  you  expose 
a  small  piece  of  India-rubber,  (7,  ready  for  use."  It  is 
evident  that  this  manner  of  making  or  applying  the  instru- 
ment gives  no  aid  to  the  patent.  It  must  rest  where  the 
patentee  claims  to  place  it ;  that  is,  on  the  combination. 

This  combination  consists  only  of  the  application  of  a 
piece  of  rubber  to  one  end  of  the  same  piece  of  wood 
which  makes  a  lead-pencil.     It  is  as  if  a  patent  should  be 
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granted  for  an  article,  or  a  manufacture,  as  the  patentee 
prefers  to  term  it,  consisting  of  a  stick  twelve  inches  long, 
on  one  end  of  which  is  an  ordinary  hammer,  and  on  the 
other  end  is  a  screw-driver  or  a  tack- drawer,  or,  what  you 
will  see  in  use  in  every  retail  shop,  a  lead-pencil,  on  one 
end  of  which  is  a  steel  pen.  It  is  the  case  of  a  garden  rake, 
oh  the  handle  end  of  which  should  be  placed  a  hoe,  or  on 
the  other  side  of  the  same  end  of  which  should  be  placed  a 
hoe.  In  all  these  cases  there  might  be  the  advantage  of 
carrying  about  one  instrument  instead  of  two,  or  of  avoid- 
ing the  liability  to  loss  or  misplacing  of  separate  tools.  The 
instruments  placed  upon  the  same  rod  might  be  more  con- 
venient for  use  than  when  used  separately.  Each,  how- 
ever, continues  to  perform  its  own  duty,  and  nothing  else. 
No  effect  is  produced,  no  result  follows,  from  the  joint  use 
of  the  two. 

A  handle  in  common,  a  joint  handle,  does  not  create  a 
new  or  combined  operation.  The  handle  for  the  pencil 
does  not  create  or  aid  the  handle  for  the  eraser.  The  handle 
for  the  eraser  does  not  create  or  aid  the  handle  for  the  pen- 
cil. Each  has  and  each  requires  a  handle  the  same  as  it 
Jiad  and  required,  without  reference  to  what  is  at  the  other 
end  of  the  instrument ;  and  the  operation  of  the  handle  of 
and  for  each  is  precisely  the  same,  whether  the  new  article 
is  or  is  not  at  the  other  end  of  it.  In  this  and  the  cases 
supposed  you  have  but  a  rake,  a  hoe,  a  hammer,  a  pencil 
or  an  eraser,  when  you  are  done.  The  law  requires  more 
than  a  change  of  form,  or  juxtaposition  of  parts,  or  of  the 
external  arrangement  of  things,  or  of  the  order  in  which 
they  are  used,  to  give  patentability.  Curtis,  Pat.,  sec.  50 ; 
Hailes,!).  Van  Wormer,  20  Wall.  353  [9  Am.  &  Eng.  340]. 
A  double  use  is  not  patentable,  nor  does  its  cheapness 
make  it  so.  Curtis,  sections  56,  73.  An  instrument  or 
manufacture  which  is  the  result  of  mechanical  skill  merely 
is  not  patentable.  Mechanical  skill  is  one  thing ;  inven- 
tion is  a  different    thing.     Perfection  of   workmanship, 

92  U.  8.  356. 


398  RECKENDORFER  v.  FABER  [Sup.  Ct 

opinion  of  the  court 

however  much  it  may  increase  the  convenience,  extend 
the  use,  or  diminish  expense,  is  not  patentable.  The 
distinction  between  mechanical  skill,  with  its  conve- 
niences and  advantages  and  inventive  genius,  is  recognized 
in  all  the  cases.  Rubber  Tip  Pencil  Co.  v.  Howard,  and 
other  csises  [supra] ;  Curtis,  sec.  72  6. 

The  combination,  to  be  patentable,  must  produce  a  dif- 
ferent force  or  effect,  or  result  in  the  combined  forces  or 
processes,  from  that  given  by  their  separate  parts.  There 
must  be  a  new  result  produced  by  their  union ;  if  not  so, 
it  is  only  an  aggregation  of  separate  elements.  An  instance 
and  an  illustration  are  found  in  the  discovery,  that,  by  the 
use  of  sulphur  mixed  with  India-rubber,  the  rubber  could 
be  vulcanized,  and  that  without  this  agent  the  rubber  could 
not  be  vulcanized.  The  combination  of  the  two  produced 
a  result  or  an  article  entirely  different  from  that  before  in 
use.  Another  illustration  may  be  found  in  the  frame  in  a 
saw-mill,  which  advances  the  log  regularly  to  meet  the  saw, 
and  the  saw  which  saws  the  log ;  the  two  co-operate  and 
are  simultaneous  in  their  joint  action  of  sawing  through 
the  whole  log ;  or  in  the  sewing  machine,  where  one  part 
advances  the  cloth,  and  another  part  forms  the  stitches, 
the  action  being  simultaneous  in  carrying  on  a  continuous 
sewing.  A  stem-winding  watch  key  is  another  instance. 
The  office  of  the  stem  is  to  hold  the  watch,  or  hang  the 
chain  to  the  watch ;  the  office  of  the  key  is  to  wind  it. 
When  the  stem  is  made  the  key,  the  joint  duty  of  holding 
the  chain  and  winding  the  watch  is  performed  by  the  same 
instrument.  A  double  effect  is  produced  or  a  double  duty 
performed  by  the  combined  result.  In  these  and  numer- 
ous like  cases  the  parts  co-operate  in  producing  the  final 
effect,  sometimes  simultaneously,  sometimes  successively. 
The  result  comes  from  the  combined  effect  of  the  several 
I)arts,  not  simply  from  the  separate  action  of  each  ;  and  is, 
therefore,  patentable. 

In  the  case  we  are  considering,  the  parts  claimed  to  make 
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a  combination,  are  distinct  and  disconnected.  Not  only  is 
there  no  new  result,  but  no  joint  operation.  When  the 
lead  is  used,  it  performs  the  same  operation  and  in  the 
same  manner  as  it  would  do  if  there  were  no  rubber  at  the 
other  end  of  the  pencil ;  when  the  rubber  is  used,  it  is  in 
the  same  manner  and  performs  the  same  duty  as  if  the  lead 
were  not  in  the  same  pencil.  A  pencil  is  laid  down  and  a 
rubber  is  taken  up,  the  one  to  write,  the  other  to  erase  ;  a 
pencil  is  turned  over  to  erase  with,  or  an  eraser  is  turned 
over  to  write  with.  The  principle  is  the  same  in  both  in- 
stances. It  may  be  more  convenient  to  have  the  two  in- 
struments on  one  rod  than  on  two.  There  may  be  a  secu- 
rity against  the  absence  of  the  tools  of  an  artist  or  me- 
chanic from  the  fact,  that,  the  greater  the  number,  the 
greater  the  danger  of  loss.  It  may  be  more  convenient  to 
turn  over  the  different  ends  of  the  same  stick,  than  to  lay 
down  one  stick  and  take  up  another.  This,  however,  is 
not  invention  within  the  patent  law,  as  the  authorities  cited 
fully  show.  There  is  no  relation  between  the  instruments 
in  the  performance  of  their  several  functions,  and  no  re- 
ciprocal action,  no  parts  used  in  common. 

We  are  of  the  opinion,  that,  for  the  reasons  given,  neither 
the  patent  of  Lipman  nor  the  improvement  of  Recken- 
dorfer  can  be  sustained,  and  that  the  judgment  of  the  Cir- 
cuit  Court  dismissing  the  hill  must  he  affirmed. 

Strong,  J. : 

I  dissent  from  so  much  of  the  opinion  of  the  majority  of 
the  court  as  holds  that  the  instrument  or  manufacture  de- 
scribed in  the  patents  exhibits  no  sufficient  invention  to 
warrant  the  grant  of  a  patent  for  it. 

Also  dissent,  Mr.  Justice  Davis  and  Mr.  Justice  Brad- 
ley. 
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1.  Act  1790,  sec.  1;  Act  1793,  sec.  1;  Act  1800,  sec.  1;  Act  1836, 
sec.  6;  Act  1863,  sec.  1;  Act  1870,  sec.  24;  B.  S.  sec.  4886. 


2.   Commissioner's  decision  on  the  question  of  invention  is  not  oon- 
clnsive: 

Gardner  v.  Herz,  118  U.  S.  180. 


3.  The  question   of  patentability  is  always   open  to  the  court, 
whether  raised  or  not  by  the  defense: 

Brown  v.  Piper,  91  U.  S.  44     [p.  272  ante]. 
Dunbar  u.  Meyers,  94  U.  S.  187. 
Slawson  v.  Bailroad,  107  U.  S.  649. 


4  Aggregation: 

Hailes  v.  Van  Wormer,  20  Wall.  853  [9  Am.  &  Eng.  340]. 

Bubber  Coated  Harness  Co.  v.  Welling,  97  U.  S.  7. 

Pickering  v.  McCullough,  104  U.  S.  310. 

Packing  Co.  Cases,  105  U.  S.  566. 

Tack  Co.  V.  Two  Bivers  Co.,  109  U.  S.  117. 

Bussey  v.  Excelsior  Mfg.  Co.,  110  U.  S.  181. 

Stephenson  v.  Bailroad,  114  U.  S.  149. 

Beecher  Mfg.  Co.  v.  Atwater  Mfg.  Co.,  114  U.  S.  523. 

Thatcher  Heating  Co.  v,  Burtis,  121 IJ.  S.  286. 

Mosler  Safe  &  Lock  Co.  i;.  Mosler,  Bahmann  &  Co.,  127 

U.  S.  354 
Hendy  v.  The  Oolden  State  &  Miner's  Iron  Works,  127 

U.  S.  370. 
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7.  Patentabilty  of  mechanical  skill;  see 

Thompson  t;.  Boisselier,  114  U.  ^.  1. 

Pomace  Holder  Co.  v,  Ferguson,  119  U.  S.  835. 
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CALEB  IVES  El'  AL.,  PLAINTIFFS  IN  ERROR,  «.  MIL- 
TON A.  HAMILTON,  ADMINISTRATOR  OP  PAL- 
MER HAMILTON,  DECEASED.* 

02  (2  Otto)  U.  S.  426-432.    Oct.  Term,  1875. 

[Bk.  23,  L.  ed.  494;  10  O.  G.  336.] 

Afifirming  Hamilton  v.  Ives,  6  Fish.  244. 

Argned  December  8,  6,  1875.     Decided  January  24,  1876. 

Particular  patent  construed.     Infringement     Improvement.     Suf- 
ficient description, 

m 

1.  The  claim  of  letters  patent  No.  51,310,  P.  Hamilton,  December 

5,  1865,  Saw  Mill,  for  "  giving  to  the  saw  in  its  downward 
movement  a  rocking  or  rolling  motion,  by  means  of  the  com- 
bination of  the  cross- head  working  in  the  curved,  guides  at  the 
upper  end  of  the  saw,  the  lower  end  of  which  is  attached  to  a 
cross- head  working  in  straight  guides  and  pivoted  to  the  pit- 
man below  the  saw,  with  the  crank-pin,"  held  infringed  by  the 
cozHbination  of  a  guide  consisting  of  two  straight  lines — an 
equivalent  for  the  curved  guide,  with  the  lower  end  of  the  saw 
attached  below  instead  of  above  the  cross-head,  both  being 
calculated  to  give  to  the  saw  the  precise  rocking  or  vibratory 
motion  desired.  The  description  of  the  invention,  it  being  an 
improvement  on  an  old  machine,  held  sufficiently  specific, 
(p.  414.) 

2.  Where  the  same  movement  was  obtained  in  a  machine  by  a 

change  in  the  attachment  of  one  part  to  another,  it  was  held 
not  a  change  of  principle,     (p.  416.) 

3.  Where  an  invention  is  claimed  as  an  improvement  on  an  old 

machine,  it  is  properly  taken  for  granted  that  a  practical  me- 
chanic is  acquainted  with  the  construction  of  the  machine  upon 
which  the  improvement  is  made.     (p.  417.) 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
Eastern  District  of  Michigan. 

*See  Explanation  of  Notes,  page  III. 
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Statement  of  the  case. 

Palmer  Hamilton  brought  a  suit  at  law  in  the  Circuit 
Court  of  the  United  States  for  the  Eastern  District  of 
Michigan,  against  the  plaintiffs  in  error,  Caleb  Ives  and 
George  B.  Green,  to  recover  damages  for  the  infringement 
of  letters  patent  granted  to  the  said  Hamilton  by  the 
United  States,  December  5,  1865,  for  the  original  invention 
of  a  new  and  useful  improvement  in  saw  mills. 

The  cause  was  tried  before  a  jury  November  22,  1872, 
upon  a  plea  of  the  general  issue,  with  notice  of  certain 
special  matter,  to  wit : 

1.  That  the  defendants  would  prove  that,  for  the  purpose 
of  deceiving  the  public,  the  description  and  specification 
by  the  patentee  was  made  to  contain  less  than  the  whole 
truth  relative  to  his  invention. 

2.  That  substantially  the  same  improvement  was  invented 
and  patented  February  18,  1851,  by  Isaac  Straub  and  by 
others. 

Upon  the  issues  thus  made,  the  jury  found  a  verdict  for 
the  plaintiff.  A  motion  for  a  new  trial  was  made,  argued 
and  denied. 

Thereupon  the  defendants  brought  the  case  to  this  court. 

The  case  is  stated  in  the  opinion. 

The  specifications  and  drawing  of  the  Hamilton  patent 
are  as  follows : 


PALMER  HAMILTON,  OF  DETROIT,  MICHIGAN. 

Improvement  in  Saw-Mills. 

Specification  forming  part  of  Letters  Patent  No.    51^310^  dated 

December  5,  1865. 

7b  all  whom  it  may  concern : 

Be  it  known  that  I,  Palmer  Hamilton,  of  Detroit,  in  the 
county  of  Wayne  and  State  of  Michigan,  have  invented 
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certain  new  and  useful  Improvements  in  Hanging  and  Run- 
ning Saws  in  Saw- Mills  ;  and  I  do  hereby  declare  that  the 
following  is  a  full,  clear,  and  exact  description  of  the  same, 
reference  being  had  to  the  accomiDanying  drawings,  in 
which — 

Fig.  1  represents  a  front  elevation  of  a  portion  of  a  saw- 
mill with  my  improvements  applied  thereto.  Fig.  2  repre- 
sents a  vertical  section  of  the  same  with  a  portion  of  the 
saw  removed,  and  Fig.  3  represents  a  side  view  of  one  of 
the  lower  guides  of  the  saw. 

The  object  of  my  invention  is  to  impart  to  the  saw  of  a 
saw-mill  a  rocking  motioh  while  it  is  cutting,  so  that  the 
movement  of  its  toothed  edge  then  assimilates  to  that  of 
the  pit-saw  operated  by  hand. 

To  this  end  my  invention  consists  of  the  combination  of 
the  saw  with  a  pair  of  curved  guides  at  the  upper  end  of 
the  saw  and  a  lever  connecting-rod  or  pitman,  straight 
guides,  pivoted  cross-head  and  slides  or  blocks,  and  crank- 
pin  or  their  equivalents  at  the  opposite  end,  whereby  the 
toothed  edge  of  the  saw  is  caused  to  move  unequally  for- 
ward and  backward  at  its  two  ends  while  cutting. 

The  best  mode  of  embodying  my  invention  in  a  practical 
form  with  which  I  am  acquainted  is  represented  in  the  ac- 
companying drawings,  in  which  the  saw  is  fitted  at  its  upper 
extremity  with  a  cross-head,  a,  whose  ends  are  pivoted  in 
blocks  6,  which  are  arranged  to  slide  in  the  grooves  of  a 
pair  of  curved  guides,  C  C,  that  are  secured  to  the  fmme 
D  of  the  saw-mill. 

The  lower  end  of  the  saw  is  connected  by  a  pivot,  e,  )vith 
the  overhanging  end/' of  a  lever-connecting-rod,  G,  which 
is  fitted  at  a  point  intermediate  between  its  two  ends/"  h 
with  a  cross-head,  i.  The  ends  of  this  cross-head  are  piv- 
oted in  a  pair  of  blocks,  k^  which  are  arranged  to  slide  in 
the  grooves  of  a  pair  of  guides,  J  J,  that  are  secured  to 
the  frame  of  the  saw-mill.  The  lower  end,  //,  of  the  con- 
necting-rod G  is  connected  with  a  crank-pin,  m,  which  pro- 
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jects  from  the  face  of  awheel,  N,  secured  to  a  rota  ting  aha  ft, 
0,  by  turning  which  the  saw  is  caused  to  move  to  and  fro. 

The  feed-motion  of  the  saw-mill  must,  of  course,  be  ar- 
ranged  to  cause  the  log  to  be  moved  in  the  direction  of  the 
arrow  s  toward  the  cutting-edge  of  the  saw.     As  the  upper 
guides  are  concave  to  the  advance  of  the  log,  the  effect 
upon  the  upper  end  of  saw  is,  that  while  it  is  descending 
it  also  moves  in  the  direction  indicated  by  the  arrow  5,  and 
it  continues  this  movement  as  it  descends  until  about  half 
of  the  stroke  is  accomplished.    Then,  during  the  remainder 
of  the  stroke  it  moves  in  a  direction  the  reverse  of  that  in- 
dicated by  the  arrow  s.     Moreover,  as  the  connecting-rod 
is  made  to  oscillate  upon  the  axis  of  its  cross  head  i  by  the 
rotary  motion  of  the  crank,  the  end^",  which  overhangs 
the  cross-head  and  is  connected  with  the  saw,  and  that 
end  of  the  saw  are  caused  to  describe  a  curved  line,  <, 
which  is  convex  to  the  advance  of  the  log,  so  that  the 
lower  end  of  the  saw  has  a  curved  movement  the  reverse  of 
that  of  its  upper  end.     The  result  is  that  the  toothed  edge 
of  the  saw  rocks  upon  its  work  with  a  movement  similar  to 
that  of  the  ordinary  j)it-saw  worked  by  hand,  and  the  cut- 
ting is  materially  facilitated.    On  the  other  hand,  when  the 
saw  rises,  its  lower  end  is  caused,  by  the  oscillation  of  the 
connecting-rod,   to  describe  a  curve  (represented  by  the 
dotted  line  i')  which  is  concave  to  the  advance  of  the  log, 
so  that  the  toothed  edge  is  moved  away  from  the  wood  or 
freed  therefrom,    thereby  permitting   the   log  to  be  fed 
forward  during  the  whole  ascent  of  the  saw,  and  also  per- 
mitting the  sawdust  to  escape  after  each  cut,  however  deep 
the  cut  may  have  been,   whereby  choking  is  effectually 
prevented. 

Having  thus  described  the  best  mode  with  which  I  am 
acquainted  of  embodying  my  improvements,  what  I  claim 
as  my  invention,  and  desire  to  secure  Letters  Patent,  is — 

Giving  to  the  saw  in  its  downward  movement  a  rocking 
or  rolling  motion  by  means  of  the  combination  of  the  cross- 
head  working  in  curved  guides  at  the  upper  end  of  the 
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saw,  the  lower  end  of  which  is  attached  to  a  cross-head 
working  in  straight  guides  and  pivoted  to  the  pitman  be- 
low the  saw,  with  the  crank-pin,  substantially  as  described. 
In  witness  whereof  I  hereunto  set  my  hand  this  4th  day 
of  August,  1864. 

PALMEE  HAMILTON. 
Witnesses : 

Wm.  Jennison,  Jr., 
C.  Grouse. 

Mr.  Charles  J,  Hunt^  for  plaintiffs  in  error : 

Tlie  combination  is  an  entirety.  If  one  of  tlie  ingredients 
be  given  up,  the  thing  claimed  disappears. 

Vance  o.  Campbell,  1  Black,  428  [7  Am.  &  Eiig.  117] ; 
Gill  V.  Wells,  6  P^t.  Off.  Gaz.  881,  885. 

If  one  ingredient  is  substituted  for  another  in  a  combi- 
nation, if  the  ingredient  is  new  or  performs  substantially 
a  different  function,  it  is  no  infringement. 

Roberts  v,  Harnden,  2  Cliff.  504 ;  Gill  v.  Wells,  above 
quoted  ;  Turrill  v,  R.  R.  Co.,  3  Fish.  330. 

The  inventor  of  a  combination,  in  improving  old  machines, 
cannot  invoke  the  doctrine  of  equivalents  to  suppress  other 
improvements  which  are  not  merely  colorable  evasions  of 
the  first. 

McCormick  v.  Talcott,  20  How.  402,  405  [6  Am.  &  Eng. 
410] ;  Burden  v.  Corning,  2  Fish.  477,  489. 

The  question  in  dispute  is :  what  is  the  proper  construc- 
tion of  the  claim  of  the  patent  on  which  this  suit  is  brought  ? 
The  defertdant  in  error  contends  for  a  broad  claim  and  such 
a  broad  claim  as  shall  not  only  shut  out  all  subsequent  im- 
provements, but  one  which  requires  the  whole  specification 
to  be  set  aside ;  while  the  plaintiffs  in  error  contend  that 
the  claim  is  for  a  combination,  and  that  it  being  in  terms 
for  a  result  produced  by  a  combination  substantially  as  de- 
scribed, it  should  be  held  to  be  a  claim  of  the  described 
means ;  or  rather,  of  the  particular  organization  and  devices 
by  means  of  which  the  specified  result  is  obtained. 
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Seymoor  ®.  Osborne,  3  Fish.  659 ;  S.  C,  11  Wall.  547  [8 
Am.  &  Eng.  290] ;  Mitchell  v.  Tilghman,  19  Wall.  2S7  [9 
Am.  &  Eng.  174]. 

Messrs.  H.  H.  Wells  and  John  H.  B.  LatTobe,/or  de- 
fendant in  error : 

Mere  colorable  differences  or  slight  improvements  can- 
not shake  the  rights  of  the  original  inventor. 

Odiome  v.  Winkley,  2  Gall.  51. 

'•If  the  defendants  liave  taken  the satne general  plan  and 
applied  it  for  Ihe  same  purpose,  althongh  they  njay  have 
varied  the  mode  of  construction,  it  will  still  be  substan- 
tially, and  in  the  eye  of  the  patent  law,  the  same  thing." 
McCormick  r.  Seymour,  2  Blatchf.  240. 

A  mere  colorable  or  slight  alteration  of  a  machine,  or  a 
change  in  its  proportions,  gives  no  gronnd  for  a  patent,  nor 
can  it  shelter  from  the  consequences  of  an  infringement. 
The  question  is,  whether  the  principle  of  the  two  machines 
is  the  same.     Brooks  «.  Bicknell,  3  McJ^ean,  262. 

If  tlie  defendants  use  a  substantial  part  of  Ihe  invention 
patented,  though  with  some  modifications  of  form  or  ap- 
paratus it  is  a  violation  of  a  patent-right. 

Wyeth  V.  Stone,  1  Story,  273 ;  Carver  v.  Mfg.  Co.,  3 
Story,  432  ;  Davis  v.  Palmer,  2  Brock.,  299  ;  Smith  v.  Hig- 
gins,  1  Pish.  537;  Lowell  ».  Lewis,  1  Mason,  182,  191. 

Mere  formal  alterations  of  a  combination  in  letters  pa^ 
enl  do  not  constitute  any  defense  to  thecharge  of  infringe- 
ment;  as  the  inventor  of  a  coml)ination  is  as  much  entitled 
to  suppress  every  other  combination  of  the  same  ingredients 
to  produce  the  same  resnlt,  not  substantially  different  from 
what  he  has  invented  and  caused  to  be  patented,  as  the  in- 
ventor of  any  other  patented  improvement. 

Rees  B.  Gould,  6  Pish.  Pat.  Gas.,  100;  15  "Wall.  187  [9 
Am.  &  Eng.  391;  Cliff.,  citing  Seymour  v.  Osborne,  11  Wall. 
655  [8  Am.  &  Eng.  290]  ;  Union  Paper  Bag  Co.  v.  Nixon, 
6  Fish.  Pat.  Cas.  402 ;  Graham  v.  Mason,  5  Fish.  Pat.  Caa 
3-JI ;  Coflover  v.  Roach,  4  Pish.  Pat.  Cas.  12. 
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To  constitute  an  infringement  it  is  not  necessary  that  the 
two  inventions  should  beidentical.  The  question  is :  were 
the  means  used  substantially  the  same? 

Alden  v.  Dewey,  1  Story,  336 ;  Root  v.  Ball,  4  McLean, 
180 ;  Parker  v.  Haworth,  4  McLean,  374 ;  Burr  v.  Duryee, 

1  Wall.  573  [7  Am.  &  Eng.  224]. 

The  introduction  of  a  mechanical  equivalent  does  not  re- 
lieve from  the  charge  of  infringement. 

Tompkins  c.  Gage,  5  Blatchf.  268  ;  Taylor  v.  Garretson,  9 
Blatchf.  156 ;  Conover  v.  Roach,  4  Fish.  Pat.  Cas.  12 ;  Cnr- 
ter  V.  Baker,  4  Fish.  Pat.  Cas.  404  ;  Gould  v.  Rees,  15  Wall. 
187  [9  Am.  &  Eng.  39]. 

One  machine  is  the  same  in  substance  as  another,  if  the 
principle  be  the  same  in  effect,  although  the  form  of  the 
machine  be  different. 

Buck  c.  Herniance,  1  Blatchf.  398 ;  Blanchard  v.  Beers, 

2  Blatchf.  418 ;  Parkhurst  v.  Kinsman,  1  Blatchf.  497. 

Mr.  Justice  Biiadley  delivered  the  opinion  of  the  court : 
This  was  an  action  brought  to  recover  damages  for  tl^e 
infringement  of  certain  letters  i)atent  granted  to  Hamilton, 
the  plaintiff  below,  for  an  improvement  in  saw-mills.  The 
defendants  i)leaded  the  general  issue,  with  notice  of  special 
matter,  setting  uj)  several  prior  inventions,  amongst  others 
that  of  one  Isaac  Straub.  The  plaintiff's  patent  was  dated 
the  5th  day  of  December,  1865.  His  improvement,  as  de 
scribed  therein,  consisted  of  the  combination  of  the  saw 
with  a  pair  of  curved  guides  at  the  upper  end  of  the  sjiw, 
and  a  lever,  connecting  rod  or  pitman,  straight  guides, 
pivoted  cross-head,  and  slides  or  blocks  and  crank-pin,  or 
their  equivalents,  at  the  opposite  end,  whereby  the  toothed 
edge  of  the  saw  is  caused  to  move  unequally  forward  and 
backward  at  its  two  ends  while  cutting.  His  claim  is, 
"Giving  to  the  saw  in  its  downward  movement  a  rocking 
or  rolling  motion,  by  means  of  the  combination  of  the 
cross-head  working  in  the  curved  guides  at  the  upper  end 

92  V.  S.  499u 
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of  the  saw,  the  lower  end  of  which  is  attached  to  a  cross- 
head,  working  in  straight  guides  and  pivoted  to  the  pitman 
below  the  saw,  with  the  crank-pin,  substantially  as  de- 
scribed." 

The  old  method  of  guiding  a  saw  in  its  upward  and  down- 
ward movement  was  to  cause  the  two  ends  of  the  cross- 
head,  to  which  the  upper  end  was  attached,  to  slide  in 
straight  grooves,  or  guides.  The  lower  end  of  the  saw  was 
guided  in  the  same  manner,  and  to  the  lower  cross-head 
was  attached  by  a  pivot  the  lever,  or  pitman,  worked  by 
the  crank  of  the  driving-wheel.  This  arrangement  gave 
the  saw  a  straight  and  uniform  motion,  up  and  down,  be- 
tween the  guide-posts  of  the  frame  in  which  it  worked, 
either  jDerpendicular  or  at  a  slight  inclination,  according 
to  the  position  of  the  guide  posts. 

In  Hamilton's  improvement  the  guiding  grooves  for  the 
upper  end  of  the  saw  are  curvedj  with  the  concave  part  of 
the  curve  turned  towards  the  approaching  log,  so  that,  as 
the  saw  descends,  the  top  part  at  first  retreats  before  the 
log,  and  afterwards  moves  up  towards  it  at  the  same  time 
that  the  bottom  part  is  moved  back  and  forth  in  just  the 
opposite  directions  by  being  attached  to  the  pitman  above 
the  cross-head ;  the  combined  motions  thus  giving  to  the 
whole  saw  a  kind  of  rocking  or  vibratory  movement,  by 
which  the  teeth  take  the  most  advantageous  bite  into  the 
log,  and  all  of  them  perform  their  proportional  part  of  the 
work.  The  result  is  something  like  that  produced  by  two 
men  working  a  saw  in  a  saw-pit. 

The  defendant  is  using  a  saw  in  which  the  guides  are  not 
curved,  it  is  true  ;  but  they  each  consist  of  two  straight 
lines  that  represent  two  consecutive  cords  of  the  curve  in 
Hamilton's  guides,  and  are  arranged  in  other  respects  in 
the  same  manner  as  thisciirv-e,  namely:  having  the  interior 
angle,  like  the  concave  side  of  the  curve,  turned  towards 
the  approaching  log,  the  effect  being  exactly  the  same. 

9S  U.  S.  420-430. 
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Hamilton  (a)  also  connects  the  lower  end  of  his  saw  to  the 
pitman  below  the  cross-head,  instead  of  above  it ;  but  by 
reversing  the  motion  of  his  crank,  or  driving-wheel,  he  pro- 
duces exactly  the  same  combination  of  movements  as  those 
I)roduced  by  Hamilton,  the  one  being  the  exact  equivalent 
of  the  other ;  and,  if  Hamilton's  patent  was  for  the  result, 
the  infringement  would  be  so  perfect  as  to  amount  to  a 
mere  copy  of  the  invention.  But  Hamilton  does  not  claim 
the  result.  He  could  not  do  it ;  for,  as  he  says,  the  same 
result  was  effected  by  two  men  when  sawing  in  a  pit.  His 
claim  is,  "giving  to  the  saw  in  its  downward  movement  a 
rocking  or  rolling  motion  by  means  of  the  combination," 
etc.,  that  is  not  the  rocking  motion  itself,  but  the  means 
devised  by  him  for  producing  it. 

The  question  in  the  case,  therefore,  is,  whether  the  de- 
fendants use  the  same  or  equivalent  means ;  that  is,  the 
same,  or  substantially  the  same,  combination  of  mechani- 
cal devices. 

The  substitution  of  guides  at  the  top,  made  crooked  by 
a  broken  line  instead  of  a  curved  line,  is  too  transparent 
an  imitation  to  need  a  moment's  consideration.  A  curve 
itself  is  often  treated,  even  in  mathematical  science,  as  con- 
sisting of  a  succession  of  very  short  straight  lines,  or  as 
one  broken  line,  constantly  changing  its  direction ;  and 
many  beautiful  theorems  were  evolved  by  the  early  mathe- 
maticians on  this  hypothesis.  At  all  events,  in  mechanics, 
when,  as  in  this  case,  a  broken  line  is  used  instead  of  a 
regular  curve,  being  deflected  at  one  or  more  points  by  a 
very  slight  angle,  and  performing  precisely  the  same  office 
as  a  curve  similarly  situated,  the  one  is  clearly  the  equiva- 
lent of  the  other. 

The  attaching  of  the  lower  end  of  the  saw  to  the  pitman 
below  the  cross-head  instead  of  above  it,  and  thereby  get- 
ting the  same  movement  as  before  by  reversing  the  motion 

92  U.  S.  430-431. 
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of  tlie  crank,  is  no  change  in  principle.  This  is  too  obrious 
for  discussion. 

Tlie  combination  of  the  two  things  in  the  dfifendants* 
mill,  namely:  the  crooked  guides  above,  and  ihe  connection 
of  the  saw  with  the  pitman  below  at  a  point  removed  from 
its  center  of  motion,  both  being  calculated  to  give  lo  the 
saw  the  precise  rocking  or  vibratory  motion  desired,  is  a 
close  copy  of  the  plaintiff's  invention  ;  qnite  as  ciose  as  is 
usually  made  by  those  who  attempt  to  evade  a  patent 
whilst  they  seek  to  use  the  substance  of  the  invention. 

The  defendants  insist,  however,  tliat  Hamilton's  i)atent 
is  defective  for  not  clearly  describing  the  position,  perpen- 
dicular or  otherwise,  in  which  the  curved  guides  should  be 
jilaced;  and  that,  if  any  required  position  can  be  inferred 
from  the  patent,  it  isa  perpendicular  one,  whilst  the  guides 
of  the  defendants'  saw  are  inclined  at  a  slight  angle  to  the 
perpendicular.  As  to  the  alleged  defect  of  the  jia  tent,  there 
is  nothing  in  the  objection.  The  invention  claimed  is  an 
improvement  on  an  old  machine,  and  it  is  properly  taken 
for  granted  that  the  jiiiictical  mechanic  is  acquainted  with 
the  construction  of  the  machine  in  which  the  improvement 
is  made  ;  and  nothing  appears  in  the  case  to  show  that  any 
peculiar  position  different  from  that  of  saw-mills  con- 
structed in  the  ordinary  way  is  necessary  to  render  it  ef- 
fective anil  useful.  The  essence  of  the  impn)vement  has 
nothing  to  do  with  the  precise  position  of  the  guides.  It  is 
a  combination  of  mechanical  means  to  produce  a  rocking 
motion  of  the  saw;  and  this  combination  is  just  as  appli- 
cable to  guides  that  have  a  slight  inclination  as  to  guides 
that  are  per[iendieu]ar.  We  tliinlc  that  there  is  no  gionnd 
for  either  branch  of  the  objection.  The  description  in  the 
patent  is  siifRi'ientlyspecitic  ;  and  the  inclination  of  the  de- 
fendants' guides  cannot  exempt  them  from  the  charge  of 
infringement. 

The  complaint  made  by  the  defendants,  that  the  patent 
is  defective  in  not  stating  the  nature  of  Ihe  curve  for  the 
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guides,  whether  that  of  a  circle  or  of  some  other  figure  in 
view  of  the  subject-matter  of  the  improvement  and  of  the  dia- 
grams annexed  to  the  patent,  are  not  sufficient  to  affect  its 
validity.  Any  good  mechanic  acquainted  with  the  con- 
struction of  saw-mills,  and  having  the  patent  and  diagram 
before  him,  would  have  no  difficulty  in  adoi)ting  the  im- 
provement, and  making  suitable  curves. 

The  conclusions  to  which  we  have  come  are  decisive  of 
the  case.  It  is  unnecessary  to  discuss  in  detail  the  differ- 
ent points  made  at  the  trial,  or  the  several  instructions 
asked.  We  have  examined  them  all,  and  find  nothing  on 
which  to  base  a  judgment  of  reversal.  If  Straul/s  patent 
would  have  revealed  anything  to  affect  the  validity  of  Ham- 
ilton's, the  parties  did  not  see  fit  to  spread  it  on  the  record; 
and,  therefore,  we  have  no  means  of  deciding  that  question. 

The  judgment  is  affirmed. 

99  U.  S.  489. 
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8.  SafQcient  description  of  an  improvement: 

Evans  v.  Eaton,  7  Wheat  350  [4  Am.  &  Eng.  105]. 
Hogg  V.  Emerson,  6  How.  437  [5  Am.  &  Eng.  1]. 
Corn  Planter  Patent,  23  Wall.  181  [p.  1  ante,] 
Parke  v.  Booth,  102  TJ.  S.  96. 


Patent  in  Snitt 

No.  51,310.     Hamilton,  P.     December  5,  1865.     Saw-Mill. 


Other  Suits  on  Same  Patent  : 
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statement  of  tbe  cas& 

WILLIAM  BURDELL  et  al.,  PLAINTIFFS  IN  ERROR, 
V.  AUGUSTUS  DENIG  et  al.* 

ea  (a  OUO)  v.  S.  Tie-TZa    Oct.  Term,  1871). 

[Bk.  23,  L.  ea.  764.] 

Beveramg  Ibid.  2  Fish.  588. 

Aigaed  April  12,  1876.     Decided  M&y  8,  1876. 

Measure  of  damages.     Profits.     License  fee.     Royalty.     Contract. 
Evidence.    ■  Instruction  to  jury. 

1.  Id  cases  where  profite  sre  the  proper  measure  of  damages  it  is 

the  pTofita  which  the  iofringer  makes  (»:  ought  to  make,  which 
govero,  Bod  not  the  profita  which  plaintiff  can  ahow  he  might 
have  made.  The  rule  of  profita  applies  to  mainly  cases  in  equity, 
upon  the  idea  that  the  infringer  is  a  trustee  for  the  profita  for 
the  owner,     (p.  420.) 

2.  The  primary  and  true  criterion  of  damages  in  an  action  at  law 

is  the  sales  of  licenses  of  machines,  or  an  established  royalty, 
(p.  420.) 

3.  A  particular  instrument  construed  to  be  a  contract  and  not  a  re- 

vocable power  of  attorney,     (p.  427.) 

4.  A  receipt  esecutpd  after  suit  brought,  held  properly  admitted  ia 

evidence  to  reduce  tbe  amount  of  tbe  recovery,     (p.  427.) 

5.  Where  on  the  giving  of  evidence  tending  to  prove  dispat^d 

facts,  the  court  instructed  the  jury  that  they  had  t>een  proved, 
the  judgment  was  reversed  on  the  ground  alone  that  the  court 
had  assumed  a  function  which  belonged  to  the  jury.     (p.  429.) 

[Citations  in  opinion  of  the  court.] 

Packet  Co.  v.  Sickles,  19  Wall.  617  [»  Am.  &  Eng.  2E0].    p.  427. 

In  error  to  the  Circuit  Court  of  the  United  States  forth© 
Southern  District  of  Ohio, 

The  case  is  staled  in  the  opinion.  The  pnper  therein  re- 
ferred to,  as  to  l>e  insertt^  by  the  reporter,  is  as  follows  : 

"Article  of  agreement  made  and  entered  into,  this  thir- 

*8ee  Explanation  of  Not«a,  page  IIL 
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teenlh  day  of  March,  1860,  between  Sarah  Bnrdell,  of  the 
county  of  Franklin,  in  the  State  of  Ohio,  and  H.  Crary  of 
the  same  county,  witnesseth, 

*'That  said  Sarah  Burdell  does  hereby  authorize  and  em- 
power the  said  Crary,  for  the  full  t^erm  of  four  years  and 
eight  months  or  from  the  date  hereof,  nnril  the  12th  day  of 
November,  1864,  as  fully  and  completely  as  she  might  her- 
self, had  not  this  agreement  been  entered  into,  to  sell 
and  use  and  grant  to  others  the  right  to  use,  in  the  said 
county  of  Franklin,  A.  B.  Wilson's  sewing-machines,  as 
known  and  denominated  for  sewing  cloth  and  other  fabric, 
patented  November  12,  1850,  and  reissued  January  22  and 
December  9, 1856,  and  also,  the  sewing-machine  patented  by 
J.  M.  Singer,  together  with  all  the  improvements  whiclx 
have  been  made  already  or  shall  hereafter  be  made  in  the 
same,  without  additional  cost;  and  also,  all  other  sewing- 
machines  of  every  name  and  description  to  which  the  said 
Sarah  may  have  power  to  exercise  any  control  whatever, 
and  the  said  Sarah  hereby  covenants  and  agrees  with  the 
said  Crary,  that,  during  the  said  term  of  four  years  and 
eight  months,  she  will  not  sell  or  use  or  grant  to  others  the 
right  to  sell  or  use  in  the  said  county  of  Franklin,  the  sew- 
ing machines  above  specified  or  any  other  of  any  name,  or 
kind  or  description,  without  the  consent  of  said  Crary. 

*'  2.  That  the  said  Crary  agrees  to  make  out  and  deliver  to 
the  said  Sarah  Burdell  or  her  authorized  agent  or  attorney, 
on  the  first  day  of  each  and  every  month,  a  full  and  accu- 
rate report  of  all  sales  of  sewing-machines  of  every  name, 
kind  and  quality,  made  by  him  or  his  agents,  during  the 
preceding  month,  stating  the  first  cost  of  such  machine  in 
tlie  purchase  of  the  same  from  manufacturers  or  their 
agents,  until  ready  for  shipping,  exclusive  of  freight  and 
other  incidental  charges ;  also,  the  price  at  which  such 
machine  was  sold  by  said  Crary  or  his  agent ;  and  stating, 
also,  the  difference  between  the  said  first  cost  of  said  ma- 
chine and  the  price  at  which  the  same  was  sold,  and  of 
which  difference  for  the  preceding  month,  on  the  firat  day 
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of  each  month,  when  the  said  report  is  delivered  as  afore- 
said, tile  paid  Crary  agrees  to  pay  the  said  Sarah  Bar- 
dell  or  her  authorized  agent  or  attorney,  thirty-five  jwr 
centum  during  the  first  six  months  from  the  date  hereof, 
and  forty  per  centum  thereafter,  or  until  the  twelfth  of 
Novenilwr,  1864 ;  provided,  however,  if  the  said  percent- 
age for  any  one  month  during  the  first  four  months  from 
tlie  date  hereof,  should  not  amount  to  the  sum  of  seventy- 
five  dollars,  the  said  Crary  agrees  to  make  it  up  to  the  full 
sum  of  seventy-five  dollars,  and  the  said  Sarah  agrees  that 
for  any  such  deficiency  or  difference  between  the  said  per- 
centage and  the  sum  of  seventy-five  dollars,  the  said  Crary 
may  reimburse  himself  out  of  the  first  excess  of  said  per- 
centage over  one  hundred  dollars  after  the  expiration  of 
the  said  four  months  from  the  date  hereof 

"  3.  It  is  agreed  by  the  said  Sarah  Burdell  and  the  said 
Crary,  that,  in  the  prosecution  of  an  injanction  to  restrain 
or  prevent  the  sale  or  use  of  any  sewing  machine  in  said 
county  of  Franltlin,  in  violation  of  the  right,  power  and 
authority  hereby  vested  in  the  said  Crary  to  sell  or  use 
such  machine  in  said  county,  and  in  the  prosecution  of  any 
suit  at  law  for  the  recovery  of  daninges  for  the  sale  here- 
after, or  for  the  use  of  any  such  sewing-machine  hereafter 
sold,  the  costs  and  expense  of  any  sucli  suit  at  law  or  irv 
equity  shall  be  equally  borne  by  the  said  Sarah  and  the 
said  Crary,  each  paying  one-half  of  such  costs  and  ex- 
penses, and  each  sharing  equally,  that  is,  each  being  en- 
titled to  one-half  of  the  net  amount  received  in  any  such 
proceedings  at  law  or  in  equity  ;  provided,  that  no  such 
injunction  shall  be  applied  for,  or  any  such  suit  at  law  in- 
stituted, without  the  consent  of  both  parties  to  this  agree- 
ment ;  provided,  also,  that,  for  the  purpose  of  prosecuting 
any  snch  suit  at  law,  that  may  be  agreed  upon  by  the 
parties  hereto,  the  power  and  authority  herein  vested  in 
the  said  Crary  shall  remain  and  continue  in  full  force  and 
effect  after  the  expiration  of  said  term  of  four  years  and 
eight  months;   provided,  al'O,  that,  in  any  suits  or  pro- 
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ceedings  at  law  or  in  equity,  which  the  said  Sarah  may  see 
lit  to  institute  on  account  of  the  use  hereafter  of  any  sew- 
ing machine  hereafter  sold,  the  said  Crary  shall  not  be  re- 
quired to  defray  any  portion  of  the  costs  and  expenses,  or 
be  entitled  to  any  share  of  the  amount  so  recovered  in  any 
suit  or  proceedings  so  instituted,  as  last  aforesaid  by  said 
Sarah. 

"4.  It  is  agreed  that  the  first  report  of  sales  herein  pro- 
vided for,  shall  be  made  on  the  1st  day  of  May  next,  and 
shall  include  all  sales  of  sewing-machines  from  this  date 
until  the  said  Ist  day  of  May. 

''Witness  our  hands  and  seals,  this  thirteenth  day  of 

March,  1860. 

''(Signed)  SARAH  BURDELL.     [seal.] 

H.  CRARY.  [SEAL.] 

"  In  presence  of 

''Franklin  Gale." 

Mr.  William  Lawrence^  for  plaintiffs  in  error : 

The  court  below  erred  in  the  charge  as  to  the  rule  of 
damages  and  as  to  the  competency  and  effect  of  evidence 
on  that  subject.  No  evidence  was  offered  to  prove  a  gen- 
eral or  "established"  license  price  or  fee,  or  "customary 
charge"  for  the  use  of  any  machine. 

The  court  erred  in  admitting  in  evidence  proof  of  two 
isolated  licenses  and  the  fee  exacted  therefor.  There  is 
no  "one  rule  of  damages  which  will  equally  apply  to  all 
cases."  Seymour  v.  McCormick,  16  How.  480  [6  Am.  & 
Eng.  200]. 

But  the  general  rule  of  damages  is  the  "  profits"  made 
by  defendants  by  the  use  of  the  patent. 

Curtis  on  Patents,  4th  ed.  §  388 ;  Lowell  v.  Lewis,  1  Mas. 
184 ;  Whittemore  v.  Cutter,  1  Gall.  429 ;  Pitts  v.  Hall,  2 
Blatch.  229 ;  Wilbur  r?.  Beecher,  2  Blatch.  132. 

This  is  the  rule  in  England,  Elwood  v.  Christy,  18  C.  B. 
N.  S.  494;  Law's  Digest  Patent  Cases,  240,  §  106;  Cole- 
man V.  Liesor ;  Seymour  v,  McCormick,  16  How.  490  [6 
Am.  &  Eng.  200] ;  Livingston  v.  Jones,  2  Pish.  209  ;  Sand- 


424  BURDELL  v.  DENIG.  [Sup.  Ct 

Argument  of  coanaeL 

ersr.  Logan,  2  Pish.  168;  Hall  ?).   Wiles,  2  Blatch.  194; 
Hilliard  on  Remedies  for  Torts,  631. 

If  this  general  rule  of  damages  can  be  excluded  in  any 
such  case  as  this,  it  is  only  when  it  is  clearly  shown  that 
there  is  a  regularly  *^  estahlished  license  fee  V 

In  Suffolk  Co.  V.  Hayden,  3  Wall.  315  [7  Am.  &  Eng, 
405],  the  court  say :  *'  There  being  no  established ^^teut  or 
license  fee  in  the  case,  in  order  to  get  at  a  fair  measure  of 
damages,  or  even  an  approximation  to  it,  general  evidence 
must  necessarily  be  resorted  to." 

But  conceding  for  the  present  that  the  rule  of  '^  profits  " 
may  be  changed  by  proof  to  a  '*  license  fee,"  the  question 
is  by  what  kind  of  evidence  ? 

Clearly  not  by  evidence  of  two  isolated  licenses  for  a 
nominal  consideration. 

If  a  license  fee  can  govern,  it  must  be  a  general  estab- 
lished one.  This  can  only  be  proved  by  evidence  showing 
what  is  the  general  established  fee. 

The  general  price  may  be  evidence  of  value.  But  the 
price  in  a  particular  case  is  not  evidence  of  either  price  or 
value.  For  this  reason  special  sales  constitute  no  element 
of  evidence. 

The  court  erred  in  charging  that  the  Burdell  &  Crary  let- 
ter of  attorney  of  March  13,  1860,  was  not  revocable.  The 
general  rule  is,  that  the  powers  of  an  agent  are  revocable 
unless  **  coupled  with  an  interest,"  and  the  Crary  power 
was  not  '*  coupled  with  an  interest."  Crary  was  not  a  pur- 
chaser, nor  a  grantee,  nor  an  assignee.  He  conld  not  sell 
in  his  own  name.  He  could  only  act  in  the  name  and  for 
his  principal.  But  if  this  could  be  held  to  be  a  "power 
coupled  with  an  interest,"  it  is  a  power  the  right  to  exer- 
cise which  depends  on  the  performance  of  conditions  by 
Crary  in  which  he  failed,  thereby  authorizing  a  rescission. 

In  3  Parsons  on  Contracts,  679  (6th  ed.),  it  is  said  that 
''generally  where  one  fails  to  perform  his  part  of  the  con- 
tract, the  other  party  may  treat  the  contract  as  rescinded." 
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Messrs.  George  Oifford  and  S.  S.  FisTier^  for  defend- 
ants in  error  : 

The  agreement  between  Burdell  and  Crary  of  the  13th 
March,  1860,  was  a  mutual  agreement,  containing  mutual 
covenants.  The  rights  granted  to  Crary,  coupled  with  the 
covenant  of  Burdell  not  to  sell,  use,  or  grant  others  the 
right  to  sell  or  use,  was  equivalent,  to  an  assignment  of 
the  patent  to  Crary.  If  considered  in  the  light  of  a  power, 
it  was  the  grant  of  a  power  protected  by  a  covenant  which 
constituted  an  interest  in  the  patent.  Burdell  could  not 
divest  himself  of  his  obligation  under  his  covenant,. nor  by 
notice  of  revocation  reinvest  himself  with  the  right  conveyed 
to  Crary.  The  instrument  was  a  license  and  it  was  uncon- 
ditional. 

A  failure  of  one  of  the  parties  to  such  an  agreement,  to 
perform  his  covenant  does  not  authorize  the  other  party  to 
rescind  the  agreement.  2  Parsons  on  Contracts,  6th  ed. 
627,  and  cases  there  cited.  Also  pages  676,  678  and  cases 
there  cited. 

Mr.  Justice  Miller  delivered  the  opinion  of  the  court : 

The  plaintiflfs  in  error  were  plaintiffs  in  the  Circuit  Court 
in  an  action  for  an  infringement  of  the  patent  of  A.  B. 
Wilson,  for  a  feeding  device  in  sewing-machines.  They 
recovered  a  judgment  for  $125,  but  insist  that  they  were  en- 
titled to  a  much  larger  judgment,  of  which  they  were  de- 
prived by  the  rulings  of  the  court  in  the  progress  of  the 
trial. 

The  objections  to  these  rulings  will  be  considered  by  us 
under  three  heads,  to  which  all  the  assignments  of  error 
relate. 

1.  As  to  the  measure  of  damages. 

Evidence  was  given  tending  to  prove  that  plaintiflfs  had 
advertised  to  sell  their  machines,  and  had  actually  sold  a 
shop-right  to  use  one  of  them  for  $12.50,  and  had  given  a 
verbal  license  to  another  person  to  use  an  old  machine  in 

9«  U.  S.  119. 
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his  house  for  |5,  bnt  afterwards  refused  to  sell  or  license 
for  Franklin  County,  and  told  defendants  they  desired  to 
retain  the  ose  of  the  machine  as  a  (dose  monopoly.  Evi- 
dence had  also  been  given  as  to  profits  made  by  defendants. 
On  this  testimony  they  asked  the  oourt  to  instruct  the  jury 
that  "This  testimony  was  not  sufficient  to  change  the  rnle 
of  damages  from  the  proiitB  which  plaintiffs  would  have 
made  if  they  had  not  been  embarrassed  by  the  interference 
of  the  defendants,  to  a  mere  license  price,  because  they  do 
not  establish  a  customary  charge  for  the  right  to  use  the 
invention  in  Pranklin  County,"  which  the  court  refused. 
There  are  two  sufficient  objections  to  this  prayer : 
In  cases  where  profits  are  the  proper  measure,  it  is  the 
profits  which  the  iii/ringer  makes,  or  ought  to  make, 
which  govern,  and  not  the  profits  which  plaintiff  can  sfiow 
that  he  might  have  made. 

Second.  Profits  are  not  the  primary  or  true  criterion  of 
of  damages  for  infringement  in  an  action  at  law.  That  rale 
applies  eminently  and  mainly  to  cases  in  equity,  and  is 
based  upon  the  idea  that  the  infringer  shall  be  converted 
into  a  trustee,  as  to  those  profits,  for  the  owner  of  the 
patent  which  he  infringes  ; — a  principle  which  it  is  very 
difficult  to  apply  in  a  trial  before  a  jury,  but  quite  approf 
priate  on  a  reference  to  a  master,  who  can  examine  defend- 
ant's books  and  papers,  and  examine  him  on  oath,  as  well 
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party  might  have  made  is  the  primary  or  conti'olling  meas- 
ure of  damages.  Packet  Co.  v.  Sickles,  19  Wall.  617  [9 
Am.  &  Eng.  280]. 

2.  A  paper  was  introduced  in  evidence  by  defendants, 
signed  Sarah  Burdell,  authorizing  H.  Crary,  for  the  full 
term  of  four  years,  to  sell,  use  and  grant  to  others  the  right 
to  use,  in  said  county  of  Franklin,  A.  B.  Wilson's  sewing- 
machines.  It  was  agreed  that  the  paper  should  have  the 
same  eflfect  as  if  signed  by  William  Burdell  and  the  other 
plaintiflfsin  whom  the  title  was  when  it  was  executed.  It 
is  too  long  a  paper  to  insert  here,  but  will  be  given  vei'batim 
by  the  reporter  ;  and  its  true  construction  is  the  founda- 
tion of  the  alleged  error  of  the  court  in  admitting  it,  and 
also  in  admitting  a  receipt  given  to  the  defendants  by  said 
Crary  for  the  use  of  four  of  the  machines  for  which  they 
were  sued. 

It  is  claimed  that  the  instrument  is  but  a  power  of  attor- 
ney revocable  at  the  pleasure  of  the  maker,  and  that  it  was 
so  revoked  before  the  receipt  given  in  evidence  was  execu- 
ted by  Crary. 

But  we  are  of  a  diflferent  opinion.  We  think  the  instru- 
ment is  a  contract.  That  Crary  acquired  rights  under  it 
for  four  years,  which,  whether  he  may  have  so  acted  or  not 
as  to  enable  plaintiffs  to  have  it  rescinded  or  set  aside  in  a  suit 
in  chancery,  could  not  be  revoked  at  their  mere  volition  ; 
and  that  these  rights  were  such  that  his  receipt  for  the  use  of 
the  four  machines  mentioned  in  it  was  a  valid  acquittance 
of  any  claim  for  the  same  thing  by  plaintiffs  in  this  suit. 

It  is  said  that  the  court  erred  in  admitting  the  receipt  in 
bar  of  the  action,  because  it  was  executed  after  the  suit  was 
brought,  and  could  not  be  so  used  without  a  special  plea 
setting  it  up. 

The  fallacy  of  this  argument  consists  in  assuming  that  it 
was  introduced  as  a  bar  to  the  action.  It  was  only  used  to 
i-educe  the  amount  of  the  recovery,  and  not  as  a  complete 
bar  ;  and  as  it  excluded  from  the  computation  of  damages 
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only  foar  machiDes  out  of  a  larger  number,  it  was  admis- 
sible under  the  general  issue,  or  any  other  form  of  plea, 
which  left  the  amount  of  the  recovery  in  dispute. 

We  see  no  error  in  this  branch  of  the  case. 

3.  The  defendants  introduced  also  the  following  paper, 
and  gave  evidence  of  an  assignment  by  Lowe  to  Singer  & 
Co.,  and  of  a  license  from  Singer  &  Co.  to  defendants : 

"In  consideration  of  the  sum  of  eighty  dollars,  to  me 
paid  by  J,  Payne  Lowe,  the  receipt  whereof  is  acknow- 
ledged, I  do  hereby  assign,  transfer  and  set  over  unto  the 
Baid  Lowe,  his  representatives  and  assigns,  the  exclusive 
right  to  use,  and  sell  to  others  to  be  used,  in  the  county  of 
Franklin,  in  the  State  of  Ohio,  Singer's  patent  sewing-ma- 
chines, as  mentioned  in  the  patent  granted  to  Isaac  M. 
Singer,  dated  August  12,  1851,  together  with  the  right  to 
have  the  said  machines  delivered  to  be  used,  or  sold  to  be 
nsed,  in  the  said  county  of  Franklin,  in  the  State  of  Ohio. 

"  And  I  hereby  covenant  that  I  have  good  right  to  make 
the  assignment  aforesaid. 

"In  witness  whereof  I  have  hereunto  set  my  hand  and 
seal,  this  fourth  day  of  February,  A.  D.  1867. 

"WM.  BURDELL.     [seal.]" 

Evidence  was  also  given  tending  to  show  that  the  ma- 
chines called  Singer  machines,  used  by  the  defendants, 
were  made  as  Singer  machines  had  always  been  made. 

And  after  all  the  testimony  was  closed,  the  plaintiflf 
asked  the  court  to  instruct  the  jury  that  the  license  of 
Burdell  to  J.  Payne  Lowe,  of  the  4th  of  February,  1857, 
did  not  authorize  him,  and  those  deriving  rights  under 
that  license,  to  use,  in  the  machine  known  and  called 
Singer  machine,  in  said  county  of  Franklin,  the  feeding 
device  patented  to  A.  B.  Wilson  ;  which  the  court  refused 
to  give,  but  did  charge  the  jury  that  the  said  license  autho- 
rized the  said  Lowe,  and  all  claiming  title  from  him,  to  use 
in  Franklin  county  the  Singer  machine,  with  a  feeding  de- 
vice operating  upon  the  principle  and  plan  of  that  patented 
•flU.B.7«i-iaa. 
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to  Wilson ;  to  which  refusal  of  the  court  to  charge  as 
asked,  and  to  the  said  charge  as  given,  the  plaintiffs  then 
and  there  excepted. 

In  defense  of  this  ruling,  it  is  said  that  Burdell  never 
had  any  interest  in  the  Singer  patent ;  that  the  instrument 
called  the  Singer  machine,  which  was  in  use  when  Burdell 
made  the  above  assignment  to  Lbwe,  was  a  Singer  machine 
with  the  Wilson  feeding  device ;  and  that,  as  Burdell  did 
own  the  patent  for  this  device,  what  he  intended  to  assign 
was  the  right  to  use  the  Singer  machine  wUh  that  device. 
It  is  certainly  true,  that,  in  construing  a  written  instru- 
ment, it  is  necessary  and  admissible  to  look  to  all  the  sur- 
rounding circumstances  of  the  transaction  which  are  neces- 
sary to  discover  its  meaning.  And  it  may  be  admitted 
that,  if  the  facts  above  stated  were  conceded  to  be  true,  it 
would  follow  that  the  reasonable  construction  of  the  con- 
tract would  be  such  as  the  court  held  it  to  be.  The  refusal 
of  the  court  to  give  the  instruction  asked  by  counsel  for 
plaintiffs  was,  therefore,  justifiable. 

But  these  facts  were  not  conceded  by  plaintiffs.  Nor 
does  the  bill  of  exceptions  say  that  they  were  proved.  It 
says  nothing  at  all  about  Burdell' s  interest  or  want  of  in- 
terest in  the  Singer  patent ;  and  in  regard  to  use  of  the 
Wilson  feeding  device  in  the  Singer  machine,  it  says  no 
more  than  that  there  was  evidence  tending  to  prove  that  it 
had  always  been  so  used  in  all  these  machines. 

If  these  things  were  not  proved,  then  there  was  no 
ground  for  the  construction  of  the  contract  given  by  the 
court,  and  whether  they  were  proved  or  not,  was  a  matter 
for  the  jury  and  not  for  the  court  to  decide.  The  jury 
may  not  have  believed  the  witnesses  ;  or,  if  believed,  may 
not  have  found  that  their  testimony  established  what  the 
bill  of  exceptions  declares  it  tended  to  prove.  The  court, 
therefore,  in  telling  the  jury  peremptorily,  on  this  testi- 
mony, that  the  license  to  Lowe  did  authorize  him  to  use 
the  Singer  machine  with  a  feeding  device  operating  upon 

99  U.  S.  72S-7S3. 
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ANDREW  H.  HAMMOND   hn  al.,  APPELLANTS,  v. 
THE  MASON  AND  HAMLIN  ORGAN  COMPANY.* 

92  (2  Otto)  D.  a.  7a4-73a    Oct.  Term,  1S7B. 

[Bk.  2»,  L.  ed.  767.] 
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Contract.     Particular  contract  amatrued.     Sale  of  right  under  un- 
patented iniJetUion. 

1.  Where  in  &  certain  contract "  the  said  parties,"  L.,  on  the  one  hand, 

and  M.  and  H.  on  the  other,  bonnd  themseLTOB  mntaallj  and 
their  "  legal  represent atives  to  the  covenants  therein,"  to  con- 
tinae  in  force  tilt  the  expiration  of  the  term  of  certain  letters 
patent  or  "  daring  snch  period  as  the  same  may  be  hereinafter 
renetoed  or  extended,"  held  that  L.  having  treated  the  defend- 
ant corporation,  as  sncceesors  to  U.  and  H.,  it  was  entitled  to 
the  benefit  of  the  contract  and  to  the  use  therennder  of  a 
particular  device  under  the  extension  of  the  original  patent 
now  asBigned  to  plaintiff,     (p.  441.) 

2.  Where  an  inventor  made  several  agreements  on  the  same  day 

with  the  defendants  ;  in  the  one  wholly  selling  his  unpatented 
invention,  the  patent  to  issue  to  defendants  ;  in  another  licens- 
ing the  use  of  the  invention  in  conno^on  with  his  (inventor's) 
former  patents ;  and  in  the  thu-d  granting  defendant  certain 
right  on  failure  to  secure  the  patent,  held  they  should  be  all 
construed  together  and  that  defendants  were  protected  there- 
under from  liability  as  infringers,  (p.  442.) 
8.  Bight  growing  out  of  an  unpatented  invention  may  be  sold. 

(p.  44a) 

Appeal  from  the  Circoit  Court  of  the  United  States  for 
the  District  of  Mnssachnsetle. 
The  case  is  stated  by  the  court. 

Mr.  B.  B.  Valentine.,  for  appellants : 
We  shall  base  our  argument  to  show  the  error  of  the 
•See  EzpUnatlon  of  Noteo,  page  III. 
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court  below,  on  certain  firmly  established  and  undisputable 
principles  of  law  which  are  so  well  settled  that  we  may 
call  them  axioms. 

First.  "There  is  no  artificial  rale  in  construing  a  con- 
tract, and  effect,  if  possible,  is  to  be  given  to  every  part  of 
it,  in  order  to  ascertain  the  meaning  of  the  parties  to  it. 
An  assignment  of  an  interest  in  an  invention  secured  by 
letters  patent  is  a  contract,  and  like  all  other  contracts  is 
to  be  construed  so  as  to  carry  out  the  inte7itio7i  of  the  par- 
ties to  it." 

Nicholson  Pavement  Co.  v.  Jenkins,  14  Wall.  452  [  8 
Am.  &  Bng.  616]. 

The  court  below  erred  in  its  decision  by  saying  of  the 
defendants  that  *' their  right  is  not  limited  to  the  terms  of 
the  original  patents  embracing  the  parts  of  the  combina- 
tion *  *  *  they  had  the  right  to  use  the  specific  me- 
chanism— their  exclusive  right  under  the  patents  might  end 
with  the  expiration  of  the  term  of  the  old  patents,  biit 
their  right  was  independerU  of  their  existence  or  dura- 
tion." 

Second.  Where  upon  an  agreement  between  two  parties, 
their  mutual  undertakings  are  embodied  in  two  or  more 
instruments  simultaneously  executed,  in  determining  the 
rights  and  intentions  of  the  parties,  the  several  instruments 
must  be  constmed  together  as  one  entire  contract,  and  no 
one  instrument  can  be  singled  out,  and  broad  rights  claimed 
under  it  aa  unaffected  by  conditions  or  restrictions  in  the 
other  simultaneously  executed  instruments. 

Cornell  v,  Todd,  2  Denio,  130;  Jackson  v.  Dunsbagh,  1 
Johns.  Cas.  92 ;  Craig  t?.  Wells,  11 N.  Y.  316 ;  Hull  2?.  Adams, 
1  Hill,  601. 

But  giving  the  three  assignments  full  effect,  either  singly 
or  together,  no  right  passed  to  the  defendants  under  the 
letters  patent  in  question  except  during  the  original  term 
thereof. 

Third.  A  grantee  or  licensee  of  a  right  to  make  or  sell 
under  the  original  term  of  the  patent  acquires  no  rights  to 
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and  usefal  improvement  has  no  exclusive  right  to  it  until 
he  obtains  a  patent.     This  right  is  created  by  the  patent." 

<Jayler  v.  Wilder,  10  How.  493  [5  Am.  AEn^.  188]. 

Fifth.  The  owner  of  an  improvement  cannot  take  pos- 
session of  the  invention  improved  upon.  He  must  obtain 
a  license  under  the  prior  patent  to  use  the  improvement,  or 
await  the  expiration  of  the  older  patent. 

Colt  V.  Mass.  Arms  Co.,  1  F^sh.  108. 


Mr.  F.  H.  Belts ^  for  appellee : 

Louis  made  an  invention  of  the  ^combination  of  a  fan 
tremolo  with  a  rotary  wind- wheel,  and  that  he  applied  for 
a  patent  for  such  combination.  Having  invented  this  com- 
bination, and  having  on  the  25th  of  September,  1868,  made 
an  application  for  a  patent  therefor,  he,  on  .that  same  day, 
entered  intp  three  agreements  with  the  defendants. 

The  first  was  an  absolute  conveyance  to  the  defendants 
of  all  his  "right,  title  and  interest  an  and  to  said  inven- 
tion and  letters  patent  which  may  issue  therefor."  . 

The  second  of  said  agreements  grants  to  said  Mason  ^ 
Hamlin  Organ.  Go.  *'  the  right  to  make,  use  and  sell  the  in- 
vention  (assigned  to  them,  and  which  they  have  since  used 
and  are  now  using)  *  *  *  in  connection  with  so  much 
of  the  inventions  secured  by  the  letters  patent  as  is  con- 
tained in  said  mechanism,  until  the  expiration  of  the  term 
for  which  the  said  letters  patent  (for  which  application  was 
then  about  to  be  made)  *  *  *  shall  ,be  granted." 
The  third  agreement  contemplates  and  provides  for  the  case 
of  i\i.e failure  of  the  Mason  &  Hamlin  Organ  Co.  to  obtain 
a  patent  for  the  invention  of  1838 ;  which  is  the.  case  as  it 
actually  happened  and  now  exists.  In  case  the  appliration 
is  refused,  Louis  grants,  to  the  Mason  &  Hamlin  Organ  Co. 
"  the  exclusive  right  under  the  said  letters  patent  already 
granted  and  under  any,  and  all  reissues  thereof,  to  make, 
use  and  sell  the  specific  mechanism  described  and  set  forth 
in  the  said  exequted  application  (of  1868)  and  in  the  speci- 
fication, drawings  and  model  accompanying  the  same." 
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And  "aathorizes  and  empowers"  them  "to  prosecute  and 
Iniiig  to  final  judgment    *    *    *    all  persona    *    *    * 
violating  or  infringing"  their  "exclusive  right"  to  the  said 
"mechanism." 

The  refusal  of  the  Patent  Office  to  patent  this  invention 
destroys  not  the  right  of  Mason  &  Hamlin  in  the  same, 
but  the  exclusiveness  of  their  right.  The  agreement  is  not 
thereby  annulled;  still  less  is  the  agreement,  Exhibit  C, 
a  ffected. 

The  complainants  are  seeking  to  read  the  agreement 
which  contains  no  limitation  of  the  general  right  to  use 
'  the  specific  mechanism  referred  to  in  it,  as  if  it  contained 
a  claase  to  this  effect,  "but  whenever  the  original  term  of 
the  patent  of  November  18,  1856,  shall  expire,  all  right 
to  use  the  invention  assigned  in  exhibit  C,  shall  cease,  and 
all  right  to  manufacture  and  sell  said  invention  under  the 
patent  of  June  10,  1862,  shall  cease  likewise." 

This  clause  imposing  a  forfeiture  of  rights  absolutely 
'granted  by  another  agreement  will  not  be  supplied  by  con- 
struction, not  only  because  forfeitures  are  never  implied, 
bnt  because  the  intent  of  the  agreement,  aa  we  have  seen, 
is  plainly  otherwise. 

It  Would  require  very  strong  words  to  carry  the  con- 
struction that  a  man  intended  to  absolutely  grant  an  in- 
vention by  one  agreement,  and  oh  the  same  day  by  another 
agreement,  prohibit  its  use  by  the  grantee  after  two  years. 

The  law  leans  very  strongly  against  all  conditions  and 
restrictions  in  an  absolute  gi-ant  which  are  inconsistent  with 
snch  absolute  grant,  certainly  they  will  not  supply  sncb 
conditions  and  restrictions  by  forced  constructions  when 
none  such  in  fact  exist. 

The  appellants  seek  to  maintain-  that  the  agreeihent 
which  conveyed  to  the  defendants  the  ''invention  and  let- 
ters patent  which  may  issue  therefor,"  really  conveyed 
nothing  at  all,  because  no  letters  patent  were  in  fact 
granted,  and  that  there  is  no  such  thing asan  "invention" 
which  can  be  conveyed  apart  from  letters  patent.     To  this 
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we  reply  first — that  neither  a  grantor,  nor  those  claiming 
under  him,  can  be  heard  to  assert  that  nothing  passed  by 
his  grant. 

Van  Rensaeller  v.  Kerney,  11  How.  297 ;  Clark  «.  Crego, 
47  Barb.  599. 

And,  second — that  property  in  an  invention  which  may 
be  the  subject  of  contract  and  sale,  is  perfectly  plain  and 
well  recognized.  An  ''invention"  is  the  conception  and 
practical  embodiment  of  a  useful  idea. 

The  law  recognizes  a  man's  title  in  an  invention  apart 
from  letters  patent,  by  providing  that  he  may  use  and  sell 
it  for  two  years  before  applying  for  a  patent.  Property  in 
an  invention,  as  distinct  from  property  in  letters  patent,  is 
as  clear  as  is  that  in  literary  composition  as  distinct  from 
copyright.  It  is  even  true  that  an  invention  which  is  not 
neio^  and  letters  patent  which  are  void,  may  be  the  subject 
of  valid  contract  of  sale. 

Taylor  v.  Hare,  Davis,  P.  C.  307. 

The  fact  that  an  "invention"  is  something  broader  and 
different  from  letters  patent,  is  recognized  in  nearly  every 
case  cited  by  the  appellants. 

Mr.  Justice  Miller  delivered  the  opinion  of  the  court : 
On  the  18th  day  of  November,  1856,  a  patent  issued  to 
Lafayette  Louis  for  an  invention  which  produced  a  tremolo 
in  the  musical  notes  of  melodeons  or  reed  instruments,  and 
which  has  since  become  known  as  the  tremolo  attachment. 
Louis  surrendered  and  obtained  reissues  of  this  patent  on 
the  26th  day  of  February,  1867,  and  again  on  the  26th  day 
of  May,  1868 ;  and  after  his  death  his  wife,  who  w^s  his 
administratrix,  obtained  in  July,  1871,  what  appears  to 
have  been  both  a  reissue  and  a  renewal  for  seven  years,  of, 
the  same  patent,  the  whole  right  in  which  she  assigned  to 
plaintiflfs  May  30,  1872. 

Whereupon  the  present  suit,  which  is  a  bill  in  chan- 
cery, is  brought  against  the  defendants,  as  infringers,  for 
an  injunction  and  for  an  account  of  profits,  and  other  relief. 

M  V.  8.  795. 
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Tbe  defendants  not  denying  the  allegation  of  the  use  of 
^tbe  invention,  interpose  a  plea ;  and  on  this  plea  the  case 
was  heard  and  a  decree  rendered  dismissing  the  bill. 

The  plea  sets  up  the  right  to  use  the  invention  described 
in  the  reissued  patent  of  1872,  in  defendants,  as  shown  by 
ifive  several  written  instruments,  signed  by  Louis  in  his 
flifetime,  which  were  made  parts  of  the  plea  as  exhibits  A, 
©,  C,  D  and  E. 

The  first  of  these  is  ^  contract  between  said  Louis  and 
Henry  Mason  and  Emmons  Hamlin,  for  the  use  by  the 
latter  in  their  melodeons,  of  the  original  invention  of  Louis, 
and  is  dated  April  10,  1861.  Exhibit  B  is  a  copy  of  an  ap- 
plication by  Louis  for  a  patent  for  an  improvement  in  his 
'tremolo  attachment,  with  the  accompanying  specifications, 
and  is  dated  September  25,  1868.  Exhibits  C,  D  and  E  are 
-all  dated  the  same  day  as  this  application,  and  are  contracts 
between  said  Louis  and  the  Mason  and  Hamlin  Organ  Com- 
pany for  the  sale  of  this  improvement,  and  its  use  in  con- 
nection with  the  invention  already  patented  in  1856,  and 
reissued  in  1867  and  1868. 

Exhibit  A  is  a  contract  by  which  Louis  agrees  to  furnish 
to  Mason  and  Hamlin  his  patent  tremolo  attachment  in 
such  numbers  and  as  they  may  order  them,  at  $1  for  each 
attachment ;  and  if  he  fails  to  furnish  them  as  ordered. 
Mason  and  Hamlin  are  licensed  to  make,  use  and  sell  the 
same  in  connect  ion  with  all  musical  instruments  manufac- 
tured'by  them  anywhere  in  the  United  States.  The  clos- 
ing paragraph  of  this  contract  declares  that  ''The  said 
parties  mutually  bind  themselves  and  their  legal  represen- 
tatives to  the  covenants  and  agreements  herein  contained, 
to  continue  in  force  until  the  full  expiration  of  the  term 
for  which  said  letters  patent  have  been  granted,  and  dur- 
ing such  period  as  the  same  may  be  hereafter  renewed  or 
extended.'* 

,^It  is  not  alleged  that  any  of  the  subsequent  contracts 
abrogated  this  one.     It  cannot  be  denied  that  this  contract 

•9  r.  S.  7S5-796. 


Oct,  1875,]  HAMMOND  «.  MASON,  ETC.,  ORGAN  00.    441 

Opinion  of  the  court. 

extends  to  the  renewal  of  the  patent  which  was  assigned  to 
plaintiffs.  The  only  question  on  this  branch  of  the  plea  is, 
whether  the  Mason  and  Hamlin  Organ  Company  are  en- 
titled to  the  rights  of  Mason  and  Hamlin. 

As  tlie  case  was  decided  on  the  sufficiency  of  the  plea, 
its  allegations  must  be  taken  as  true;  and  all  that  can  be 
reasonably  inferred  from  those  allegations  and  fromr  the 
various  exhibits  which  it  makes,  must  also  be  held  to  be 
true.  The  plea  does  allege  that  the  defendants  are '*  The 
legal  representatives  and  successors,  and  assignees  in  busi- 
ness and  interest,  of  said  Mason  and  Hamlin."  This  alle- 
gation seems  to  be  full  and  specific ;  and  tlie  only  doubt  of 
its  sufficiency  arises  as  to  whether  the  legal  representatives 
spoken  of  in  the  agreement,  are  or  can  be  others  than  exe- 
cutors, administrators,  or  heirs.  Whatever  doubt  might 
be  entertained  on  this  point,  we  think  is  solved  by  the*  fact 
that  Louis,  in  the  subsequent  contracts  of  1868,  seems 
throughout  to  treat  with  the  corporation  as  successors  of 
Mason  and  Hamlin  in  the  contract  of  1861.  For  in  exhibit 
E  he  sells  and  assigns  to  the  company  the  exclusive  right 
to  use  his  supposed  improvement  under  the  patent  of  1866 
and  all  the  subsequent  reissues,  and  as  this  new  improve- 
ment required  the  use  of  the  old,  he  seems  here  to  recog- 
nize the  right  of  the  company  to  control  the  license  he  had 
previously  granted  to  Mason  and  Hamlin. 

We  are  of  opinion,  therefore,  that  the  defendant  corpo- 
ration is  entitled  to  the  benefit  of  the  contract  between  Ma- 
son and  Hamlin,  covered  by  exhibit  A,  and  that  this  gives 
them  the  right  to  use  the  attachment  under  the  extension 
of  the  original  patent  now  assigned  to  plaintiffs. 

It  is  said  that  defendants  never  demanded  these  attach- 
ments and,  therefore,  they  had  no  right  to  make  them. 

But  the  allegation  is  full,  that  Louis  at  all  times  refused 
to  manufacture  and  furnish  the  attachment  to  defendants, 
and  we  think  under  the  contract  this  authorized  them  to 
make  them  for  themselves. 
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The  court  below,  however,  rested  its  decision  on  another 
ground,  which  we  think  equally  conclusive. 

As  we  have  already  said,  Louis  signed  these  contracts 
with  the  defendant  company  on  the  same  day  that  he  made 
his  application  for  a  patent  for  his  improvement  in  the 
tremolo.  The  supposed  improvement  consisted  in  a  differ- 
ent construction  of  the  parts  already  patented  by  him. 
By  the  first  contract  (exhibit  C),  he  sold  to  the  defendant 
this  invention  wholly,  and  authorized  the  patent  to  issue 
to  the  company.  By  the  second  (exhibit  D),  he  licensed 
them  to  use  this  new  invention  or  improvement  in  connec- 
tion with  his  former  patents,  and  in  connection  with  a  pat- 
ent of  his  of  1862  for  an  improvement  in  pianos  with  melo- 
deon  attachments  ;  and  the  company  agreed  to  pay  him  a 
royalty  of  $1  each  for  his  new  tremolo  attachment,  at  an 
average  of  forty  attachments  per  month.  The  third  con- 
tract (exhibit  E),  provides  that  if  the  company  fail  in 
securing  a  patent  for  the  improvement  sold  to  them,  refer- 
ring to  his  original  patent  and  reissues  and  to  his  sale  of 
the  later  invention,  and  his  claim  to  use  it  in  connection 
with  the  old  patents,  he  grants  to  the  defendants  the  ex- 
clusive right,  under  the  letters  patent  already  granted,  and 
under  any  and  all  reissues  thereof,  to  make,  use  and  sell 
the  specific  mechanism  described  and  set  forth  in  the  ap- 
plication for  the  new  patent. 

Without  elaborating  this  matter,  we  concur  in  the  opin- 
ion of  the  Circuit  Court,  that  Louis,  having  sold  this  in- 
vention, and  doubt  existing  whether  the  purchasers  would 
obtain  a  patent  for  it,  intended  by  this  contract  and  by  ex- 
hibit D  to  secure  to  them  the  benefit  of  the  exclusive  use 
of  that  invention,  in  connection  with  his  first  mechanism, 
so  long  as  the  latter  was  protected  by  any  patent  founded 
on  his  right  as  inventor.  It  was  this  use  for  which  defend- 
ants are  sued  in  this  case. 

While  it  is,  perhaps,  not  necessary  to  decide  whether  in 
any  case  a  sale  of  an  invention  which  is  never  patented 
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carries  with  it  anything  of  value,  we  are  of  opinion  that 
the  rights  growing  out  of  an  invention  may  be  sold,  and 
that  in  the  present  case  the  sale,  with  the  right  to  nse  it  iA 
connection  with  the  existing  patent  and  its  reissues  or  re- 
newals, protects  defendants  from  liability  as  infringers. 
The  decree  of  the  Circuit  Court  is  affirmed. 

M  U.  8.  798. 
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Damages — actual — comperisatory.    Damages — at  law  and  in  equity. 

Royalty  as  measure  of  damages, 

1.  In  an  action  at  law  for  the  infringement  of  a  patent  the  jury  is 

required  to  find  the  actual  damages  sustained  by  the  plaintiff. 
The  court  has  power  in  such  case  to  enter  judgment  for  any 
sum  above  the  amount  of  the  verdict,  not  exceeding  three  times 
the  amount  of  the  same,  together  with  costs.  B.  S.  sec.  4919. 
(p.  447.) 

2.  Damages  are  given  as  a  compensation,  recompense,  or  satisfaction 

to  the  plaintiff  for  an  injury  actually  received  by  him  from 
the  defendant     (p.  447.) 
8.  Compensatory  damages  and  actual  damages  mean  the  same 
thing,     (p.  447.) 

4.  Prior  to  the  act  of  July  8, 1870,  a  patentee  might  proceed  against 

an  infringer  either  in  equity  or  at  law.  In  equity  the  infringer 
would  be  regarded  as  trustee  of  the  owner  of  the  patent  as 
respects  the  gains  and  profits  which  he  had  made  by  the  un- 
lawful use  of  the  invention.  At  law  he  could  recover  actual 
damages,  the  measure  thereof  being  not  what  the  defendants 
had  gained,  but  what  the  plaintiff  had  lost     (p.  452.) 

5.  In  proceedings  against  an  infringer  for  damages  the  remedy  at 

law  (B.  S.  sec.  4919)  remains  unchanged,  since  the  act  of 
1870,  but  in  equity  (B.  S.  sec.  4921),  where  the  gains  and 
profits  are  clearly  not  sufficient  to  compensate  the  complainant 
for  the  injury  sustained  by  the  infringement,  damages  of  a 
compensatory  character  may  also  be  allowed,     (p.  453.) 

6.  Evidence  of  an  established  royalty  will  furnish  the  true  meas- 

ure of  damages  in  an  action  at  law,  where  the  unlawful  acts 
consist  in  making  and  selling  the  patented  improvement,  or 
*See  Explanation  of  Notes,  page  III. 
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in  the  extensive  and  protracted  nse  of  the  same,  without  pal- 
liation or  excuse,  but  when  the  use  is  a  limited  one  and  for  a 
brief  period,  it  is  error  to  apply  that  rule  arbitrarily  and 
without  any  qualification,     (p.  454) 

[Citations  in  the  opinion  of  the  court :] 

2  Greenleaf  £v.  (lOth  ed.)  sec.  258.    p.  448. 

Curtis  Pat.  (4th  ed.)  461.    p.  453. 

Seymour  v.  McCormiek,  16  How.  480  [6  Am.  &  Eng.  200].    p.  454. 

Livingston  v.  Woodworth,  15  How.  646  [6  Am  &  Eng.  167].    p.  464. 

Dean  v.  Mason,  20  How.  198  [6  Am.  &  Eng.  861].    p.  464. 

Curtis  Pat.  (4th  ed.)  459.    p.  454. 

Packet  Co.  v.  Sickles,  19  Wall.  611  [9  Am.  &  Eng.  280].    p.  455. 

Burden  v.  Denig,  92  U.  S.  716  [p.  421,  ante],    p.  456. 

Suffolk  Mfg.  Co.  V.  Hayden,  8  Wall.  816  [7  Am.  &  £ng.  405].    p.  465. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
District  of  Nevada. 

The  complaint  in  this  case  was  filed  in  the  court  below 
by  the  defendant  in  error,  to  recover  damages  for  the  al- 
leged infringement  of  a  certain  patent.  Judgment  having 
been  given  for  the  plaintiff,  the  defendant  sued  out  this 
Mrrit  of  error. 

The  case  is  fully  stated  by  the  court. 

Messrs.  Beatty  <6  Denson^  Lewis  <6  Deal  and  C.  J.  SUl- 
2/er,  /or  plaintiffs  in  error : 

Upon  the  general  proposition  that  the  royalty  in  such 
cases  is  not  always  the  proper  measure  of  damage,  we  re- 
fer to  the  case  of  Seymour  v,  McCormiek,  16  How.  480  [6 
Am.  &  Eng.  200]. 

The  court,  when  speaking  of  the  royalty  as  the  measure 
of  damages,  use  this  language:  "There  may  be  cases,  as 
when  the  thing  has  been  used  for  a  short  time,  in  which  the 
jury  should  find  less  than  that  sum  ;"  p.  490. 

So,  too,  in  the  case  of  the  Suffolk  Mfg.  Co.  u.  Hayde&, 
3  Wall,  315  [7  Am.  &  Eng.  405J,  the  court  uses  this  Ian- 
guage :  "  It  is  proper  to  say,  as  was  said  in  the  court  below, 
that  the  jury,  in  ascertaining  the  damages  ujion  this  evi- 
dence, is  not  to  estimate  them  for  the  whole  term  of  the 
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actual  damages  mean  the  same  thing ;  that  is,  that  the 
damages  shall  be  the  result  of  the  injury  alleged  and  proved, 
and  that  the  amount  awarded  shall  be  precisely  commen- 
surate with  the  injury  suffered,  neither  more  nor  less, 
whether  the  injury  be  to  the  person  or  estate  of  the  com- 
plaining party.     2  Greenl.  Ev.  10th  ed.  sec.  263. 

Improvements  in  machines  for  amalgamating  gold  and 
silver  were  made  by  Z!enas  Wheeler,  then  in  full  life,  for 
which  he  received  letters  patent  in  due  form  of  law.  Suf- 
ficient also  appears'  to  show  that  the  patentee  subsequently, 
to  wit :  on  the  15th  of  August,  1869,  departed  this  life ; 
that,  at  the  time  of  his  death,  he  was  a  resident  of  San 
Francisco,  in  the  State  of  California,  and  that  he  left  a  last 
will  and  testament,  duly  executed,  as  required  by  the  laws 
of  that  State ;  that  he  gave,  devised  and  bequeathed  to  the 
plaintiff  all  and  singular  his  property,  real  and  personal, 
wheresoever  situated,  including  all  debts  owing  to  him,  and 
all  moneys  belonging  to  him  of  which  he  might  die  seized 
and  possessed,  in  trust  for  certain  uses  and  purposes  there- 
in specifically  set  forth  and  described,  leaving  his  patent 
rights,  machinery  and  certain  other  specified  interests  in 
the  hands  of  his  executor,  to  be  managed,  controlled,  im- 
proved, changed  or  disposed  of  as  his  executor  may  in  his 
judgment  deem  best  for  the  interests  of  the  estate.  Due 
probate  of  the  will  has  since  been  made,  and  letters  testa- 
mentary have  been  duly  granted  to  the  plaintiff,  as  sole 
executor  of  the  deceased  patentee. 

Pursuant  to  the  power  vested  in  the  plaintiff  as  such  ex- 
ecu  tor,  he  instituted  the  present  suit,  in  which  he  alleges 
that  the  deceased  testator  was  the  original  and  first  inven- 
tor of  the  improvement  described  in  the  patent,  and  that 
the  defendants,  though  well  knowing  the  premises,  and  in 
order  to  deprive  the  plaintiff  of  the  gains  and  profits  of  the 
same,  have,  without  license  from  the  testator  in  his  life- 
time, or  from  the  plaintiff  since  the  decease  of  the  testator, 
used  and  caused  to  be  used  twenty  amalgamating  machines, 
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embracing  sabstantially  the  same  improvement,  in  violation 
and  infringement  of  the  exclusive  right  secured  by  the  said 
letters  patent. 

Service  was  made ;  and  the  defendants  appeared  and 
pleaded  the  general  issue,  :andgave  notice  of  certain  8X)ecial 
defenses,  as  follows :  (1)  That  the  testator  in  his  lifetime 
executed  a  license  to  J.  Booth  &  Co.,  to  manufacture  the 
patented  machine,  and  that  the  defendants  purchased  the 
machines  they  use  of  the  licensees.  (2)  That  the  patented 
improvement  has  been  openly  and  universally  used  by  the 
public  since  the  patent  was  granted.  (3)  That  the  curved 
grooves  in  the  face  of  the  muUer  and  in  the  bottom  of  the 
pan  had  been  previously  patented  to  the  respective  parties 
named  in  the  notice  of  special  matter.  (4)  That  the  pat- 
entee was  not  the  original  and  first  inventor  of  the  im- 
provement. (5)  That  the  curved  grooves  in  the  face  of  the 
mnller  and  bottom  of  the  pan  were  in  public  use  more  than 
two  years  before  the  alleged  inventor  made  application  for 
a  patent.  (6)  That  the  patented  imprpvements  were  de- 
scribed in  the  printed  publications  mentioned  in  the  notice 
of  special  matter. 

Reference  to  the  specification  will  show  that  the  pat- 
ented improvement  is  called  a  new  and  improved  gold  and 
silver  amalgamator  and  pulverizer,  and  that  the  object  of 
the  invention,  as  stated  by  the  patentee,  is  to  obtain  a  de- 
vice of  simple  construction,  which  will  cause  a  thorough 
incorporation  of  the  quicksilver  with  the  pulp  containing 
the  metal,  so  as  to  insure  a  perfect  amalgamation  of  the 
latter.  Mechanically  considered,  the  invention  consists  in 
the  arrangement  of  spiral  ribs  on  the  periphery  of  the  ro- 
tary muUer  and  spiral  ribs  reyersed  on  the  inner  side  of 
the  pan,  to  operate  in  connection  with  curved  grooves  on 
the  face  or  under  side  of  the  muller,  and  curved  grooves 
reversed  in  the  bottom  of  the  pan,  for  the  purpose  ex- 
plained. 

These  explanations  are  the  same  as  those  given  in  the 
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specification  ;  and  the  patentee  also  states,  that  the  inven- 
tion consists  in  the  manner  of  connecting  the  nmller  to  its 
shaft  by  3  univei-sal  joint,  so  aa  to  insure  its  parallelism 
with  the  bottom  of  the  pan,  and  in  the  employment  or  use 
of  curved  plates,  which  are  placed  in  the  pan  just  above 
the  muUer.  and  arranged  in  snch  a  manner  as  to  be  capa- 
ble of  being  adjusted  higher  or  lower,  as  set  forth  in  the 
specification. 

Two  of  the  claims  of  the  patent,  to  wit :  the  first  and  sec- 
ond, are  omitted,  as  the  plaintiff  admits  that  those  claims 
have  not  been  infringed  by  the  defendants.  What  he 
charges  is,  that  they  have  infringed  the  third  claim,  which 
is  as  follows:  "In  combination  with  the  inullerand  pan, 
the  curved  plates  supported  at  their  outer  ends  on  slides, 
and  at  their  inner  ends  in  a  frame,  which  is  supported  on 
the  apper  end  of  the  shaft  in  such  a  manner  that  the  plates 
■will  follow  any  adjustment  of  the  muUer,  and  thus  bear 
the  same  relation  to  it,  whether  in  its  highest  or  lowest 
working  position," 

•  Viewed  in  the  light  of  these  suggestions,  it  is  clear  that 
the  charge  of  infringement  has  respect  chiefly  to  the  curved 
plates  supported,  as  explained,  when  used  In  combination 
with  the  mnller  and  pan. 

Subsequently  the  parties  went  to  trial ;  and  the  verdict 
and  judgment  were  for  the  plaintiff,  in  sum  of  |2,266.60, 
with  costs  of  suit.  Exceptions  were  duly  filed  by  the  de- 
fendants, and  they  sued  out  the  present  writ  of  error. 

By  the  bill  of  exceptions,  it  appears  that  the  plaintiff  in- 
troduced Ids  patent  in  evidence,  together  with  a  model  of 
the  patented  machine  for  amalgamatinggold  and  silver,  and 
gave  testimony  tending  to  show  that  the  defendants  pur- 
chased twenty  amalgamating  pans,  which  contained  wings  or 
cui-ved  plates  of  iron  twelve  inches  wide  and  fourteen 
inches  long,  fastened  at  one  end  to  the  inner  side  of  the 
rim  of  the  pans  in  a  vertical  position,  in  such  a  manner 
that  they  could  be  raised  or  depressed  by  sliding  up  or 
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down  in  a  groove  or  fastening,  and  could  be  adjusted  at 
different  heights,  and  extending  lengthways  towards  the 
center  of  the  pans,  which  were  a  little  more  than  four  feet 
in  diameter. 

Wings  of  the  kind,  however,  were  used  in  only  sixteen 
of  the  pans  for  a  few  weeks  after  the  defendants  com- 
menced to  use-  the  pans  for  amalgamating  purposes  ;  and 
the  defendants  testified  that  the  wings  were  useless,  and 
even  detrimental,  for  working  over  old  tailings,  which  was 
the  work  on  which  they  were  engaged,  for  the  reason  that 
such  material  does  not  require  further  grinding  or  pulver- 
ization; that,  finding  the  wings  useless  or  detrimental, 
they  took  them  out  of  the  sixteen  pans,  and  sold  them  for 
old  iron. 

They  also  gave  evidence  tending  to  show  that,  when  they 
used  the  mill  as  a  quartz  mill,  they  used  the  wings  in  six- 
teen only  of  the  pans,  but  that  when  they  commenced  to 
work  what  are  called  tailings,  they  took  out  the  wings,  be- 
cause they  found  them  to  be  detrimental  or  useless ;  and  the 
bill  of  exceptions  also  states  that  the  defendants  took  the 
wings  out  of  four  of  the  pans  before  they  used  them  at  all, 
and  only  used  the  wings  in  some  of  the  other  pans  for  a 
short  time,  and  that  they  did  not  use  any  of  them  more 
than  six  weeks ;  which  is  all  the  evidence  introduced  to 
show  the  ext^^nt  of  the  infringement. 

Wide  differences  of  opinion  existed  between  the  parties 
as  to  the  rule  of  damages  in  such  a  case ;  and,  to  aid  in  the 
solution  of  that  question,  the  plaintiff  introduced  testimony 
tending  to  show  that  the  decedent  in  his  lifetime  allowed 
manufacturers  to  make  and  sell  the  invention  for  a  royalty 
of  $100,  for  a  machine  containing  only  the  same  combina- 
tion as  that  used  by  the  defendants,  and  proved  that  he, 
the  plaintiff,  had  sold  royalties  to  a  large  amount  at  the 
same  rate. 

Questions  of  various  kinds,  other  than  those  relating  to 
the  measure  of  damages,  are  also  presented  in  the  bill  of 

98  V.  8.  67-4M. 
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question  whether  the  defendant  1 
unlawful  acts,  the  measure  of  dai 
not  what  the  defendants  hadgaii 
had  lost.     Curtis  Pat.,  4th  ed.  46 

Where  the  suit  is  at  law,  the 
mains  unchanged  to  the  present  t 
that  the  verdict  of  the  jury  must 
sustained  by  the  plaintiff,  subject 
to  enter  judgment  thereon  for  an; 
not  exceeding  three  times  that  an 
16  Stat,  at  L.  207. 

Damages  of  a  compensatory  c'l 
lowed  to  the  complainant  suing  ii 
where  the  gains  and  profits  mad 
clearly  not  sufficient  to  compensa 
injury  sustained  by  the  unlawful 
right  secured  to  him  by  the  pater 
still  the  proper  measure  of  dama< 
in  cases  where  the  injury  sustains 
plainly  greater  than  the  aggregat 
the  respondent ;  in  which  event  t 
complainant  ''shall  be  entitled  t 
the  profits  to  be  accounted  for  by 
ages  he  has  sustained  thereby." 

Cases  occurred  under  the  Prior  1 
injustice  was  done  to  the  compl 
withholding  from  him  a  just  com 
he  sustained  by  the  unlawful  i 
rights,  even  when  the  final  decree 
allowed.  Examples  of  the  kind 
the  business  of  the  infringer  was  sc 
that  it  did  not  yield  any  subst 
where  the  products  of  the  pate 
sold  greatly  below  their  just  and 
compel  the  owner  of  the  patent,  h 
to  abandon  the  manufacture  of  tl 
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the  use  is  a  limited  one  and  for  a  brief  period,  as  in  tha 
case  before  the  court,  it  is  error  to  apply  that  rule  arbi- 
trarily and  without  any  qualification.  Packet  Co  «.  Sick- 
les, 19  Wall.  617  [9  Am.  &  Eng.  280  ]  ;  Burdell  v.  Denig, 
92  U.  S.  716  [p.  421  ante] ;  Suffolk  Mnfg.  Co.  t).  Hayden, 
3  Wall.  320  [7  Am.  &  Eng.  406J. 

Four  of  the  pans  in  this  case  were  used  throughout  with- 
out wings,  and  wings  in  most  of  the  others  were  used  only 
for  a  short  time,  and  in  none  of  the  pans  for  more  than  six 
weeks.  Under  these  circumstances,  it  was  error  to  charge 
the  jury  that,  if  they  found  any  damages,  they  must  find 
the  amount  of  the  royalty  for  each  pan  so  used,  as  that 
was  instructing  the  jury  in  eflfect  that  they  must  find  $100 
for  each  pan,  which  is  plainly  more  than  the  actual  dam- 
ages proved  by  the  evidence.  Actual  damage  is  the  statute 
rule ;  and,  whenever  the  royalty  plainly  exceeds  the  rule 
prescribed  by  the  Patent  Act,  the  finding  should  be  re- 
duced to  the  statute  rule. 

Judament  reversed  and  cause  remanded,  with  directions 
to  issue  a  new  venire. 

93  U.  S.  70-71. 

Notes  t 

1.  Act  1790,  880.  4;  Act  1793,  sec  5;  Act  1800,  sec  8;  Act  1886, 
see.  14;  Act  1870,  sec.  59;  B.  8.  sec.  4»919. 


5.  Act  1819,  sec.  1;  Act  1836,  sec.  17;  Act  1870,  sec.  55;  B.  S. 

sec.  4921. 


6.  License  fee  measure  of  damages;  see  Burdell  v.  Denig,  92  TJ. 
S.  716,  note  2  [p.  421  ante']. 
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JOSEPH   DALTON,    APPEI 

JENNII 

OS  (8  Otto)  V.  s.  ari-a' 

[Bk.  23,  L.  ed.  925 

Affirming  Ibid,  l 

Argued  December  8,  1876.     I 

Particular  patent  construed, 

1 1.  The  patent,  Na  124,340,  John 
Hair-Net.  For  *'  a  head  or  ha 
meshes  fabricated  of  coarse  tl 
ary  set  or  sets  of  meshes  fabric 
cause  there  is  no  invention  id 
had  been  made  and  were  in  pi 
his  application,  which  are  pr 
by  Dalton  in  the  specificatioE 
468.) 

Appeal  from  the  Circuit  Co 
the  Southern  District  of  New  ' 

The  bill  in  this  case  was  file 
api^ellant,  for  an  injunction  a 
alleged  infringement  of  a  certa 
been  entered  in  favor  of  the 
pealed  to  this  court. 

The  case  is  fully  stated  by  tl 

The  specifications  and  draw 
ent  are  as  follows : 

*See  Explanation  o\ 

t  Head  note  by  Mr.  Justice  Millei 


JOSEPH  DAL' 

Imphovem 

Specification  formiDg  [ 

To  all  whom  it  may  < 
Be  it  known  tliat  ] 
and  State  of  New 
proved  Lady's  Hair-i 
ing  to  be  a  full,  cleai 
will  enable  those  sk 
same,  reference  bein 
forming  part  of  this  . 
Fig.  1  represents  a 
an  enlarged  view  of 
whicli  the  net  is  forn 
Hcations. 

Similar  letters  indi 
This  invention  reU 
sets  of  meshes,  each 
they  being  combitied 
after  to  need  prelimii 
In  tlie  drawing,  th 
is  composed  of  mea 
tlireads.  The  mesht 
they  are  of  considei 
tliese  meshes  alone, 
mit  the  short  hair  to 
desirable  to  partiall 
dary  meslies  b.  Tli 
ence,  made  of  very  t 
invisible  when  the  ii 
these  serondfiry  me 
down.  The  meshes 
attached  to  the  mesl 
when  two  or  more 


2  Shatti-Shettl. 

JOSEPH  DALTON. 
Improvement  in  Ladies'  Hair  Nets. 


jt^j,i. 


PiKntad  March  5,  1872. 


^i^s 


• 


2  Shaett-Sheat  2. 
JOSEPH  DUTON. 
Improvement  in  Ladies'  Hair  Nets. 


No.  124,340. 


A 


Fitentad  March  5,  IB7Z. 


fisr^- 


S, 


<!^^^M^t»tU  ir~ 


^.  '^^A.*^. . ,  ■'/xfc 
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equi-distant,  or  nearly  so ;  and  the  two  sets  of  meshes — 
that  is,  the  main  set  a  and  auxiliary  set  or  sets  b — are  so 
formed  and  connected  with  each  other  that  either  set  can 
be  entirely  broken  away  without  destroying  the  other. 
If  the  line  meshes,  or  any  of  the  same,  are  torn,  therefore 
each  torn  mesh  can  be  cut  out  without  destroying  the  main 
fabric. 

The  meshes  a,  as  well  as  the  meshes  &,  are,  by  prefer- 
ence, made  of  double  strands,  which  pass  through  each 
other,  as  shown  in  Pig.  2,  they  being  fabricated  in  a  man- 
ner well  known  to  lace  manufacturers ;  but  I  do  not  con- 
fine myself  to  the  precise  method  of  forming  the  meshes. 
They  may,  in  some  cases,  be  composed  of  three  or  more 
strands,  united  by  tying,  in  any  manner,  at  the  ties,  and  of 
varying  qualities  and  color  of  thread. 

The  auxiliary  meshes,  when  more  than  one  set  is  used, 
may  be  arranged  at  acute  angles  to  the  main  meshes,  and 
may.  of  preference,  be  grouped  together. 

What  1  claim  as  new,  and  desire  to  secure  by  Letters 
Patent,  is-- 

A  head  or  hair  net  composed  of  a  main  set  of  meshes 
fabricated  of  coarse  thread,  combined  with  an  auxiliary 
set  or  sets  of  meshes  fabricated  of  fine  thread,  substanti- 
ally as  described. 

J.  DALTON. 

Witnesses : 
W.  Hauff, 
E.  F.  Kastenhuber. 

Mr.  J,  Van  Santr.oord^  for  appellant : 

The  patentee's  invention  is  proi)erly  described  in  the 
phraseoloii^y  of  §  4886  of  the  patent  law.  Rev.  Stat.  p.  954 
as  a  new  and  useful  improvement  of  a  manvfacture, 
.  The  manufacture  which  is  improved  is  net,  so  called. 
The  same  is  a  well  known  fabric,  composed  of  a  series  of 
open  meshes  or  squares,  of  uniform  size  throughout  the 
same  piece  of  the  fabric,  each  mesh  or  square  being  com 
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proof  of  prior  use  of  snbstantis 
ogous  purposes. 

Simply  applying  an  old  orgs 
a  patentable  subject. 

The  proofs  show  that  it  is 
exhibit  16,  which  has  the  ver 
the  patented  fabric,  and  that,  t 
by  the  complainant  has  been 
use  of  the  same  thing,  for  the  ss 
and  that  the  patent  is  consequ( 

Tucker  v.  Spaulding,  13  Wal 
Brown  t.  Piper,  91  U.  S.  3 
Howard,  1  Sumn.  487; .  How< 
Bean  v.  Smallwood,  2  Story,  41 
11  How.  248  [5  Am.  &  Eng.  24( 
Wall.  815  [8  Am.  &  Eng.  213]. 

Dalton's  patented  net  does  i 
structure;  does  not  describe  an 
improvement,  or  novel  combin: 
plication  to  the  nets  in  questio 
viously  practiced  in  the  same  a 
stitution  of  a  thread  finer  in  re 
or  coarser  in  the  like  relation, 
ing  a  novel  and  artistic  effect, 
of  the  threads  are  not  even  spe< 

As  for  novelty^  it  is  known  th 
tion  is  either  in  the  new  manyf 
new  manner  of  producing  an  o] 
the  former,  it  must  be  for  soc 
different  from  what  is  known 
mode  of  operation  must  be  diflf< 
a  mere  change  of  proportions  tl: 
invention. 

These  remarks  apply  fully  t( 
It  contains  no  novelty  in  itself, 
of  the  patent  law,  is  the  findin 
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or  creating  something  new  and  useful,  whicli  did  not  exist 
before,  by  tlie  operation  of  the  intellect. 

Ransom  p.  Mayor  of  N.  Y.,  1  Fish.  258;  Reed  r.  Reed,  8  O. 
G.  19:t;  Roberts  o.  Ryer,  91  U.  S.  150  [p.  302  arde^  ;  Smith 
V.  Nichols,  21  Wall.  118  [9  Am.  &  Eng.  425]. 

Mr.  Justice  Mti.LEB  delivered  the  opinion  of  the  conrt; 

On  the  5th  day  of  March,  1873,  there  was  issned  to  the 
plaintiff  and  appelliint,  Jolm  Dalton,  a  patent  for  a  new 
and  useful  improvement  in  ladies'  hair-nets,  ia  which  he 
claims  as  new  "A  head  or  hair-net  composed  of  a  main 
set  of  meshes  fabricated  of  coarse  thread  combined  with 
an  auxiliary  set  or  sets  of  meshes  fabricated  of  fine  thread, 
substantiiilly  as  described."  In  his  specificatioii,  he  says 
that  the  nets  in  use  before  his  invention  were  composed 
of  coarse  threads  so  far  apart  that  the  meshes  or  inter- 
stices were  too  large  and  j>ermitted  the  hair  to  protrude 
througli  them,  and  that  his  invention  consists  in  combining 
with  these  coarse  threads  and  larger  spaces  a  finer  thread 
crossing  these  spaces  as  often  as  is  necessary  to  confine  the 
hair,  which  thread,  from  its  fineness,  is  mainly  invisible. 
He  gives  directions  for  the  use  of  this  finer  tliread  in  mak- 
ing the  meshes,  in  which  there  is  nothing  he  claims  to  be 
new.  His  claim  is  not  for  the  process  of  making  the  net, 
but  for  the  new  product  made  in  the  manner  prescribed. 

The  defendant  relies  on  want  of  novelty,  produces  some 
fifteen  or  sixteen  specimens  of  fabrics  and  designs  which 
he  alleges  to  be  anticipations  of  plaintiff's  production,  and 
refers  to  as  many  x'ersons  who  were  making  or  selling  fab- 
rics whicli  are  identical  with  that  patented  by  plaintiff. 

If  the  netting  patented  by  plaintiff  had  been  produced 
by  him  for  the  first  time,  it  would  be  difficult  to  find  in  it  or 
in  the  process  by  which  it  is  made  anything  deserving  the 
name  of  invention  within  the  meaning  of  the  patent  law. 
If  the  spaces  between  the  threads  of  the  netting  were  too 
large,  thereby  permitting  the  escape  of  the  hair,  there  is 

ft3U,  S,aTl-17S, 


Oct.,  1876.]  DALTON  v.  J 

4 

Opinion  of  ti 

nothing  new  in  the  idea  that  m 
remedy  the  evil.  If  the  size  ol 
too  large  for  beauty,  neither  d 
necessary  to  reduce  it.  There  i 
ber  of  these  threads,  in  their 
which  they  are  crossed  and  com 
inven  tion  1  Is  it  in  the  fact  thi 
coarser  and  some  of  finer  size  ? 
tion,  since  gauze  and  netting  hs 
or  cords  of  unequal  size  time  o 
and  equal  or  unequal  spaces  be 

Turning  from  this  view  of  th 
the  exhibits  produced  by  defen 
rics  long  in  use,  in  which  the  r 
cords  or  threads  crossing  each  c 
smaller  threads  filling  up  the 
terstices  smaller.  Defendant's 
lace  with  spaces  separated  and 
or  cord,  which  are  subdivided  i 
a  smaller  thread,  that  is  proved 
may  have  been  fifty. 

Exhibit  No.  12  is  a  tidy  with 
with  spaces  between  each,  and  j 
ally  are  four  threads  dividing  tl 
ones.  It  is  proved  that  from  th 
a  workman  to  get  up  a  pattern 

Exhibit  No.  11  is  a  mosquito 
cords  crossing  each  other  about 
smaller  threads  crossing  this  sp 
the  interstices  too  small  for  the 
,  just  as  Mr.  Dalton's  net  preven 
It  is  the  the  same  device  to  rem 
one  is  for  mosquitoes  and  the  o 

Exhibit  No.  6  is  a  hair-net 
crossing  each  other  at  equal  di 
passing  over  or  around  them,  an( 
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to  reduce  the  size  of  the  interstices.  This  was  used  and 
sold  openly  in  New  York  in  1871. 

Exhibit  No.  2  is  a  hair-net  made  twenty  years  ago,  in 
which  the  larger  cords  are  knotted  together  at  their  cross- 
ing at  regular  intervals,  and  smaller  threads  between,  so  as 
to  make  the  meshes  smaller.  We  can  see  in  this  case  no 
difference  between  this  and  exhibit  of  plaintiff,  unless  it  be 
in  the  shape  of  the  spaces  large  and  small,  and  the  manner 
in  which  the  threads  are  connected.  Neither  of  these  is 
claimed  by  plaintiff  as  any  part  of  his  invention  or  as  new, 
for  he  says  this  is  a  matter  well  known  to  lace  makers. 

In  the  lace,  in  the  mosquito  bar,  in  the  tidy,  the  fabric 
presents  in  each  case  the  precise  arrangement  described  in 
the  plaintiff's  patent.  These  have  been  long  in  use,  and 
are  well  known. 

In  exhibits  2  and  6  we  have  the  same  fabric  as  plaintiff's 
applied  to  the  same  use.  It  is  impossible  to  call  the  hair-net 
or  netting,  for  which  plaintiff  claims  a  patent,  a  new  in- 
vention, or  any  invention  of  his,  and  the  decree  of  the  Cir- 
cuit Courts  dismissing  his  biUy  is  affirmed. 

OS  U.  S.  978-974. 

Notet 

1.  Change  in  size  held  not  to  involve  inveotion: 

Phillips  V,  Page,  24  How.  161  [7  Am.  &  Eng.  97]. 

Estey  V.  Burdett,  109,  U.  S.  633. 

Pomace  Holder  Go.  v,  Ferguson,  119  U.  S.  335. 
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MORITZ  COHN,  APPELLANT,  e.THE  UNITED  STATES 

CORSET  COMPANY  et  al.* 

93  <80tto)  V.  S.  S6e-S79.    Oct.  Term,  1870. 

[Bk.  23  L.  ed.  907 ;  11  O.  G.  457.] 

Affirming  Ibid,  12  Blaicb.  225. 

Argued  November  21,  1870. '   Decided  December  4,  1876. 

Particular  patent   construed.      Prior  publication.      Article  and 

process, 

1.  Letters  patent  No.  137,803.     M.  Cohn,  April  15, 1873.     Corsets, 

for  a  manufacture  held  anticipated  by  tbe  invention  described  in 
Johnson's  English  provisional  specification  No.  143  of  Janu- 
ary 20,  1854.     (p.  48a) 

2.  Unless  the  earlier  printed  and  published  description  does  ^x- 

hibit  the  latter  patented  invention  in  such  full  and  intelligent 
manner  as  to  enable  persons  skilled  in  tbe  art  to  which  the 
invention  is  related  to  comprehend  it  without  assistance  from 
the  patent,  or  to  make  it,  or  repeat  the  process  claimed,  it  is 
insufficient  to  invalidate  the  patent     (p.  483.) 

8.  A  patent  is  invalid  if  the  invention  claimed  is  found  to  be  pat- 
ented or  described  in  a  printed  publication  prior  to  the  paten- 
tee's invention  or  discovery  thereof;  and  it  is  enough  if  the 
thing  patented  is  described,  and  not  the  steps  necessarily  ante- 
cedent to  its  production,     (p.  401.) 

4.  Thus,  when  the  invention  claimed  is  an  article,  it  is  not  neces- 
sary, in  order  to  render  the  patent  void,  that  the  prior  publi- 
cation should  also  eontain  a  description  of  the  process  by 
which  such  article  was  made.     (p.  401.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 

The  bill  in  this  case  was  filed  in  the  court  below  by  the 
api>ellant,  to  recover  for  an  alleged  infringement  of  a  cer- 
tain patent.  A  decree  of  disniissal  having  been  entered/ 
he  took  an  appeal  to  this  court. 

*8ee  Explanation  of  Notes,  page  III. 


Statemeot  of  the 


Tiie  specifications  and  drawinjrs  of  Colin's  letters  pntpnr 
and  of  Johnson's  provisional  specification,  are  as  follows  : 


MORITZ  COHN.  OP  NEW  YORK,  N.  Y. 

Impkovement  in  Corsets. 

Specification  forming  part  of  Letters  Patent  No.   137,893,  dated 
April  15,  1873  ;  application  filed  January  30,  1873. 

To  all  wh&ni  it  may  concern  : 

Be  it  known  that  I,  ^foritz  Cohn,  of  New  York  dry,  in 
Ilie  State  of  New  York,  have  invented  certain  new  and  use- 
ful Improvements  in  Corsets  ;  and  I  do  hereby  declare  that 
tlie  following  is  a  full  and  exact  description  thereof,  refer- 
ence being  had  to  the  accompanying  drawing  making  part 
of  this  application. 

Previous  to  my  invention  it  lias  been  customary  in  the 
nianufacinre  of  corsets  to  weave  the  material  with  pocket- 
like openings  or  jiassages  running  Hirougli  from  edge  to 
edge,  or  all  stopped  and  finished  (iff  nl  a  nniform  distance 
from  tiie  edge,  and  adapted  to  receive  the  bones,  which 
are  inserted  to  stay  the  woven  fabric,  and  which  serve  as 
braces  to  give  shape  to  and  support  the  figure  of  trfie  wearer. 
This  method  of  mannfactnring  the  corsets  necessarily  in- 
volves a  great  deal  of  hand-labor,  and,  consequently,  ex- 
pense, in  stitching  up  the  ends  where  they  are  woven  with 
pockets  running  through  from  edge  to  edge  to  hold  the 
bones  in  place;  or,  else  the  upper  ends  of  the  bones  are 
necessarily  all  located  at  a  uniform  distiince  from  the  edge. 
resulting  in  a  less  perfectly- shaped  corset  than  is  produced 
by  following  out  my  invention. 

I  propose,  by  my  invention,  to  overcome  the  cibjections 
]i:st  named  and  produce  a  corset  in  which  the  location  or 
position  of  the  bones  endwise  shall  be  predetermined  witli 


I.  COHN. 
Certatt. 


^g'      * 


PiUnied  April  tS,lB73. 


-i^J. 


■^■4- 
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thft  accuracy  of  the  jacquard  in  the  process  of  weaving  the 
corset  stuff  or  material,  while. I  at  the  same  time  effect  a 
great  saving  of  labor  and  expense,  and  give  a  more  perfect 
shape.  My  invention  has  for  its  main  object,  therefore, 
not  only  the  production  of  a  better  article  but  also  a  reduc- 
tion in  the  cost  of  manufacture  ;  and  to  these  ends  my  in- 
vention consists  in  having  the  pocket-like  openings  or  pas- 
sages into  which  the  bones  are  put  closed  up  near  one  end 
at  that  point  at  which  it  is  designed  to  have  the  end  of 
each  bone  located,  as  will  be  hereinafter  more  fully  set  forth. 

To  enable  those  skilled  in  the  art  to  make  and  perfectly 
understand  my  invention,  I  will  proceed  to  more  fully  de- 
scribe it,  referring  by  letters  to  the  accompanying  drawing, 
in  which,  for  the  purpose  of  illustration,  I  have  represented 
two  corsets,  one  made  according  to  the  mode  of  manufact- 
ure heretofore  most  generally  practiced,  the  other  accord- 
ing to  my  new  method. 

It  will  be  seen  by  reference  to  Figures  1  and  2  that  the 
bones  a  are  held  or  secured  in  place  endwise  in  the  pockets 
b  of  the  corset  material  C  by  stitching  6?,  which  is  done 
after  the  insertion  of  the  bone,  and  retains  the  bone  end- 
wise by  closing  up  the  passage-way  or  pocket  in  which  it 
is  located.  This  is  in  accordance  with  or  illustrates  the 
mode  of  manufacture  originally  practiced,  and  only,  de- 
parted from  prior  to  my  invention,  as  heretofore  explained. 

At  Figs.  3,  4,  and  5  is  illustrated,  in  elevation  and  longi- 
tudinal and  cross-sections,  a  corset  made  according  to  my 
improved  plan. 

In  these  figures,  A  is  the  woven  fabric  of  the  corset, 
which,  in  lieu  of  being  made  with  pocket-like  openings  or 
passages  running  through  from  edge  to  edge,  *or  up  to  a 
uniform  distance  from  the  edge,  I  propose  to  have  woven 
with  pockets  or  passages,  which  extend  from  rone  edge  of 
the  fabric  toward  the  other,  but  stop  short  of  the. latter  at 
such  point  or  locality  as  is  predetermined  for  the  location 
of  the  end  of  each  bone,  according  to  the  debign  or  shape 
to  be  sriven  to  the  corset,  as  shown.     The  fqJbric  is  woven 
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with  the  pockets  extending,  as  seen,  from  one  edge,  B,  of 
the  fabric  to  ihe  points,  b,  c,  d,  &c.,  and  from  these  points 
out  to  the  ^dge  P  the  fabric  is  woven  solid  or  witboni  any 
passages,  /"y  represent  the  bones,  which  are  made  of  the 
proper  length,  and  are  inserted  from  the  edge  B  or  at  tbe 
open  ends  of  the  pockets.  After  tlieir  insertion  the  bones 
are  pnshed  *'  home  "  to  the  bottbm  of  their  respective  pock- 
ets, when  the  mouths  or  open  ends  of  the  said  pockets  are 
closed  np  by  the  stitching  nnd  binding  of  the  edge  B  of  the 
corsel,  and  tlie  perfect  retention  of  tlie  bones  thus  effected. 

It  will  be  understood  that  by  forming  the  corset,  as  de- 
ecribed,  with  pockels  closed  at  one  end,  and  weaving  in 
such  pockets  of  varying  lengths,  lam  enabled  to  determine 
in  the  manufactnre  of  the  corset-fabric  the  precise  points 
to  which  the  subsequently  insei-ted  bones  shall  extend,  and 
thas  pattern  any  number  of  corsets  exactly  alike  and  to 
the  most  desirable  model, 

Corsets  made  according  to  my  improved  plan,  it  will  be 
«een,  can  be  made  to  a  perfect  and  regular  pattern,  will  be 
more  desirable  in  appenrance,  and  can  be  produced  at  less 
cost  than  those  made  according  to  the  mode  qf  manufact- 
nre  practiced  previous  to  my  invention. 

I  am  aware  of  and  do  not  claim  a  woven  corset  with  tbe 
pockets  stopped  and  finished  off  at  a  uniform  distance  from 
the  edge;  I  am  also  aware  of  and  do  not  claim  a  hand- 
made corset  witii  pockets  of  varying  lengths  stitched  on;  but 

What  I  do  claim  as  new,  and  desire  to  secure  by  Letters 
Patent,  is— 

A  corset  having  the  pockets  for  thereceplionof  the  bones 
formed  in  tbe  weaving  and  varying  in  lengtii  relatively  to 
each  other,  as  desired,  substantially  in  the  manner,  and  for 
the  purpose  set  forth. 

In  testimony  whereof  I  have  hereunto  set  my  hand  nnd 
teal.  M.  COHN.     [L.  8.] 

In  presence  of — 

J.  N.  McIntire. 
Geo.  a.  Greknwood. 
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MANUFACTURE  OP  STAYS  OR  CORSETS. 

(This  invention  received  Provisional  Protection,  but  notice  to  pro- 
ceed with  the  application  for  Letters  Patent  was  not  given 
vnthin  the  time  prescribed  by  the  act) 

Provisional  specification  left  hj  John  Henry  Johnson  at  the  Office 
of  the  Commissioners  of  Patents,  with  his  petition,  on  the  20th 
January,  1854. 

I,  John  Henry  Johnson,  of  47,  Lincoln's  Inn  Fields,  in 
the  county  of  Middlesex,  and  of  Glasgow,  North  Britain, 
Gentleman,  do  hereby  declare  the  nature  of  the  said  inven- 
tion for  '*  Improvements  in  the  manufacture  of  Stays  or 
Corsets,"  communicated  to  me  by  Adolphe  Georges  Qer- 
esme,  of  Paris,  in  the  Empire  of  France,  Manufacturer^  to 
be  as  follows : — This  invention  relates  to  the  manufacture  of 
what  are  known  as  woven  corsets,  and  consists  in  the  em- 
ployment of  the  jacquards  in  the  loom,  one  of  which  aflPects 
the  shape  or  contour  of  the  corset  and  the  other  the  forma- 
tion of  the  double  portions  or  slots  for  the  introduction  of 
the  whalebones.  These  slots  or  double  portions  are  made 
simultaneously  with  the  single  parts  of  the  corset,  and  in 
place  of  being  tenninated  in  a  point  they  are  finished 
square  off,  and  at  any  required  length  in  the  corset,  in- 
stead of  always  running  the  entire  length,  as  is  usually  the 
case  in  woven  corsets.  When  the  corset  is  taken  from  the 
loom  the  whalebones  are  inserted  into  these  cases  and  the 
borders  are  formed,  thus  completing  t^ie  article,  which  con- 
tains all  the  elegance  and  graceful  contQur  of  sewn  corsets 
made  by  manual  labor. 

Messrs,  BevJ.  F,  Thurston^  and  Kellogg  and  Blake^ 
for  appellant  : 

The  law  is  well  settled  that  to  render  a  prior  description 
sufficient  to  invalidate  a  patent  it  must  describe  the  thing 
patented  5o  fully  and  clearly  that  the  description  would 
answer  for  the  specification  of  a  patent.    This  court  has 
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clearly  stated  the  rule,  in  Seymour  v.  Osborne,  11  Wall. 
516  [8  Am.  &  Eng.  290 J. 

In  the  case  of  Roberts  v.  Dickey,  4  Fish,  545,  Judge 
Strong  states:  ''A  patent  is  rendered  invalid  by  a  prior 
published  description,  only  where  that  description  was 
sufficient  to  give  to  the  public  a  practical  knowledge  of  the 
invention  claimed." 

The  description  contained  in  Johnson's  English  provi- 
sional specification  is  too  vague  and  indefinite  to  furnish 
any  certain  information  as  to  the  character  of  the  coi-set 
which  Geresme  had  made.  Certain  things  ai'e  sufficiently 
clear,  but  as  to  the  material  question  whether  the  tubular 
passages  for  the  whalebones  were  stopped  off  in  the  weav- 
ing at  all  so  as  to  form  pockets  without  subsequent  fan- 
ning, the  specification  is  silent,  and  it  is  only  from  cer- 
tain general  expressions  which  are  used  that  there  exists 
any  foundation  for  the  conjecture  that  possibly  the  bone 
passages  were  stopped  off  by  weaving. 

If  it  be  impossible  to  make  Johnson's  specification  in- 
telligible then  it  is  no  answer  to  the  Cohn  patent.  Again 
if  there  are  several  interpretations  that  can  be  given  to  it, 
it  will  be  impossible  to  say  which  one  is  correct.  Again  if, 
in  order  to  make  it  describe  the  thing  patented,  inconsist- 
ent statements  be  rejected  and  words  supplied  not  found 
in  the  paper,  then  the  rule  as  established  both  in  this  and  the 
English  courts  as  to  what  must  be  the  character  of  a  prior 
publication  to  defeat  a  patent  is  violated.  I  earnestly  in- 
sist upon  the  right  of  the  patentee  in  this  case,  to  require 
that  the  Johnson  (Greresme)  specification  should  be  strictly 
construed,  that  nothing  should  be  conjectured  as  to  its 
meaning  but  that  it  should  clearly  appear  by  unequivocal 
statement  that  the  thing  which  is  the  subject  of  the  Cohn 
patent  is  described  in  it,  before  it  can  be  declared  to  antici- 
pate a  most  meritorious  improvement. 

Mr,  Oeorge  Olffordy  for  appellees  : 

The  patent  to  appellant  purports  to  be  for  a  manufac- 
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tured  article,  although  the  invention  claimed  to  have  been 
made  is  only  a  slight  change  in  the  constructmn  of  that 
article. 

The  corset  described  by  Johnson  in  his  provisional  speci- 
ftcation  and  the  corset  described  by  appellant,  are  the 
same,  but  neither  of  them  differs  from  what  was  previously 
known,  in  anything  which  was  not  so  obvious  as  not  to  re- 
quire invention,  or  justify  a  patent. 

Prior  to  1854,  just  such  a  corset  \\v  forin  as  is  described 
in  appellant's  patent  was  well  known  and  in"  use  as  a  com- 
mon article  of  merchandise.  That  is,  woven  corsets  with 
woven  bone  pockets  stopped  oflf  at  unequal  heights  by 
weaving  by  use  of  the  Jacquard  were  well  known  as  a 
common  article  of  merchandise  prior  even  to  1854,  the  time 
of  the  publication  of  the  Johnson  specification. 

Such  was  the  state  of  the  art.  What,  then,  remained 
for  the  appellant  or  Johnson  or  anyone  else  to  do  to  pro- 
duce such  a  corset  as  is  described  in  appellant's  patent? 
Certainly  nothing  in  the  form,  principle  or  structure  of 
the  article.  Certainly  nothing  in  the  relative  heights  or 
lengths  of  the  bone  pockets.  Certainly  nothing  in  the  art 
of  weaving  bone  pockets  or  of  stopping  them  oflf  in  weav- 
ing, or  in  stopping  the  bone  pockets  off  at  different  heights 
in  weaving.  It  seems,  therefore,  difficult  to  identify  any 
substantial  difference  between  the  old  corset  and  that  de- 
scribed by  the  appelant.  The  reason  of  the  difficulty  is 
because  the  difference  is  so  small  and  so  entirely  destitute 
of  anything  partaking  of  principle,  combination  or  struc- 
ture. This  difference  consists  only  of  a  different  way  in 
stopping  off  a  i)art  of  the  bone  pockets  in  the  corset  from 
that  in  which  those  particular  bone  pockets  had  been 
stopped  off  in  the  old  corsets ;  that  is,  only  closing  the 
body  bone  pockets  at  the  same  places  where  they  had  been 
closed  by  sewing,  and  by  the  same  means  that  other  bone 
pockets  had  been  closed  in  the  same  corsets.  It  consisted 
o]ily  in  closing  the  tops  of  the  body  bone  pockets  by  the 
same  means  by  which  the  tops  of  the  hip  gusset  pockets 
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had  been  closed  in  the  old  corsets.  Some  of  the  pockets  of 
a  corset  had  been  closed  in  weaving,  and  others  in  the 
same  corset  had  been  closed  by  sewing.  The  alleged  in- 
vention consists  only  in  closing  those  pockets  which  had 
b^.en'clo3ed  by  sewing,  the  same  as  the  others  had  l)een 
closed. 

It  Is  respectfully  BU'bmitted  that  closing  all  the  pockets 
as  some  had  been  done,  is  not  patentable  subject  matter^ 
nor  forms  a  patentable  article  of  manufacture ;  but  that, 
on  the  coiUrary,  these  changes  were  so  obvious  that  they 
belonged  to  the  public. 

The  English  specification  of  Johnson,  taken  in  connec- 
tion with  the  then  state  of  the  art,  described  such  a  corset 
as  that  patented  by  appellant,  and  directed  how  to  make 
it;  and  therefore  anticipates  the  appellant's  invention,  and 
invalidates  his  patent. 

Mr.  Justice  Strong  delivered  the  opinion  of  the  court : 
A  careful  examination  of  the  evidence  in  this  case  has 
convinced  us  that  the  invention  claimed  and  patented  to 
the  plaintiff  was  anticipated  and  described  in  the  English 
provisional  specification  of  John  Henry  Johnson,  left  in 
the  office  of  the  Commissioner  of  Patents  on  the  20th  of 
January,  A.  D.  1864,  That  specification  was  printed  and 
published  in  England  officially  in  1854,  and  it  is  contained 
in  volume  2,  of  a  printed  publication  circulated  in  this 
country  as  early  as  the  year  1866.  It  is,  therefore,  fatal  to 
the  validity  of  the  plaintiff's  patent  if,  in  fact,  it  does  de- 
scribe sufficiently  the  manufacture  described  and  claimed 
in  his  specification.  It  must  be  admitted  that,  unless  the 
earlier  printed  and  published  description  does  exhibit  the 
later  patented  invention  in  such  a  full  and  intelligible  man- 
ner as  to  enable  persons  skilled  in  the  art  to  which  the  in- 
vention is  related  to  comprehend  it  without  assistance  from 
the  patent,  or  to  make  it,  or  repeat  the  process  claimed,  it 
is  insufficient  to  invalidate  the  patent.  Keeping  this  princi- 

98  V,  S.  370. 
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pie  in  view,  we  proceed  to  compare  the  plaintiflfs  invention 
with  the  antecedent  Johnson  specification.  In  order  to  do 
this,  a  clear  understanding  of  the  patent  and  of  tlie  inven- 
tion the  plaintiff  claims  to  have  made  is  indispensable.  His 
application  at  the  Patent  Office  was  made  on  the  30th  of 
January,  1873.  In  it  he  claimed  to  have  invented  "A  new 
and  useful  improvement  in  corsets."  After  reciting  that 
previous  to  his  invention  it  had  been  customary  in  the 
manufacture  of  corsets  to  weave  the  material  with  pocket- 
like openings  or  passages  running  from  edge  to  edfte,  and 
adapted  to  receive  the  bones  which  are  inserted  to  stay  the 
woven  fabric,  and  which  serve  as  braces  to  give  shape  to 
and  support  the  figure  of  the  wearer  ;  but  that  it  had. been 
necessary,  after  the  insertion  of  the  bones  into  said  pocket- 
like passages,  to  secure  each  one  endwise  by  sewing,  he 
proceeded  to  mention  objections  to  that  mode  of  making  a 
corset.  He  specified  two  only.  The  first  was,  that  it  in- 
volved much  hand  labor  and  consequent  expense  in  sewing 
in  the  bones,  or  securing  them  endwise  in  the  woven  pas- 
sages ;  and  the  second  was,  that  the  arrangement  or  place- 
ment of  the  bones  in  the  passages  had  to  be  determined  by 
hand  manipulation,  and  that  it  was,  therefore,  variable  and 
irregular,  such  as  frequently  to  give  to  the  corset  an  unde- 
sirable shape  or  appearance  near  its  upper  edge.  These 
objections  he  proposed  to  remove,  and  to  produce  a  corset 
in  which  the  location  or  position  endwise  of  the  bones  shall 
be  predetermined  with  the  accuracy  of  the  jacquard,  in  the 
process  of  weaving  the  corset  stuffs,  or  material,  thereby 
effecting  the  saving  of  labor  and  expense  in  the  manufact- 
ure. He,  therefore,  declared  his  invention  to  consist  in 
having  the  pocket-like  openings  or  passages  into  which 
the  bones  are  put  closed  up  near  one  end,  and  at  that  point 
at  which  it  is  designed  to  have  the  end  of  each  bone  lo- 
cated. The  claim  then  made  was  as  follows:  ''A  corset 
woven  with  the  pockets  for  the  bones  closed  at  one  end, 
substantiall}'^  as  and  for  the  purpose  set  forth."     It  is  very 
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evident  that,  when  this  application  was  presented  to  the 
Commissioner  of  Patents,  the  only  invention  the  applicant 
supposed  he  had  made,  and  the  only  one  claimed,  was  a 
corset  the  bone  i^ockets  in  which  had  been  closed  at  one 
end  in  the  weaving.  A  patent  for  it  was  refused,  for  the 
reason  assigned,  that  such  a  corset  was  described  in  the 
printed  publication  of  Johnson's  specification. 

The  plaintiff  then  amended  his  application,  manifestly 
to  set  forth  an  invention  differing  in  some  particulars  from 
that  of  Johnson.  The  amendment,  however,  proved  insuf- 
fient,  and  a  second  rejection  followed.  Other  amendments 
were  then  made,  until  his  present  patent  was  at  last  grant- 
ed, dated  April  15, 1873.  In  the  specification  which  accom- 
panies it,  the  patentee  admits,  what  he  admitted  at  first, 
that  prior  to  his  invention  it  had  been  customary  in  the 
manufacture  of  corsets  to  weave  the  material  with  pocket- 
like openings  or  passages  running  through  from  edge  to 
edge;  and  he  makes  the  further  admission,  that  it  had  been 
customary  to  weave  the  material  with  such  passages  all 
stopped  and  finished  off  at  uniform  distances  from  the 
edge.  He,  therefore,  disclaims  "a  woven  corset  with  the 
pockets  stopped  and  finished  off  at  a  uniform  distance  from 
the  edges,"  and  disclaims  also  "a  hand-made  corset  with 
pockets  of  varying  lengths  stitched  on  ;"  and  his  claim  is, 
*'A  corset  having  the  pockets  for  the  reception  of  the  bones 
formed  in  the  weaving,  and  varying  in  length  relatively  to 
each  other  as  desired,  substantially  in  the  manner  and  for 
the  purposes  set  forth."  The  specification  nowhere  sets 
forth  the  manner  in  which  the  alleged  improvements  in  the 
corsets  are  produced,  unless  it  be  by  reference  to  a  jacquard 
in  the  loom.  No  process  is  described.  None  is  patented. 
The  claim  is  for  a  manufacture,  not  for  a  mode  of  produc- 
ing it.  Its  j)eculiarities,  as  described,  are,  that  the  pockets 
for  the  reception  of  the  bones  are  formed  in  the  weaving, 
rather  than  by  hand,  and  that  they  are  of  varying  lengths, 
relatively  to  each  other  ;  that  is,  that  the  pockets  differ  in 
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length  from  other  pockets  in  the  same  corset,  as  desired. 
There  are  no  other  particulars  mentioned  descriptive  of  the 
patented  improvement,  unless  they  are  that  the  weaving 
or  variations  in  the  length  of  the  pockets  are  to  be  in  the 
manner  and  for  the  purpose  set  forth  in  the  specification. 
Referring  to  that,  the  purpose  avowed  is  the  production  of 
a  better  shaped  corset  at  less  expense  ;  and  the  manner  of 
effecting  this  is  by  substituting  weaving  for  stitching,  in 
closing  the  pockets  at  desired  or  predetermined  distances 
from  the  edge.  Now,  in  view  of  the  patentee's  disclaimers, 
stopping  off  the  passages  or  pockets  in  the  weaving  is  not 
covered  by  the  patent.  It  is  admitted,  that  had  been  done 
before,  and  no  ©laim  is  made  for  it.  All  that  is  left,  then, 
is,  that  the  woven  and  closed  pockets  in  the  corset  vary  in 
length.  No  rule  is  stated  for  the  variation.  It  is  not  stated 
which  are  comparatively  short  and  which  long,  or  how 
much  shorter  some  are  than  others,  or  how  near  any  or  all 
of  them  come  to  the  edge.  The  demands  of  the  claim  in 
this  respect  are  met,  if  some  of  the  pockets  desired  to  be 
longer  than  others  are  thus  made.  But  the  claim  must  be 
further  limited  in  view  of  the  state  of  the  art  when  the  ap- 
plication for  the  patent  was  made.  The  manufacture  of 
hand- made  and  woven  corsets  is  an  art  long  known  ;  known 
long  before  the  Johnson  improvement.  Those  made  by 
hand  had  gores  inserted  to  give  enlarged  space  for  the 
breasts  of  the  wearer,  and  also  gores  or  gussets  at  the  lower 
part,  to  give  space  for  the  hips.  In  woven  corsets  these 
enlargements,  equivalent  to  gussets,  were  formed  by  the 
jacquard  loom.  For  more  than  twenty  years  it  has  been 
customary  to  weave  in  these  gussets  bone-pockets  stopped 
off  or  closed  in  the  weaving  at  various  distances  from  the 
edge  of  the  corset.  Those  extending  upward  from  the 
lower  edges  were  stopped  off  at  varying  heights,  and  those 
extending  from  the  upward  edge  downward  over  the  breast 
were  woven  close  at  their  lower  extremities  at  unequal  dis- 
tances from  the  top.     It  is  true  that,  where  the  stoppage 
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was  effected  in  weaving,  the  pockets  in  the  gussets  were 
closed  pointedly,  and  unavoidably  so,  by  tlie  necessary 
conti*action  of  the  threads  of  the  weft.  But  whether  the 
stoppage  was  pointed  or  blunt  or  square,  is  unimportant- 
It  is  not  claimed  as  a  feature  of  the  plaintiff's  invention. 
His  claim,  then,  cannot  refer  to  the  gnsset  pockets.  The 
well  known  state  of  the  art,  existing  before  even  the  John- 
son desci'iption,  requires  its  limitation.  It  must  refer  ex- 
clusively to  the  pockets  under  the  arms  of  the  wearer,  or 
on  the  back,  or  in  front  of  the  body.  It  claims  weaving 
them  of  various  lengths  when  closed.     That  is  all. 

Having  thus  analyzed  the  plaintiff's  alleged  invention, 
and  ascertained  what  it  is,  we  are  prepare(^to  examine  the 
Johnson  provisional  specification,  and  inquire  whether  it 
described  with  sufficient  certainty  and  clearness  a  corset 
having  the  improvement  claimed  by  the  plaintiff.  We 
quote  at  length  the  entire  description.  Johnson,  having 
declared  the  nature  of  the  invention  for  which  he  sought  a 
patent  to  be  ''improvements  in  the  manufacture  of  stays 
or  corsets,"  communicated  to  him  by  Adolph  Georges 
Geresme,  of  Paris,  in  the  Empire  of  France,  described  it  as 
follows :  "  This  invention  relates  to  the  manufacture  of 
what  are  known  ns  woven  corsets,  and  consists  in  the  em- 
ployment of  the  jacquards  in  the  loom,  one  of  which  effects 
the  shape  or  contour  of  the  corset,  and  the  other  the  forma- 
tion of  the  double  portions  of  slots  for  the  introduction  of 
the  whalebones.  These  slots  or  double  portions  are  made 
simultaneously  with  (he  single  i^art  of  the  corset  and,  in 
place  of  being  terminated  in  a  jjoint,  they  are  finished 
square  off,  and  at  any  required  length  in  the  corset,  in- 
stead of  always  running  the  entire  length,  as  is  usually  the 
case  in  woven  corsets.  When  the  corset  is  taken  from  the 
loom  the  whalebones  are  inserted  into  these  cases,  and  the 
borders  are  formed,  thus  completing  the  article,  which  con- 
tains all  the  elegance  and  graceful  contour  of  sewn  corsets 
made  by  manual  labor." 
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Undeniably,  this  is  a  description  of  woven  corsets,  woven 
by  the  use  of  the  jacqnards  in  the  loom  ;  woven  with  slots 
or  passages  for  the  bones,  made  simultaneously  with  the 
other  pai"ts  of  the  corsets,  and  requiring  nothing  to  be  done 
to  them  after  their  removal  from  the  loom,  except  the  in* 
sertion  of  the  bones  nnd  the  formation  of  the  borders.  Itia 
also  plainly  a  description  of  corsets  in  which  the  passages 
for  the  bones,  called  the  double  portions  or  slots,  are  fin- 
ished ;  that>  is,  stopped  oflp  in  the  weaving.  That  tlie  ex- 
pression '*  finished  off  square'*  means  closed  or  stopped  off 
square,  is  manifest,  for  several  reasons.  It  is  used  to  dis- 
tinguish the  manufacture  from  one  in  which  the  termina- 
tion of  the  slots  is  pointed,  as  is  always  the  case  with  the 
slots  in  the  gussets,  and  necessarily  so.  The  pointed  ter- 
minations are  closures,  and  the  finished  square  termina- 
tions are  only  a  different  mode  of  closure.  The  idea  in 
Johnson's  mind  was,  therefore,  that  of  ending  or  termina- 
tion by  shutting  up,  or  closing  squarely,  enstead  of  enclos- 
ing pointedly.  And  it  was  the  slot  or  passage  tliRt  was  to 
be  finished  off  and  not  merely  the  upper  portion  of  the 
slot,  or  one  of  its  sides.  A  second  reason  for  concluding 
that  the  specification  describes  closed  slots  or  passages  is 
found  in  the  concluding  paragraph,  which  states  that,  when 
the  corsets  are  taken  from  the  loom  all  that  remains  to  be 
done  to  complete  them  is  to  insert  the  l)ones  into  these 
**  cases,"  and  form  the  borders.  Thus,  it  is  said,  they  are 
completed,  *' containing  all  the  elegance  and  graceful  con- 
tour of  sewn  corsets  made  by  manual  labor."  There  is  not 
an  intimation  that  the  needle  is  to  be  applied  after  removal 
from  the  loom.  This  portion  of  the  description  is  utterly 
inconsistent  with  the  idea  that  the  pockets  are  not  closed 
by  the  weaving.  If  they  are  not,  more  is  ^equirf^d  to  com- 
plete the  corsets  after  the  loom  has  done  its  woik  than  form- 
ingthe  borders  and  inserting  the  bones.  The  pockets  must 
be  closed  by  stitching  before  they  are  ready  for  the  bones. 
Besides,  those  parts  of  the  corset  which  in  one  part  of  the 
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specification  are  denominated  *' double  portions  of  slots," 
and  in  another,  *' slots,  or  double  portions"  finished  square 
oflf,  are  also  called  '*  cases,"  a  word  that  expresses  the  idea  of 
enclosure,  and  which  is  inapplicable  to  open  passages.  For 
these  reasons,  we  cannot  doubt  that  the  meaning  of  the 
specification  is,  that  the  passages,  slots,  double  portions, 
cases,  pockets,  by  whatever  name  they  are  called,  are  to  be 
closed  in  the  weaving.  And  the  plaintiff  so  understood  it 
when  he  applied  for  bis  patent.  In  view  of  the  published 
description  to  which  his  attention  was  called,  he  disclaimed 
stopping  and  finishing  off  the  pockets  in  the  weaving,  and 
sfated  in  his  amended  specification  that  he  was  aware  of 
corsets  thus  made,  and  that  it  had  been  customarv  in  the 
manufacture  to  weave  the  material  with  pocket-like  pas- 
sages, all  stopped  and  finished  off  at  uniform  distances 
from  the  edge,  and  adapted  to  receive  the  bones. 

It  is  manifest,  then,  there  is  nothing  in  the  plaintiff's 
patent  which  was  not  described  in  the  Johnson  specifica- 
tion, unless  it  be  that  the  closed  slots  or  cases  mentioned  in 
the  former  are  required  to  be  woven  of  varying  length. 
A  variation  in  the  length  of  the  pockets  relatively  to 
each  other,  as  desired,  is,  as  we  have  seen,  the  sole  dis- 
tinctive feature  of  the  plaintiff's  invention.  But  it  was 
well  known  before  Johnson  filed  his  specification  that 
the  bone-pockets  of  a  corset  must  vary  in  length.  They 
were  made  to  vary  in  hand -made  corsets,  and  in  woven  ones 
by  sewing.  In  all  corsets,  whether  hand-made  or  woven, 
the  pockets  under  the  arms  were  made  shorter,  and  those 
at  the  back  and  in  front  were  made  longer,  in  order  to  fit 
the  wearer  and  preserve  a  graceful  shape  at  the  top.  Every 
person  skilled  in  corset  making  knew  the  necessity  of  such 
variation.  In  Johnson's  description,  it  was  asserted  that 
the  shape  or  contour  of  his  corset  was  formed  in  the  weav- 
ing ;  so  far,  therefore,  as  that  was  affected  by  the  relative 
length  of  the  pockets,  it  was  dependent  upon  the  loom. 
The  description  left  to  the  manufacturer  to  determine  what 
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should  be  the  length  of  each  pocket,  in  order  to  secure  the 
elegance  and  graceful  contour  of  sewn  corsets ;  in  other 
words,  to  determine  before  the  weaving  where  the  double 
portions  or  slots  should  be  stopped  off.  Johnson  knew — 
having  before  him  the  state  of  the  art  at  the  time — that 
pockets  of  uniform  length  would  not  adapt  the  corset 
to  fit  the  wearer,  and  would  not  be  consistent  with  elegance 
of  shape.  And  there  is  not  a  word  in  liis  description  that 
intimates  the  pockets  are  to  be  stopped  oflf  or  closed  at  uni- 
form distances  from  the  edge  or  without  variation  in  length. 
The  contrary  idea  is  manifest.  It  is  said  they  are  to  be 
finished  (closed)  at  any  required  length.  Required  length  ? 
Required  by  whom,  and  for  what?  Plainly  by  the  manu- 
facturer; and  that  they  may  have  all  the  elegance  and 
graceful  contour  of  sewn  corsets  made  by  manual  labor, 
nnd  also  that  they  may  fit  the  wearer.  Such  a  requirement 
could  be  met  only  by  pockets  of  different  lengths  in  the 
same  corset.  And  if  they  were  stopped  wherever  required, 
and  it  was  required  that  they  should  stop  oflf  at  varying 
distances  from  the  edges  of  the  coraet,  the  description 
jHUnted  out  a  corset  thus  made.  It  is  true,  no  particular 
length  of  the  diflferent  pockets  was  specified,  nor  was  any 
proportion  mentioned  which  one  pocket  should  bear  in 
length  to  another.  That  was  left  to  the  manufacturer,  as 
it  is  to  the  manufacturer  of  hand-made  corsets,  and  as  it  is 
in  the  plaintiflf's  specification.  He  does  not  say  how  near 
to  the  upper  edges  of  his  corset  the  base  of  the  closed  pock- 
ets comes,  nor  what  proportion  in  length  one  bears  to  the 
others.  He  simply  describes  them  as  varying  in  length  rela- 
tively to  each  other,  as  desired.  This  is  certainly  not  more 
definite  than  Johnson' s  description.  In  both,  the  variations 
in  length  and  their  relative  proportions  are  left  to  the  judg- 
ment and  taste  of  the  corset  maker.  It  is  impossible,  there- 
fore, to  find  anything  in  the  plaintiflf's  patent  which  was 
not  with  equal  definiteness  and  perspicuity  described  in  the 
printed  publication  (Johnson's  specification),  made  nine- 
teen years  before  the  patent  was  granted. 
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It  is  quite  immatenal  (eren  if  it  l>e  a  faol)  that  the  John- 
son specification  is  insufficient  to  teach  n  Manufacturer  how 
to  make  the  patented  ooraet.  It  is  enouj^h  if  it  sufficiently 
describes  rhe  coi'set  itself.  Neither  it  nor  the  plaintiff's 
specification  exiiibits  the  process  of  making.  Neither  of 
them  set  up  a  claim  for  a  process.  The  plaintiff  claims  a 
manufacture,  not  a  mode  of  making  it ;  and  the  important 
inquiry,  therefore,  is,  whetlier  the  prior  publication  de- 
scribed the  article.  To  defeat  a  party  suing  for  an  infringe- 
ment, it  is  suiScient  to  plead  and  prove  tliat  the  thing 
patented  to  liim  had  been  patented  or  descril)ed  in  some 
printed  publication  prior  to  his  supposed  invention  or  dis- 
covery thereof.  Rev.  Stat.  sec.  4920.  Wliat  isi-eqnlred  is 
a  description  of  tlie  thing  patented,  not  of  the  steps  neces- 
Barily  antecedent  to  its  production.  But  tlie  evidence 
shows  rliat  the  Johnson  sperification,  in  connection  with 
the  known  state  of  the  art  at  the  time  when  it  was  filed 
and  publialied,  was  sufficient  to  enable  one  skilled  in  the 
art  of  corset  making  and  in  the  use  of  the  jncquard  to  make 
the  patented  corset.  It  is  very  clearly  proved  that  it  gave 
sufficient  instruction,  and  that  it  needed  no  addition  to 
furnish  full  information  to  a  corset  weaver  how  to  weave  a 
corset  Willi  the  use  of  the  jacqnard,  and  stop  off  all  the 
bone-pockets  in  the  weaving  at  the  right  places.  It  is  also 
proved  that  the  corset  patented  to  the  plaintiff  can  be  made 
as  easily  by  the  use  of  two  jarqiiards,  as  described  by 
Johnson,  as  by  the  use  of  one  ;  and  it  was  so  made  during 
the  trial  of  the  present  case.  It  is,  however,  unnecessary  to 
consider  the  possibilities  of  two  jaoquards  in  operation  at 
tlie  same  time  in  one  loom.  It  could  only  be  material  if 
the  plaintiff  were  claiming  a  process  for  making  a  corset. 
It  is  enor.jrh  for  this  case  that  the  invention  patented  to 
the  plaintiff  was  clearly  desciibed  in  18fi4,  in  the  printed 
publication  of  the  Johnson  (Geresme)  provisional  specifica- 
tion.    Tlie  patent  is,  therefore,  invalid,  and  hence  the  de- 
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cree  of  the  Circuit  Court  dismissing  the  bill  must  be  af- 
Urmed. 

Decree  affirmed. 

Mr.  Justice  Clifford  dissenting : 

Inventors  are  required,  before  they  receive  a  patent,  to 
deliver  a  written  description  of  their  inventions,  and  of  the 
process  of  making,  constructing  and  using  the  same,  "in 
such  full,  clear,  concise  and  exact  terms,"  as  to  enable 
persons  skilled  in  the  art  or  science  to  make,  constnict  and 
use  the  same. 

Power  to  grant  letters  patent  is  vested  in  the  Commis- 
sioner ;  but  when  the  i)Oweris  exercised  and  the  patent  has 
been  duly  granted,  it  is,  of  itself,  prima /acle evidence  that 
the  patentee  is  the  original  and  first  inventor  of  that  which 
is  therein  described  and  secured  to  him  as  his  invention. 

Proofs  are  admissible  to  overcome  that  presumption  •  but 
it  is  well  settled  law  that  patented  inventions  cannot  be 
superseded  by  the  mere  introduction  of  a  foreign  publica- 
tion of  the  kind,  though  of  a  prior  date,' unless  the  descrip- 
tion and  drawings  contain  and  exhibit  a  substantial  repre- 
sentation of  the  patented  improvement,  "in  such  full, 
clear,  concise  and  exact  terms,"  as  to  enable  any  person 
skilled  in  the  art  or  science  to  which  it  appertains,  to  make, 
construct  and  use  the  invention  to  the  same  practical  ex- 
tent as  he  would  be  enabled  to  do  if  the  information  was 
derived  from  a  prior  patent.  Applicants  for  a  patent  are 
as  much  required  to  describe  the  manner  and  process  of 
making,  constructing  and  using  the  invention,  as  they  are 
to  file  in  the  Patent  Office  a  written  description  of  the  al- 
leged improvement ;  and  both  are  expressly  required  to  be 
in  such  full,  clear,  ccmcise,  and  exact  terms,  as  to  enable 
any  person  skilled  in  the  art  or  science  to  make,  construct 
and  use  the  invention. 

Nothing  deserving  the  least  consideration  is  exhibited 
in  the  record  ro  support  the  defense  that  the  appellant  is 
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15  Fed.  Rep.  739;  24  O.  G.  704. 
United  Nickel  Co.  v,  Melchior,  Jal^ 
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In  Decisions  of  Commissioner  < 
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In  Text  Books: 
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NATHAN   C.    RUSSELL,    APPELLANT,    v.    SAMUEIy 
DODGE,  Sr.,  and  SAMUEL  DODGE,  Jr.* 

98  (8  Otto)  U.  S.  46O-405.    Oct.  Term,  1876. 

[Bk.  2S,  L.  ed.  973;  11  O.  ti.  161.] 

Argued  December  12,  1876.     Decided  Janaary  15,  1877. 

Particular  patent  construed,  Reisstie.  Different  invention.  Suf- 
ficient  description.  Defective  specification.  Correction  by  re- 
issue.    Commissioner's  auction  in  granting  reissue, 

fl.  Where  the  (original)  letters  patent  No.  93,910,  N.  0.  Bnssell, 
August  17,  1869.  Preparation  of  Leather,  was  for  a  process 
for  treating  bark-tanned  lamb  or  sheep  skin  by  means  of  a 
compound,  in  which  heated  fat  liquor  was  an  essential  ingre- 
dient, and  a  change  was  made  (on  its  reissue  No.  3,816,  Feb- 
ruary 1,  1870)  in  the  original  specification  by  eliminating  the 
necessity  of  using  the  fat  liquor  in  a  heated  conditon,  and 
making  in  the  new  specification  its  use  in  that  condition  a 
mere  matter  c^  convenience  and  by  inserting  an  independent 
claim  for  the  use  of  fat  liquor  in  the  treatment  of  leather  gen- 
erally, the  character  and  scope  of  the  invention  as  originally 
claimed  were  held  to  be  so  enlarged  as  to  constitute  a  different 
invention.  (The  reissue  also  held  void  for  want  of  novelty), 
(p.  506.) 

2.  Where  a  useful  result  is  produced  in  any  art,  manufacture,  or 
composition  of  matter  by  the  use  of  certain  means  for  which 
the  inventor  or  discoverer  obtains  a  patent,  the  means  de- 
scribed must  be  the  essential  and  absolutely  necessary  means, 
and  not  mere  adjuncts,  which  may  be  used  or  abandoned  at 
pleasure,     (p.  507.) 

1 3.  Where  a  reissued  patent  is  granted  upon  a  surrender  of  the 
original,  for  its  alleged  defective  or  insufficient  specification, 
such  specification  cannot  be  substantially  changed  in  the  reis- 
sued patent,  either  by  the  addition  of  new  matter  or  the  omis- 
sion of  important  particulars,  so  as  to  enlarge  the  scope  of  the 

*  See  Explanation  of  Notes,  page  III, 
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inyeniioii  as  originally  claimed.  A  defective  specification  can 
be  rendered  more  definite  and  certain  so  as  to  embrace  the 
claim  made,  or  the  claim  can  be  so  modified  as  to  correspond 
with  the  specification;  bat,  except  under  special  circumstances, 
this  is  the  extent  to  which  the  operation  of  the  original  patent 
can  be  changed  by  the  reissue,     (p.  508.) 

f '4  The  action  of  the  Commissioner  of  Patents  in  granting  a  reis- 
sue within  the  limits  of  his  authority  is  not  open  to  collateral 
impeachment,  but  his  authority  being  limited  to  a  reissue  for 
the  same  invention,  the  two  patents  may  be  compared  to  deter- 
mine the  identity  of  the  invention.  If  the  reissued  patent, 
when  thus  compared,  appears  on  its  face  to  be  for  a  difiPerent 
invention,  it  is  void,  the  Commissioner  having  exceeded  his  au- 
thority in  issuing  it     (p.  509.) 

f  5.  The  case  of  Klein  v,  Bussell  reported  in  19  Wallace  stated  and 
qualified,     (p.  510.) 

[Citations  in  opinion  of  the  court :] 

Morey  v.  Lockwood,  8  Wall.  230  [8  Am.  &  Eng.  78].    p.  608. 
Seymour  ©.  Osborne,  11  Wall.  616  [8  Am.  &  Eng.  290J.    p.  609. 
Wicks  V.  Stevens,  2  Woods,  310.    p.  610. 
Klein  v.  BusseU,  19  Wall.  433  [9  Am.  &  Eng.  244].    p.  610. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  New  York. 

The  appellant  was  the  complainant  in  the  court  below, 
where  a  decree  was  rendered  dismissing  his  bill ;  where- 
upon he  took  an  appeal  to  this  court. 

The  case  is  fully  stated  by  the  court. 

The  specifications  of  the  original  and  reissued  letters  pat- 
ent of  Russell  are  as  follows : 

t  Head  notes  by  Mr.  Justice  Field. 
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NATHAN  G   RUSSELL,  OF  GLOVERSVILLE,  NEW 

YORK. 

Improved  Process  of  Treating  Leather  so  as  to 
Render  it  Suitable  for  the  Manufacture  of 
Gloves,  etc. 

Specification  forming  part  of  Letters  Patent  No.  93^910^  dated 

August  17,  1869. 

To  all  whom  it  may  concern  : 

Be  it  known  that  I,  Nathan  C.  Russell,  of  Gloversvilie, 
in  the  county  of  Fulton  and  State  of  New  York,  have  in- 
vented a  new  and  useful  Improvement  in  the  Preparation 
of  Leather  ;  and  I  do  hereby  declare  that  the  following  is 
a  full,  clear  and  exact  description  of  the  same. 

My  invention  consists  in  a  novel  treatment  of  what  is 
known  as ''bark- tanned  lamb  or  sheep  skin,"  an  article 
used  by  bookbinders,  and  which,  while  sufficiently  soft 
and  supple  for  the  purposes  of  their  (rade,  is  too  harsh  and 
si  iff  for  glove  making  and  a  variety  of  other  purposes.  Tliis 
objection  is  removed  by  my  treatment  of  the  article,  and 
the  latter  rendered  so  soft  and  free,  yet  full,  in  respect  of 
body,  as  to  adapt  it,  among  other  purposes  or  uses,  to  the 
making  of  what  are  termed  *' dog-skin  "  gloves. 

The  process  I  adopt,  and  which  constitutes  my  invention, 
is  as  follows:  I  take  of  "fat  liquor,"  obtained  in  scouring 
deer-skin  after  tanning  in  oil,  say,  ten  gallons  (10  gals.), 
and  warm  the  same  by  healing  it  to  or  near  the  boiling 
point.  I  then  add  to  such  heated  fat  liquor  eight  ounces 
(8  oz.)  of  sal  soda,  twelve  ounces  (12  oz.)  of  common  salt, 
one  pint  (1  pt.)  of  soft  soap,  and  four  ounces  (4  oz.)  of  Ve- 
netian red,  and  stir  and  mix  these  several  ingredients  with 
the  fat  liquor. 

This  forms  the  treating  mixture  or  compound,  and  when 
made  in  the  foregoing  quantity  will  suffice  for  five  or  six 
dozen  skins  ;  but  of  counse  such  quantity  may  be  more  or 
less  varied,  as  may  also  the  proportions  of  the  ingredients, 


498  RUSSELL  v.  DODGE.  [Sap.  Ot. 


Statement  of  the  case. 


and  the  Venetian  red  or  other  coloring  matter  be  modified 
or  omitted,  as  desired. 

To  effect  tlie  treatment  hereinbefore  referred  to  of  the 
bark-tanned  or  bark- tanned  shaved  lamb  or  sheepskin,  !• 
lay  said  skin  on  a  table  or  other  suitable  surface,  and  rub 
the  above-described  compound  onto  both  sides  of  it,  using 
for  the  purpose  a  horse  or  other  suitable  brush  or  rubber, 
by  which  it  can  be  worked  into  the  skin,  that  is  afterward 
hung  out  to  dry,  and  subsequently  "staked,"  when  the 
character  of  the  skin  will  be  found  entirely  changed  from 
harshness  to  softness,  and,  in  other  respects,  thereby  adapt- 
ing it  to  the  manufacture  of  gloves  of  the  description  pre- 
viously named  and  to  a  variety  of  other  purposes  for  which 
said  skin  was  not  suitable  prior  to  the  treatment  of  it  I 
have  herein  described. 

Claim, 

What  is  here  claimed,  and  desired  to  be  secured  by  Let- 
ters Patent,  is — 

The  process,  substantially  as  herein  described,  of  treat- 
ing bark-tanned  lamb  or  sheep-skin,  by  means  of  a  com- 
Ijound  composed  and  applied  essentially  as  specified. 

N.  C.  RUSSELL. 
Witnesses : 

Fred.  Haynes, 

M.  J.  Shanlys. 

NATHAN  C.  RUSSELL,  OF  GLOVERSVILLE,   NEW 

YORK. 

Letters  Patent  No.  03,910,  Dated  August  17,  1869;  reissue  No. 

3,816,  Dated  February  1,  1870. 

Improvement  in  the  Treatment  of  Leather. 

The  schedule  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

To  all  whom  it  may  concern : 
Be  it  known  that  I,  Nathan  C.  Russell,  of  Gloversville,  in 
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in  the  county  of  Fulton,  and  State  of  New  York,  have  in- 
vented a  new  and  useful  Improvement  in  the  Preparation 
of  Leather ;  and  I  do  hereby  declare  that  the  following  is  a 
full,  clear,  and  exact  description  of  the  same. 

My  invention  consists  in  a  novel  treatment  of  what  is 
known  as  "bark-tanned  lamb  or  sheep-skin,"  an  article 
used  by  book-binders,  and  which,  while  sufficiently  soft 
and  supple  for  the  purposes  of  their  trade,  is  too  hard  and 
stiff  for  glove-making,  and  a  variety  of  other  purposes. 
This  objection  is  removed  by  my  treatment  of  the  article, 
and  the  latter  rendered  so  soft  and  free,  yet  full  in  respect 
of  body,  as  to  adapt  it,  among  other  purposes  or  uses,  to 
the  making  of  what  are  termed  "  dog-skin  gloves." 

The  principal  feature  of  the  invention  consists  in  the  em- 
ployment of  what  is  known  amongst  tanners  and  others, 
as  "fat  liquor,"  which  is  ordinarily  obtained  by  scouring 
deer-skin  after  tanning  in  oil,  but  which,  when  it  is  not 
convenient  to  obtain  in  this  manner,  may  be  produced,  or 
a  liquor  having  the  same  character  obtained,  by  the  cut- 
ting of  oil  with  a  suitable  alkali. 

In  treating  leather  with  the  '*fat  liquor,"  it  is  desirable 
to  lieat  the  latter  to  or  near  the  boiling  point,  and  it  is  pre- 
ferred to  use  the  same  in  connection  with  other  ingredients. 
Thus,  for  instance,  there  may  be  added  to  each  ten  gallons 
(10  gals.)  of  such  heated  fat  liquor,  eight  ounces  (8  oz.)  of 
sal-soda,  twelve  ounces  (12  oz.)  of  common  salt,  one  pint 
(1  pt.)  of  soft  soap,  or  an  equivalent  quantity  of  hard  soap, 
and  four  ounces  (4  oz.)  of  Venetian  red,  such  ingredients 
to  be  well  stirred  and  mixed  with  the  fat  liquor. 

This  forms  a  good  treating-mixture  or  compound,  and 
when  made  in  the  foregoing  quantity,  will  suffice  for  live 
or  six  dozen  skins;  but  of  course  such  quantity  may  be 
more  or  less  varied,  as  may  also  the  proportions  of  the  in- 
gredients, and  the  Venetian  red,  or  other  coloring- matter, 
be  modified  or  omitted,  as  desired. 

To  effect  the  treatment,  hereinbefore  referred  to,  of  the 
bark-tanned  lamb  or  sheep-skin,  the  same  should  be  well 
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dipped  in  or  saturated  with  ihe  fat  liquor  or  compoiind  of 
whicli  fat  liquor  is  tlie  base.  Tliis  may  be  done  by  laying 
the  skin  to  l>e  treated  on  a  table  or  other  suitable  surface, 
and  rubbing  the  fat  liquor,  or  compound  on  or  into  both 
sides  t»f  the  skin,  using,  for  the  purpose,  a  horse  or  other 
suitable  brush,  or  rubber,  by  which  it  can  be  worked  into 
the  skin,  that  is  afterward  hung  out  to  dry,  and  subse- 
quently "  staked,"  when  the  character  of  said  skin  will  be 
found  entirely  changed  from  harshness  to  softness,  and  in 
other  respects,  thereby  adapting  it  to  the  manufacture  of 
gloves  of  the  description  previously  named,  and  to  a  variety 
of  other  purposes  for  which  said  skin  was  not  suitable  prior 
to  the  treatment  of  it  I  have  herein  described. 

What  is  here  claimed,  and  desired  to  be  secured  by 
Letters  patent,  is — 

1.  The  employment  of  fat  liquor  in  the  treatment  of 
leather,  substantially  as  specified. 

2.  The  process,  substantially  as  herein  described,  of 
treating  bark-tanned  lamb  or  sheep-skin,  by  means  of  a 
compound  composed  and  applied  essentially  as  specified. 

N.  C.  EUSSELL. 
Witnesses : 
Fred.  Haynes, 
Peed.  Tusch. 

Mr.  Horace  E.  Smith,  for  appeUarU : 

The  Circuit  Court  erred  in  its  construction  of  complain- 
ant's patent,  to  wit :  in  holding  and  deciding  that  it  cov- 
ered and  claimed  the  use  of  cold  fat  liquor,  pure  and  sim- 
ple ;  and  that  the  patented  process  did  not  require  heated 
fat  liquor. 

On  the  trial  of  the  action  at  law  against  the  Places,  be- 
fore Judge  WoodruflT,  defendants  claimed,  and  the  court 
held,  that  the  patent  required  heated  fat  liquor.  The  de- 
fendants then  insisted  that  they  had  never  used  heated  fat 
liquor,  and  hence  had  not  infringed.  On  the  trial  of  the 
action  against  Klein,  before  Judge  Hall,  defendant  claimed, 
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and  the  court  held,  that  the  patent  covered  the  use  of  cold 
fat  liquor.  Next  in  order  of  time,  the  cases  at  bar  came 
on  for  hearing  and  argument,  and  the  Circuit  Court,  Justice 
Hunt  presiding,  adopted  Judge  Hall's  construction.  Sub- 
sequently, the  Klein  case  came  up  before  this  court  for  ar- 
gument, on  writ  of  error ;  the  question  of  construction  was 
argued,  carefully  considered  by  the  court,  and  decided  in 
accordance  with  Judge  Woodruff's  construction. 

Klein  v,  Russell,  19  Wall.  433  [9  Am.  &  Eng.  244]. 

On  the  argument  in  the  court  below,  defendants  attacked 
the  patent  on  the  ground  that  the  speciflcation  does  not  de- 
scribe the  invention  in  such  ''full,  clear  and  exact  terms," 
"as  to  enable  any  person  skilled  in  the  art  or  science  to 
which  it  pertains,"  to  use  the  same.  These  objections  are 
old,  they  have  been  met  at  every  stage  of  the  litigation  un- 
der this  patent,  and  as  often  successfully  answered.  By 
reference  to  the  case  of  Klein  v,  Russell,  19  Wall.  433  [9 
Am.  &  Eng.  244],  it  will  be  seen  that  these  questions  were 
up  and  disposed  of. 

The  rule  of  construction  applicable  is  that  patents  are  to 
be  construed  liberally  in  favor  of  the  patentee ;  so  con- 
strued, if  possible,  as  to  make  the  claim  co-extensive  with 
the  actual  invention  or  discovery,  and  give  the  patentee 
the  benefit  of  it. 

Curtis  on  Pats.,  4th  ed.,  §§  226,  231 ;  Ames  v.  Howard, 
1  Sumn.  486 ;  Coming  v.  Burden,  16  How.  269  [6  Am.  & 
Eng.  69]  ;  Pitts  v.  Whitman,  2  Story,  621 ;  Klein  v,  Rus- 
sell, 19  Wall.  433  [9  Am.  &  Eng.  244]. 

We  respectfully  submit  that  nobody  has  had  any  trou- 
ble in  applying  the  invention.  The  patentee,  his  licensees, 
and  workmen,  and  the  various  wfringers^  have  all  used 
the  process  successfully. 

The  speciflcation  does  not,  as  erroneously  assumed,  re- 
quire the  application  of  the  liquor  to  the  skin  at  or  near 
the  boiling  point.  Any  person  of  common  sense  would 
know  that  such  an  application  would  injure  the  skin,  and 
wait  for  the  liquor  to  cool  before  using  it. 
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There  is  nothing  in  the  objection  that  the  specification 
does  not  point  out  the  exact  degree  to  which  the  tempera- 
ture of  the  liquor  is  to  be  raised.  If  the  patentee  had  so 
restricted  his  claim,  his  patent  would  have  been  utterly- 
worthless  ;  for  any  person  might  have  taken  all  the  bene- 
fits of  the  invention  by  varying  the  heat  half  a  degree, 
without  infringing  the  patent.  The  same  answer  applies 
to  the  objection  that  the  exact  proportions  of  ingredients 
are  not  fixed  by  the  specification.  Had  they  been,  the 
omission  of  one,  or  a  slight  and  practically  unimportant 
variation  in  quantity  "would  have  given  immunity  to  an 
infringer." 

The  answer  of  defendant  alleges  that  the  reissue  covers 
ground  not  embraced  in  the  original  patent,  and  claims 
improvements  not  made  by  the  patentee,  and  further,  that 
the  surrender  was  made  with  the  fraudulent  intention  of 
deceiving  and  misleading  the  public. 

The  invalidity  is  claimed  to  arise  from  the  alleged  fact  that 
complainant  did  not  originally  patent  the  use  ot/at  liquor 
alone^  but  only  the  compound  embraced  in  the  second 
claim  of  the  reissued  patent ;  that  the  claim  for  fat  liquor 
alone  in  the  reissue  is  for  a  new  invention.  The  decision 
of  this  court  in  the  Klein  case  negatives  this  charge  con- 
clusively, by  holding  that  the  invention  did  embrace  fat 
liquor  alone. 

The  power  and  duty  of  granting  a  new  patent  for  the 
original  invention,  upon  a  surrender  of  the  old,  is  confided 
to  the  Commissioner  of  Patents ;  and  his  decision  is  not 
re-examinable  by  the  courts,  unless  it  is  apparent  upon  the 
face  of  the  {)atent  that  he  has  exceeded  his  authority,  or 
unless  there  is  a  clear  repugnancy  between  the  old  and  the 
new  patent,  or  unless  the  new  has  been  obtained  by  frami 
and  collusion  between  the  Commissioner  and  the  patentee. 
The  presumption  upon  all  the  points  is  in  favor  of  regu- 
larity and  validity  of  the  reissue.  Potter  v.  Holland,  4  Bl. 
C.  C.  242 ;  Battin  v,  Taggart,  17  How.  84  [6  Am.  &  Eng. 
242] ;  O'  Reilly  v.  Morse,  15  How.  112  [5  Am.  &  Eng.  483]  ; 
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Hussey  v.  McCormick,  1  Fish.  515 ;  Klein  t.  Russell,  19 
Wall.  433  [9  Am.  &  Eng.  244]. 

Mr.  T.  L.  Wakefield^  for  appellees : 

The  first  claim  of  the  patent  is  for  the  employment  of 
fat  liquor  alone  generally,  either  hot  or  cold,  at  any  desirel 
temperature,  in  the  state  in  which  it  comes  from  the  mill, 
in  the  treatment  of  leather  substantially  as  described. 
Booth  V.  Kennard,  1  Hurls.  &  N.  527;  Stevens  z>.  Keat- 
ing, 2  Web.  Pat.  Gas.  172;  O'Reilly  v.  Morse,  15  How.  119 
[5  Am.  &  Eng.  483];  Curtis,  §  142-3. 

He  says,  that  in  treating  with  fat  liquor,  it  is  desirable^ 
not  essential,  to  heat  it  to  or  near  the  boiling  point. 

If  a  construction  should  be  given  to  the  first  claim,  that 
the  application  of  heat  to  fat  liquor,  and  the  use  of  the  liquor 
as  described  while  in  a  heated  state,  and  that  such  liquor 
should  be  heated  to  or  near  the  boiling  point,  it  must  fol- 
low, either  that  it  is  to  be  applied  at  that  temperature,  in 
which  case  it  is  pernicious,  and  will  spoil  the  sTcin,  and 
the  patent  is  void  for  want  of  utility  ;  or  that  it  must  cool 
before  use,  in  which  case  no  limit  is  made  as  to  the  tem- 
perature to  which  it  should  cool  before  use.  And  this 
must  be  learned  by  experiment  by  every  operator,  and  the 
patent  is  void  for  uncertainty  and  ambiguity. 

Wood  t).  Underbill,  5  How.  4  [4  Am.  &  Eng.  551]. 

The  proportions  of  such  compound  are  not  fixed,  but  are 
in  all  respects  indefinite  and  uncertain,  to  be  ascertained 
only  by  trial ;  and  the  process  of  preparing  leather  by 
means  of  such  compound  .is  not  patentable. 

Tyler  v.  Boston,  7  Wall.  327  [8  Am.  &  Eng.  1];  Woodz>, 
Underhill,  5  How.  1  [4  Am.  &  Eng.  551];  Parker  &  Stiles, 
5  McLean,  54. 

The  reissued  letters  patent  are  void,  because  they  were 
not  granted  for  the  sam,e  invention  as  that  embodied  in  the 
origitial  letters  patent. 

Reissued  letters  patent  must,  by  the  express  words  of 
the  statute,  be/br  the  same  invention  ;  and  consequently. 
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when  it  appears,  on  a  comparison  of  the  two  patents  as 
matter  of  legal  construction  that  the  reissaed  patent  is  not 
for  the  same  invention  as  that  embraced  and  secured  in  the 
original  patent,  the  reissued  j)atent  is  invalid,  as  that 
state  of  facts  shows  that  the  Commissioner,  in  granting  the 
new  patent,  exceeded  his  jurisdiction ;  for  it  is  clear  that 
the  Commissioner  has  no  jurisdiction  to  grant  a  reissue  un- 
less it  be  for  the  same  invention  as  that  embodied  in  the 
original  letters  patent. 

Seymour  v.  Osborne,  11  Wall.  644  [8  Am.  &  Eng.  290]; 
Battin  v.  Taggart,  17  How.  83  [6  Am.  &  Eng.  242] ;  Sickles 
7).  Evans,  2  Cliflf.  203;  O'Reilly  v.  Morse,  16  How.  62  [6  Am. 
&  Eng.  483];  Allen  v.  Blunt,  8  Story,  744. 

The  complainant,  patentee,  was  not  the  original  and  first 
inventor  or  discoverer  of  any  material  and  substantial  part 
of  the  thing  patented.  The  evidence  is  clear  and  uncon- 
tradicted that  the  use  of  fat  liquor  for  the  purpose  of 
softening  leather  generally,  in  the  manner  substantially  set 
forth  in  the  letters  patent,  had  been  known  and  in  almost 
universal  use  among  manufacturers  of  leather  for  many 
years  prior  to  complainant's  alleged  invention.  The  claim 
rests  solely  on  the  alleged  new  application  of  fat  liquor  to 
bark-tanned  sheep  and  lamb  skins.  In  this  case  it  is  mani- 
fest that  the  new  purpose,  viz :  the  application  of  fat  liquor 
to  bark-tanned  lamb  and  sheep  skins,  is  so  analogous  and 
cognate  to  that  of  such  prior  purpose  and  use  that  it  falls 
within  the  rule,  that  *'a  mere  application  of  an  old  con- 
trivance in  the  old  way  to  an  analogous  subject,  without 
any  novelty  or  invention  in  the  mode  of  applying  such  old 
contrivance  to  the  new  purpose,  is  not  a  valid  subject  mat- 
ter of  a  patent. 


>j 


Mr.  Justice  Field  delivered  the  opinion  of  the  court : 
This  is  a  suit  for  an  infringement  of  a  patent,  obtained 
by  the  complainant  for  an  alleged  new  and  useful  improve- 
ment in  the  preparation  of  leather,  with  a  prayer  that  the 
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defendants  be  decreed  to  account  for  and  pay  to  him  the 
gains  and  profits  derived  by  them  from  making,  using  and 
Tending  the  improvement,  and  be  enjoined  from  further 
infringement. 

The  patent  bears  date  in  February,  1870,  and  was  issued 
upon  a  surrender  and  cancellation  of  a  previous  patent  ob- 
tained by  the  complainant  in  August,  1869,  upon  the  alle- 
gation that  the  original  patent  was  inoperative  and  invalid 
by  reason  of  an  insufficient  and  defective  specification  of  the 
improvement.  The  validity  of  the  reissued  patent  is  as- 
sailed, on  the  ground  that  it  describes  a  different  invention 
from  that  claimed  in  the  original  patent,  and  for  want  of 
novelty  in  the  invention.  Other  grounds  of  invalidity  are 
also  stated  ;  but,  in  the  view  we  take  of  the  case,  they  will 
not  require  consideration. 

In  the  schedule  accompanying  the  patent,  giving  a  de- 
scription of  the  alleged  invention,  and  constituting  a  part 
of  the  instrument,  the  complainant  declares  that  he  has 
'•invented  a  new  and  useful  improvement  in  the  prepara- 
tion of  leather;"  that  ''the  invention  consists  in  a  novel 
preparation  of  what  is  known  as  bark-tanned  lamb  or  sheep- 
skin," by  which  the  article  is  rendered  soft  and  free,  and 
adapted,  among  other  uses,  for  the  manufacture  of  what 
are  termed  *' dog-skin  gloves;"  and  that  ''the  principal 
feature  of  the  invention  consists  in  the  employment  of 
what  is  known  among  tanners  and  others  as  'fat  liquor,' 
which  is  ordinarily  obtained  by  scouring  deer-skin  after 
tanning  in  oil,"  but  which  may  be  produced  by  the  cutting 
of  oil  with  a  suitable  alkali.  The  schedule  then  proceeds 
to  state  that  in  treating  the  leather  with  fat  liquor  "  it  is 
desirable  to  heat  the  liquor  to  or  near  the  boiling-point, 
and  that  it  is  preferred  to  use  the  same  in  connection  with 
other  ingredients,"  such  as  soda,  common  salt,  and  soap, 
in  specified  quantities  for  each  ten  gallons  of  the  heated 
liquor;  and  that  "to  effect  the  treatment"  the  skin  should 
be  well  dipped  in  or  saturated  with  the  fat  liquor  or  com- 
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pound,  of  which  fat  liquor  is  the  base.  The  schedule 
closes  by  a  declaration  that  what  the  patentee  claimed  and 
desired  to  be  secured  by  letters  patent  was : 

"1.  The  employment  of  fat  liquor  in  the  treatment  of 
^.eather  substantially  as  specified. 

2.  The  process,  substantially  as  herein  described,  of  treat- 
ing bark-tanned  lamb  or  sheep  skin  by  means  of  a  com- 
pound composed  and  applied  essentially  as  specified." 

It  is  clear  from  this  statement  that  the  patent  is  for  the  use 
of  fat  liquor  in  any  condition,  hot  or  cold,  in  the  treatment 
of  leather,  and  for  a  process  of  treating  bark-tanned  lamb 
or  sheep  skin,  by  means  of  a  compound  in  which  fat  liquor 
is  the  principal  ingredient.  The  state  of  the  liquor  is  not 
mentioned  as  essential  to  the  treatment  or  to  accomplish 
any  of  the  results  sought.  It  is  only  stated  as  a  thing  to  be 
desired,  that  the  liquor  should  be  heated,  and  that  it 
would  he  preferable  that  other  ingredients  were  mixed  with 
the  heated  liquor  to  make  the  compound  mentioned.  In 
other  words,  the  specification  declares,  that  by  heating  the 
liquor  the  effect  desired  will  be  more  readily  produced ; 
that  is,  more  speedily  or  with  less  trouble  and  expense,  not 
that  the  heating  is  in  any  respect  essential  to  the  treatment. 
Where  a  useful  result  is  produced  in  any  art,  manufacture 
or  composition  of  matter  by  the  use  of  certain  means  for 
which  the  inventor  or  discoverer  obtains  a  patent,  it  is,  as 
justly  observed  by  the  presiding  justice  of  the  Circuit 
Court,  too  plain  for  argument,  that  the  means  described 
must  be  the  essential  and  absolutely  necessary  means,  and 
not  mere  adjuncts  which  may  be  used  or  abandoned  at 
pleasure. 

The  original  patent  was  less  extensive  in  its  claim  than 
the  reissue.  That  patent  was  for  a  process  of  treating  bark- 
tanned  lamb  or  sheep-skin  by  means  of  a  compound,  in 
whicli  heated  fat  liquor  was  an  essential  ingredient.  The 
specification  was  explicit  in  this  particular,  and  left  no 
doubt  on  the  subject.    The  reissued  patent  covers  the  use  of 
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the  fat  liqnor  in  any  condition,  hot  or  cold,  and  when  used 
alone  or  in  a  compound  with  other  ingredients,  and  thus 
has  a  more  extended  operation,  bringing  under  it  manu- 
factures not  originally  contemplated  by  the  patentee.  Is 
i9uch  a  reissue  valid ! 

The  Statute  of  1836,  5  Stat,  at  L.  122,  under  which  the 
reissue  was  granted,  provided  that  whenever  any  patent 
was  inoperative  or  invalid  by  reason  of  a  defective  or  in- 
sufficient description  or  specification,  or  by  reason  of  the 
patentee  claiming  as  his  own  invention  more  than  he  had  a 
right  to  claim  as  new,  if  the  error  arose  from  inadvertence, 
accident  or  mistake^  and  without  any  fraudulent  or  decep- 
tive intention,  it  should  be  lawful  for  the  Commissioner, 
upon  the  surrender  of  such  patent  and  the  payment  of  a 
prescribed  duty,  to  cause  a  new  patent  to  be  issued  to  the 
inventor  for  the  same  invention^  for  the  residue  of  the 
period  then  unexpired,  in  accordance  with  the  corrected 
description  and  specification. 

According  to  these  provisions,  a  reissue  could  only  be  had 
where  the  original  patent  was  inoperative  or  invalid,  by 
reason  of  a  defective  or  insufficient  description  or  specifi- 
cation, or  where  the  claim  of  the  patentee  exceeded  his 
right ;  and  then  only  in  case  the  error  committed  had 
aiisen  from  the  causes  stated.  And  as  a  reissue  could 
only  be  granted  for  the  same  invention  embraced  by  the 
original  patent,  the  specification  could  not  be  substantially 
changed,  either  by  the  addition  of  new  matter  or  the  omis- 
sion of  important  particulars,  so  as  to  enlarge  the  scope  of 
the  invention  as  originally  claimed.  A  defective  specifica- 
tion could  be  rendered  more  definite  and  certain  so  as  to 
embrace  the  claim  made,  or  the  claim  could  be  so  modified 
as  to  correspond  with  the  specification  ;  but  except  under 
special  circumstances,  such  as  occurred  in  the  case  of 
Morey  v.  Lock  wood,  8  Wall.  230  [8  Am.  &  Eng.  78],  where 
the  inventor  was  Induced  to  limit  his  claim  by  the  mistake 
of  the  Commissioner  of  Patents,  this  was  the  extent  to 
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which  the  operation  of  the  original  patent  could  be  changed 
by  tlie  reissue.  The  object  of  the  law  was  to  enable  paten- 
tees to  remedy  accidental  mistakes,  and  the  law  was  per- 
verted when  any  other  end  was  secured  by  the  reissue. 

Judged  by  that  law,  and  the  i)rovisions  of  the  act  of  1870, 
17  Stat,  at  L.,  198,  on  this  subject  are  substantially  the  same, 
there  can  be  no  doubt  of  the  invalidity  of  the  reissue.  The 
original  patent  was  not  inoperative  nor  invalid  from  any 
defective  or  insufficient  specification.  The  description  given 
of  the  process  claimed  was,  as  stated  by  the  patentee,  full, 
clear  and  exact,  and  the  claim  covered  the  specification ; 
the  one  corresponded  with  the  other.  The  change  made  in 
the  old  specification,  by  eliminating  the  necessity  of  using 
the  fat  liquor  in  a  heated  condition,  and  making  in  the  new 
sj)ecification  its  use  in  that  condition  a  mere  matter  of  con- 
venience, and  the  insertion  of  an  independent  claim  for  the 
use  of  fat  liquor  in  the  treatment  of  leather  generally, 
operated  to  enlarge  the  character  and  scope  of  the  inven- 
tion. The  evident  object  of  the  patentee  in  seeking  a  re- 
issue  was  not  to  correct  any  defects  in  specification  or  claim, 
but  to  change  both,  and  thus  obtain,  in  fact,  a  patent  for  a 
different  invention.  This  result  the  law,  as  we  have  seen, 
does  not  permit. 

The  decision  of  the  Commissioner  in  granting  the  reissue 
is,  it  is  true,  so  far  conclusive  as  to  preclude  in  the  present 
suit  for  infringement  any  inquiry  into  its  correctness  out- 
side of  the  patents  themselves.  His  action  in  any  case, 
within  the  limits  of  his  authority,  is  not  open  to  collateral 
impeachment.  But  that  authority  being  limited  to  a  re- 
issue for  the  same  invention  as  tliat  embraced  in  the  orig- 
inal patent,  a  reissue  for  anything  more  is  necessarily  in- 
operative and  void.  To  determine  the  identity  of  the  in- 
vention, the  two  patents  may  be  compared.  Thus  compared, 
the  reissue  here  appears  on  its  face  to  be  for  a  different 
invention,  and  the  Commissioner,  therefore,  exceeded  his 
authority  in  issuing  it.     Seymour  v.  Osborne,  11  Wall.  544 
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[8  Am.  &  Eng.  290]  ;  Wicks  n.  Stevens,  2  Woods,  C.  C.  312. 

In  the  case. of  Klein  r?.  Russell,  19  Wall.  433  [9  Am.  & 
Eng.  244],  the  question  was  not  before  the  court  whether 
the  reissued  patenj,  was  invalid  because  not  for  the  same 
invention.  The  point  was  not  made  in  that  case  in  the  court 
below,  and  for  that  reason,  it  was  stated,  the  point  could 
not  be  made  here.  It  was  to  be  presumed,  said  this  court, 
until  the  contrary  was  made  to  appear,  that  the  Commis- 
sioner did  his  duty  correctly  in  granting  the  reissue.  What 
was  subsequently  said  of  the  character  of  the  first  claim, 
so  far  as  it  conflicts  with  the  construction  here  given,  does 
not  meet  our  approval,  after  the  extended  consideration  the 
subject  has  since  received. 

But,  assuming  that  the  reissue  is  not  void  for  the  reasons 
stated,  the  patent  is  still  invalid  for  want  of  novelty  in  the 
alleged  invention.  The  use  of  fat  liquor  in  the  treament 
of  bark-tanned  skins  was  general  with  manufacturers  for 
many  years  previous  to  the  alleged  invention.  Testimony 
to  this  effect  is  given  by  numerous  witnesses.  It  would 
subserve  no  useful  purpose  to  state  this  testimony ;  it  is 
set  forth  with  ample  fullness  in  the  opinion  of  the  Cir- 
cuit Court.  It  is  sufficient  for  us  to  say ,  that  it  is  entirely 
satisfactory  to  our  minds. 

The  decree  is  affirmed. 
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DECISIONS  OF  THE  SUPREME  COURT  OF  THE  UNITED 
STATES  IN  PATENT  CASES  REPORTED  IN 

THIS  VOLUME. 


Paos. 
Abandoned  Ez];)eriment. 

1.  Where  the  alleged  anticipating  automatic  machine  was 

never  used  but  once,  when  it  was  worked  by  hand, 
held  it  was  a  mere  experiment,  and  were  it  not  for  the 
application  for  a  patent,  would  justly  be  regarded  as  an 
abandoned  experiment.     Oom-Planter  Patent  ....       1 

2.  If,  upon  the  whole  of  the  evidence,  it  appears  that  the  al- 

leged prior  invention  or  discovery  was  only  an  experi- 
ment and  was  never  perfected  or  brought  into  actual 
use,  but  was  abandoned  and  never  revived  by  the  al- 
leged inventor,  the  mere  fact  of  having  unsuccessfully 
applied  for  a  patent  therefor,  cannot  take  the  case  out 
of  the  category  of  unsuccessful  experiments.  Oom- 
Planter  Patent.     1 

3.  Senible  that  the  doctrine  that  the  patent  of  an  originator  of 

a  complete  and  successful  invention  cannot  be  avoided 
by  proof  of  any  number  of  incomplete  and  inperfect  ex- 
periments made  by  others  at  an  earlier  date,  though  the 
experimenters  may  have  had  the  idea  of  the  invention; 
and  may  have  made  partially  successful  efforts  to  em- 
body it  in  a  practical  form,  applies  to  patents  for  chemi- 
cal products  as  well  as  for  machines.  The  Wood  Paper 
Patent 199 

Aotion  at  La'w. 

6ee  Damage,  2,  3,  6  ;  Right  of  Action,  1. 

Aotual  Damagres. 

See  Damages,  3,  5  ;  Right  of  Action,  1. 

A^erregation. 

See  Combination,  1. 

Amendment  to  Bill. 

1.  Where  the  original  bill  set  up  only  the  first  reissue  of  a  patr 
ent  that  had  been  twice  reissued,  but  the  proo&  both 

(515) 


516  INDEX  DIGEST. 

Pagb. 
for  final  hearing  and  before  the  master  on  the  ac- 
oonnting  had  reference  to  the  second  reissue,  as  also  the 
proceedings  on  the  master's  report,  an  order  of  the  coort 
directing  that  the  record  be  amended  by  inserting  in  the 
bill  an  averment  of  the  second  reissae  was  properly 
made,  even  after  the  final  decree.  Tremolo  Patent  .  146 
2.  An  amendment  which  changes  the  character  of  a  bill  ought 
not,  generally  to  be  allowed  after  a  case  has  been  set 
fof  hearing,  and  still  less  after  it  has  been  heard.  The 
answer  might  become  inapplicable  if  such  an  amend- 
ment were  permitted.     Tremolo  Patent ..,,...    146 

Applioation. 

1.  A  mere  application  for  a  patent  is  not  a  bar  to  a  further 
patent  under  Act  1836,  sec.  7  ;  it  can  only  have  a  bear- 
ing on  the  question  of  prior  invention  or  discovery. 
Oom-Planter  Patent 1 

See  Abandoned  Experiment,  1. 

Apportionment  of  Profits. 
See  Profits,  3. 

Arbitration. 

1.  Arbitrators  as  well  as  courts  are  presumed  to  decide  cor- 

rectly until  the  contrary  appears ;  and  where  the  re- 
cord failed  to  embody  complainant's  patent  or  any  au- 
thentic description  of  the  alleged  infringing  machine, 
it  was  presumed  that  the  arbitrator  construed  the  pat^ 
ent  correctly  and  found  correctly  as  to  the  alleged  in- 
fringement.    Reedy  v.  Scott 133 

2.  Where  an  agreement  to  arbitrate  and  submission  in  form 

were  duly  executed  before  the  original  patent  was  sur- 
rendered for  reissue,  and  the  question  submitted  was 
examined  and  decided  by  the  arbitrator  without  ob- 
jection from  either  party  growing  out  of  the  surrender 
or  reissue,  which  were  shown  not  to  have  changed  the 
substantial  issue  in  the  litigation,  and  complainant 
alleged  in  his  supplemental  bill  that  the  reissue  was 
for  the  same  invention  as  that  in  the  original  patent, 
held  that  objection  to  the  award  founded  on  the  surren- 
der and  reissue  pending  the  arbitration  would  be  dis- 
regarded.    Reedy  v.  Scott 133 

Article  of  Manufaoture. 

1.  Articles  of  manufacture  may  be  new  in  the  commercial  sense 
when  they  are  not  new  in  the  sense  of  the  patent  law. 
Union  Paper  Collar  Co.  v.  Van  Deusen    ,,,.,..    156 


INDEX  DiCiEST.  517 

Pags. 

2.  New  articles  of  oommeroe  are  not  patentable  as  new  mann- 

factares,  unless  it  appears  in  the  given  case  that  the 
production  of  the  new  article  involved  the  exercise  of 
invention  or  discovery  beyond  what  was  necessary  to 
construct  the  apparatus  for  its  manufacture.  Union 
Paper  Collar  Co.  «.  Van  Deusen 156 

3.  Where  the  original  patentee  invented  neither  the  process 

nor  the  article  made,  conceived  the  idea  that  an  article 
having  certain  qualities  was  desirable  for  his  purpose, 
employed  a  manufacturer  to  produce  the  desired  article, 
but  gave  him  no  information  as  to  the  constituents  to 
be  used  or  the  mode  of  operation  for  compounding 
them,  held  he  was  not  the  inventor.  Union  Pai)er  Col- 
lar Co.  V.  Van  Deusen 156 

See  Particular  Patents,  5,  26. 

Bar  to  Patent. 

See  Application,  1. 

084968  Qualified. 

1.  The  case  of  Klein  v.  Russell  reported  in  19  Wallace  stated 

and  qualified.     Russell  v.  Dodge 495 

Ohaxigre  to  Jury. 

1.  Where  on  the  giving  of  evidence  tending  to  prove  disputed 
iacts,  the  court  instructed  the  jury  that  they  had  been 
proved,  the  judgment  was  reversed  on  the  ground  alone 
that  the  court  had  assumed  a  function  which  belonged 
to  the  jury.     Burdell  v,  Denig 420 

Olaixu. 

1.  An  inventor  cannot  claim  such  parts  of  a  machine  as  another 

had  previously  devised,  and  which  worked  well  after 
the  machine  was  perfected,  although  this  was  not  till 
after  the  other  had  perfected  his.  But  he  may  claim 
them  in  a  new  combination  of  them  with  devices  of 
his  own  which  result  is  a  useAil  machine.  Com- 
Planter  Patent 1 

2.  The  summary  of  the  patentee's  claim,  usually  annexed  to 

the  specification,  admits  that  all  that  is  not  included  is 
old,  and  that  it  is  sufficient  compliance  with  the  law 
(Act  1836,  sec.  6),  requiring  the  new  to  be  distinguished 

from  the  old.     Com -Planter  Patent 1 

See  Particular  Patents,  16,  17. 

Ckimblnation. 

1.  A  combination  to  be  ])atentable  must  produce  a  different 
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force,  effect^  or  result  in  the  oombined  forces  or  pro- 
cesses from  that  given  by  their  separate  parts.  There 
must  be  a  new  result  produced  by  their  union;  if  not  so, 
it  is  only  an  aggregation  of  separate  elements.  Beck- 
endorfer  v.  Faber 373 

2.  A  combination  of  old  elements  is  not  infringed  by  a  use  of 

less  than  all  of  its  elements.     Keedy  r.  Soott     ....    133 

Bee  Claim,  1;  Particular  Patents,  2,  11,  12,  15,  17. 

Oommissioner's  Deoisiona. 

1.  The  decision  of  the  Commissioner  of  Patents  is  not  conclu- 

sive on  the  question  of  invention,  its  utility,  and  im- 
portance, novelty  and  prior  use.  His  decision  in  the 
allowance  and  issue  of  a  patent  creates  a  prima  fade 
right  only  and  upon  all  questions  involved  therein  the 
validity  of  a  patent  is  subject  to  the  examination  of  the 
courts.     Reckendorfer  v.  Faber 373 

2.  The  question  of  fraud  in  obtaining  a  reissue  must  be  re- 

garded as  settled  by  the  decision  of  the  Commissioner 
of  Patents  in  granting  it.     Corn-Planter  Patent  ...        1 

3.  Unless  it  is  apparent  upon  the  face  of  the  reissue  that  the 

Commissioner  has  exceeded  his  authority,  his  decision 
is  final  and  conclusive,  except  if  there  is  such  repug- 
nancy between  the  old  and  the  new  patent,  that  the 
reissue  must  be  held  as  a  matter  of  legal  construction 
to  be  not  for  the  same  invention  as  that  embraced  in 
the  original.     Union  Paper  Collar  Co.  v.  Van  Deusen  .    156 

4.  The  action  of  the  Commissioner  of  Patents  in  granting  a 

reissue  within  the  limits  of  his  authority  is  not  open 
to  collateral  impeachment,  but  his  authority  being  lim- 
ited to  a  reissue  for  the  same  invention,  the  two; pat- 
ents may  be  compared  to  determine  the  identity  of  the 
invention.  If  the  reissued  i>at«nt,  when  thus  com- 
pared, appears  on  its  Hice  to  be  for  a  dififerent  inven- 
tion, it  is  void,  the  Commissioner  having  exceeded  his 
authority  in  issuing  it.     Russell  v.  Dodge 495 

Ooxnpensatory  Damasres. 

See  Damages,  5,  6. 

Oonolusiveness  of  Ctomznlssioner's  Deoislon. 

See  Commissioner's  Decisions. 

Oonstniotion  of  Statutes. 

1.  Under  Act  1836,  sec.  6,  no  one  is  entitled  to  a  patent  un- 
less (1)  he  has  discovered  or  invented  an  art,  machine, 
or  manufacture,  (2)  which  art,  machine,  or  manufkc- 
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ture  is  new,  (3)  which  is  also  iisefnl,  (4)  which  is  not 
known  or  patented.     It  is  not  sufficient  that  it  is  al- 
leged or  supposed,  or  even  adjudged  by  some  officer  to 
possess  these  requisites.     It  must  in  fa<;t  possess  them, 
and  that  it  does  possess  them  the  claimant  must  be 
prepared  to  establish,  in  the  mode  in  which  all  other 
claims  are  established,  to  wit:  before  the  judicial  tri- 
bunals of  the  country.     Reckendorfer  v,  Faber     .   .    .    373 
Act  1836,  2  6t  .   .  Beo  Claim,  2. 
**      "     J  7,  .   .  See  Application,  1. 
"       **     i  15,   .   See  Invention,  2. 
Act  July  8,  1870,  See  Right  of  Action,  1. 
R.  S.  .   .   j  4919,  See  Damages,  3,  6. 
4931,  See  Damages,  6. 

Oontraot. 

1.  Where  in  a  certain  contract  "the  said  parties,"  L.,  on  the 

one  hand,  and  M.  and  H.  on  the  other,  bound  them- 
selves mutually  and  their  "  legal  representatives  to  the 
covenants  therein,"  to  continue  in  force  till  the  expira- 
tion of  the  term  of  certain  letters  patent  or  **  during 
such  period  as  the  same  may  be  hereinafter  renewed  or 
extended,^ ^  held  that  L.  ha\'ing  treated  the  defendant 
corporation  as  successors  to  M.  and  H.,  it  was  entitled 
to  the  benefit  of  the  contract  and  to  the  use  thereunder 
of  a  particular  dence  under  the  extension  of  the  origi- 
nal patent  now  assigned  to  plaintiff.  Hammond  v.  Ma- 
son, etc.,  Oif;an  Co 135 

2.  A  particular  instrument  construed  to  bo  a  contract  and  not 

a  revocable  power  of  attorney.     Burdell  r.  Denig     .   .    420 

3.  Where  an  inventor  made  several  agreements  on  the  same 

day  with  the  defendants  ;  in  the  one  wholly  selling  his 
unpatented  invention,  the  patent  to  issue  to  defendants; 
in  another  licensing  the  use  of  the  invention  in  connec- 
tion with  his  (inventor's)  former  patents ;  and  in  the 
third  granting  defendant  certain  right  on  failure  to  se- 
cure the  patent,  held  they  should  bo  all  construed  to- 
gether and  that  defendants  were  protected  thereunder 
from  liability  as  infringers.  Hammond  v.  Maaou,  etc, 
OiganOo 434 


1.  In  cases  where  profits  are  the  proper  measure  of  damages, 
it  is  the  profits  which  the  infringer  makes  or  ought  to 
make,  which  govern,  and  not  the  profits  which  plaintiff 
can  show  he  might  have  made.  The  rule  of  profits  ap- 
plies to  mainly  cases  in  equity,  upon  the  idea  that  the 


inMnger  la  a  trnBtee  for  the  proflte  for  the  ovner. 
Enrfell  V.  Deulg    '. 420 

2.  llie  primary  Had  true  criterion  ordamBges  in  an  action  at 

law  is  theaaleaofliceosesof  machines, oraneetablisbed 
royalty.     Bnrdell  p.  Denig 420 

3.  Id  an  action  at  taw  for  tbe  infringement  of  a  patent  tbe 

jary  is  required  to  find  the  actual  damages  snstained 
by  the  plaintiff.  The  court  hai  power  in  such  caae  to 
enter  judgment  for  any  fium  above  the  amount  of  the 
veidict,  not  exceeding  three  times  the  amount  of  the 
same,  together  with  costs.  B.  S.  aec  4919.  BiidsaU 
p.  Coolidge 446 

4.  Damages  are  given  as  a  compensation,  recompense,  or  satis- 

faction to  the  plaintiff  for  an  iqjury  actually  received 
by  him  from  the  defendant,     Birdaall  n.  Coolidge    .   .    445 

5.  Compensatory  damages  and  actual  damages  meau  the  same 

thing.     Biidsall  v.  Coolidge 446 

6.  In  proceeding  against  an  infringer  fordamages  the  remedy 

at  law  (R.  S.  sec.  4919)  remains  unchanged,  since  the 
act  of  1870,  but  in  equity  (R.  S.  sec  4921  ],  where  tbe 
gains  and  proBts  are  clearly  not  Bufflcient  to  compen- 
sate  the  complainant  for  the  Injury  sastained  by  the 
infringement,  dami^ea  of  a  compensatory  character 
may  also  be  allowed.     Birdsall  v.  Coolidge 446 

7.  Evidence  of  an  established   royalty  will  furnish  the  true 

measure  of  damages  in  an  action  at  law,  where  tbe  un- 
lawful acta  consist  in  making  and  selling  the  patented 
improvemeat,  or  in  the  eitensive  and  protracted  use 
of  the  same,  without  palliation  oreicnse,  but  when  the 
use  is  a  limited  one  and  tbr  a  brief  period,  it  is  error  to 
apply  that  rule  arbitrarily  and  without  any  qnallflca- 
tiou.     Blrdsall  i>.  Coolidge 445 

Desoiliitioii. 

See  Prior  Pablication,  1. 


1.  The  application  of  ao  old  process  to  anew  subject  without 
any  exercise  of  the  inveotive  lacnlty,  and  withont  the 
development  of  any  idea  which  can  be  deemed  new  or 
original  in  the  sense  of  the  patent  law,  is  not  patent- 
able.   Brown  B.  Piper 273 

3.  A  double  use  is  not  patentable,  nordoes  its  cheapness  make 

it  so.     Reckendoifer  v.  Fober 373 

See  Particular  Patents,  4. 
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Bmployer  and  Employee. 

1.  The  relation  of  employer  and  einplo}^^,  in  regard  to  the 
•  origin  of  inventions,  stated.     Union  Paper  Collar  Co.  v. 

Van  Deusen 156 

2.  If  suggestions  oommonicated  by  the  employ 6  constitute  the 
whole  subject  of  the  improvement,  the  patent  if  granted 
to  the  employer  as  his  invention,  is  invalid,  because 
the  real  invention  or  discovery  belongs  to  the  person 
who  made  the  suggestions.  Union  Paper  Collar  Co.  v. 
Van  Deusen 156 

Bquity. 

See  Damages,  6  ;  Right  of  Action,  1. 

Evidence. 

\  1.  A  receipt  executed  after  suit  brought,  held  properly  ad- 
mitted in  evidence  to  reduce  the  amount  of  the  recov- 
ery.    Burdell  v.  Denig 420 

See  Charge  to  Jury,  1 ;  State  of  the  Art,  1. 

Extension. 

See  Contract,  1. 

Formal  Chancre. 

1.  The  mere  carrying  forward,  or  new  or  more  extended  ap- 
plication of  the  original  thought,  a  change  only  in  forms, 
proportions,  or  degree,  doing  substantially  the  same 
thing  in  the  same  way,  by  substantially  the  same 
means,  with  better  results,  is  not  such  an  invention  as 
will  sustain  a  patent.     Koberts  v.  Ryer 302 

2.  The  law  requires  more  than  a  change  of  form,  or  juxtapo- 
sition of  parts,  or  of  the  external  arrangement  of  things, 
or  of  the  order  in  which  they  are  used  to  give  patenta- 
bility.    Reckendorfer  v.  Faber 373 

3.  Where  the  same  movement  was  obteined  in  a  machine  by 
a  change  in  the  attachment  of  one  part  to  another,  it 
was  held  not  a  change  of  principle.    Ives  v,  Hamilton  .    405 

Fraud. 

CimcluMvenesa  of  CommissUmer^s  Decision  wi  Question  of  Fraud. 
See  Commissioner's  Decisions,  2. 

Identity. 

Identity  of  Products. 

See  Products,  3. 

Identity  of  Original  and  Reissue, 

See  Commissioner's  Decisions,  4 ;  Particular  Patents,  12,  24, 
26,  28 ;  Reissue,  2. 
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luiprovomfixit. 

1.  Where  an  invention  is  claimed  m  an  impiovement  on  an 
old  machine,  it  is  properly  taken  for  granted  that  a 
practical  mechanic  is  acquainted  with  the  construction 
of  the  machine  upon  which  the  improvement  is  made. 
Ives  V.  Hamilton 406 

See  Particular  PAtents,  8. 

Inoboate  Biffht. 

1.  Bight  growing  out  of  an  unpatented  invention  may  he  sold. 

Hammond  v.  Mason,  etc.,  Oigan  Go 434 

Infringcmtfint. 

1.  To  entitle  a  plaintiff  to  recover  for  the  violation  of  a  patr 

ent,  he  must  be  the  original  inventor,  not  only  in  re- 
spect to  the  United  States,  but  to  other  parts  of  the 
world.  Even  if  he  did  not  know  that  the  discovery  had 
been  made  before,  stUl  he  cannot  recover  if  it  had  been 
in  use  or  described  in  public  prints,  and  if  he  be  not  in 
truth  the  original  inventor.     Sewall  v.  Jones    ....    336 

2.  lb  constitute  an  infringement,  the  thing  used  by  the  de- 

fendant must  be  such  as  substantially  to  embody  the 
patentee's  mode  of  operation,  and  thereby  to  attain  the 
same  kind  of  re9ult,  as  was  reached  by  his  invention. 
The  result  need  not  be  the  same  in  degree.  Sewall  v, 
Jones 336 

See  Gombination,  2 ;  Particular  Patents,  1,  8,  13,  16,  17,  22, 
27 ;  Specification,  2  ;  Supplemental  Rill,  1. 

Invention. 

« 

New  Use  of  Old  OrganuMiion, 

1.  It  is  no  new  invention  to  use  an  old  machine  for  a  new  pur- 

pose.    The  inventor  of  a  machine  is  entitled  to  all  the 
uses  to  which  it  can  be  put,  no  matter  whether  he  had 
conceived  the  idea  of  the  use  or  not.     Roberts  v.  Hyer.  302 
See  Particular  Patents,  4,  11,  18. 

Want  of  Invention, 

2.  The  defense  of  want  of  invention  is  provable,  when  it  ex* 

ista  under  any  general  denial  and  is  not  excluded  by 
Act  1836,  sec.  15.     Reckendorfer  v.  Faber 373 

See  Article  of  Manufacture,  2, 3  ;  Claim,  1 ;  Double  Use,  1,2; 
Formal  Change,  1,  2 ;  Mechanical  Skill,  1 ;  Particular 
Patents,  2,  14,  21,  26,  29. 

(^nge  in  size.  » 

See  Particular  Patents,  9. 
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(hndurivenesa  of  Commissioner^ $  Decision  of  QHettion  ef  Invention, 

See  Gommiasioner'a  Decisional  1. 

Cbange  in  Location, 

See  Particular  Patents,  19. 

Analogous  Use. 

See  Particular  Patents,  2S. 

Judicial  Notioe* 

See  Kotioe,  1. 

liioenseFee. 

See  Damages,  2. 

Measure  of  Damagea 

See  Damages,  1,  2,  7. 

Medhanioal  Skill. 

1.  Mechanical  skill  distingnished  fiom  inTontion.     It  is  not 

patentable.     Reckendorfer  v,  Faber 373 


Notioe. 


1.  Oonrts  will  take  notice  of  whatever  is  generally  known 
within  the  limits  of  their  jurisdiction.  This  extends  to 
such  matters  of  science  as  are  involved  in  cases  brought 
before  the  court.    Brown  v.  Piper 273 

See  State  of  the  Art,  1. 


Novelty. 


See  Abandoned  Experiment,  3  ;  Article  of  Manufacture,  1,  2 ; 
Particular  Patents,  5,  7,  9,  10,  11,  18,  20,  28. 

iQmdusifDeness  of  Commissioner's  Decision  on  QuesUon  of  Novelty, 
See  Commissioner's  Decisions,  1. 

Particular  Patents. 

1.  Letters  patent  No.  17,387,  M.  A.  C.  Mellier,  May  26,  1857, 

paper  pulp  process  construed  and  held  A  that  the  pat- 
ent covers  the  process  claimed  when  applied  to  wood  as 
well  as  when  applied  to  straw.  B  The  internal  pres- 
sure as  described  in  the  specification,  is  to  be  ascer- 
tained by  deducting  from  the  pressure  marked  by  the 
steam  gauge,  the  weight  of  one  atmosphere,  and  held 
infringed.     The  Wood  Paper  Patent 199 

2.  Letters  patent  No.  19,783,  H.  L.  Lipman,  March  30,  1858, 

Lead  Pencil  and  Eraser,  construed  to  be  for  a  combina- 
tion consisting  in  the  application  of  a  piece  of  rubber  to 
one  end  of  the  same  piece  of  wood  which  makes  a  lead 
pencil,  in  which  no  effect  is  produced  or  result  follows 
from  the  joint  use  of  the  two,  and  held  wanting  in  pat- 
entable invention.    Reckendorfer  v,  Faber 373 


a  LetteiB  Patent  No.  25,418,  M.  L.  Keen,  September  13,1856, 
Boiler  for  making  Paper  Pnlp  from  Wood,  and  No.  38.- 
901,  M.  L.  Keen,  June  16, 1863,  Boiler  for  making  Paper 
Pulp  corudmrrf  to  be  for  rambmaliona  and  heid  not  in- 
fringed.    The  Wood  I'aper  Patent 199 

4.  The  claim  of  lettere  patent  No.  31,730  [old  number  732), 
E.  Piper,  March  19,  ISfil,  Preaerving  Fish,  for  "pre- 
aerving  ftah  or  other  articles  in  a  cloae  chamber  by. 
means  of  a  freezing  mixture,  having  no  contact  with 
the  atmoaphere  of  the  preaening  chamber,  aubatazi- 
tially  asset  Ibrlh."  Vi'hea  taken  in  <Mnnection  witb 
the  explanations  contained  in  the  specification,  coit- 
rined  to  be  for  the  application  to  articlee  to  be  pre- 
aervetl  of  the  degree  of  cold  ncceasaty  to  preserve  them, 
by  means  of  n  "cloBC  chamber"  in  ivhich  they  are  la 
be  placed,  and  a  "freezing-mixture,  having  no  com- 
mnnication  nith  the  atmosphere  of  the  preserving- 
chamber."  Such  claim  is  infringed  by  anyone  who 
prodncea  thisresultby  the  meaua  designated,  in  any  way 
snbslantially  the  same  as  that  described,  having  the 
feature  of  the  non-contact  of  the  freezing  mixture  with 
the  air  of  the  preserving  chamber,  held  to  be  for  the  ap- 

.  .  plication  of  an  old  process  to  a  new  subject  not  involv- 
ii^  invention  and  is  anticipated  by  the  patent  No.  13, 
05»,  granted  to  John  Good,  December  1^,  1854,  for  a 
Corpee-Preaeri'er.     Brown  r.  Piper Z72 

6.  Letters  patent  No.  34,938.  1.  Winslow,  April  8, 1862,  Cm- 
ning  Green  Com  for  an  article  of  manufactnre,  held 
wanting  in  novelty  in  view  of  Duraud's  English  patent 
No.  3,373  of  1810.     Sewall  t.  Jones 336 

6.  The  double  use  of  the  word  "about"  indicates  that  time 

is  not  to  be  considered  as  precisely  specified.  Sewall  v. 
Joues  . 336 

7.  Letters   patent  No.   35,274.     1.  Winalow,   May  13,  1869, 

Preserving  Corn,  for  the  process  hdd  wanting  in  novelty 
in  dew  of  English  pat«nt  No.  3,372  to  Duraud  of  1810. 
Sewall  V.  Jones 336 

8.  The  claim  of  letters  patent  No.  51,310,   P,  Hamilton,   De- 

cember 5,  1865,  ^aw  Mill,  for  "giving  to  the  sawiu  its 
downward  movement  a  rocking  or  rolling  niotiou,  by 
means  of  the  combinatum  of  the  croes-head  wortjng  in 
the  cun-cd  guides  at  (he  upper  end  of  the  saw,  -ttie  lower 
end  of  which  is  attached  to  a  cross-head  working  iu 
straight  guides  and  pivotetl  to  the  pitman  below  the 
saw,  with  tlio  crank-pin,"  heid  infringed  by  the  combi- 
nation  ofagtude  consisting  of  two  straight  lines — ao 
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equivalent  for  the  cnrved  guide,  with  the  lower  end  of 
the  saw  attached  below  instead  of  above  the  cross-head, 
both  being  calculated  to  give  to  the  saw  the  precise 
rocking  or  vibratory  motion  desired.  The  description  ' 
of  the  invention,  it  being  an  improvement  on  an  old 
machine,  held  sufficiently  specific.  :  Ives  v.  Hamilton  .    405 

9.  The  patent,   No.   124,340,  John  Dalton,   March  5,   1872. 

Ladies^  Hair-Net.  For  *^a  head  or  hair-net  composed 
of  a  main  set  of  meshes  fabricated  of  coarse  thread, 
combined  with  an  auxiliary  set  or  sets  of  meshes  fab- 
ricated of  fine  thread  '^  is  void,  because  there  is  no  in- 
vention in  it,  and  because  various  fabrics  had  been 
made  and  were  in  public  use  for  a  long  time  before  his 
application,  which  are  precisely  and  accurately  de- 
scribed by  Dalton  in  the  specification  and  claim  of  his 
patent.     Dalton  t;.  Jennings 459 

10.  Letters  patent  No.  137,893.     M.  Cohn,  April    15,  1873. 

Corsets,  for  a  manufacture  ?ield  anticipated  by  the  in- 
vention described  in  Johnson's  English  provisional 
specification  No.  143  of  January  20,  1854.  Oohi\  v. 
United  States  Corset  Co 473 

11.  Reissued  letters  patent  No.  455,  D.  W.  C.  Sanford,  May 

21,  1857,  construed  in  view  of  the  original  letters  pat- 
ent No.  13,802,  November  13,  1855,  Refrigerator,  and 
of  patent  No.  14,510,  A.  S.  Lyman,  March  25,  1856, 
Method  of  Cooling  and  Ventilating  Rooms,  to  be  for 
the  combination  of  the  use  of  the  descending  current  of 
air  with  the  device  for  the  circulation,  held  to  be  for  a 
new  use  of  an  old  machine  and  not  involving  invention 
and  to  be  anticipated  by  the  Lyman  patent.  Roberta 
V,  Ryer 302 

12.  Held  that  reissued  letters  patent  No.  1,036, 1,038  &  1,039, 

G.  W.  Brown,  September  11,  1860,  original  patent  No. 
9,893,  August  2,  1853,  arc  not  for  substantially  the 
same  combination.     Corn-Planter  Patent 1 

13.  The  claim  of  reissued  letters  patent  No.   1,036,  G.  W. 

Brown,  September  11,  1860,  Seed-Planter,  original  pat- 
ent No.  9,893,  August  2,  l653,  construed  and  limited  by 
reference  to  the  specification  in  view  of  words  '*  sub- 
stantially as  and  for  the  purpose  set  forth ''  appended 
to  the  claim  to  be  for  a  combination  of  the  material 
parts  of  the  entire  machine,  held  not  anticipated,  valid 
and  infringed  by  a  machine  constructed  with  more  ex- 
pensive features.     Corn-Planter  Patent 1 

14.  Reissued  letters  patent  No.  1,037,  G.  W.  Brown,  Septem- 

ber 11, 1860,  Seed-Planter,  original  patent  No.  9,893, 
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Angiist  2,  1853,  ooDsCaraed  and  hM  there  vns  nothing 
in  the  particalar  form  and  shape  of  the  mnner  claimed 
"which  is  sufficiently  divetse  from  others  that  precede 
it)  to  entitle  it  to  the  merit  of  an  invention.  Corn- 
Planter  Patent 1 

i&  The  daim  of  reiasned  letters  patent  No.  1,038,  G.  W. 
Brown,  September  11,  1860,  Seed-Planter,  original  pat- 
ent No.  9,893,  Angnst  2,  1853,  cominted  to  be  for  a 
ftoTel  combination  producing  new  and  useful  results 
snd  held  that  it  is  no  objection  to  the  validity  of  a  pat- 
ent for  such  a  combination  that  some  of  the  elements 
of  which  it  is  composed  are  not  new.  Corn-Planter 
Patent I 

16.  Beissued  letters  patent  No.  1,038,  G.  W.  Brown,  Septem- 
ber 11,  I860,  Seed-Planter,  original  patent  No.  9,893, 
August  2,  1853,  hel4  to  sufficiently  distinguish  the  new 
from  the  old  ports  by  the  snnmiary  of  its  claim  ;  ia 
is  valid  and  infringed.     Corn-Planter  Patent  ....        1 

-i^.  Claim  1  of  reissued  letters  patent  No.  1,03Q,  G.  W.  Brown, 
September  11,  1860,  Seed-Planter,  original  patent  No. 
9,893,  August  2,  1853,  for  *' mounting  the  attendant 
upon  a  seed-planting  machhie  in  such  a  position  that 
he  can  see  the  marks  made  upon  the  ground  and  ope- 
rate the  dropping  of  the  seed  accordingly  "  if  construed 
as  a  claim  for  a  result  irrespective  of  the  means  of  ac- 
complishing it,  is  void.  But  if,  in  order  to  give  a  fa- 
Torable  construction,  so  as  to  sustain  the  patent,  if  it 
can  fairly  be  done,  the  claim  is  qualified  by  the  words 
"substantially  as  herein  set  forth, *'  and  the  means  are 
described  in  the  specification,  it  is  no  longer  open  to 
the  objection.  Claim  2  held  a  new  and  valid  combina- 
tion and  the  reissue  field  infringed.  Corn-Planter  Pat- 
ent          1 

IS.  <!laim  1  of  reissued  letters  patent  No.  1,091,  G.  "W.  Brown, 
l>ecember  11,  1860,  Seed-Planter,  original  patent  No. 
12,811,  May  8,  1855,  held  wanting  in  novelty.  Claim 
2,  lidd  to  be  for  the  application  of  an  old  device  to  a 
new  use,  and  the  reissue  held  void.  Com -Planter  Pat- 
ent - 1 

19.  The  claim  of  reissued  letters  patent  No.  1,092,  G.  W. 
Brown,  December  11,  1860,  Seed-Planter,  original  pat- 
ent No.  12,811,  May  8,  1855,  the  particular  location  of 
the  driver's  seat,  so  that  by  tho  throwing  of  his  weight| 
certain  results  could  be  produced,  held  in  view  of  state 
of  art  not  to  involve  invention.     Corn-Planter  Patent.       1 

^tO.  The  daim  of  reissued  letters  patent  No,  1,093,  G.  W. 
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Brown,  Decsember  11,  1860,  Seed-Planter,  original  pat- 
ent No.  12,811,  May  8, 1855,  held  T^anting  in  novelty  if 
broadly  construed;  if  limited  is  substantially  identical 
with  reissue  claim  No.  1,038,  G.  W.  Brown,  September 
11,  186a     Gbrn-Planter  Patent 1 

fli.  The  daim  of  reissued  letters  patent  No.  1,094,  6.  W. 
Brown,  December  11,  1860,  Seed-Planter,  original  pat- 
ent No.  12,811,  May  8,  1855,  for  a  peg  or  stop  to  pre- 
vent the  rear  part  of  a  machine  from  tipping  so  far  as 
to  dump  the  driver  on  the  ground,  is  too  frivolous  a 
device  to  be  regarded  as  an  invention,  and  a  patent  for 
it  is  void.     Corn-Planter  Patent 1 

28.  The  daim  of  reissued  letters  patent  No.  1,095,  6.  W. 
Blown,  December  11,  1860,  Seed-Planter,  original  pat- 
ent No.  12,811,  May  8,  1855,  sustained  as  novel  and 
Ae/d  infringed.    Oorn-Planter  Patent 1 

23.  Beissued  letters  patent  No.  1,448,  Watt  A  Bnigess,  April 
7,  1863,  Paper  Pulp  ManuilMSture,  Product,  original 
patent  No.  11,343,  July  18,  1854,  for  a  pulp  suitable 
for  the  manufiicture  of  paper  made  from  wood  or  other 
vegetable  substances,  held  void  for  want  of  novelty  in 
view  of  the  fact  that  paper  pulp  extracted  from  wood 
by  chemical  agencies  alone,  is  not  a  different  manufac- 
ture from  paper  pulp  obtained  from  vegetable  sub- 
stances by  chemical  and  mechanical  processes.  The 
Wood  Paper  Patent 190 

5M.  Beissued  letters  patent  No.  1,449,  Watt  A  Boigeas,  April 
7,  1863,  Manufacture  of  Paper-Pulp  Process,  amttrued 
to  be  for  a  single-step  process,  and  held  in  view  of  orig- 
inal patent,  No.  11,343,  July  18,  1854,  for  a  process 
of  three  steps  not  to  be  for  the  same  invention^  and 
void.     The  Wood  Paper  Patent 199 

25.  Beissue  No.  1,646.    8.  S.  Gray.     March  29,  1864.     Shirt 

Gollars.  Original  No.  38,961,  June  23,  1863,  cmutrued 
in  view  of  the  fact  that  the  object  in  turning  down  a 
collar  on  a  curved  line  instead  of  a  straight  line,  is  pre- 
cisely the  same,  whether  the  collar  be  all  paper,  paper 
and  linen,  or  all  linen.  Hence,  where  it  appeared  that 
linen  collars  had  been  turned  over  on  a  curved  line  to 
prevent  wrinkling,  and  to  afford  space  for  the  cravat, 
held,  that  is  was  not  patentable  to  apply  the  same 
mode  of  turning  down  to  collars  of  paper  or  paper  and 
linen.     Union  Paper  Collar  Co.  v.  Van  Deuaen     .   .   .    156 

26.  Where  the  original  letters  patent  No.  38,664,  for  Improve- 

ment in  Paper  Shirt  Collars,  granted  to  Andrew  A. 
Evans,  May  26,  1863,  stated  the  invention  to  consist^ 
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Ant,  ID  making  Uie  collsra  of  p*rchmeiit  paper,  or 
paper  prepared  with  animal  sizing;  aitd  eeoond,  in 
coatiDg  one  or  boti>  side  of  the  collar  with  a  thin 
vamlsh  of  bleached  shellac  to  give  Hmoathncss,  streogtb 
and  BtiStaess,  aod  to  repel  moisture,  the  claim  being 
for  "a  shirt  collar  made  of  parchment  paiper,  and 
coated  with  vamiah  of  bleached  shellac,  Bobetantialtj 
as  described,  and  for  the  objects  specified."  Hdd, 
that  its  reissue  No.  2,300,  Jalj  10,  1866,  which  de- 
scribed a  paper  other  than  parohnient  paper,  or  one 
prepared  with  aoimal  sizing,  and  which  did  not  re- 
qnire  either  side  of  thecollurs  to  be  coated  witha  vamiah 
of  bleached  shellac  fur  anv  purpose,  the  claim  being  for 
"  a  collar  mode  of  long-fibei  paper,  substantially  sach 
as  is  above  described,"  was  for  a  different  invention 
(h)m  that  embodied  in  the  original  patent.  It  appear- 
ing  that  the  collars  made  by  Evans,  apart  from  the 
paper  composing  them,  were  identical  in  form,  stmc- 
ture,  and  arrangement  with  collars  previoasly  made  ol 
linen,  paper  of  different  qnality,  and  of  other  labrics, 
and  that  Evans  did  not  invent  the  special  paper  used 
by  him,  nor  the  process  by  which  it  was  obtained; 
Md,  that  he  was  not  entitled  to  n  patent  for  the  collars 
as  a  new  manufacture,  neither  ns  the  inventor  of  the 
collara.  Union  Paper  Collar  Ca  c.  Van  Deneen  .  .  .  li 
£T.  Letters  patent  No.  30,441,  of  E.  H.  Graham,  of  October 
10, 1860,  reissued  May  28,  18OT,  No.  2,626,  for  "  Picker 
Staff  Motion  in  Looms,"  construed  to  have  no  relation 
to  the  mere  form  of  a  journal-bearing  arm,  nor  to  consist 
in  arrani^ng  a  journal-bearing  arm  in  a  slot  in  the  rocker, 
but  to  embrace  every  combination  of  a  rocker  with  > 
.  bed  and  loose  jonmal-bcaring  arms,  nminged  so  as  to 
produce  the  result  described  in  the  speciflcation  as 
cDected  by  the  combination,  and  held  that  defendant 
infringes  inasmuch  as  he  employs  a  combination  of  a 
rocker  with  n  bed  by  loose  journals  projecting  on  each 
side  of  the  picker-staff,  iind  the  combination  is  effected 
by  means  of  a  jcmmal -bearing  arm,  it  is  immaterial 
that  the  iorm  of  liis  jonmai-bearing  arm  is  nnlike  that 
of  complainant's,  or  thnt  its  mode  of  attachment  is  dif- 
ferent, so  long  as  it  performs  the  same  funcliona  in 
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was  an  essential  ingredient,  and  a  change  was  made 
(on  its  reissue  No.  3,816,  Febraary  1,  1870)  in  the  orig- 
inal specification  by  eliminating  the  necessity  of  using 
the  fat  liquor  in  a  heated  condition,  and  making  in  the 
new  specification  its  use  in  that  condition  a  mere  mat- 
ter of  convenience  and  by  inserting  an  independent 
claim  for  the  use  of  fat  liquor  in  the  treatment  of 
leather  generally,  the  character  and  scope  of  the  inven- 
tion as  originally  claimed  were  held  to  be  so  enlarged  as 
to  constitute  a  difierent  invention.  (Tho  reissue  also 
held  void  for  want  of  novelty).     Russell  v.  Dodge  .    .    495 

29.  Reissued  letters  patent  No.  3,863,  J.  Reckendorfer, 
March  1,  1870,  original  patent  No.  36,854,  November 
4,  1862,  Lead  Pencil,  held  invalid  for  want  of  inven- 
tion.    Reckendorfer  v,  Faber 373 

Patentability. 

See  Article  of  Manufacture,  2  ;  Construction  of  Statutes,  1 ; 
Double  Use,  1,  2 ;  Formal  Change,  1,  2 ;  Mechanical 
Skill,  1  ;  Product,  1,  2. 

Persons  Skilled  in  the  Art. 

See  Improvement^  1  j  Prior  Pablication,  L 

Po'wer  of  Attorney. 

See  Contract,  2. 

Presumption. 

See  Arbitration,  1. 

Prior  Publioation. 

1.  Unless  the  earlier  printed  and  published  description  does 

exhibit  the  latter  patented  invention  in  such  full  and 
intelligent  manner  as  to  enable  persons  skilled  in  the 
art  to  which  the  invention  is  related  to  comprehend  it 
without  assistance  from  the  patent,  or  to  make  it,  or 
repeat  the  process  claimed,  it  is  insufficient  to  invali- 
date the  patent.     Cohn  v.  United  States  Corset  Co.  .    473 

2.  A  patent  is  invalid  if  the  invention  claimed  is  found  to  be 

p&tented  or  described  in  a  printed  publication  prior  to 
the  patentee's  invention  or  discovery  thereof;  and  it  is 
enough  if  the  thing  patented  is  described,  and  not  thtt 
steps  necessarily  antecedent  to  its  production.  Cohn  v. 
United  States  Corset  Co 473 

3.  Thus,  when  the  invention  claimed  is  an  article,  it  is  not 

necessary,  in  order  to  render  the  patent  void,  that  the 
prior  publication  should  also  contain  a  description  of 
the  process  by  which  such  article  was  made.  Cohn  v. 
United  States  Corset  Co 473 
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Prior  ITse. 

Conclusiveness  of  Commissioner's  Decision  on  Question  of  prior 
Commissioner's  Dedaioiis,  1. 


KM.       DBO 


Product. 


profits. 


See  Particular  Patents,  1, 7,  ^;  Prior  Pablication,  3;  Piodnct, 
1,  3. 

1.  A  mannfactare  or  a  product  of  a  process  may  be  no  noYelty 

and  therefore,  unpatentable,  while  the  processor  agency 
by  -which  it  is  produced  may  be  both  new  and  useful. 
The  Wood  Paper  Patent 189 

2.  In  cases  of  chemical  inventions,  when  the  manufacture 

claimed  as  novel  is  not  a  new  composition  of  matter, 
but  an  extract  obtained  by  the  decomposition  or  disin- 
tegration of  material  substances,  it  is  of  no  importance, 
in  considering  its  patentability  to  enquire  from  what  it 
has  been  extracted.     The  Wood  Paper  Patent.     .   •   .    199 

3.  When  the  substance  of  two  articles  produced  by  different 

processes  is  the  same,  and  their  uses  are  the  same,  they 
cannot  be  considered  different  manuihcturea.      The 

Wood  Paper  Patent. 199 

See  Particular  Patents,  23;  Prior  Publication,  3. 

1.  If  defendant  has  cheapened  the  cost  of  producing  the  in- 

fringing device  by  an  improvement  of  his  own,  he  is  en> 
titled  to  a  corresponding  credit  in  the  ascertainment  of 
the  profits  which  complainants  are  entitled  to  recover. 
Mason  v.  Graham 107 

2.  Where  defendant  had  been  in  the  habit  of  selling  the  in- 

fringing picker-staff  motion  both  separately  and  at- 
tached to  looms,  in  ascertaining  his  profits  upon  those 
sold  with  the  looms,  regard  should  be  had  to  his  profits 
upon  those  sold  separately,  rather  than  to  the  aggr^ate 
profits  made  by  him  upon  the  loom  and  attachment 
combined.     Mason  v.  Graham 107 

3.  Where  defendants  were  dealers  in  musical  instruments  and 

some  of  the  instruments  bought  and  sold  by  them  con- 
tained a  tremolo  attachment  which  infringed  complain- 
ant's patent,  and  others  not,  defendants  were  properly 
allowed,  in  the  ascertainment  of  profits  made  by  them 
from  the  sales,  to  prove  the  general  exx)enses  of  their 
business  incurred  in  effecting  the  sales  of  all  musical 
instruments,  and  deduct  a  ratable  proportion  from  the 
gross  profits   made  by  the  sale  of  the  attachments. 

Tremolo  Patent. 146 

See  Damages,  1. 
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1.  It  ia  the  well  settled  rale  of  this  court  that  no  rehearing  is 
granted  unless  some  member  of  the  oonrt  who  concurred 
in  the  judgment,  expresses  a  desire  for  it,  and  not  then 
unless  the  proposition  receives  the  snpport  of  a  m^jority 
of  the  court.     Ambler  v.  Whipple 128 

2.  A  hearing  had  in  this  court  on  an  imperfect  record,  where 
there  was  no  laches  or  neglect  for  which  the  appellee 
should  be  held  responsible  in  failing  to  examine  and 
perfect  the  record  before  the  hearing,  the  omissions  in 
the  record  being  material,  would  present  a  strong  ap- 
peal for  a  reargument.     Ambler  v.  Whipple 128 

Z>  But  where  the  facts  which  were  of  record  in  the  court 
showed  that  the  sufficiency  of  the  transcript  on  which 
the  case  was  heard  had  been  a  matter  of  careful  consid- 
eration by  counsel  for  petitioners,  and  that  it  was  finally 
accepted  and  filed,  and  that  for  two  years  and  a  half  it 
remained  ou  the  docket  and  no  attempt  to  correct  it  by 
ceriiorari  or  otherwise  was  made,  held  that  it  could 
not  be  said  in  the  face  of  these  facts,  even  if  the  omitted 
parts  of  the  record  were  material,  that  the  appellee  was 
without  fault  in  failing  to  have  it  brought  up;  and  the 
petition  for  rehearing  was  denied.     Ambler  v,  Whipple.  126 

Reissue. 

1.  The  purpose  of  a  reissue  is  to  render  effectual  the  actual  in- 
vention for  which  the  original  ])atent  should  have  been 
granted, — ^not  to  introduce  new  features,  therefore,  in 
an  application  for  a  reissue,  parol  testimony  is  not  ad- 
missible to  enlarge  the  invention  beyond  what  was  de- 
scribed, suggested,  or  substantially  indicated  in  the 
original  specification,  drawings,  or  Patent  Office  model. 
Union  Paper  Collar  Co.  v.  Van  Deusen IM 

2.  Whether  a  reissued  patent  is  for  the  same  invention  as  the 
original,  depends  upon  whether  the  specification  and 
drawings  of  the  reissued  i>atent,  are  substantially  the 
same  as  those  of  the  original;  and,  if  not,  whether  the 
omissions  or  additions  are  or  are  not  greater  than  the 
law  allows  to  cure  the  defect  of  the  original.     Union 

I  Paper  Collar  Co.  v.  Van  Deusen 166 

3.  Where  a  reissued  patent  is  granted  upon  a  surrender  of  the 
original,  for  its  alleged  defective  or  insufficient  specifi- 

cation,   such    specification    cannot    be    substantially 

changed  in  the  reissued  patent,  either  by  the  addition 

of  new  matter  or  the  omission  of  important  particulars, 

L  80  as  to  enlarge  the  scope  of  the  invention  as  originally 

claimed.    A  defective  specification  can  be   rendered 
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more  definite  and  certain  so  as  to  embrace  the  claim 
made,  or  the  claim  can  be  so  modified  as  to  correspond 
"with  the  specification ;  bnt,  except  under  special  cir- 
cumstances, this  is  the  extent  to  which  the  operation  of 
the  original  patent  can  be  changed  by  the  reissue.  Bus- 
sell  v.  Dodge 495 

See  Amendment  to  Bill,  1 ;  Particular  Patents,  12-29 ;  Sup- 
plemental Bill,  1. 

Condumveness  of  Commissioner's  Decision  on  grant  of  Reissue, 
See  Commissioner's  Decisions,  2,  3,  4. 

Rifirlit  of  AoUon. 

1.  Prior  to  the  act  of  July  8,  1870,  a  patentee  might  piooeed 
against  an  infringer  either  in  equity  or  at  law.  In 
equity  the  infringer  would  be  regarded  as  trustee  of  the 
owner  of  the  patent  as  respects  the  gains  and  profits 
which  he  had  made  by  the  unlawful  use  of  the  inven- 
•  tion.  At  law  he  could  recover  actual  damages,  the 
measure  thereof  being  not  what  the  defendants  had 
gained,  but  what  the  plaintiff  had  lost.  Birdsall  o. 
CooUdge 445 

Rifirlit  to  ITse. 

Inventor^s  Right  io  Use  his  Invention, 
See  Invention,  1. 


Royalty. 


Bale. 


See  Damages,  2,  7. 


See  Inchoate  Bight,  1. 

Specification. 

1.  The  omission  to  mention  in  the  specification  something 

which  contributes  only  to  the  degree  of  benefit,  provid- 
ing the  apparatus  would  work  beneficially  and  be  worth 
adopting  without  it,  is  not  fatal,  while  the  omission  of 
what  is  known  to  be  necessary  to  the  enjoyment  of  the 
invention  is  fatal.     Sewall  v.  Jones 336 

2.  When  the  inventor    says,    **  I  recommend  the  following 

method,"  he  does  not  thereby  constitute  such  method 
a  portion  of  his  patent.  His  patent  may  be  infringed 
although  the  party  does  not  follow  his  recommendation, 
but  accomplishes  the  same  end  by  another  method. 
Sewall  V.  Jones 336 

3.  Where  a  useful  result  is  produced  in  any  art,  manufac- 

ture, or  composition  of  matter  by  the  use  of  certain 
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means  for  which  the  inventor  or  disooverer  obtains  a  int- 
ent, the  means  described  must  be  the  essential  and  ab- 
solutely  necessary  means,  and  not  mere  adjuncts,  which 
may  be  used  or  abandoned  at  pleasure.    Russell  v. 

Dodge 495 

See  Claim,  2 ;  Particular  Patents,  8,  16. 

State  of  the  Art. 

1.  Evidence  of  the  state  of  the  art  is  admissible  in  actions  at 
law  under  the  general  issue  without  special  notice,  and 
in  equity  cases  without  any  averment  in  the  answer 
touching  the  subject.    Brown  v.  Piper 272 

"  Substantially  as  Set  Forth." 

See  Particular  Patents,  13,  17. 

Suffffestioxis. 

See  Employer  and  Employ^,  2. 

Supplemental  BilL 

1.  Where  a  suit  in  equity  under  a  patent  is  pending  at  the 

time  of  the  reissue,  a  supplemental  bill  setting  up  the 
reissued  patent  is  not  a  proper  pleading  to  revive  such 
a  suit  as  nothing  can  be  recovered,  either  as  damages 
or  profits  for  the  infringement  of  the  surrendered  pat- 
ent. The  infringement  of  the  reissued  patent  becomes 
a  new  cause  of  action  for  which  in  the  absence  of  any 
agreement  or  implied  acquiescence  of  the  respondent, 
no  remedy  can  be  had  except  by  the  commencement  of 
a  new  suit.     Reedy  v.  Scott 133 

2.  But  where  the  complainant,  having  reissued  his  patent 

pending  a  suit,  set  up  this  fact  in  a  supplemental  bill,  all 
the  proofs  in  the  case  being  taken  thereafter,  and 
neither  the  respondent  nor  the  court  below  made  any 
objection  to  the  irregularity  of  the  pleadings,  the  irreg- 
ularity was  also  disregarded  on  appeal  by  the  court. 
Reedy  v.  Scott 133 

Surrender  of  Patent. 

1.  The  surrender  of  a  patent  to  the  Commissioner  is  an  act 
which,  in  the  judgment  of  the  law,  extinguishes  it.  It 
is  a  legal  cancellation  of  it,  and  hence  the  patent  can  no 
more  be  the  foundation  for  the  assertion  of  a  right, 
after  the  surrender,  than  could  an  act  of  Cbngress  which 
had  been  repealed ;  and  it  has  frequently  been  detei^ 
mined  that  suits  pending  which  rest  upon  an  act  of 
Cbngress  fall  with  the  repeal  of  it.     Antecedent  suits 
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depend  npon  the  pfttent  existing  at  the  time  they  were 
oommenoed,  and  unless  it  exists  and  is  in  force  at  the 
time  of  the  trial  and  judgment  the  suits iaiL    Beedy  v. 
SoDtt 133 

Triple  Damatfos. 

8ee  Damages,  3. 

Trustee* 

8ee  Damages,  1 ;  Right  of  Action  1. 

Utility. 

Conduaivenesa  of  Chmmissioner^s  Decision  on  Quetiion  of  VUHUy, 
See  Commissioner's  Decisions,  1. 

Void  Patent. 

See  Commissioner's  Decisions,  4  ;  Particolar  Patents,  2, 4, 5^  7, 
9,  10,  11,  17,  18,  19,  20,  21,  23,  24,  28,  29 ;  Prior  Pub- 
lication, 2;  Specification,  1. 


INDEX  TO  NOTES.  SS6 


INDEX  TO  NOTES  IN  THIS  VOLUME. 


•^ 


pA<n. 
Affgreff&tloii. 

Aggregatioii 400 

AnalofiTOUs  Use. 
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Analogous  use,  not  patentable 196 
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Assignment  prior  to  i>atenting 443 

Claim. 
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Commissioner's  decision  on  tke  question  of  invention  is  not 
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License  fee  as  measure  of  damages 430 

Double  Use. 

Double  use 294,  330 
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Relations  of  employer  and  employ^^  in  regard  to.  the  origin  of 

invention 195 

Bvidenoe. 

Evidence  of  the  state  of  the  art  is  admissible  without  special 

notice 295 
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An  onsuocessftil  experiment  will  not  defeat  a  subsequent 

patent , 102 
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Fraud. 

GoDclusivcoess  of  the  qnestion  of  fraud  arising  on  the  grant 

of  a  reissue 102 

Frivolous  Claim. 

Frivolous  claim  defined 103 

Identity. 

Keissues  void  for  want  of  identity  with  original  •   •   •   .  194,  208 

Improvement. 

Sufficient  description  of  an  improvement 417 

Invention. 

Relations  of  employer  and  employ^  in  regard  to  the  origin  of 

invention 195 

Commissioner's  decision  on  the  question  of  invention  is  not 

conclusive 400 

Inventor. 

Suggestions  to  inventor 195 

Belations  of  employer  and  employ^  in  regard  to  the  origin  of 

invention 195 

As  to  the  effect  of  use  abroad,  with  or  without  domestic  in- 
ventor's knowledge ,   , 370 

Judicial  Notice. 

Judicial  notice  ..•••..••• 295 

License  Fee. 

License  fee  as  measure  of  damages  .•••••••••..    430 

Manufacture. 

Article  of  manufacture    ••.•••••••• 195 

Measure  of  Damages. 
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Profits  as  measure  of  damages  ••••••••••••••    430 

Notice. 

Judicial  notice ••••••••   295 

Novelty. 

Failure  to  claim  admits  want  of  novelty 103 

Patent. 

An  unsuccessful  experiment  will  not  defeat  a  suhsequent 

patent 102 
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PatentabiMty. 

The  question  of  patentability  is  always  open  to  the  court, 

whether  raised  or  not  by  defense 400 


An  old  product  produced  by  a  new  piocess  is  not  patentable  .    268 

Produot. 

An  old  product  produced  by  a  new  process  is  not  pateutable  .    268 

Profits 

Profits  as  measure  of  damages 430 

Reissue. 

Conclusiveness  of  the  question  of  fraud  arising  on  the  grant 

of  a  reissue 102 

Surrender  of  original  in  order  to  reissue  cancels  it 144 

Reissues  void  for  want  of  identity  with  original    ....  194,  268 

Special  Notice. 

Evidence  of  the  state  of  the  art  is  admissible  without  special 

-  notice      295 

Specification. 

Sufficiency  of  specification 370 

State  of  the  Art 

Evidence  of  the  state  of  the  art  is  admissible  without  special 

notice 295 

Substantially  as  Set  Forth. 

*' Substantially  as  set  forth,  ^^  effect  on  construction  of  claim  102 

Sufficient  Description. 

Sufficient  description  of  an  improvement 417 
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Suggestions  to  inventor 195 
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Surrender  of  original  in  order  to  reissue  cancels  it 144 

Surrender  and  Reissue, 

Surrender  and  reissue  pending  litigation 144 

Use,  Foreign. 

As  to  the  effect  of  use  abroad,  with  or  without  domestic  in- 
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